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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,927,515; 3,918,281; 3,918,282; 3,942,361

Communications, LLC

Respondent.

)

Intellisphere, LLC, )
)

Petitioner, ) Cancellation No. 92054949

)

V. )

)

Engage Healthcare )
)

)

)

)

RESPONSE TO APRIL 30, 2015 BOARD ORDER REGARDING CONTINUATION OF
STAY OF THIS MATTER PENDING DISTRICT COURT DETERMINATION

Respondent Engage Healthcare Communications, LLC (“ENGAGE”) hereby responds to
the Trademark Trial and Appeal Board’s (“Board”) order dated April 30, 2015 (“Order”). In the
Order, the Board granted ENGAGE thirty days to inform the Board regarding the status of the
civil action that occasioned the suspension of the current proceeding.

The Civil Action which occasioned the stay is Engage Healthcare Communications, LLC
v. Intellisphere, LLC, District Court of New Jersey, Civil Action No. 12-cv-787-FLW-LHG (the
“Civil Action™). The Civil Action was thought to be settled in December 2013, and
conditionally dismissed subject to finalization of a settlement agreement. The parties were
unable to agree to a written settlement agreement. Motions to enforce the settlement were filed,
and eventually dismissed. Several additional conferences were held, but the settlement was not
finalized. By Letter Order filed on March 10, 2013, the Civil Action was reopened. On March

31, 2015, a Scheduling Order was entered in the Civil Action, setting a discovery schedule



through March 15, 2016, and a dispositive motion schedule thereafter in 2016. A true copy of
the filed Scheduling Order is attached hereto as Exhibit 1.

The parties are actively involved in discovery under the Scheduling Order. Further, the
parties have filed motions to enforce the settlement, a motion to dismiss, and a motion for leave
to file an amended counterclaim, all of which are pending. No allegations or causes of action
have been deleted or dismissed from the Civil Action, such that it continues to concern the marks
at issue in this proceeding.

Accordingly, Respondent respectfully asserts that the Civil Action is active, and that the

stay of this matter should continue.

Respectfully submitted,
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(David Phillips
Brian Petrequin
Janet W. Cho
Attorneys for Respondent
LeClairRyan
One Riverfront Plaza
1037 Raymond Boulevard
Sixteenth Floor
Newark, New Jersey 07102
Phone: (973) 491-3530
Fax: (973) 491-3491
Email: David.Phillips@leclairryan.com

Antorneys for Engage Healthcare Communications, LLC



CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing RESPONSE TO APRIL 30, 2015
BOARD ORDER REGARDING CONTINUATION OF STAY OF THIS MATTER PENDING
DISTRICT COURT DETERMINATION has been properly served via first class mail, this

Z 474 day of May, 2015, at the following address:

FRANK L POLITANO

K&L GATES LLP

ONE NEWARK CENTER, 10TH FLOOR
NEWARK, NJ 07102
frank.politano@klgates.com
ttablitigationdocket@klgates.com
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EXHIBIT 1
TO

RESPONSE TO APRIL 30, 2015 BOARD
ORDER REGARDING CONTINUATION OF
STAY OF THIS MATTER PENDING DISTRICT
COURT DETERMINATION
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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY
TRENTON, NEW JERSEY

ENGAGE HEALTHCARE ! Civil Action No. 12-cv-00787-FLW-LHG
COMMUNICATIONS, LLC; GREEN |

HILL HEALTHCARE

COMMUNICATIONS, LLC; and

CENTER OF EXCELLENCE MEDIA,

LLC,

Plaintiffs, ; AMENDED PRE-TRIAL
vs. | SCHEDULING ORDER

INTELLISPHERE, LLC, MICHAEL J,
HENNESSY & ASSOCIATES, INC,,
ARC MESA EDUCATORS, LLC,
MICHAEL J. HENNESSY, JOHN DOES
I TOS; JANEDOES I TO 5,

Defendants.

THIS MATTER having been brought before the Court by Plaintiffs, Counterclaim
Defendants and Third-party Defendants, by their counsel David W. Phillips, Esq., and James
Anelli, Esq., of LeClairRyan, a Virginia Professional Corporation, and John Gonzo, Esq., of
L.’Abbate, Balkan, Colavita & Contini, L.L.P., and by Defendants, counterclaim Plaintiffs and
Third-party Plaintiffs by their counsel Robert G. Kenny, Esq., and Daniel J. Cogan, Esq., of
Hoagland, Longo, Moran, Dunst & Doukas, LLP, and for good cause shown,

ITISONTHIS 5/ £ day of March, 2015,

ORDERED that:
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1. Any party wishing to re-file their motion to enforce settiement shall do so within
I'5 days of the date hereof. Discovery shall not be stayed pending decision on any
such motion.

2. Defendants may re-file their motion for leave to file and serve a Second Amended
Counterclaim and Third-party Complaint within fifteen days of the date hereof,

3. The subpoenas served on Raymond Tyburski, Shannon Hennessy Pulaski and
U. S. Healthcare Communications, Inc., shall be deemed to have been withdrawn
as of December 4, 2013, without prejudice to re-serving the same.

4, Shannon Hennessy Pulaski is not to be considered “outside counsel” for
defendants/third-party plaintiffs for purposes of § 7 of the Discovery
Confidentiality Order (Dkt. No. 62), and she may not review materials designated
ATTORNEYS EYES ONLY by plaintiffs or third-party defendants.

5. Notwithstanding any arguments made to the contrary in the October 31, 2013,
Joint letter to the Court, the substance of materials designated as ATTORNEYS
EYES ONLY may be disclosed only to outside counsel for the receiving party, to
outside experts or consultants retained by outside counsel for purposes of this
action, unless otherwise agreed by the producing party.

6. The parties shall resolve any/all outstanding issues with regard to e-discovery and
production of ES] by May 8, 2015. Any disputes over the scope of the e-
discovery requested by any party shall be referred to Magistrate Goodman for
resolution in order to keep the May 8, 2015 deadline.

ond €9
7. All remaining paper and written}discovery is to be completed by June 30, 2015,

2.
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october
All fact depositions are to be completed by Beeember 31, 2015,

octooer
Fact discovery will be considered completed by December 31, 2015 l/
B [oembor 1,805
All affirmative expert reports on behalf of any party shall be served by Eebruary

2076
januu,ry /5 020/@
Depositions of all affirmative experts shall be completed by_M:ar::b:ﬂim—
Tebruary 15,2016 -

All rebuttal expert reports on behalf of any party shall be served by ApritTs,

2018
March ts
Depositions of all rebuttal experts shall be completed by Mayrts, 2016.
Apnlax

Any/all dispositive motions shall be filed no Iater than June 24,2016, with a

Feaf May o

scheduled return date no later than pu 18, 20 6

The Court will conduct a telephonic status conference on JU[){Z &3/02&/5

O
at /Og Qﬂ o'clock. Plaintiffs’ counsel shall initiate the conferenc 1.

(/ = LOISA. GOODMAN
U ‘

ited Statgé Magistyate Judge



