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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Marriage Alive International, Inc.
Entity Corporation Citizenship Tennessee
Address 2025 Madison Grove Lane

Knoxville, TN 37922
UNITED STATES

Attorney Howard S. Hogan and Veronica S. Root

information Gibson, Dunn & Crutcher LLP

1050 Connecticut Avenue, NW

Washington, DC, DC 20036

UNITED STATES

hhogan@gibsondunn.com, vroot@gibsondunn.com, pto-cc@gibsondunn.com
Phone:202-887-3539

Registrations Subject to Cancellation

Registration No 2469933 | Registration date | 07/17/2001

Registrant English, Cynthia

520 E 72nd St Apartment 5H
NEW YORK, NY 10021
UNITED STATES

Goods/Services Subject to Cancellation

Class 016. First Use: 2001/02/20 First Use In Commerce: 2001/02/20

All goods and services in the class are cancelled, namely: series of books featuring suggestions for
planning dates and special events, such as holidays, birthdays and other special events, and daily
planners

Grounds for Cancellation

Abandonment Trademark Act section 14
Registration No 3519954 Registration date | 10/21/2008
Registrant English, Cynthia S.

4018 Farmview Road
Kinburn, KOA2HO
CANADA

Goods/Services Subject to Cancellation

Class 041. First Use: 1998/09/04 First Use In Commerce: 1998/09/04
All goods and services in the class are cancelled, namely: Education and entertainment, namely,
providing information on-line regarding entertainment ideas for special times and outings




Grounds for Cancellation

| Abandonment | Trademark Act section 14

Attachments Great Dates Cancellation.pdf ( 5 pages )(100791 bytes )
Exhibits A-D.pdf ( 39 pages )(3598198 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature Iveronica root/
Name Howard S. Hogan and Veronica S. Root
Date 12/16/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
MARRIAGE ALIVE INTERNATIONAL, ) Cancellation No.
INC,, )
2025 Madison Grove Lane ) Registration No. 2,469,933
Knoxville, TN 37922, ) Date of Issue: July 17, 2001
)
Petitioner, ) Registration No. 3,519,954
) Date of Issue: Oct. 21, 2008
V. )
) Subject Mark: GREAT DATES
CYNTHIA ENGLISH, )
4018 Farmview Road )
Kinburn KOA2HO )
Canada, )
Respondent. )
)

PETITION FOR CANCELLATION

Petitioner, Marriage Alive International, Inc. (“Marriage Alive”), believes that it is or will
be damaged by the continued existence on the Register of Registration Nos. 2,469,933 and
3,519,954 (the “Registrations”), registered to Cynthia English (“English” or “Respondent”), and
hereby petitions to cancel the Registration pursuant to 15 U.S.C. § 1064.

As grounds for this Petition it is alleged that:

1. Marriage Alive is a non-profit, 501(c)(3) marriage and family educational organization with
its principal place of business at 2025 Madison Grove Lane, Knoxville, TN 37922.

2. Upon information and belief, Respondent English is an individual with a mailing address of
4018 Farmview Road, Kinburn KOA2HO0, Canada.

3. Marriage Alive is a non-profit, 501(c)(3) organization, founded in 1983, dedicated to
providing resources and training to help church congregations and community groups build

better marriages and families.



The founders of Marriage Alive, Claudia and David Arp, are authors of several books (over a
million copies sold in more than ten languages) and award-winning educational programs.
The cornerstone of their work is their /0 Great Dates program, which was first disseminated
publicly through a book published in 1997. Since then, the book has been adapted into an
education program taught by churches, community marriage initiatives, and other groups
nationally and internationally pursuant to a license from Marriage Alive. The /0 Great
Dates video curriculum was also published in 1997, and it has been used as a program
continuously since then.

. Marriage Alive promotes these programs both through its registered 10 GREAT DATES
mark (Reg. Nos. 3,380,524 and 4,048,323) and its common law GREAT DATES mark,
which have been in continuous use since 1997.

The Registrations at issue were registered on the Principal Register for the word mark
GREAT DATES (the “Mark”) on July 17, 2001, claiming use in commerce in connection
with a series of books featuring suggestions for planning dates and special events, and Oct.
21, 2008, claiming use in commerce in connection with providing information online
regarding entertainment ideas for special times and outings.

. A copy of the Registrations is attached to this Petition as Exhibits A and B and made a part
hereof for all purposes.

. Registration No. 2,469,933 matured from the trademark application bearing Serial Number
75,269,869 (“Application 17), filed by English on April 7, 1997. Registration No. 3,519,954
matured from the trademark application bearing Serial Number 77,427,941 (“Application

2”), filed by English on March 20, 2008.



9. Application 1 was filed based on English’s alleged use of the Mark in commerce for goods
and services beginning on February 20, 2001. Application 2 was filed based on English’s
alleged use of the Mark in commerce for goods and services “as early as 09/04/1998.”

10. Additionally, in Application 2 English represented and declared that, “to the best of his/her
knowledge and belief no other person, firm, corporation, or association has the right to use
the mark in commerce, either in the identical form thereof or in such near resemblance

thereto as to be likely, when used on or in connection with the goods/services of such other

person, to cause confusion, or to cause mistake, or to deceive; and that all statements made of

his/her own knowledge are true; and that all statements made on information and belief are
believed to be true.”

11. English acknowledged in Application 2 that she was “warned that willful false statements
and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C.
Section 1001, and that such willful false statements, and the like, may jeopardize the validity
of the application or any resulting registration.”

12. Upon information and belief, English has abandoned both Registrations and has not
continuously used the GREAT DATES mark in commerce.

13. Application 1 was for a “series of books featuring suggestions for planning dates and special
events, such as holidays, birthdays and other special events, and daily planners.” See Ex. A.
An independent investigation did not uncover any such series of books making use of the
GREAT DATES mark and inquiries made to English and her counsel regarding evidence of
such books did not result in the provision of evidence of such books. As such, English
abandoned Registration No. 2,469,933, because she ceased to use the mark without

demonstrating an objective intent to resume use in the reasonably foreseeable future.



14.

15.

16.

17.

Application 2 was for “[e]ducation and entertainment, namely, providing information on-line
regarding entertainment ideas for special times and outings.” See Ex. B. An independent
investigation indicates that English registered a website—www.great-dates.com—in or about
1998, but ceased to offer goods and services through the website, which remained “under
construction,” in or about early 2005. See Ex. C (letter with attachments). English recently,
in or about October 2011, resumed active use of www.great-dates.com, and she is currently
selling pictures and caricatures through the website. Nothing on the website currently
provides “information [ ] regarding entertainment ideas for special times and outings.” See
Ex. D. Because English has not used the GREAT DATES mark as described in Application
2 for more than three years, English abandoned Registration No. 3,519,954, as she has ceased
to use the mark without demonstrating an objective intent to resume use in the reasonably
foreseeable future.

Moreover, English’s continued ownership of a website that was, and still partially is, under
construction is not sufficient to demonstrate intent to resume use, and an independent
investigation did not uncovered any such intent.

Similarly, in response to repeated inquiries to English and her counsel for evidence that the
mark was being continuously used by her in commerce, neither English nor her counsel
provided any such evidence. A copy of correspondence to English and her counsel regarding
the GREAT DATES mark is attached to this Petition to Cancel as Exhibit C and made a part
hereof for all purposes. Ms. English and her counsel failed to respond to this
correspondence.

Marriage Alive is concerned that the continued existence of the www.great-dates.com

website, as well as any potential future use as described in Application 1 and Application 2



of the GREAT DATES mark by English, may result in consumer confusion with respect to
Marriage Alive’s own Great Dates mark. For example, if Ms. English published a book
under the title “Great Dates” with suggestions for dates, it would likely be confusing for
consumers searching for one of Marriage Alive’s extensive Great Dates programs. Marriage
Alive promotes healthy dating within committed relationships and marriages and provides
books and programmatic materials with suggestions on dates and other outings. See
Marriage Alive, Homepage available at http://www.marriagealive.com/; see also Have Great
Dates, Homepage available at http://www.havegreatdates.net/.
WHEREFORE, Marriage Alive respectfully prays that Registrations Nos. 2,469,933 and
3,519,954 be cancelled.
Respectfully submitted,
Date: December 16, 2011 /s/ Veronica S. Root
Howard Hogan

Veronica S. Root

GIBSON, DUNN & CRUTCHER LLP
1050 Connecticut Avenue, NW
Washington, DC 20036

Telephone: (202) 887-3539

Facsimile: (202) 530-9567
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Int. Cl.: 16
Prior U.S. Cls.: 2, 5§, 22, 23, 29, 37, 38, and 50

Reg. No. 2,469,933
United States Patent and Trademark Office  Registered July 17, 2001

TRADEMARK
PRINCIPAL REGISTER

GREAT DATES

ENGLISH, CYNTHIA (UNITED STATES CITI- FIRST USE 2-20-2001; IN COMMERCE 2-20-2001.
ZEN), DBA GREAT DATES, '

520 E 72ND ST
APARTMENT 5H NO CLAIM IS MADE TO THE EXCLUSIVE
NEW YORK, NY 10021 RIGHT TO USE "DATES", APART FROM THE

MARK AS SHOWN.
FOR: SERIES OF BOOKS FEATURING SUGGES-
TIONS FOR PLANNING DATES AND SPECIAL
EVENTS, SUCH AS HOLIDAYS, BIRTHDAYS AND SN 75-269,869, FILED 4-7-1997.
OTHER SPECIAL EVENTS, AND DAILY PLAN-

NERS, IN CLASS 16 (US. CLS. 2, 5, 22, 23, 29, 37, 38 ’
AND 50). GERALD C. SEEGARS, EXAMINING ATTORNEY
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Int. ClL: 41
Prior U.S. Cls.: 100, 101 and 107
o ° an Reg. No. 3,519,954

United States Patent and Trademark Office  Registered Oct. 21, 2008

SERVICE MARK
PRINCIPAL REGISTER

oreat dates

ENGLISH, CYNTHIA S. (UNITED STATES INDI- THE MARK CONSISTS OF STANDARD CHAR-

VIDUAL), DBA GREAT DATES ACTERS WITHOUT CLAIM TO ANY PARTICULAR
4018 FARMVIEW ROAD FONT, STYLE, SIZE, OR COLOR.
KINBURN, CANADA K0AZHO OWNER OF U.S. REG. NO. 2,469,933.

FOR: EDUCATION AND ENTERTAINMENT, NO CLAIM IS MADE TO THE EXCLUSIVE
NAMELY, PROVIDING INFORMATION ON-LINE RIGHT TO USE "DATES", APART FROM THE
REGARDING ENTERTAINMENT IDEAS FOR SPE- MARK AS SHOWN,

CIAL TIMES AND OUTINGS , IN CLASS 41 (U.S.
CLS. 100, 101 AND 107). SER. NO. 77-427,941, FILED 3-20-2008.

FIRST USE 9-4-1998; IN COMMERCE 9-4-1998. H. M. FISHER, EXAMINING ATTORNEY
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G I B S 0 N D UNN Gibson, Dunn & Crutcher LLP

1050 Connecticut Avenue, N.W.
Washington, DC 20036-5306
Tel 202.955.8500
www.gibsondunn.com

Veronica S. Root
: Direct: 202.887.3538
March 8, 2011 Fax: 202.530.9567
VRoot@gibsondunn.com
VIA E-MAIL Cllent: C 64885-00001

Noel M. Cook ,

Owen, Wickersham & Erickson, P.C.
455 Market Street, Suite 1910

San Francisco, CA 94105

Re: GREAT DATES mark
Dear Mr. Cook:

Thank you very much for your letter addressing the concerns we raised regarding the
GREAT DATES mark. As we have expressed previously to Ms. English, it is our hope to
resolve this matter amicably, but we are willing to contest this matter before the TTAB if
necessary.

Abandonment

First, even taking your representations about Ms. English’s use of her mark at face value, our
review of the available record indicates that Ms. English has not continuously used the
GREAT DATES mark in commerce. See, e.g., A.V. Brands, Inc. v. Spirits International,
B.V., Opposition No. 92043340 (T.T.A.B. Mar. 31, 2009) (granting petition to cancel
registration on the ground of abandonment despite registrant’s claimed intent to use the
mark).

Ms. English’s original application, in 2001, regarding the GREAT DATES mark was for a
“series of books featuring suggestions for planning dates and special events, such as
holidays, birthdays and other special events, and daily planners,” see Registration No.
2,469,933, At a minimum, it appears you concede that Ms. English has not used the GREAT
DATES mark as described in Registration No. 2,469,933 in over three years and that it is
abandoned. As I’m sure you are aware a trademark is considered abandoned “[w]hen its use
has been discontinued” and the “intent not to resume such use . . . may be inferred from
circumstances.” 15 U.S.C. § 1127. “Use” of a mark is defined as “the bona fide use of such
mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.”
Id. Ms. English has failed to provide any evidence that she has sold a series of books in
commerce featuring suggestions for planning dates and special events in the last three years.
We have been unable to locate any such goods in commerce. As such, Registration No.
2,469,933 is clearly abandoned.

Brussels + Century City « Dallas - Denver - Dubai « Hong Kong « London « Los Angeles « Munich - New York
Orange County « Palo Alto * Paris + San Francisco « S¥o Pauio » Singapore * Washington, D.C.
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With respect to Registration No. 3,519,954, the screen shots you provided of a “great dates”
website, do not appear to include either 2 domain name (they show only “htip://www”) or the
date the screen shots were taken. In addition, the screen shots look remarkably similar to
Ms. English’s 2001 website. See, e.g., Ex. A (screen shots from Internet archive showing use
in March 2001).! It is unclear exactly what the screen shots are meant to demonstrate.

Our own investigation of Ms. English’s use of the website indicates that she stopped using
the website in 2004. See generally Ex. B (demonstrating use of the www.great-dates.com
website as what appears to be an online dating website in April 2004);2 Ex. C (demonstrating
the website was under construction in February 2005);3 Ex. D (demonstrating the website
was under construction in December 2007).4 Because we have evidence that the website was
“under construction” from early 2005 to the present, see Ex. E (current screen shot of
http://www.great-dates.com/), we are confident that we will be able to demonstrate before
the TTAB that Ms. English was not providing goods or services via the website in
connection with either Registration No. 3,519,954 or Registration No. 2,469,933 during that
time.

Accordingly, it appears that Ms. English ceased her use of the GREAT DATES mark as
described in both registrations for more than three years, giving rise to an inference of
abandonment. See 15 U.S.C. § 1127 (nonuse for three consecutive years constitutes prima
facie abandonment). Thus, she has a burden of production regarding definitive evidence of
her use of the Great Dates mark in commerce. See e.g., E. Remy Martin & Co., S.4. v. Shaw-
Ross Int’l Imports, Inc., 756 F.2d 1525, 1532 (11th Cir.1985) (explaining that once a party
establishes a case of prima facie abandonment, “[t]he burden of proof then shift[s] to [the
mark holder] to demonstrate that circumstances d[o] not justify the inference of intent not to
resume use”). As such, unless Ms. English can provide evidence of her continuous use of the
GREAT DATES mark in commerce, we believe the TTAB will find that she has abandoned
the mark.

Ms. English’s continued ownership of a website that is under construction, moreover, is not
sufficient to demonstrate intent to resume use. She must demonstrate an intent to resume a
commercial level of use, not just a token level of use to try to avoid loss of rights. See, e.g.,
Lucent Information Mgmt., Inc. v. Lucent Technologies, Inc., 186 F.3d 311, 3 17 (3d Cir.

1 hgp://web.archive.org[web/ZOO10307Q§452l/www.great-gates.com/homepage.htm (visited Mar. 1, 2011).
2 ht_tg://web.archive.o;g[web/200404060944l6/hgp://g:gat-dates,ggm/ (visited Mar. 1, 2011).

3 l_ugp://web.archive.ogg[web/20050204Q25546/hgp://www,gzﬂt-datg§.com/ (visited Mar. 1, 2011).

4 hgp://web.archive.org[web/2007l217204003/hgp://g;eat-date§.com/ (visited Mar. 1,2011).
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1999) (de minimis use of a mark in commerce is not “bona fide” and may result in a finding
of abandonment). Indeed, a period of nonuse and indecision as to future use . . . may well
constitute an intent not to use the mark and hence, an abandonment of the mark. Societe de
Developments et D’Innovations des Marches Agricoles et Alimentaires-SODIMA-Union de
Cooperatives Agricoles v. International Yogurt Co., 662 F. Supp. 839 (D. Or. 1980)
(explaining that prolonged indecision as to future use cannot constitute intent to use; noting
that during the period of indecision, the company had “only the vaguest notion of the kind of
product” the mark was supposed to identify”). For example, if a registrant can only establish
a vague and nebulous intention to resume use of the mark at some unspecified date, the
registrant’s actions serve to speak louder than words. See, e.g., Natural Answers, Inc. v.
SmithKline Beecham Corp., 529 F.3d 1325 (11th Cir. 2008) (finding abandonment when
CEO testified that he intended to resume use of the product if the company could find
funding, because the company did not presently have the ability or resources to market the
product, because this was not evidence of actual and concrete plans to resume use in the
reasonably foreseeable future).

Furthermore, the intent to resume use must be in the reasonably foreseeable future.
Emmpresa Cubana Del Tabaco v. Culbro Corp., 213 F. Supp. 2d 247, 268 (S.D.N.Y. 2002)
(finding that the presumption triggered by five years of nonuse was found not rebutted and
abandonment was found and explaining that “[d]efendants must come forward with
objective, hard evidence of actual ‘concrete plans to resume use’ in the ‘reasonably
foreseeable future when the conductions requiring suspension abate.’”). Ms. English has
mentioned numerous vague plans to resume use of the GREAT DATES mark, but it does not
appear that she has used the GREAT DATES mark in commerce since 2004; her assertions
that she has vague plans to resume use are not sufficient to defend against a claim of
abandonment. :

Likelihood of Confusion

We also disagree with your assertion that there is no likelihood of confusion between Ms.
English’s purported GREAT DATES mark and the famous and well-established Marriage
Alive International 10 GREAT DATES mark. Our clients’ 10 GREAT DATES mark is used
for “[e]ducation services, namely, providing classes, seminars, workshops, and training in the
field of marriage.” See Registration No. 3,380,524. Importantly, Marriage Alive
International offers a series of books focused on the idea of particular date ideas and

suggestions. See http://www.marriagealive.com/.

Ms. English’s first registration is for a “series of books featuring suggestions for planning
dates and special events, such as holidays, birthdays and other special events, and daily
planners.” Should she attempt to resume use of this abandoned mark and begin developing a
series of books regarding the planning of dates, then the strength of Marriage Alive’s mark,
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the similarity of Ms. English’s asserted mark, and the overlapping nature of the goods,
services, and marketing channels at issue will all contribute to a strong likelihood of
consumer confusion.

Ms. English’s second registration is for “[e]ducation and entertainment, namely, providing
information on-line regarding entertainment ideas for special times and outings.” See
Registration No. 3,380,524. Although you state that “Ms. English’s [services] clearly focus
on entertainment,” there is a clear and direct overlap in the educational component. Again,
we are concerned that should Ms. English attempt to resume use of the GREAT DATES
mark as described in Registration No. 3,380,524, it will cause consumer confusion.

We do not concede, moreover, that there have not been any instances of actual confusion,
because we have not yet started the process of investigating such confusion, let alone formal
discovery, as we have attempted to work this issue out informally. Regardless, though, it is
black-letter law that the correct test in not whether there has been actual confusion, but
whether confusion is /ikely. Where, as here, one party’s use has been minimal at best, it
should be no surprise that consumers have not seen enough of Ms. English’s mark to allow
them to become confused. See, e.g., TCPIP Holding Co., Inc. v. Haar Communications, Inc.,
244 F.3d 88, 102 (2d Cir. 2001) (where defendant has “not yet launched . . . ina serious way,
there has been little or no opportunity for actual confusion to be manifested . . . the absence
of evidence of actual confusion sheds no light whatever on the problem”).

First-Use Date

You seem to question the legitimacy of our clients first-use date of the 10 GREAT DATES
mark. The publicity for our clients’ book, 10 Great Dates to Revitalize Your Marriage,’
started in the Fall of 1996 and the book was published in April 1997. See Ex. F (Zondervan
advertisement used in the Fall of 1996 and Zondervan New Announcement Catalog Cover
and Advertisement for April, May, and June 1997). Our clients were featured extensively in
local, regional, and national media around the same time, including sixty plus media
interviews between Nov. 1, 1996 and the publication date of 10 Great Dates to Revitalize
Your Marriage on April 4, 1997. During these interviews, our clients discussed their
groundbreaking work and book. As a result, there can be no good faith challenge to our
client’s registration, or its priority of use.

5 The title was later changed to 10 Great Dates to Energize Your Marriage.
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Resolution

In light of the foregoing concerns, it appears that Ms. English has no statutory or common
law rights in her registrations to sell. See, e.g., McCarthy § 17:14 (“When a business or
product symbolized by a mark ceases its activities or sales, the good will of that mark
immediately begins to fade. If sales cease long enough, there may be no good will left which
a mark would symbolize.”). As a result, we continue to believe that the appropriate course to
avoid unnecessary litigation is for Ms. English simply to abandon these two registrations
formally without prejudice to her ability to file new, appropriate applications when her plans
for use in commerce firm up. If, however, Ms. English is able to provide concrete evidence
of her use of the GREAT DATES mark on the goods and services listed in the registrations
continuously since her initial proof of use in commerce, Marriage Alive may be willing to
reconsider this position. As I told you, we are also open to exploring additional ways to
achieve a win/win for both of our clients. Please call me at your convenience so that we can
discuss.

Sincerely,

Veronica S. Root
Attachment(s)

cc: Lawrence G. Townsend

101031734_8.DOC
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