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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
__________________________________________ 
       ) 
In re Registration No. 3,904,929   ) 
       ) 
SHELTERED WINGS, INC.    ) 
       )  Cancellation No. 92054629 
  Petitioner,    ) 
       )  
 v.      )  
       ) 
WOHALI OUTDOORS, LLC   ) 
       ) 
  Respondent.    ) 
__________________________________________) 
 
 

PETITIONER’S NOTICE OF RELIANCE 
 

Petitioner hereby submits and gives its notice of reliance on the following documents.   

 

The Registration Subject to Cancellation (37 C.F.R. § 2.122(b)): 

 According to 37 C.F.R. § 2.122(b), the registration and file of the registration that is the 

subject of a cancellation proceeding is part of the record of the proceeding without any action by 

the parties.  Petitioner intends to rely on and refer to U.S. Trademark Registration No. 3,904,929 

for the mark STEEL EAGLE and its prosecution file history, but does not file it again here. 

 

Petitioner’s Pleaded Registrations (37 C.F.R. § 2.122(d)): 

Trial 
Exhibit 

Mark/Reg. No. 
 

Application and 
Registration Dates

Goods and Services Attached 

 
1 

EAGLE OPTICS 
Reg. No. 
2,886,199 
 

App:  Oct. 5, 2000 
 
Reg:  Sep. 21, 2004 
 

Class 9:  Binoculars, 
spotting scopes, and 
telescopes, all for use 
in bird watching, and 
storage cases 
therefore 

Registration and 
TSDR report 



 

2 
 

Trial 
Exhibit 

Mark/Reg. No. 
 

Application and 
Registration Dates

Goods and Services Attached 

 
2 

 
Reg. No. 
3,192,083 
 

App:  Aug. 24, 
2005 
 
Reg:  Jan. 2, 2007 

Class 9:  Binoculars, 
spotting scopes, 
telescopes, and 
storage cases 
therefore, all for use 
in birdwatching 
 
Class 35:  Retail 
store, mail order and 
online retail store 
services featuring 
binoculars, spotting 
scopes, telescopes, 
and storage cases 
therefore, all for use 
in birdwatching 
 

Registration and 
TSDR report 

 
 
3 

GOLDEN EAGLE 
Reg. No. 
3,787,739 

App:  Dec. 8, 2006 
 
Reg:  May 11, 
2010 
 

Class 9: Binoculars 
 

Registration and 
TSDR report 

 
Each of the above registrations is attached, and is accompanied by a current printout from the 

USPTO’s Trademark Status and Document Retrieval service (TSDR) showing the current stats 

and title of the registration. 

 

Petitioner’s EAGLE Series Applications (37 C.F.R. § 2.122(e)): 

Trial 
Exhibit 

Mark/App. No. 
 

Application 
Date 

Goods  Attached 

 
4 

EAGLE 
Ser. No. 85/095,903 

July 29, 2010 
 
 

Binoculars, 
riflescopes, spotting 
scopes, telescopes 
 

Application, file 
history and TSDR 
report 

 
5 
 

EAGLE OWL 
Ser. No. 85/708,479 

Aug. 21, 2012 Binoculars Application, file 
history and TSDR 
report 
 



 

3 
 

Trial 
Exhibit 

Mark/App. No. 
 

Application 
Date 

Goods  Attached 

 
6 
 

BOLD EAGLE 
Ser. No. 85/708,480 

Aug. 21, 2012 Binoculars Application, file 
history and TSDR 
report 
 

 
7 
 

BLACK EAGLE 
Ser. No. 85/708,481 

Aug. 21, 2012 Binoculars Application, file 
history and TSDR 
report 
 

 
8 
 

IRON EAGLE 
Ser. No. 85/708,482 

Aug. 21, 2012 Binoculars Application, file 
history and TSDR 
report 
 

 
9 
 

SILVER EAGLE 
Ser. No. 85/708,483 

Aug. 21, 2012 Binoculars Application, file 
history and TSDR 
report 
 

 
10 
 

STRIKE EAGLE 
Ser. No. 85/708,484 

Aug. 21, 2012 Binoculars Application, file 
history and TSDR 
report 
 

 
Each of the above applications was refused over the registration that Petitioner is seeking to be 

cancelled, namely Respondent’s Registration No. 3,904,929 for STEEL EAGLE.  These refusals 

are relevant to demonstrate the likelihood of confusion between STEEL EAGLE and Petitioner’s 

prior pleaded registrations. 

 

File Histories for Pleaded Registrations (37 C.F.R. §2.122(e)): 

Trial 
Exhibit 

Mark/Reg. No. 
 

App./Reg. 
Date 

Goods  Attached 

 
11 
 

EAGLE OPTICS 
Reg. No. 2,886,199 
 

App:  Oct. 5, 
2000 
 
Reg:  Sep. 21, 
2004 
 

Class 9:  Binoculars, 
spotting scopes, and 
telescopes, all for 
use in bird watching, 
and storage cases 
therefore 

File history from the 
USPTO website  



 

4 
 

Trial 
Exhibit 

Mark/Reg. No. 
 

App./Reg. 
Date 

Goods  Attached 

 
12 

 
Reg. No. 3,192,083 
 

App:  Aug. 24, 
2005 
 
Reg:  Jan. 2, 
2007 

Class 9:  Binoculars, 
spotting scopes, 
telescopes, and 
storage cases 
therefore, all for use 
in birdwatching 
 
Class 35:  Retail 
store, mail order and 
online retail store 
services featuring 
binoculars, spotting 
scopes, telescopes, 
and storage cases 
therefore, all for use 
in birdwatching 

File history from the 
USPTO website 

 
13 

GOLDEN EAGLE 
Reg. No. 3,787,739 

App:  Dec. 8, 
2006 
 
Reg:  May 11, 
2010 
 

Class 9: Binoculars 
 

File history from the 
USPTO website 

 
The file histories listed above are the prosecution file histories for Petitioner’s pleaded 

registrations, and are relevant to the Respondent’s positions concerning the strength of 

Petitioner’s marks. 

 

Oklahoma Secretary of State Records (37 C.F.R. § 2.122(e)): 

Trial Exhibit Description of Attached Documents 

 
14 
 

Articles of Organization for Wohali Outdoors, LLC (and 
certificate) from the Oklahoma Secretary of State 

 
15 
 

Certificate of Limited Liability Company for Wohali Outdoors, 
LLC, from the Oklahoma Secretary of State 

 
These documents were obtained from the office of the Oklahoma Secretary of State and are 

relevant to show that Respondent, Wohali Outdoors, LLC was not formed until February 2009. 



 

5 
 

 

Western District of Wisconsin Pleadings (37 C.F.R. § 2.122(e)): 

Trial Exhibit Description of Attached Documents 

 
16 
 

Complaint filed by Petitioner in the case of Sheltered Wings, 
Inc. v. Wohali Outdoors, LLC, No. 11-cv-300, on April 25, 
2011 in the United States District Court in the Western District 
of Wisconsin 
 

 
17 

Declaration of Brett L. Foster, filed on July 7, 2011 in the case 
of Sheltered Wings, Inc. v. Wohali Outdoors, LLC, No. 11-cv-
300, in the United States District Court in the Western District 
of Wisconsin 
 

 
18 
 

Order Granting Petitioner’s Motion to Dismiss the Western 
District of Wisconsin Litigation without prejudice, dated July 
25, 2011, in Sheltered Wings, Inc. v. Wohali Outdoors, LLC, 
No. 11-cv-300, in the United States District Court in the 
Western District of Wisconsin 
 

 
The pleadings above are from a civil action for trademark infringement between Petitioner and 

Respondent that was previously pending in the United States District Court for the Western 

District of Wisconsin (the “Western District litigation”). The Western District litigation was 

dismissed without prejudice and is no longer pending, and these papers are relevant to 

demonstrate the reason the parties are involved in the instant cancellation proceeding before the 

Board. 

 



 

6 
 

Interrogatory Answers (37 C.F.R. § 2.120(j)): 

Trial Exhibit Description of Attached Documents 

 
19 
 

Wohali Outdoors, LLC’s Verified Responses to Petitioner’s 
First Set of Interrogatories, served June 8, 2012 

 
20 

CONFIDENTIAL – FILED UNDER SEAL  
Wohali Outdoors,  LLC’s Verified Responses to Petitioner’s 
Third Set of Interrogatories, served February 18, 2013, and the 
documents referenced in the interrogatory response, namely 
documents originally produced at Wohali 000692-727, which 
were renumbered as Wohali 1004-1039, and supplemented with 
Wohali 1054-1079 
 

 
21 

Wohali Outdoors, LLC’s March 29, 2013 Letter providing 
Supplemental Responses to Interrogatories 1, 10, 11, 12, 13, 
and 24 and Verification Page 
 

 

Third Party Registrations and Status Reports (37 C.F.R. § 2.122(e)): 

Trial Exhibit Description of Attached Documents 

 
22 
 

U.S. Trademark Registration No. 2,084,361, owned by Nikon 
Corporation, for the mark EAGLEVIEW and the corresponding 
TSDR status report from the USPTO website 
 

 
23 

The prosecution file history for U.S. Trademark Registration 
No. 2,084,361 for the mark EAGLEVIEW from the USPTO 
website 
 

 
24 

The TSDR status report for Registration No. 2,365,057 for the 
mark EAGLE’S BLUFF, downloaded from the USPTO on 
September 27, 2013. 
 

 
The exhibits above (Exhibits 22 and 23) relating to Nikon Corporation’s registration for the mark 

EAGLEVIEW are relevant because that registration is the only other registration existing on the 

register that contains the term “EAGLE” in connection with binoculars.  Petitioner has a consent 

agreement with Nikon Corporation regarding the coexistence of these registrations.   



 

7 
 

 Exhibit 24, showing that the EAGLE BLUFF registration has been cancelled, is relevant 

because Petitioner’s EAGLE OPTICS mark was initially refused over this registration during 

prosecution, but it is no longer on the register.    

 

Internet Materials (37 C.F.R. § 2.122(e)): 

Trial 
Exhibit 

Description of Attached Documents 

 
25 
 

A copy of Nikon Corporation’s current Sport Optics catalog: 
http://www.nikon.com/products/sportoptics/lineup/dl/catalogue/SportOptics2013-
2014.pdf, downloaded on September 26, 2013. 
 

 
26 

Printout of http://www.opticsale.com/nikon-eagleview-8-24x25-zoom-silver-
binoculars-7497-2071-prd1.html, printed September 26, 2013, showing the 
Nikon Eagleview binocular status as “discontinued.” 
 

 
27 
 

Printout of http://www.opticsplanet.com/nikon-8-24x25-eagleview-zoom-ii-
binoculars.html, printed September 26, 2013, showing that Nikon’s Eagleview 
binoculars are no longer carried by Optics Planet. 
 

 
28 

Printout of http://www.authorizedoptics.com/discontinued-nikon-binoculars.html, 
printed September 26, 2013, showing that Nikon’s Eagleview binoculars are 
discontinued.  
 

 
29 

Printout of http://www.kitterytradingpost.com/product.php/prodid/2598, printed 
September 26, 2013, showing that Nikon’s Eagleview binoculars are 
discontinued. 
 

 
Other than the parties’ respective registrations, the only other registration existing on the register 

for binoculars that contains the term “Eagle” is Nikon Corporation’s registration No. 2,084,361 

for EAGLEVIEW.  However, these website materials are relevant to show that it appears that 

Nikon Corporation’s Nikon Eagleview binocular has been discontinued. 

 



 

8 
 

Transcripts to be filed (37 C.F.R. § 2.125): 

Petitioner conducted testimony depositions of two witnesses, namely Messrs. Daniel 

Hamilton and Benjamin Lizdas on September 10, 2013 during Petitioner’s trial period. Petitioner 

will be serving and filing such transcripts in due course.   

 

 
       
Date: September 27, 2013   By: /Jennifer L. Gregor/    
      James D. Peterson 
      Jennifer L. Gregor 
      GODFREY & KAHN, S.C. 
      One East Main Street, Suite 500 
      Madison, Wisconsin 53701-2719 
      Tel.:  (608) 257-3911 
      Fax:  (608) 257-0609 
      Email: jpeterson@gklaw.com,  
       jgregor@gklaw.com 
 
      Attorneys for Petitioner, Sheltered Wings, Inc. 

 



 

9 
10146641.1 

CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing Notice of Reliance was 

served by email and Federal Express overnight courier on September 27, 2013, upon the 

following:   

Steven M. Harris (steve.harris@1926blaw.com) 
 S. Max Harris (max.harris@1926blaw.com)  

DOYLE HARRIS DAVIS & HAUGHEY 
1350 South Boulder, Suite 700 

Tulsa, OK 74119 
 
   /Jennifer L. Gregor/   
   Jennifer L. Gregor 
 

 

  



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application
Serial Number: 85708481
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK BLACK EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT BLACK EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION



* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
(if applicable)  

*TRANSLITERATION
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.



*STREET 780 N. Water Street

*CITY Milwaukee

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708481
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: BLACK EAGLE (Standard Characters, see mark)
The literal element of the mark consists of BLACK EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:
      Jennifer L. Gregor
      Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      414-273-3500(phone)
      414-273-5198(fax)



      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7392
RAM Accounting Date: 08/21/2012

Serial Number: 85708481
Internet Transmission Date: Tue Aug 21 08:34:10 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210834101
92839-85708481-490cc8cbe8b2b4acd726d3742
880132bf4-DA-7392-20120820150733128390





Trademark Snap Shot Amendment & Mail Processing Stylesheet
(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW

SERIAL NUMBER 85708481 FILING DATE 08/21/2012

REG NUMBER 0000000 REG DATE N/A

REGISTER PRINCIPAL MARK TYPE TRADEMARK

INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY REINHART, MEGHAN M L.O. ASSIGNED 108

PUB INFORMATION

RUN DATE 06/11/2013

PUB DATE N/A

STATUS 653-SUSPENSION LETTER - MAILED

STATUS DATE 06/10/2013

LITERAL MARK ELEMENT BLACK EAGLE

DATE ABANDONED N/A DATE CANCELLED N/A

SECTION 2F NO SECTION 2F IN PART NO

SECTION 8 NO SECTION 8 IN PART NO

SECTION 15 NO REPUB 12C N/A

RENEWAL FILED NO RENEWAL DATE N/A

DATE AMEND REG N/A

FILING BASIS

FILED BASIS CURRENT BASIS AMENDED BASIS

1 (a) NO 1 (a) NO 1 (a) NO

1 (b) YES 1 (b) YES 1 (b) NO

44D NO 44D NO 44D NO

44E NO 44E NO 44E NO

66A NO 66A NO

NO BASIS NO NO BASIS NO

MARK DATA

STANDARD CHARACTER MARK YES

LITERAL MARK ELEMENT BLACK EAGLE



MARK DRAWING CODE 4-STANDARD CHARACTER MARK

COLOR DRAWING FLAG NO

CURRENT OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

NAME Sheltered Wings, Inc.

ADDRESS 2120 W. Greenview Drive, Suite 4
Middleton, WI 53562

ENTITY 03-CORPORATION

CITIZENSHIP Wisconsin

GOODS AND SERVICES

INTERNATIONAL CLASS 009

          DESCRIPTION TEXT Binoculars

GOODS AND SERVICES CLASSIFICATION

INTERNATIONAL
CLASS

009 FIRST USE
DATE

NONE FIRST USE
IN
COMMERCE
DATE

NONE CLASS
STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS

CHANGE IN REGISTRATION NO

DISCLAIMER W/PREDETER TXT "BLACK"

OWNER OF US REG NOS 3726431    3787739    3794245   

PROSECUTION HISTORY

DATE ENT CD ENT
TYPE

DESCRIPTION ENT NUM

06/10/2013 GNS3 O NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 012

06/10/2013 GNSL S LETTER OF SUSPENSION E-MAILED 011

06/10/2013 CNSL R SUSPENSION LETTER WRITTEN 010

06/08/2013 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 009

06/07/2013 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 008

06/07/2013 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 007

12/08/2012 GNRN O NOTIFICATION OF NON-FINAL ACTION E-MAILED 006

12/08/2012 GNRT F NON-FINAL ACTION E-MAILED 005

12/08/2012 CNRT R NON-FINAL ACTION WRITTEN 004



12/01/2012 DOCK D ASSIGNED TO EXAMINER 003

08/29/2012 NWOS I NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
IN TRAM

002

08/24/2012 NWAP I NEW APPLICATION ENTERED IN TRAM 001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Jennifer L. Gregor

CORRESPONDENCE ADDRESS JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WI 53202-3590

DOMESTIC REPRESENTATIVE NONE





To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708481 - BLACK EAGLE -
067282

Sent: 6/10/2013 7:10:55 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.    85708481

 

MARK: BLACK EAGLE

 

 

        

*85708481*
CORRESPONDENT ADDRESS:
     JENNIFER L. GREGOR

     GODFREY & KAHN, S.C.

     780 N WATER ST STE 1500

     MILWAUKEE, WI 53202-3590

     

 
GENERAL TRADEMARK IN
http://www.uspto.gov/trademar

 

 

 

APPLICANT: Sheltered Wings, Inc.

 

 

 

CORRESPONDENT’S REFERENCE/DOCKET NO :  

     067282

CORRESPONDENT E-MAIL ADDRESS: 

     docketing@gklaw.com

 

 

 

SUSPENSION NOTICE: NO RESPONSE NEEDED
 

ISSUE/MAILING DATE: 6/10/2013



 

 

The trademark examining attorney is suspending action on the application for the reason(s) stated below. 
See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

The USPTO will periodically conduct a status check of the application to determine whether suspension
remains appropriate, and the trademark examining attorney will issue as needed an inquiry letter to
applicant regarding the status of the matter on which suspension is based. TMEP §§716.04, 716.05. 
Applicant will be notified when suspension is no longer appropriate. See TMEP §716.04.

 

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the
“Response to Suspension Inquiry or Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.

 

 

PENDING CIVIL PROCEEDING(S): The pending civil proceeding(s) below pertains to (1) a
registered mark that conflicts with applicant’s mark under Trademark Act Section 2(d), (2) a mark in a
pending application(s) that could conflict with applicant’s mark under Section 2(d) if it registers, and/or
(3) the registrability of applicant’s mark.  See 15 U.S.C. §1052; 37 C.F.R. §2.83; TMEP §§716.02(a), (c)-
(d), 1208 et seq. Because the civil proceeding(s) pertains to an issue that could directly affect whether
applicant’s mark can be registered, action on this application is suspended pending termination of the
civil proceeding(s). See 37 C.F.R. §2.67; TMEP §§716.02(a), (c)-(d).

 

           - Cancellation No(s). 92054629

 

 

 

 

/Meghan Reinhart/

Examining Attorney

Law Office 108

(571) 272-2943

meghan.reinhart@uspto.gov

 

 



PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the Trademark Electronic Application
System (TEAS) form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

 



To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708481 - BLACK EAGLE -
067282

Sent: 6/10/2013 7:10:56 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 6/10/2013 FOR U.S. APPLICATION SERIAL NO.85708481

 

Please follow the instructions below:

 

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov/, enter the U.S.
application serial number, and click on “Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

 

(2) QUESTIONS: For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney. For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 

WARNING



 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document. Many solicitations require
that you pay “fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you
are responding to an official document from the USPTO rather than a private company solicitation. All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”  For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

 

 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85708481

LAW OFFICE
ASSIGNED LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See
Cancellation Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to
cancel was filed on October 10, 2011. The currently operative pleading is Applicant's Amended Petition
for Cancellation (see Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C
at 1. The cancellation proceeding is well underway: the Board has denied a summary judgment motion
by Wohali, discovery is closed, and the parties are about to enter the trial testimony periods this
summer. This proceeding is highly relevant to the instant application because if Applicant is successful
in petitioning to cancel the registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804
and 91205187. These opposition proceedings have been suspended pending the outcome of the
cancellation proceeding.

Accordingly, and in accordance with TMEP Â§ 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings.
The Examining Attorney is requested to telephone the undersigned in the event that a telephone
conference could expedite the processing of this application.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_108196145185-160752418_._exhibita.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0002.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0003.JPG

       ORIGINAL PDF FILE evi_108196145185-160752418_._exhibitb.pdf

       CONVERTED PDF



FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0004.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0005.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0006.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0007.JPG

       ORIGINAL PDF FILE evi_108196145185-160752418_._exhibitc.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0008.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0009.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0010.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708481\xml4\ROA0011.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for
Cancellation; Exhibit C which is an order denying summary judgment and
regarding general denial of petition

ADDITIONAL STATEMENTS SECTION

DISCLAIMER No claim is made to the exclusive right to use BLACK apart from the mark as
shown.

PRIOR
REGISTRATION(S)

The applicant claims ownership of U.S. Registration Number(s) 3794245,
3787739, 3726431, and others.

SIGNATURE SECTION

RESPONSE SIGNATURE /Jennifer L. Gregor/

SIGNATORY'S NAME Jennifer L. Gregor

SIGNATORY'S
POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE
NUMBER 414-273-3500

DATE SIGNED 06/07/2013

AUTHORIZED
SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Jun 07 16:31:48 EDT 2013

TEAS STAMP

USPTO/ROA-108.196.145.185
-20130607163148614716-857
08481-500583e4cfe6fff1ae3
2dcc925bc1bdfb4412ac7e02f



321bb612a63e86437b2ec2-N/
A-N/A-2013060716075241810
0

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85708481 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See Cancellation
Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to cancel was filed on
October 10, 2011. The currently operative pleading is Applicant's Amended Petition for Cancellation (see
Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C at 1. The cancellation
proceeding is well underway: the Board has denied a summary judgment motion by Wohali, discovery is
closed, and the parties are about to enter the trial testimony periods this summer. This proceeding is highly
relevant to the instant application because if Applicant is successful in petitioning to cancel the
registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804 and
91205187. These opposition proceedings have been suspended pending the outcome of the cancellation
proceeding.

Accordingly, and in accordance with TMEP Â§ 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings. The
Examining Attorney is requested to telephone the undersigned in the event that a telephone conference
could expedite the processing of this application.

EVIDENCE
Evidence in the nature of Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for Cancellation; Exhibit C which is an
order denying summary judgment and regarding general denial of petition has been attached.
Original PDF file:
evi_108196145185-160752418_._exhibita.pdf
Converted PDF file(s) (2 pages)



Evidence-1
Evidence-2
Original PDF file:
evi_108196145185-160752418_._exhibitb.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_108196145185-160752418_._exhibitc.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4

ADDITIONAL STATEMENTS 
Disclaimer
No claim is made to the exclusive right to use BLACK apart from the mark as shown.

Claim of Prior Registration(s)
The applicant claims ownership of U.S. Registration Number(s) 3794245, 3787739, 3726431, and others.

SIGNATURE(S)
Response Signature
Signature: /Jennifer L. Gregor/     Date: 06/07/2013
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

Signatory's Phone Number: 414-273-3500

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        
Serial Number: 85708481
Internet Transmission Date: Fri Jun 07 16:31:48 EDT 2013
TEAS Stamp: USPTO/ROA-108.196.145.185-20130607163148
614716-85708481-500583e4cfe6fff1ae32dcc9
25bc1bdfb4412ac7e02f321bb612a63e86437b2e



c2-N/A-N/A-20130607160752418100























To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708481 - BLACK EAGLE -
067282

Sent: 12/8/2012 12:23:46 PM

Sent As: ECOM108@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
   U.S. APPLICATION SERIAL NO.          85708481
 
   MARK: BLACK EAGLE
 

 
        

*85708481*
   CORRESPONDENT ADDRESS:
         JENNIFER L. GREGOR
         GODFREY & KAHN, S.C.
         780 N WATER ST STE 1500
         MILWAUKEE, WI 53202-3590
         

 
CLICK HERE TO RESPOND TO THIS LETTER
http://www.uspto.gov/trademarks/teas/response_forms.jsp
 
 
 

   APPLICANT: Sheltered Wings, Inc.
 

 
 



   CORRESPONDENT’S REFERENCE/DOCKET NO :
  
         067282
   CORRESPONDENT E-MAIL ADDRESS: 
         docketing@gklaw.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 12/8/2012
 
 
 
The referenced application has been reviewed by the assigned trademark examining attorney. Applicant
must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
 
Likelihood of Confusion – Section 2(d) Refusal
 
Registration of the applied-for mark (BLACK EAGLE) is refused because of a likelihood of confusion
with the mark in U.S. Registration No. 3904929 (STEEL EAGLE). Trademark Act Section 2(d), 15
U.S.C. §1052(d); see TMEP §§1207.01 et seq. See the enclosed registration.
 
 
In any likelihood of confusion determination, two key considerations are similarity of the marks and
similarity or relatedness of the goods.  See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976); In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB
2010); TMEP §1207.01; see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533
(Fed. Cir. 1997).  That is, the marks are compared in their entireties for similarities in appearance, sound,
connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ
563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the goods are compared to determine
whether they are similar or commercially related or travel in the same trade channels.  See Coach Servs.,
Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012);
Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002);
TMEP §1207.01, (a)(vi).
 
Similarity of Marks
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial
impression. In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP
§1207.01(b)-(b)(v).  Similarity in any one of these elements may be sufficient to find the marks



confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA
Realty Prof’ls , Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b).
 
Applicant’s mark is “BLACK EAGLE”.  
 
Registrant’s mark is “STEEL EAGLE”.  
 
The marks are similar because they all contain the term “EAGLE”.  
 
Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases, such as “EAGLE”, appearing in both applicant’s and registrant’s mark.  See
Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689 (TTAB 1986), aff’d  sub
nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1
USPQ2d 1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp.,
228 USPQ 949 (TTAB 1986) (21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 229
USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ
174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp.,
221 USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424
(TTAB 1975) (LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).
 
Please note that, where the goods of an applicant and registrant are identical or virtually identical, the
degree of similarity between the marks required to support a finding of likelihood of confusion is not as
great as in the case of diverse goods.  See In re Viterra Inc., 671 F.3d 1358, 1363, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (citing Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877, 23
USPQ2d 1698, 1701 (Fed. Cir. 1992)); In re Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d 1257,
1260 (Fed. Cir. 2010); TMEP §1207.01(b). Please see Similarity of Goods section below evidencing that
registrant’s goods are identical to/encompass all of applicant’s goods.  
 
 
Accordingly, the relevant marks are sufficiently similar to support a finding of likelihood of confusion.
 
Similarity of Goods
 
The goods of the parties need not be identical or even competitive to find a likelihood of confusion. See
On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E] ven if the goods
in question are different from, and thus not related to, one another in kind, the same goods can be related
in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)( i). 
 
The respective goods need only be related in some manner or the conditions surrounding their marketing
be such that they will be encountered by the same consumers under circumstances that would lead to the
mistaken belief that the goods originate from the same source. Gen. Mills Inc. v. Fage Dairy Processing
Indus., 100 USPQ2d 1584, 1597 (TTAB 2012); TMEP §1207.01(a)(i); see On-line Careline Inc. v. Am.
Online Inc., 229 F.3d at 1086, 56 USPQ2d at 1475; In re Martin’s Famous Pastry Shoppe, Inc. , 748 F.2d
1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984).
 
 
 
Applicant’s goods are “ binoculars”.  
 



 
Registrant’s goods are “Magnifying optical equipment, namely, rifle scopes and binoculars.”  
 
 
Therefore, registrant’s goods encompass/are identical to (see bolded goods) all of applicant’s goods.  
Accordingly, based on the similarity of the marks and the relationship of the goods, registration of the
applicant’s mark is refused under Section 2(d) of the Trademark Act.
Although the examining attorney has refused registration, the applicant has the option to respond to the
refusal to register by submitting evidence and legal arguments in support of registration. If the applicant
chooses to respond to the refusal to register, the applicant must also respond to the following
requirement(s).
 
Ownership of Prior Registrations
If applicant owns U.S. Registration Nos. 3794245, 3192083, 2886199 and other registrations, then
applicant must submit for the application record a claim of ownership of these registrations. See 37 C.F.R.
§2.36; TMEP §812. See the attached copies of the registrations. See TMEP §812. 
 
Applicant may use the following format to claim ownership of these registrations:
 

Applicant is the owner of U.S. Registration Nos. 3794245, 3787739, 3726431 and others.
 
 
 
 
Disclaimer
 
 
A “disclaimer” is a statement in the application record that applicant does not claim exclusive rights to an
unregistrable component of a mark; a disclaimer does not affect the appearance of the mark or physically
remove disclaimed matter from the mark. TMEP §§1213, 1213.10. An unregistrable component of a
mark includes wording and designs that are merely descriptive of an applicant’s goods.  15 U.S.C.
§1052(e); see TMEP §§1209.03(f), 1213.03 et seq. Such words or designs need to be freely available for
other businesses to market comparable goods and should not become the proprietary domain of any one
party. See Dena Corp. v. Belvedere Int’l, Inc. , 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir.
1991); In re Aug. Storck KG, 218 USPQ 823, 825 (TTAB 1983).
 
 
Applicant must disclaim the descriptive wording “BLACK” apart from the mark as shown because it
merely describes a quality, characteristic, function, feature, purpose or use of applicant’s goods.  See 15
U.S.C. §§1052(e)(1), 1056(a); In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421
(Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987); TMEP
§§1213, 1213.03(a). 
 
Specifically, the attached evidence from www.dictionary.com shows this wording means “the color at one
extreme end of the scale of grays, opposite to white, absorbing all light incident upon it”.  Therefore, the
wording merely describes/indicates to consumers the color of applicant’s binoculars.  See attached
webpages evidencing that black is commonly used to describe the color of binoculars.
 
A “disclaimer” is a statement that applicant does not claim exclusive rights to an unregistrable component



of a mark. TMEP §1213. A disclaimer does not affect the appearance of the applied-for mark. See
TMEP §1213.10.
 
 
Failure to comply with a disclaimer requirement can result in a refusal to register the entire mark. TMEP
§1213.01(b).
 
 
 
Applicant may submit the following standardized format for a disclaimer:
                       

No claim is made to the exclusive right to use “BLACK” apart from the mark as shown.
 
TMEP §1213.08(a)(i); see In re Owatonna Tool Co., 231 USPQ 493 (Comm’r  Pats. 1983).
 
 
 
Responding to this Office Action
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE: Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions. See 37
C.F.R. §2.23(a)(1). For a complete list of these documents, see TMEP §819.02(b). In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address. 37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a). TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods. 37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04. In appropriate situations and where all issues can be
resolved by amendment, responding by telephone to authorize an examiner’s amendment will not incur
this additional fee.
 
 
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action.  If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register.  Applicant may
also have other options for responding to a refusal and should consider such options carefully.  To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
 
In addition, applicant filed a TEAS Plus application and therefore must respond online using the
Trademark Electronic Application System (TEAS) at
http://www.uspto.gov/trademarks/teas/response_forms.jsp to avoid incurring an additional fee. See 37
C.F.R. §2.23(a)(1), (b). 
 
 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure



to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status.  See 37 C.F.R. §2.66;
TMEP §1714.   There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 
 
 
Telephone/Email Suggested for Questions
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney. All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response. See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.  See TMEP §§705.02, 709.06.

/Meghan Reinhart/
Examining Attorney
Law Office 108
(571) 272-2943
meghan.reinhart@uspto.gov

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application. For technical assistance with online
forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants). If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 



TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 





































To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708481 - BLACK EAGLE -
067282

Sent: 12/8/2012 12:23:48 PM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 12/8/2012 FOR U.S. APPLICATION SERIAL NO. 85708481
 

Please follow the instructions below:
 
(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period. Your response deadline will be calculated
from 12/8/2012 (or sooner if specified in the Office action). For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions. Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney. For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.
 

WARNING
 
Failure to file the required response by the applicable response deadline will result in the



ABANDONMENT of your application. For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document. Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation. All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”  For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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30 11076 N/A 0 0 0:03 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld]
31 64 0 64 58 0:01 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and 1
32 1305 N/A 0 0 0:02 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]
33 652 N/A 0 0 0:01 *bla{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]
34 515 N/A 0 0 0:03 bla{"ckqx":2}{"Sz"0:1}[bi,ti] and live[ld] and "009"[ic]
35 21 0 21 20 0:01 bla{"ckqx":2}{"Sz"0:1}[fm] and live[ld]
36 86226 N/A 0 0 0:11 *{v}r{v0:1}n*[bi,ti] and live[ld]
37 403 N/A 0 0 0:05 *{v}r{v0:1}n*[bi,ti] and live[ld] and 1
38 31 0 31 27 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and 1
39 698 N/A 0 0 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]
40 175 0 175 149 0:04 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]
41 22 0 22 21 0:05 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and (a b 200)[ic]
42 2578 N/A 0 0 0:40 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld]
43 11 0 11 9 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and 1



44 2578 N/A 0 0 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and"009"[ic]
45 250 0 250 214 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]
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47 5213 N/A 0 0 0:40 *{"sz"}tr{v}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]
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51 39 0 39 33 0:01 47 and 1
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application
Serial Number: 85708481
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK BLACK EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT BLACK EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION



* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
(if applicable)  

*TRANSLITERATION
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.



*STREET 780 N. Water Street

*CITY Milwaukee

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708481
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: BLACK EAGLE (Standard Characters, see mark)
The literal element of the mark consists of BLACK EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:
      Jennifer L. Gregor
      Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      414-273-3500(phone)
      414-273-5198(fax)



      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7392
RAM Accounting Date: 08/21/2012

Serial Number: 85708481
Internet Transmission Date: Tue Aug 21 08:34:10 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210834101
92839-85708481-490cc8cbe8b2b4acd726d3742
880132bf4-DA-7392-20120820150733128390





 

Mark Information
Mark Literal Elements: BLACK EAGLE

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "BLACK"

Related Properties Information
Claimed Ownership of US

Registrations:
3726431, 3787739, 3794245 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Binoculars

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)
Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information
Owner Name: Sheltered Wings, Inc.

Owner Address: 2120 W. Greenview Drive, Suite 4
Middleton, WISCONSIN 53562
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

WISCONSIN

Attorney/Correspondence Information
Attorney of Record

Attorney Name: Jennifer L. Gregor Docket Number: 067282

Attorney Primary Email
Address:

docketing@gklaw.com Attorney Email
Authorized:

Yes

Generated on: This page was generated by TSDR on 2013-09-26 13:13:16 EDT

Mark: BLACK EAGLE

US Serial Number: 85708481 Application Filing Date: Aug. 21, 2012

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

Status: An Office action suspending further action on the application has been sent (issued) to the applicant. To view all documents in this file,
click on the Trademark Document Retrieval link at the top of this page.

Status Date: Jun. 10, 2013



Correspondent

Correspondent
Name/Address:

JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WISCONSIN 53202-3590
UNITED STATES

Phone: 414-273-3500 Fax: 414-273-5198

Correspondent e-mail: docketing@gklaw.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 10, 2013 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332
Jun. 10, 2013 LETTER OF SUSPENSION E-MAILED 6332
Jun. 10, 2013 SUSPENSION LETTER WRITTEN 85323
Jun. 08, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Jun. 07, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Jun. 07, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Dec. 08, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Dec. 08, 2012 NON-FINAL ACTION E-MAILED 6325
Dec. 08, 2012 NON-FINAL ACTION WRITTEN 85323
Dec. 01, 2012 ASSIGNED TO EXAMINER 85323
Aug. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Aug. 24, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information
TM Staff Information

TM Attorney: REINHART, MEGHAN M Law Office Assigned: LAW OFFICE 108

File Location

Current Location: TMEG LAW OFFICE 108 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Jun. 10, 2013



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708482
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK IRON EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT IRON EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



*STREET 780 N. Water Street

*CITY Milwaukee

*STATE 
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708482
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: IRON EAGLE (Standard Characters, see mark)
The literal element of the mark consists of IRON EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:

      Jennifer L. Gregor

      Godfrey & Kahn, S.C.

      780 N. Water Street

      Milwaukee, Wisconsin 53202

      414-273-3500(phone)

      414-273-5198(fax)

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7395
RAM Accounting Date: 08/21/2012

Serial Number: 85708482
Internet Transmission Date: Tue Aug 21 08:34:47 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210834475
86477-85708482-4901a8923d03decd8c879569e
e2e266926b-DA-7395-20120820150514034438

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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Trademark Snap Shot Amendment & Mail Processing Stylesheet
(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW

SERIAL NUMBER 85708482 FILING DATE 08/21/2012

REG NUMBER 0000000 REG DATE N/A

REGISTER PRINCIPAL MARK TYPE TRADEMARK

INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY REINHART, MEGHAN M L.O. ASSIGNED 108

PUB INFORMATION

RUN DATE 06/11/2013

PUB DATE N/A

STATUS 653-SUSPENSION LETTER - MAILED

STATUS DATE 06/10/2013

LITERAL MARK ELEMENT IRON EAGLE

DATE ABANDONED N/A DATE CANCELLED N/A

SECTION 2F NO SECTION 2F IN PART NO

SECTION 8 NO SECTION 8 IN PART NO

SECTION 15 NO REPUB 12C N/A

RENEWAL FILED NO RENEWAL DATE N/A

DATE AMEND REG N/A

FILING BASIS

FILED BASIS CURRENT BASIS AMENDED BASIS

1 (a) NO 1 (a) NO 1 (a) NO

1 (b) YES 1 (b) YES 1 (b) NO

44D NO 44D NO 44D NO

44E NO 44E NO 44E NO

66A NO 66A NO

NO BASIS NO NO BASIS NO

MARK DATA

STANDARD CHARACTER MARK YES

LITERAL MARK ELEMENT IRON EAGLE

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



MARK DRAWING CODE 4-STANDARD CHARACTER MARK

COLOR DRAWING FLAG NO

CURRENT OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

NAME Sheltered Wings, Inc.

ADDRESS 2120 W. Greenview Drive, Suite 4
Middleton, WI 53562

ENTITY 03-CORPORATION

CITIZENSHIP Wisconsin

GOODS AND SERVICES

INTERNATIONAL CLASS 009

          DESCRIPTION TEXT Binoculars

GOODS AND SERVICES CLASSIFICATION

INTERNATIONAL
CLASS

009 FIRST USE
DATE

NONE FIRST USE
IN
COMMERCE
DATE

NONE CLASS
STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS

CHANGE IN REGISTRATION NO

OWNER OF US REG NOS 3726431    3787739    3794245   

PROSECUTION HISTORY

DATE ENT CD ENT
TYPE

DESCRIPTION ENT NUM

06/10/2013 GNS3 O NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 012

06/10/2013 GNSL S LETTER OF SUSPENSION E-MAILED 011

06/10/2013 CNSL R SUSPENSION LETTER WRITTEN 010

06/08/2013 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 009

06/07/2013 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 008

06/07/2013 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 007

12/08/2012 GNRN O NOTIFICATION OF NON-FINAL ACTION E-MAILED 006

12/08/2012 GNRT F NON-FINAL ACTION E-MAILED 005

12/08/2012 CNRT R NON-FINAL ACTION WRITTEN 004

12/01/2012 DOCK D ASSIGNED TO EXAMINER 003
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08/29/2012 NWOS I NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
IN TRAM

002

08/24/2012 NWAP I NEW APPLICATION ENTERED IN TRAM 001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Jennifer L. Gregor

CORRESPONDENCE ADDRESS JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WI 53202-3590

DOMESTIC REPRESENTATIVE NONE
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708482 - IRON EAGLE -
067282

Sent: 6/10/2013 7:10:42 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 

U.S. APPLICATION SERIAL NO.     85708482

 

MARK: IRON EAGLE

 

 

        

*85708482*
CORRESPONDENT ADDRESS:
      JENNIFER L. GREGOR

      GODFREY & KAHN, S.C.

      780 N WATER ST STE 1500

      MILWAUKEE, WI 53202-3590

      

 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

 

 

 

APPLICANT: Sheltered Wings, Inc.

 

 

 

CORRESPONDENT’S REFERENCE/DOCKET NO :  

      067282

CORRESPONDENT E-MAIL ADDRESS: 

      docketing@gklaw.com

 

 

 

SUSPENSION NOTICE: NO RESPONSE NEEDED

 

ISSUE/MAILING DATE: 6/10/2013
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The trademark examining attorney is suspending action on the application for the reason(s) stated below. 
See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

The USPTO will periodically conduct a status check of the application to determine whether suspension
remains appropriate, and the trademark examining attorney will issue as needed an inquiry letter to
applicant regarding the status of the matter on which suspension is based.  TMEP §§716.04, 716.05. 
Applicant will be notified when suspension is no longer appropriate.  See TMEP §716.04.

 

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the
“Response to Suspension Inquiry or Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.

 

 

PENDING CIVIL PROCEEDING(S):  The pending civil proceeding(s) below pertains to (1) a
registered mark that conflicts with applicant’s mark under Trademark Act Section 2(d), (2) a mark in a
pending application(s) that could conflict with applicant’s mark under Section 2(d) if it registers, and/or
(3) the registrability of applicant’s mark.   See 15 U.S.C. §1052; 37 C.F.R. §2.83; TMEP §§716.02(a), (c)-
(d), 1208 et seq.  Because the civil proceeding(s) pertains to an issue that could directly affect whether
applicant’s mark can be registered, action on this application is suspended pending termination of the
civil proceeding(s).  See 37 C.F.R. §2.67; TMEP §§716.02(a), (c)-(d).

 

            - Cancellation No(s). 92054629

 

 

 

 

/Meghan Reinhart/

Examining Attorney

Law Office 108

(571) 272-2943

meghan.reinhart@uspto.gov

 

 

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the Trademark Electronic Application
System (TEAS) form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708482 - IRON EAGLE -
067282

Sent: 6/10/2013 7:10:42 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 6/10/2013 FOR U.S. APPLICATION SERIAL NO.85708482

 

Please follow the instructions below:

 

(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov/, enter the U.S.
application serial number, and click on “Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

 

(2)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 

WARNING
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PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you
are responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85708482

LAW OFFICE
ASSIGNED

LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

In response to the request for additional information, Applicant states that its goods would not be made
of iron.

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See
Cancellation Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to
cancel was filed on October 10, 2011. The currently operative pleading is Applicant's Amended Petition
for Cancellation (see Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C
at 1. The cancellation proceeding is well underway: the Board has denied a summary judgment motion
by Wohali, discovery is closed, and the parties are about to enter the trial testimony periods this
summer. This proceeding is highly relevant to the instant application because if Applicant is successful
in petitioning to cancel the registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804
and 91205187. These opposition proceedings have been suspended pending the outcome of the
cancellation proceeding.

Accordingly, and in accordance with TMEP § 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings.
The Examining Attorney is requested to telephone the undersigned in the event that a telephone
conference could expedite the processing of this application.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_108196145185-162524942_._exhibita.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0003.JPG
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       ORIGINAL PDF FILE evi_108196145185-162524942_._exhibitb.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0006.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0007.JPG

       ORIGINAL PDF FILE evi_108196145185-162524942_._exhibitc.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0010.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708482\xml4\ROA0011.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for
Cancellation; Exhibit C which is an order denying summary judgment and
regarding general denial of petition

ADDITIONAL STATEMENTS SECTION

PRIOR
REGISTRATION(S)

The applicant claims ownership of U.S. Registration Number(s) 3794245,
3787739, 3726431, and others.

SIGNATURE SECTION

RESPONSE SIGNATURE /Jennifer L. Gregor/

SIGNATORY'S NAME Jennifer L. Gregor

SIGNATORY'S
POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE
NUMBER 414-273-3500

DATE SIGNED 06/07/2013

AUTHORIZED
SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Jun 07 17:16:29 EDT 2013

TEAS STAMP

USPTO/ROA-108.196.145.185
-20130607171629111153-857
08482-50067fa4ce2bdd3bd22
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e3d5ea19966b407d18c813992
352f167c224553c138950-N/A
-N/A-20130607162524942526

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85708482 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In response to the request for additional information, Applicant states that its goods would not be made of
iron.

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See Cancellation
Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to cancel was filed on
October 10, 2011. The currently operative pleading is Applicant's Amended Petition for Cancellation (see
Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C at 1. The cancellation
proceeding is well underway: the Board has denied a summary judgment motion by Wohali, discovery is
closed, and the parties are about to enter the trial testimony periods this summer. This proceeding is highly
relevant to the instant application because if Applicant is successful in petitioning to cancel the
registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804 and
91205187. These opposition proceedings have been suspended pending the outcome of the cancellation
proceeding.

Accordingly, and in accordance with TMEP § 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings. The
Examining Attorney is requested to telephone the undersigned in the event that a telephone conference
could expedite the processing of this application.

EVIDENCE
Evidence in the nature of Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for Cancellation; Exhibit C which is an
order denying summary judgment and regarding general denial of petition has been attached.
Original PDF file:
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evi_108196145185-162524942_._exhibita.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_108196145185-162524942_._exhibitb.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_108196145185-162524942_._exhibitc.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4

ADDITIONAL STATEMENTS 
Claim of Prior Registration(s)
The applicant claims ownership of U.S. Registration Number(s) 3794245, 3787739, 3726431, and others.

SIGNATURE(S)
Response Signature
Signature: /Jennifer L. Gregor/     Date: 06/07/2013
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

Signatory's Phone Number: 414-273-3500

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 85708482
Internet Transmission Date: Fri Jun 07 17:16:29 EDT 2013
TEAS Stamp: USPTO/ROA-108.196.145.185-20130607171629
111153-85708482-50067fa4ce2bdd3bd22e3d5e
a19966b407d18c813992352f167c224553c13895
0-N/A-N/A-20130607162524942526
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708482 - IRON EAGLE -
067282

Sent: 12/8/2012 12:32:50 PM

Sent As: ECOM108@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    U.S. APPLICATION SERIAL NO.           85708482
 
    MARK: IRON EAGLE
 

 
        

*85708482*
    CORRESPONDENT ADDRESS:
          JENNIFER L. GREGOR
          GODFREY & KAHN, S.C.
          780 N WATER ST STE 1500
          MILWAUKEE, WI 53202-3590
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: Sheltered Wings, Inc.
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :
  
          067282
    CORRESPONDENT E-MAIL ADDRESS: 
          docketing@gklaw.com

 

 
 

OFFICE ACTION
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STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 12/8/2012
 
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
 
Likelihood of Confusion – Section 2(d) Refusal
 
Registration of the applied-for mark (IRON EAGLE) is refused because of a likelihood of confusion with
the mark in U.S. Registration No. 3904929 (STEEL EAGLE).  Trademark Act Section 2(d), 15 U.S.C.
§1052(d); see TMEP §§1207.01 et seq.  See the enclosed registration.
 
 
 
In any likelihood of confusion determination, two key considerations are similarity of the marks and
similarity or relatedness of the goods.  See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976); In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB
2010); TMEP §1207.01; see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533
(Fed. Cir. 1997).  That is, the marks are compared in their entireties for similarities in appearance, sound,
connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ
563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the goods are compared to determine
whether they are similar or commercially related or travel in the same trade channels.  See Coach Servs.,
Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012);
Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002);
TMEP §1207.01, (a)(vi).
 
Similarity of Marks
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial
impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP
§1207.01(b)-(b)(v).  Similarity in any one of these elements may be sufficient to find the marks
confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA
Realty Prof’ls , Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b).
 
Applicant’s mark is “IRON EAGLE”.  
 
Registrant’s mark is “STEEL EAGLE”.  
 
The marks are similar because they all contain the term “EAGLE”.  
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Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases, such as “EAGLE”, appearing in both applicant’s and registrant’s mark.   See
Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689 (TTAB 1986), aff’d  sub
nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1
USPQ2d 1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp.,
228 USPQ 949 (TTAB 1986) (21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 229
USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ
174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp.,
221 USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424
(TTAB 1975) (LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).
 
Please note that, where the goods of an applicant and registrant are identical or virtually identical, the
degree of similarity between the marks required to support a finding of likelihood of confusion is not as
great as in the case of diverse goods.  See In re Viterra Inc., 671 F.3d 1358, 1363, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (citing Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877, 23
USPQ2d 1698, 1701 (Fed. Cir. 1992)); In re Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d 1257,
1260 (Fed. Cir. 2010); TMEP §1207.01(b).  Please see Similarity of Goods section below evidencing that
registrant’s goods are identical to/encompass all of applicant’s goods.  
 
 
Accordingly, the relevant marks are sufficiently similar to support a finding of likelihood of confusion.
 
Similarity of Goods
 
The goods of the parties need not be identical or even competitive to find a likelihood of confusion.  See
On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E] ven if the goods
in question are different from, and thus not related to, one another in kind, the same goods can be related
in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)( i). 
 
The respective goods need only be related in some manner or the conditions surrounding their marketing
be such that they will be encountered by the same consumers under circumstances that would lead to the
mistaken belief that the goods originate from the same source.  Gen. Mills Inc. v. Fage Dairy Processing
Indus., 100 USPQ2d 1584, 1597 (TTAB 2012); TMEP §1207.01(a)(i); see On-line Careline Inc. v. Am.
Online Inc., 229 F.3d at 1086, 56 USPQ2d at 1475; In re Martin’s Famous Pastry Shoppe, Inc. , 748 F.2d
1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984).
 
 
 
Applicant’s goods are “ binoculars”.  
 
 
Registrant’s goods are “Magnifying optical equipment, namely, rifle scopes and binoculars.”  
 
 
Therefore, registrant’s goods encompass/are identical to (see bolded goods) all of applicant’s goods.  
Accordingly, based on the similarity of the marks and the relationship of the goods, registration of the
applicant’s mark is refused under Section 2(d) of the Trademark Act.
Although the examining attorney has refused registration, the applicant has the option to respond to the
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refusal to register by submitting evidence and legal arguments in support of registration.  If the applicant
chooses to respond to the refusal to register, the applicant must also respond to the following
requirement(s).
 
Ownership of Prior Registrations
If applicant owns U.S. Registration Nos. 3794245, 3192083, 2886199 and other registrations, then
applicant must submit for the application record a claim of ownership of these registrations.  See 37 C.F.R.
§2.36; TMEP §812.  See the attached copies of the registrations.  See TMEP §812. 
 
Applicant may use the following format to claim ownership of these registrations:
 

Applicant is the owner of U.S. Registration Nos. 3794245, 3787739, 3726431 and others.
 
 
 
 
Additional Information Required
 
 
Applicant must indicate whether its goods contain/are made of iron in order to permit proper examination
of the application.  See 37 C.F.R. §2.61(b); TMEP §§814, 1402.01(e).
 
 
Failure to respond to a request for information is an additional ground for refusing registration.  See In re
Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI P’ship LLP, 67 USPQ2d 1699,
1701 (TTAB 2003); TMEP §814.
 
 
Responding to this Office Action
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where all issues can be
resolved by amendment, responding by telephone to authorize an examiner’s amendment will not incur
this additional fee.
 
 
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action.  If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register.  Applicant may
also have other options for responding to a refusal and should consider such options carefully.  To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
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In addition, applicant filed a TEAS Plus application and therefore must respond online using the
Trademark Electronic Application System (TEAS) at
http://www.uspto.gov/trademarks/teas/response_forms.jsp to avoid incurring an additional fee.  See 37
C.F.R. §2.23(a)(1), (b). 
 
 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure
to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status.  See 37 C.F.R. §2.66;
TMEP §1714.   There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 
 
 
Telephone/Email Suggested for Questions
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
 
 
 
 

/Meghan Reinhart/
Examining Attorney
Law Office 108
(571) 272-2943
meghan.reinhart@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
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WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708482 - IRON EAGLE -
067282

Sent: 12/8/2012 12:32:52 PM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 12/8/2012 FOR U.S. APPLICATION SERIAL NO. 85708482
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 12/8/2012 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
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ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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*** User:mreinhart ***

# Total Dead Live Live Status/ Search

Marks Marks Viewed Viewed Search

Docs Images Duration

01 10744 N/A 0 0 1:00 *{v:2}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

02 4767 N/A 0 0 0:07 *e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

03 1707 N/A 0 0 0:04 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

04 837 N/A 0 0 0:04 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and "009"[cc]

05 251 0 251 212 0:03 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

06 231 0 231 195 0:02 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}[bi,ti] and live[ld] and "009"[ic]

07 10 0 10 8 0:07 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and (a b 200)[ic]

08 3488 N/A 0 0 0:03 *owl*[bi,ti] and live[ld]

09 4644 N/A 0 0 0:03 *wl*[bi,ti] and live[ld]

10 2814 N/A 0 0 0:03 *aul*[bi,ti] and live[ld]

11 21 0 21 19 0:01 (8 9 10) and 1

12 4874 N/A 0 0 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*

13 1817 N/A 0 0 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

14 250 0 250 209 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

15 249 0 249 208 0:04 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic] not 7

16 19 0 19 15 0:04 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic] not 5

17 35 0 35 23 0:02 e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}[fm] and live[ld] and "009"[ic]

18 132 0 132 91 0:02 e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}[fm] and live[ld]

19 3301 N/A 0 0 0:02 031501[dc] and live[ld]

20 613 0 7 613 0:03 031507[dc] and live[ld]

21 4 0 4 4 0:01 19 and 20

22 1671 N/A 0 0 0:04 19 and "009"[cc]

23 411 0 48 411 0:03 19 and ("009" a b 200)[ic]

24 2 0 2 2 0:01 20 and 1

25 952 N/A 0 0 0:03 *b{v}ld*[bi,ti] and live[ld]

26 17 0 17 17 0:01 *b{v}ld*[bi,ti] and live[ld] and 1

27 404 N/A 0 0 0:01 *b{v}ld*[bi,ti] and live[ld] and "009"[cc]

28 99 0 99 76 0:01 *b{v}ld*[bi,ti] and live[ld] and "009"[ic]

29 1 0 1 1 0:02 *b{v}ld*[bi,ti] and live[ld] and (a b 200)[ic]

30 11076 N/A 0 0 0:03 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld]

31 64 0 64 58 0:01 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and 1

32 1305 N/A 0 0 0:02 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

33 652 N/A 0 0 0:01 *bla{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

34 515 N/A 0 0 0:03 bla{"ckqx":2}{"Sz"0:1}[bi,ti] and live[ld] and "009"[ic]

35 21 0 21 20 0:01 bla{"ckqx":2}{"Sz"0:1}[fm] and live[ld]

36 86226 N/A 0 0 0:11 *{v}r{v0:1}n*[bi,ti] and live[ld]

37 403 N/A 0 0 0:05 *{v}r{v0:1}n*[bi,ti] and live[ld] and 1

38 31 0 31 27 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and 1

39 698 N/A 0 0 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]

40 175 0 175 149 0:04 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]

41 22 0 22 21 0:05 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and (a b 200)[ic]

42 2578 N/A 0 0 0:40 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld]

43 11 0 11 9 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and 1
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44 2578 N/A 0 0 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and"009"[ic]

45 250 0 250 214 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

46 9 0 9 8 0:39 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and (a b 200)[ic]

47 5213 N/A 0 0 0:40 *{"sz"}tr{v}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

48 1542 N/A 0 0 0:37 *{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

49 228 0 228 205 0:37 *{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

50 19 0 19 18 0:38
*{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and (a b
200)[ic]

51 39 0 39 33 0:01 47 and 1

Session started 12/7/2012 5:56:18 AM

Session finished 12/7/2012 6:48:11 AM

Total search duration 8 minutes 56 seconds

Session duration 51 minutes 53 seconds

Defaut NEAR limit=1ADJ limit=1

Sent to TICRS as Serial Number: 85708482

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 8



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708482
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK IRON EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT IRON EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION
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* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.
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*STREET 780 N. Water Street

*CITY Milwaukee

*STATE 
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708482
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: IRON EAGLE (Standard Characters, see mark)
The literal element of the mark consists of IRON EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:

      Jennifer L. Gregor

      Godfrey & Kahn, S.C.

      780 N. Water Street

      Milwaukee, Wisconsin 53202

      414-273-3500(phone)

      414-273-5198(fax)
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      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7395
RAM Accounting Date: 08/21/2012

Serial Number: 85708482
Internet Transmission Date: Tue Aug 21 08:34:47 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210834475
86477-85708482-4901a8923d03decd8c879569e
e2e266926b-DA-7395-20120820150514034438
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Mark Information

Mark Literal Elements: IRON EAGLE

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

3726431, 3787739, 3794245 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Binoculars

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Sheltered Wings, Inc.

Owner Address: 2120 W. Greenview Drive, Suite 4
Middleton, WISCONSIN 53562
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jennifer L. Gregor Docket Number: 067282

Attorney Primary Email
Address:

docketing@gklaw.com Attorney Email
Authorized:

Yes

Correspondent

Generated on: This page was generated by TSDR on 2013-09-26 13:16:50 EDT

Mark: IRON EAGLE

US Serial Number: 85708482 Application Filing Date: Aug. 21, 2012

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

Status: An Office action suspending further action on the application has been sent (issued) to the applicant. To view all documents in this file,
click on the Trademark Document Retrieval link at the top of this page.

Status Date: Jun. 10, 2013
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Correspondent
Name/Address:

JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WISCONSIN 53202-3590
UNITED STATES

Phone: 414-273-3500 Fax: 414-273-5198

Correspondent e-mail: docketing@gklaw.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 10, 2013 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jun. 10, 2013 LETTER OF SUSPENSION E-MAILED 6332

Jun. 10, 2013 SUSPENSION LETTER WRITTEN 85323

Jun. 08, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 07, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 07, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 08, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2012 NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2012 NON-FINAL ACTION WRITTEN 85323

Dec. 01, 2012 ASSIGNED TO EXAMINER 85323

Aug. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 24, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: REINHART, MEGHAN M Law Office Assigned: LAW OFFICE 108

File Location

Current Location: TMEG LAW OFFICE 108 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Jun. 10, 2013
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708483
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK SILVER EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT SILVER EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 9



* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.
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*STREET 780 N. Water Street

*CITY Milwaukee

*STATE 
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708483
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: SILVER EAGLE (Standard Characters, see mark)
The literal element of the mark consists of SILVER EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:

      Jennifer L. Gregor

      Godfrey & Kahn, S.C.

      780 N. Water Street

      Milwaukee, Wisconsin 53202

      414-273-3500(phone)

      414-273-5198(fax)
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      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7396
RAM Accounting Date: 08/21/2012

Serial Number: 85708483
Internet Transmission Date: Tue Aug 21 08:35:22 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210835225
11220-85708483-490da9d301aa36d473b943de2
14fcd51a20-DA-7396-20120820150250924506
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Trademark Snap Shot Amendment & Mail Processing Stylesheet
(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW

SERIAL NUMBER 85708483 FILING DATE 08/21/2012

REG NUMBER 0000000 REG DATE N/A

REGISTER PRINCIPAL MARK TYPE TRADEMARK

INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY REINHART, MEGHAN M L.O. ASSIGNED 108

PUB INFORMATION

RUN DATE 06/11/2013

PUB DATE N/A

STATUS 653-SUSPENSION LETTER - MAILED

STATUS DATE 06/10/2013

LITERAL MARK ELEMENT SILVER EAGLE

DATE ABANDONED N/A DATE CANCELLED N/A

SECTION 2F NO SECTION 2F IN PART NO

SECTION 8 NO SECTION 8 IN PART NO

SECTION 15 NO REPUB 12C N/A

RENEWAL FILED NO RENEWAL DATE N/A

DATE AMEND REG N/A

FILING BASIS

FILED BASIS CURRENT BASIS AMENDED BASIS

1 (a) NO 1 (a) NO 1 (a) NO

1 (b) YES 1 (b) YES 1 (b) NO

44D NO 44D NO 44D NO

44E NO 44E NO 44E NO

66A NO 66A NO

NO BASIS NO NO BASIS NO

MARK DATA

STANDARD CHARACTER MARK YES

LITERAL MARK ELEMENT SILVER EAGLE
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MARK DRAWING CODE 4-STANDARD CHARACTER MARK

COLOR DRAWING FLAG NO

CURRENT OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

NAME Sheltered Wings, Inc.

ADDRESS 2120 W. Greenview Drive, Suite 4
Middleton, WI 53562

ENTITY 03-CORPORATION

CITIZENSHIP Wisconsin

GOODS AND SERVICES

INTERNATIONAL CLASS 009

          DESCRIPTION TEXT Binoculars

GOODS AND SERVICES CLASSIFICATION

INTERNATIONAL
CLASS

009 FIRST USE
DATE

NONE FIRST USE
IN
COMMERCE
DATE

NONE CLASS
STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS

CHANGE IN REGISTRATION NO

DISCLAIMER W/PREDETER TXT "SILVER"

OWNER OF US REG NOS 3726431    3787739    3794245   

PROSECUTION HISTORY

DATE ENT CD ENT
TYPE

DESCRIPTION ENT NUM

06/10/2013 GNS3 O NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 012

06/10/2013 GNSL S LETTER OF SUSPENSION E-MAILED 011

06/10/2013 CNSL R SUSPENSION LETTER WRITTEN 010

06/08/2013 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 009

06/07/2013 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 008

06/07/2013 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 007

12/08/2012 GNRN O NOTIFICATION OF NON-FINAL ACTION E-MAILED 006

12/08/2012 GNRT F NON-FINAL ACTION E-MAILED 005

12/08/2012 CNRT R NON-FINAL ACTION WRITTEN 004
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12/01/2012 DOCK D ASSIGNED TO EXAMINER 003

08/29/2012 NWOS I NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
IN TRAM

002

08/24/2012 NWAP I NEW APPLICATION ENTERED IN TRAM 001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Jennifer L. Gregor

CORRESPONDENCE ADDRESS JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WI 53202-3590

DOMESTIC REPRESENTATIVE NONE
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708483 - SILVER EAGLE -
067282

Sent: 6/10/2013 7:10:27 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 

U.S. APPLICATION SERIAL NO.     85708483

 

MARK: SILVER EAGLE

 

 

        

*85708483*
CORRESPONDENT ADDRESS:
      JENNIFER L. GREGOR

      GODFREY & KAHN, S.C.

      780 N WATER ST STE 1500

      MILWAUKEE, WI 53202-3590

      

 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

 

 

 

APPLICANT: Sheltered Wings, Inc.

 

 

 

CORRESPONDENT’S REFERENCE/DOCKET NO :  

      067282

CORRESPONDENT E-MAIL ADDRESS: 

      docketing@gklaw.com

 

 

 

SUSPENSION NOTICE: NO RESPONSE NEEDED

 

ISSUE/MAILING DATE: 6/10/2013
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The trademark examining attorney is suspending action on the application for the reason(s) stated below. 
See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

The USPTO will periodically conduct a status check of the application to determine whether suspension
remains appropriate, and the trademark examining attorney will issue as needed an inquiry letter to
applicant regarding the status of the matter on which suspension is based.  TMEP §§716.04, 716.05. 
Applicant will be notified when suspension is no longer appropriate.  See TMEP §716.04.

 

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the
“Response to Suspension Inquiry or Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.

 

 

PENDING CIVIL PROCEEDING(S):  The pending civil proceeding(s) below pertains to (1) a
registered mark that conflicts with applicant’s mark under Trademark Act Section 2(d), (2) a mark in a
pending application(s) that could conflict with applicant’s mark under Section 2(d) if it registers, and/or
(3) the registrability of applicant’s mark.   See 15 U.S.C. §1052; 37 C.F.R. §2.83; TMEP §§716.02(a), (c)-
(d), 1208 et seq.  Because the civil proceeding(s) pertains to an issue that could directly affect whether
applicant’s mark can be registered, action on this application is suspended pending termination of the
civil proceeding(s).  See 37 C.F.R. §2.67; TMEP §§716.02(a), (c)-(d).

 

            - Cancellation No(s). 92054629

 

 

 

 

/Meghan Reinhart/

Examining Attorney

Law Office 108

(571) 272-2943

meghan.reinhart@uspto.gov
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PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the Trademark Electronic Application
System (TEAS) form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

 

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 9



To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708483 - SILVER EAGLE -
067282

Sent: 6/10/2013 7:10:28 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 6/10/2013 FOR U.S. APPLICATION SERIAL NO.85708483

 

Please follow the instructions below:

 

(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov/, enter the U.S.
application serial number, and click on “Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

 

(2)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 

WARNING
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PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you
are responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85708483

LAW OFFICE
ASSIGNED

LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See
Cancellation Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to
cancel was filed on October 10, 2011. The currently operative pleading is Applicant's Amended Petition
for Cancellation (see Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C
at 1. The cancellation proceeding is well underway: the Board has denied a summary judgment motion
by Wohali, discovery is closed, and the parties are about to enter the trial testimony periods this
summer. This proceeding is highly relevant to the instant application because if Applicant is successful
in petitioning to cancel the registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804
and 91205187. These opposition proceedings have been suspended pending the outcome of the
cancellation proceeding.

Accordingly, and in accordance with TMEP Â§ 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings.
The Examining Attorney is requested to telephone the undersigned in the event that a telephone
conference could expedite the processing of this application.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_108196145185-162008602_._exhibita.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0003.JPG

       ORIGINAL PDF FILE evi_108196145185-162008602_._exhibitb.pdf

       CONVERTED PDF
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FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0006.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0007.JPG

       ORIGINAL PDF FILE evi_108196145185-162008602_._exhibitc.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0010.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708483\xml4\ROA0011.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for
Cancellation; Exhibit C which is an order denying summary judgment and
regarding general denial of petition

ADDITIONAL STATEMENTS SECTION

DISCLAIMER
No claim is made to the exclusive right to use SILVER apart from the mark as
shown.

PRIOR
REGISTRATION(S)

The applicant claims ownership of U.S. Registration Number(s) 3794245,
3787739, 3726431, and others.

SIGNATURE SECTION

RESPONSE SIGNATURE /Jennifer L. Gregor/

SIGNATORY'S NAME Jennifer L. Gregor

SIGNATORY'S
POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE
NUMBER 414-273-3500

DATE SIGNED 06/07/2013

AUTHORIZED
SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Jun 07 16:33:01 EDT 2013

TEAS STAMP

USPTO/ROA-108.196.145.185
-20130607163301331004-857
08483-500ac1e86cf89f8e117
0d7ba4b7814898ede97aabc4b
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47fead1b289ad51205b31-N/A
-N/A-20130607162008602024

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85708483 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See Cancellation
Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to cancel was filed on
October 10, 2011. The currently operative pleading is Applicant's Amended Petition for Cancellation (see
Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C at 1. The cancellation
proceeding is well underway: the Board has denied a summary judgment motion by Wohali, discovery is
closed, and the parties are about to enter the trial testimony periods this summer. This proceeding is highly
relevant to the instant application because if Applicant is successful in petitioning to cancel the
registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804 and
91205187. These opposition proceedings have been suspended pending the outcome of the cancellation
proceeding.

Accordingly, and in accordance with TMEP Â§ 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings. The
Examining Attorney is requested to telephone the undersigned in the event that a telephone conference
could expedite the processing of this application.

EVIDENCE
Evidence in the nature of Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for Cancellation; Exhibit C which is an
order denying summary judgment and regarding general denial of petition has been attached.
Original PDF file:
evi_108196145185-162008602_._exhibita.pdf
Converted PDF file(s) (2 pages)
Evidence-1
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Evidence-2
Original PDF file:
evi_108196145185-162008602_._exhibitb.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_108196145185-162008602_._exhibitc.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4

ADDITIONAL STATEMENTS 
Disclaimer
No claim is made to the exclusive right to use SILVER apart from the mark as shown.

Claim of Prior Registration(s)
The applicant claims ownership of U.S. Registration Number(s) 3794245, 3787739, 3726431, and others.

SIGNATURE(S)
Response Signature
Signature: /Jennifer L. Gregor/     Date: 06/07/2013
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

Signatory's Phone Number: 414-273-3500

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 85708483
Internet Transmission Date: Fri Jun 07 16:33:01 EDT 2013
TEAS Stamp: USPTO/ROA-108.196.145.185-20130607163301
331004-85708483-500ac1e86cf89f8e1170d7ba
4b7814898ede97aabc4b47fead1b289ad51205b3
1-N/A-N/A-20130607162008602024
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708483 - SILVER EAGLE -
067282

Sent: 12/8/2012 12:59:52 PM

Sent As: ECOM108@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    U.S. APPLICATION SERIAL NO.           85708483
 
    MARK: SILVER EAGLE
 

 
        

*85708483*
    CORRESPONDENT ADDRESS:
          JENNIFER L. GREGOR
          GODFREY & KAHN, S.C.
          780 N WATER ST STE 1500
          MILWAUKEE, WI 53202-3590
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: Sheltered Wings, Inc.
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    CORRESPONDENT’S REFERENCE/DOCKET NO :
  
          067282
    CORRESPONDENT E-MAIL ADDRESS: 
          docketing@gklaw.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 12/8/2012
 
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
 
Likelihood of Confusion – Section 2(d) Refusal
 
Registration of the applied-for mark (SILVER EAGLE) is refused because of a likelihood of confusion
with the mark in U.S. Registration No. 3904929 (STEEL EAGLE).  Trademark Act Section 2(d), 15
U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the enclosed registration.
 
 
 
In any likelihood of confusion determination, two key considerations are similarity of the marks and
similarity or relatedness of the goods.  See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976); In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB
2010); TMEP §1207.01; see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533
(Fed. Cir. 1997).  That is, the marks are compared in their entireties for similarities in appearance, sound,
connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ
563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the goods are compared to determine
whether they are similar or commercially related or travel in the same trade channels.  See Coach Servs.,
Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012);
Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002);
TMEP §1207.01, (a)(vi).
 
Similarity of Marks
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial
impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP
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§1207.01(b)-(b)(v).  Similarity in any one of these elements may be sufficient to find the marks
confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA
Realty Prof’ls , Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b).
 
Applicant’s mark is “SILVER EAGLE”.  
 
Registrant’s mark is “STEEL EAGLE”.  
 
The marks are similar because they all contain the term “EAGLE”.  
 
Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases, such as “EAGLE”, appearing in both applicant’s and registrant’s mark.   See
Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689 (TTAB 1986), aff’d  sub
nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1
USPQ2d 1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp.,
228 USPQ 949 (TTAB 1986) (21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 229
USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ
174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp.,
221 USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424
(TTAB 1975) (LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).
 
Please note that, where the goods of an applicant and registrant are identical or virtually identical, the
degree of similarity between the marks required to support a finding of likelihood of confusion is not as
great as in the case of diverse goods.  See In re Viterra Inc., 671 F.3d 1358, 1363, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (citing Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877, 23
USPQ2d 1698, 1701 (Fed. Cir. 1992)); In re Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d 1257,
1260 (Fed. Cir. 2010); TMEP §1207.01(b).  Please see Similarity of Goods section below evidencing that
registrant’s goods are identical to/encompass all of applicant’s goods.  
 
 
Accordingly, the relevant marks are sufficiently similar to support a finding of likelihood of confusion.
 
Similarity of Goods
 
The goods of the parties need not be identical or even competitive to find a likelihood of confusion.  See
On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E] ven if the goods
in question are different from, and thus not related to, one another in kind, the same goods can be related
in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)( i). 
 
The respective goods need only be related in some manner or the conditions surrounding their marketing
be such that they will be encountered by the same consumers under circumstances that would lead to the
mistaken belief that the goods originate from the same source.  Gen. Mills Inc. v. Fage Dairy Processing
Indus., 100 USPQ2d 1584, 1597 (TTAB 2012); TMEP §1207.01(a)(i); see On-line Careline Inc. v. Am.
Online Inc., 229 F.3d at 1086, 56 USPQ2d at 1475; In re Martin’s Famous Pastry Shoppe, Inc. , 748 F.2d
1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984).
 
 
 
Applicant’s goods are “ binoculars”.  
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Registrant’s goods are “Magnifying optical equipment, namely, rifle scopes and binoculars.”  
 
 
Therefore, registrant’s goods encompass/are identical to (see bolded goods) all of applicant’s goods.  
Accordingly, based on the similarity of the marks and the relationship of the goods, registration of the
applicant’s mark is refused under Section 2(d) of the Trademark Act.
Although the examining attorney has refused registration, the applicant has the option to respond to the
refusal to register by submitting evidence and legal arguments in support of registration.  If the applicant
chooses to respond to the refusal to register, the applicant must also respond to the following
requirement(s).
 
Ownership of Prior Registrations
If applicant owns U.S. Registration Nos. 3794245, 3192083, 2886199 and other registrations, then
applicant must submit for the application record a claim of ownership of these registrations.  See 37 C.F.R.
§2.36; TMEP §812.  See the attached copies of the registrations.  See TMEP §812. 
 
Applicant may use the following format to claim ownership of these registrations:
 

Applicant is the owner of U.S. Registration Nos. 3794245, 3787739, 3726431 and others.
 
 
 
 
Disclaimer
 
 
A “disclaimer” is a statement in the application record that applicant does not claim exclusive rights to an
unregistrable component of a mark; a disclaimer does not affect the appearance of the mark or physically
remove disclaimed matter from the mark.  TMEP §§1213, 1213.10.  An unregistrable component of a
mark includes wording and designs that are merely descriptive of an applicant’s goods.   15 U.S.C.
§1052(e); see TMEP §§1209.03(f), 1213.03 et seq.  Such words or designs need to be freely available for
other businesses to market comparable goods and should not become the proprietary domain of any one
party.  See Dena Corp. v. Belvedere Int’l, Inc. , 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir.
1991); In re Aug. Storck KG, 218 USPQ 823, 825 (TTAB 1983).
 
 
Applicant must disclaim the descriptive wording “SILVER” apart from the mark as shown because it
merely describes a quality, characteristic, function, feature, purpose or use of applicant’s goods.   See 15
U.S.C. §§1052(e)(1), 1056(a); In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421
(Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987); TMEP
§§1213, 1213.03(a). 
 
Specifically, the attached evidence from www.dictionary.com shows that “SILVER” means “a lustrous
grayish white or whitish gray, or the color of the metal”.   Therefore, the wording merely
describes/indicates to consumers that applicant’s binoculars are silver in color. See attached webpages
evidencing that the term “SILVER” is commonly used to describe the color of binoculars.
A “disclaimer” is a statement that applicant does not claim exclusive rights to an unregistrable component

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 9



of a mark.  TMEP §1213.  A disclaimer does not affect the appearance of the applied-for mark.  See
TMEP §1213.10.
 
 
Failure to comply with a disclaimer requirement can result in a refusal to register the entire mark.  TMEP
§1213.01(b).
 
 
 
Applicant may submit the following standardized format for a disclaimer:
                       

No claim is made to the exclusive right to use “SILVER” apart from the mark as shown.
 
TMEP §1213.08(a)(i); see In re Owatonna Tool Co., 231 USPQ 493 (Comm’r  Pats. 1983).
 
 
 
Responding to this Office Action
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where all issues can be
resolved by amendment, responding by telephone to authorize an examiner’s amendment will not incur
this additional fee.
 
 
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action.  If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register.  Applicant may
also have other options for responding to a refusal and should consider such options carefully.  To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
 
In addition, applicant filed a TEAS Plus application and therefore must respond online using the
Trademark Electronic Application System (TEAS) at
http://www.uspto.gov/trademarks/teas/response_forms.jsp to avoid incurring an additional fee.  See 37
C.F.R. §2.23(a)(1), (b). 
 
 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure
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to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status.  See 37 C.F.R. §2.66;
TMEP §1714.   There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 
 
 
Telephone/Email Suggested for Questions
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
 
 
 
 

/Meghan Reinhart/
Examining Attorney
Law Office 108
(571) 272-2943
meghan.reinhart@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
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TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708483 - SILVER EAGLE -
067282

Sent: 12/8/2012 12:59:53 PM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 12/8/2012 FOR U.S. APPLICATION SERIAL NO. 85708483
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 12/8/2012 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
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ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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*** User:mreinhart ***

# Total Dead Live Live Status/ Search

Marks Marks Viewed Viewed Search

Docs Images Duration

01 10744 N/A 0 0 1:00 *{v:2}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

02 4767 N/A 0 0 0:07 *e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

03 1707 N/A 0 0 0:04 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

04 837 N/A 0 0 0:04 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and "009"[cc]

05 251 0 251 212 0:03 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

06 231 0 231 195 0:02 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}[bi,ti] and live[ld] and "009"[ic]

07 10 0 10 8 0:07 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and (a b 200)[ic]

08 3488 N/A 0 0 0:03 *owl*[bi,ti] and live[ld]

09 4644 N/A 0 0 0:03 *wl*[bi,ti] and live[ld]

10 2814 N/A 0 0 0:03 *aul*[bi,ti] and live[ld]

11 21 0 21 19 0:01 (8 9 10) and 1

12 4874 N/A 0 0 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*

13 1817 N/A 0 0 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

14 250 0 250 209 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

15 249 0 249 208 0:04 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic] not 7

16 19 0 19 15 0:04 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic] not 5

17 35 0 35 23 0:02 e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}[fm] and live[ld] and "009"[ic]

18 132 0 132 91 0:02 e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}[fm] and live[ld]

19 3301 N/A 0 0 0:02 031501[dc] and live[ld]

20 613 0 7 613 0:03 031507[dc] and live[ld]

21 4 0 4 4 0:01 19 and 20

22 1671 N/A 0 0 0:04 19 and "009"[cc]

23 411 0 48 411 0:03 19 and ("009" a b 200)[ic]

24 2 0 2 2 0:01 20 and 1

25 952 N/A 0 0 0:03 *b{v}ld*[bi,ti] and live[ld]

26 17 0 17 17 0:01 *b{v}ld*[bi,ti] and live[ld] and 1

27 404 N/A 0 0 0:01 *b{v}ld*[bi,ti] and live[ld] and "009"[cc]

28 99 0 99 76 0:01 *b{v}ld*[bi,ti] and live[ld] and "009"[ic]

29 1 0 1 1 0:02 *b{v}ld*[bi,ti] and live[ld] and (a b 200)[ic]

30 11076 N/A 0 0 0:03 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld]

31 64 0 64 58 0:01 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and 1

32 1305 N/A 0 0 0:02 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

33 652 N/A 0 0 0:01 *bla{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

34 515 N/A 0 0 0:03 bla{"ckqx":2}{"Sz"0:1}[bi,ti] and live[ld] and "009"[ic]

35 21 0 21 20 0:01 bla{"ckqx":2}{"Sz"0:1}[fm] and live[ld]

36 86226 N/A 0 0 0:11 *{v}r{v0:1}n*[bi,ti] and live[ld]

37 403 N/A 0 0 0:05 *{v}r{v0:1}n*[bi,ti] and live[ld] and 1

38 31 0 31 27 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and 1

39 698 N/A 0 0 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]

40 175 0 175 149 0:04 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]

41 22 0 22 21 0:05 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and (a b 200)[ic]

42 2578 N/A 0 0 0:40 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld]

43 11 0 11 9 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and 1
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44 2578 N/A 0 0 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and"009"[ic]

45 250 0 250 214 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

46 9 0 9 8 0:39 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and (a b 200)[ic]

47 5213 N/A 0 0 0:40 *{"sz"}tr{v}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

48 1542 N/A 0 0 0:37 *{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

49 228 0 228 205 0:37 *{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

50 19 0 19 18 0:38
*{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and (a b
200)[ic]

51 39 0 39 33 0:01 47 and 1

Session started 12/7/2012 5:56:18 AM

Session finished 12/7/2012 6:48:20 AM

Total search duration 8 minutes 56 seconds

Session duration 52 minutes 2 seconds

Defaut NEAR limit=1ADJ limit=1

Sent to TICRS as Serial Number: 85708483
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708483
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK SILVER EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT SILVER EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.
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*STREET 780 N. Water Street

*CITY Milwaukee

*STATE 
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 9



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708483
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: SILVER EAGLE (Standard Characters, see mark)
The literal element of the mark consists of SILVER EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:

      Jennifer L. Gregor

      Godfrey & Kahn, S.C.

      780 N. Water Street

      Milwaukee, Wisconsin 53202

      414-273-3500(phone)

      414-273-5198(fax)
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      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7396
RAM Accounting Date: 08/21/2012

Serial Number: 85708483
Internet Transmission Date: Tue Aug 21 08:35:22 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210835225
11220-85708483-490da9d301aa36d473b943de2
14fcd51a20-DA-7396-20120820150250924506
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Mark Information

Mark Literal Elements: SILVER EAGLE

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "SILVER"

Related Properties Information

Claimed Ownership of US
Registrations:

3726431, 3787739, 3794245 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Binoculars

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Sheltered Wings, Inc.

Owner Address: 2120 W. Greenview Drive, Suite 4
Middleton, WISCONSIN 53562
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jennifer L. Gregor Docket Number: 067282

Attorney Primary Email
Address:

docketing@gklaw.com Attorney Email
Authorized:

Yes

Generated on: This page was generated by TSDR on 2013-09-26 13:20:25 EDT

Mark: SILVER EAGLE

US Serial Number: 85708483 Application Filing Date: Aug. 21, 2012

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

Status: An Office action suspending further action on the application has been sent (issued) to the applicant. To view all documents in this file,
click on the Trademark Document Retrieval link at the top of this page.

Status Date: Jun. 10, 2013
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Correspondent

Correspondent
Name/Address:

JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WISCONSIN 53202-3590
UNITED STATES

Phone: 414-273-3500 Fax: 414-273-5198

Correspondent e-mail: docketing@gklaw.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 10, 2013 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jun. 10, 2013 LETTER OF SUSPENSION E-MAILED 6332

Jun. 10, 2013 SUSPENSION LETTER WRITTEN 85323

Jun. 08, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 07, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 07, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 08, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2012 NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2012 NON-FINAL ACTION WRITTEN 85323

Dec. 01, 2012 ASSIGNED TO EXAMINER 85323

Aug. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 24, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: REINHART, MEGHAN M Law Office Assigned: LAW OFFICE 108

File Location

Current Location: TMEG LAW OFFICE 108 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Jun. 10, 2013
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708484
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK STRIKE EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT STRIKE EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION
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* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 10



*STREET 780 N. Water Street

*CITY Milwaukee

*STATE 
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708484
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: STRIKE EAGLE (Standard Characters, see mark)
The literal element of the mark consists of STRIKE EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:

      Jennifer L. Gregor

      Godfrey & Kahn, S.C.

      780 N. Water Street

      Milwaukee, Wisconsin 53202

      414-273-3500(phone)

      414-273-5198(fax)
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      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7399
RAM Accounting Date: 08/21/2012

Serial Number: 85708484
Internet Transmission Date: Tue Aug 21 08:36:00 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210836001
57979-85708484-4907968f9c4c9845f2f151592
76e61b4e-DA-7399-20120820145456789548
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Trademark Snap Shot Amendment & Mail Processing Stylesheet
(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW

SERIAL NUMBER 85708484 FILING DATE 08/21/2012

REG NUMBER 0000000 REG DATE N/A

REGISTER PRINCIPAL MARK TYPE TRADEMARK

INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY REINHART, MEGHAN M L.O. ASSIGNED 108

PUB INFORMATION

RUN DATE 06/11/2013

PUB DATE N/A

STATUS 653-SUSPENSION LETTER - MAILED

STATUS DATE 06/10/2013

LITERAL MARK ELEMENT STRIKE EAGLE

DATE ABANDONED N/A DATE CANCELLED N/A

SECTION 2F NO SECTION 2F IN PART NO

SECTION 8 NO SECTION 8 IN PART NO

SECTION 15 NO REPUB 12C N/A

RENEWAL FILED NO RENEWAL DATE N/A

DATE AMEND REG N/A

FILING BASIS

FILED BASIS CURRENT BASIS AMENDED BASIS

1 (a) NO 1 (a) NO 1 (a) NO

1 (b) YES 1 (b) YES 1 (b) NO

44D NO 44D NO 44D NO

44E NO 44E NO 44E NO

66A NO 66A NO

NO BASIS NO NO BASIS NO

MARK DATA

STANDARD CHARACTER MARK YES

LITERAL MARK ELEMENT STRIKE EAGLE
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MARK DRAWING CODE 4-STANDARD CHARACTER MARK

COLOR DRAWING FLAG NO

CURRENT OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

NAME Sheltered Wings, Inc.

ADDRESS 2120 W. Greenview Drive, Suite 4
Middleton, WI 53562

ENTITY 03-CORPORATION

CITIZENSHIP Wisconsin

GOODS AND SERVICES

INTERNATIONAL CLASS 009

          DESCRIPTION TEXT Binoculars

GOODS AND SERVICES CLASSIFICATION

INTERNATIONAL
CLASS

009 FIRST USE
DATE

NONE FIRST USE
IN
COMMERCE
DATE

NONE CLASS
STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS

CHANGE IN REGISTRATION NO

OWNER OF US REG NOS 3726431    3787739    3794245   

PROSECUTION HISTORY

DATE ENT CD ENT
TYPE

DESCRIPTION ENT NUM

06/10/2013 GNS3 O NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 012

06/10/2013 GNSL S LETTER OF SUSPENSION E-MAILED 011

06/10/2013 CNSL R SUSPENSION LETTER WRITTEN 010

06/08/2013 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 009

06/07/2013 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 008

06/07/2013 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 007

12/08/2012 GNRN O NOTIFICATION OF NON-FINAL ACTION E-MAILED 006

12/08/2012 GNRT F NON-FINAL ACTION E-MAILED 005

12/08/2012 CNRT R NON-FINAL ACTION WRITTEN 004

12/01/2012 DOCK D ASSIGNED TO EXAMINER 003
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08/29/2012 NWOS I NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
IN TRAM

002

08/24/2012 NWAP I NEW APPLICATION ENTERED IN TRAM 001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Jennifer L. Gregor

CORRESPONDENCE ADDRESS JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WI 53202-3590

DOMESTIC REPRESENTATIVE NONE
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708484 - STRIKE EAGLE -
067282

Sent: 6/10/2013 7:10:09 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 

U.S. APPLICATION SERIAL NO.     85708484

 

MARK: STRIKE EAGLE

 

 

        

*85708484*
CORRESPONDENT ADDRESS:
      JENNIFER L. GREGOR

      GODFREY & KAHN, S.C.

      780 N WATER ST STE 1500

      MILWAUKEE, WI 53202-3590

      

 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

 

 

 

APPLICANT: Sheltered Wings, Inc.

 

 

 

CORRESPONDENT’S REFERENCE/DOCKET NO :  

      067282

CORRESPONDENT E-MAIL ADDRESS: 

      docketing@gklaw.com

 

 

 

SUSPENSION NOTICE: NO RESPONSE NEEDED

 

ISSUE/MAILING DATE: 6/10/2013
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The trademark examining attorney is suspending action on the application for the reason(s) stated below. 
See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

The USPTO will periodically conduct a status check of the application to determine whether suspension
remains appropriate, and the trademark examining attorney will issue as needed an inquiry letter to
applicant regarding the status of the matter on which suspension is based.  TMEP §§716.04, 716.05. 
Applicant will be notified when suspension is no longer appropriate.  See TMEP §716.04.

 

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the
“Response to Suspension Inquiry or Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.

 

 

PENDING CIVIL PROCEEDING(S):  The pending civil proceeding(s) below pertains to (1) a
registered mark that conflicts with applicant’s mark under Trademark Act Section 2(d), (2) a mark in a
pending application(s) that could conflict with applicant’s mark under Section 2(d) if it registers, and/or
(3) the registrability of applicant’s mark.   See 15 U.S.C. §1052; 37 C.F.R. §2.83; TMEP §§716.02(a), (c)-
(d), 1208 et seq.  Because the civil proceeding(s) pertains to an issue that could directly affect whether
applicant’s mark can be registered, action on this application is suspended pending termination of the
civil proceeding(s).  See 37 C.F.R. §2.67; TMEP §§716.02(a), (c)-(d).

 

            - Cancellation No(s). 92054629

 

 

 

 

/Meghan Reinhart/

Examining Attorney

Law Office 108

(571) 272-2943

meghan.reinhart@uspto.gov
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PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the Trademark Electronic Application
System (TEAS) form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708484 - STRIKE EAGLE -
067282

Sent: 6/10/2013 7:10:10 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 6/10/2013 FOR U.S. APPLICATION SERIAL NO.85708484

 

Please follow the instructions below:

 

(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov/, enter the U.S.
application serial number, and click on “Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

 

(2)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 

WARNING
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PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you
are responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85708484

LAW OFFICE
ASSIGNED

LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See
Cancellation Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to
cancel was filed on October 10, 2011. The currently operative pleading is Applicant's Amended Petition
for Cancellation (see Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C
at 1. The cancellation proceeding is well underway: the Board has denied a summary judgment motion
by Wohali, discovery is closed, and the parties are about to enter the trial testimony periods this
summer. This proceeding is highly relevant to the instant application because if Applicant is successful
in petitioning to cancel the registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804
and 91205187. These opposition proceedings have been suspended pending the outcome of the
cancellation proceeding.

Accordingly, and in accordance with TMEP § 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings.
The Examining Attorney is requested to telephone the undersigned in the event that a telephone
conference could expedite the processing of this application.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_108196145185-155329618_._exhibita.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0003.JPG

       ORIGINAL PDF FILE evi_108196145185-155329618_._exhibitb.pdf

       CONVERTED PDF
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FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0006.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0007.JPG

       ORIGINAL PDF FILE evi_108196145185-155329618_._exhibitc.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0010.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\857\084\85708484\xml4\ROA0011.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for
Cancellation; Exhibit C which is an order denying summary judgment and
regarding general denial of petition

ADDITIONAL STATEMENTS SECTION

PRIOR
REGISTRATION(S)

The applicant claims ownership of U.S. Registration Number(s) 3794245,
3787739, 3726431, and others.

SIGNATURE SECTION

RESPONSE SIGNATURE /Jennifer L. Gregor/

SIGNATORY'S NAME Jennifer L. Gregor

SIGNATORY'S
POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE
NUMBER 414-273-3500

DATE SIGNED 06/07/2013

AUTHORIZED
SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Jun 07 16:07:07 EDT 2013

TEAS STAMP

USPTO/ROA-108.196.145.185
-20130607160707353671-857
08484-5008f2c7fff9222d492
b6f22610738e757b4c9f413f1
32740365dfdc07b2ab6337-N/
A-N/A-2013060715532961880
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5

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85708484 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In response to the Section 2(d) refusal, Applicant notes that it has petitioned to cancel U.S. Registration
No. 3,904,929 for STEEL EAGLE the "Cited Mark," owned by Wohali Outdoors, LLC. See Cancellation
Proceeding No. 92054629, docket sheet attached as Exhibit A. Applicant's petition to cancel was filed on
October 10, 2011. The currently operative pleading is Applicant's Amended Petition for Cancellation (see
Exhibit B), which allegations have been generally denied by Wohali. See Exhibit C at 1. The cancellation
proceeding is well underway: the Board has denied a summary judgment motion by Wohali, discovery is
closed, and the parties are about to enter the trial testimony periods this summer. This proceeding is highly
relevant to the instant application because if Applicant is successful in petitioning to cancel the
registration for the Cited Mark, the Section 2(d) refusal will be moot.

The owner of the Cited Mark, Wohali Outdoors, LLC also owns pending application serial nos.
85/684,377 and 85/464,085, which Applicant has opposed. See Opposition Proceeding Nos. 91208804 and
91205187. These opposition proceedings have been suspended pending the outcome of the cancellation
proceeding.

Accordingly, and in accordance with TMEP § 716.02(a) and (d), Applicant respectfully requests that
examination of the instant application be suspended pending the outcome of these TTAB proceedings. The
Examining Attorney is requested to telephone the undersigned in the event that a telephone conference
could expedite the processing of this application.

EVIDENCE
Evidence in the nature of Exhibit A which is a Cancellation docket sheet from Cancellation Proceeding
No. 92054629; Exhibit B which is Applicant's Amended Petition for Cancellation; Exhibit C which is an
order denying summary judgment and regarding general denial of petition has been attached.
Original PDF file:
evi_108196145185-155329618_._exhibita.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
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Original PDF file:
evi_108196145185-155329618_._exhibitb.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_108196145185-155329618_._exhibitc.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4

ADDITIONAL STATEMENTS 
Claim of Prior Registration(s)
The applicant claims ownership of U.S. Registration Number(s) 3794245, 3787739, 3726431, and others.

SIGNATURE(S)
Response Signature
Signature: /Jennifer L. Gregor/     Date: 06/07/2013
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

Signatory's Phone Number: 414-273-3500

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 85708484
Internet Transmission Date: Fri Jun 07 16:07:07 EDT 2013
TEAS Stamp: USPTO/ROA-108.196.145.185-20130607160707
353671-85708484-5008f2c7fff9222d492b6f22
610738e757b4c9f413f132740365dfdc07b2ab63
37-N/A-N/A-20130607155329618805
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708484 - STRIKE EAGLE -
067282

Sent: 12/8/2012 11:41:53 AM

Sent As: ECOM108@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    U.S. APPLICATION SERIAL NO.           85708484
 
    MARK: STRIKE EAGLE
 

 
        

*85708484*
    CORRESPONDENT ADDRESS:
          JENNIFER L. GREGOR
          GODFREY & KAHN, S.C.
          780 N WATER ST STE 1500
          MILWAUKEE, WI 53202-3590
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: Sheltered Wings, Inc.
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :
  
          067282
    CORRESPONDENT E-MAIL ADDRESS: 
          docketing@gklaw.com

 

 
 

OFFICE ACTION
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STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 12/8/2012
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
 
Likelihood of Confusion – Section 2(d) Refusal
 
Registration of the applied-for mark (STRIKE EAGLE) is refused because of a likelihood of confusion
with the mark in U.S. Registration No. 3904929 (STEEL EAGLE).  Trademark Act Section 2(d), 15
U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the enclosed registration.
 
 
 
In any likelihood of confusion determination, two key considerations are similarity of the marks and
similarity or relatedness of the goods.  See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976); In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB
2010); TMEP §1207.01; see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533
(Fed. Cir. 1997).  That is, the marks are compared in their entireties for similarities in appearance, sound,
connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ
563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the goods are compared to determine
whether they are similar or commercially related or travel in the same trade channels.  See Coach Servs.,
Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012);
Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002);
TMEP §1207.01, (a)(vi).
 
Similarity of Marks
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial
impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP
§1207.01(b)-(b)(v).  Similarity in any one of these elements may be sufficient to find the marks
confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA
Realty Prof’ls , Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b).
 
Applicant’s mark is “STRIKE EAGLE”.  
 
Registrant’s mark is “STEEL EAGLE”.  
 
The marks are similar because they all contain the term “EAGLE”.  
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Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases, such as “EAGLE”, appearing in both applicant’s and registrant’s mark.  See Crocker
Nat’l Bank v. Canadian Imperial Bank of Commerce, 228 USPQ 689 (TTAB 1986), aff’d sub nom.
Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1 USPQ2d
1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp., 228
USPQ 949 (TTAB 1986) (21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 229 USPQ
65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ 174
(TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp., 221
USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB
1975) (LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).
 
Please note that, where the goods of an applicant and registrant are identical or virtually identical, the
degree of similarity between the marks required to support a finding of likelihood of confusion is not as
great as in the case of diverse goods.  See In re Viterra Inc., 671 F.3d 1358, 1363, 101 USPQ2d 1905,
1908 (Fed. Cir. 2012) (citing Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877, 23
USPQ2d 1698, 1701 (Fed. Cir. 1992)); In re Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d 1257,
1260 (Fed. Cir. 2010); TMEP §1207.01(b).  Please see Similarity of Goods section below evidencing that
registrant’s goods are identical to/encompass all of applicant’s goods.  
 
 
Accordingly, the relevant marks are sufficiently similar to support a finding of likelihood of confusion.
 
Similarity of Goods
 
The goods of the parties need not be identical or even competitive to find a likelihood of confusion.  See
On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E] ven if the goods
in question are different from, and thus not related to, one another in kind, the same goods can be related
in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)( i). 
 
The respective goods need only be related in some manner or the conditions surrounding their marketing
be such that they will be encountered by the same consumers under circumstances that would lead to the
mistaken belief that the goods originate from the same source.  Gen. Mills Inc. v. Fage Dairy Processing
Indus., 100 USPQ2d 1584, 1597 (TTAB 2012); TMEP §1207.01(a)(i); see On-line Careline Inc. v. Am.
Online Inc., 229 F.3d at 1086, 56 USPQ2d at 1475; In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d
1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984).
 
 
 
Applicant’s goods are “ binoculars”.  
 
 
Registrant’s goods are “Magnifying optical equipment, namely, rifle scopes and binoculars.”  
 
 
Therefore, registrant’s goods encompass/are identical to (see bolded goods) all of applicant’s goods.  
Accordingly, based on the similarity of the marks and the relationship of the goods, registration of the
applicant’s mark is refused under Section 2(d) of the Trademark Act.
Although the examining attorney has refused registration, the applicant has the option to respond to the
refusal to register by submitting evidence and legal arguments in support of registration.  If the applicant

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 10



chooses to respond to the refusal to register, the applicant must also respond to the following
requirement(s).
 
Ownership of Prior Registrations
If applicant owns U.S. Registration Nos. 3794245, 3192083, 2886199 and other registrations, then
applicant must submit for the application record a claim of ownership of these registrations.  See 37
C.F.R. §2.36; TMEP §812.  See the attached copies of the registrations.  See TMEP §812. 
 
Applicant may use the following format to claim ownership of these registrations:
 

Applicant is the owner of U.S. Registration Nos. 3794245, 3787739, 3726431 and others.
 
 
 
Responding to this Office Action
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where all issues can be
resolved by amendment, responding by telephone to authorize an examiner’s amendment will not incur
this additional fee.
 
 
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action.  If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register.  Applicant may
also have other options for responding to a refusal and should consider such options carefully.  To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
 
In addition, applicant filed a TEAS Plus application and therefore must respond online using the
Trademark Electronic Application System (TEAS) at
http://www.uspto.gov/trademarks/teas/response_forms.jsp to avoid incurring an additional fee.  See 37
C.F.R. §2.23(a)(1), (b). 
 
 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure
to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status.  See 37 C.F.R. §2.66;
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TMEP §1714.   There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 
 
 
Telephone/Email Suggested for Questions
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
 
 
 
 

/Meghan Reinhart/
Examining Attorney
Law Office 108
(571) 272-2943
meghan.reinhart@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Sheltered Wings, Inc. (docketing@gklaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85708484 - STRIKE EAGLE -
067282

Sent: 12/8/2012 11:41:54 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 12/8/2012 FOR U.S. APPLICATION SERIAL NO. 85708484
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 12/8/2012 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
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ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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*** User:mreinhart ***

# Total Dead Live Live Status/ Search

Marks Marks Viewed Viewed Search

Docs Images Duration

01 10744 N/A 0 0 1:00 *{v:2}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

02 4767 N/A 0 0 0:07 *e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

03 1707 N/A 0 0 0:04 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld]

04 837 N/A 0 0 0:04 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and "009"[cc]

05 251 0 251 212 0:03 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

06 231 0 231 195 0:02 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}[bi,ti] and live[ld] and "009"[ic]

07 10 0 10 8 0:07 e{v0:1}{"gj"}{v0:1}l{v0:1}{"sz"0:1}*[bi,ti] and live[ld] and (a b 200)[ic]

08 3488 N/A 0 0 0:03 *owl*[bi,ti] and live[ld]

09 4644 N/A 0 0 0:03 *wl*[bi,ti] and live[ld]

10 2814 N/A 0 0 0:03 *aul*[bi,ti] and live[ld]

11 21 0 21 19 0:01 (8 9 10) and 1

12 4874 N/A 0 0 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*

13 1817 N/A 0 0 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

14 250 0 250 209 0:05 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

15 249 0 249 208 0:04 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic] not 7

16 19 0 19 15 0:04 *e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic] not 5

17 35 0 35 23 0:02 e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}[fm] and live[ld] and "009"[ic]

18 132 0 132 91 0:02 e{v}{"gj"}{V0:1}l{v0:1}{"Sz"0:1}[fm] and live[ld]

19 3301 N/A 0 0 0:02 031501[dc] and live[ld]

20 613 0 7 613 0:03 031507[dc] and live[ld]

21 4 0 4 4 0:01 19 and 20

22 1671 N/A 0 0 0:04 19 and "009"[cc]

23 411 0 48 411 0:03 19 and ("009" a b 200)[ic]

24 2 0 2 2 0:01 20 and 1

25 952 N/A 0 0 0:03 *b{v}ld*[bi,ti] and live[ld]

26 17 0 17 17 0:01 *b{v}ld*[bi,ti] and live[ld] and 1

27 404 N/A 0 0 0:01 *b{v}ld*[bi,ti] and live[ld] and "009"[cc]

28 99 0 99 76 0:01 *b{v}ld*[bi,ti] and live[ld] and "009"[ic]

29 1 0 1 1 0:02 *b{v}ld*[bi,ti] and live[ld] and (a b 200)[ic]

30 11076 N/A 0 0 0:03 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld]

31 64 0 64 58 0:01 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and 1

32 1305 N/A 0 0 0:02 *bl{v}{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

33 652 N/A 0 0 0:01 *bla{"ckqx":2}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

34 515 N/A 0 0 0:03 bla{"ckqx":2}{"Sz"0:1}[bi,ti] and live[ld] and "009"[ic]

35 21 0 21 20 0:01 bla{"ckqx":2}{"Sz"0:1}[fm] and live[ld]

36 86226 N/A 0 0 0:11 *{v}r{v0:1}n*[bi,ti] and live[ld]

37 403 N/A 0 0 0:05 *{v}r{v0:1}n*[bi,ti] and live[ld] and 1

38 31 0 31 27 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and 1

39 698 N/A 0 0 0:04 *{"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]

40 175 0 175 149 0:04 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and "009"[ic]

41 22 0 22 21 0:05 {"iy"}r{v0:1}n*[bi,ti] and live[ld] and (a b 200)[ic]

42 2578 N/A 0 0 0:40 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld]

43 11 0 11 9 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and 1
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44 2578 N/A 0 0 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and"009"[ic]

45 250 0 250 214 0:38 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

46 9 0 9 8 0:39 *{"sz"}{v}lv{v0:1}r{"sz"0:1}*[bi,ti] and live[ld] and (a b 200)[ic]

47 5213 N/A 0 0 0:40 *{"sz"}tr{v}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

48 1542 N/A 0 0 0:37 *{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld]

49 228 0 228 205 0:37 *{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and "009"[ic]

50 19 0 19 18 0:38
*{"sz"}tr{"iy"}{"ckqx":2}{v0:1}{"Sz"0:1}*[bi,ti] and live[ld] and (a b
200)[ic]

51 39 0 39 33 0:01 47 and 1

Session started 12/7/2012 5:56:18 AM

Session finished 12/7/2012 6:48:31 AM

Total search duration 8 minutes 56 seconds

Session duration 52 minutes 13 seconds

Defaut NEAR limit=1ADJ limit=1

Sent to TICRS as Serial Number: 85708484
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708484
Filing Date: 08/21/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK STRIKE EAGLE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT STRIKE EAGLE

*MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Sheltered Wings, Inc.

*STREET 2120 W. Greenview Drive, Suite 4

*CITY Middleton

*STATE
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 53562

LEGAL ENTITY INFORMATION

*TYPE CORPORATION
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* STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION Binoculars

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME Jennifer L. Gregor

ATTORNEY DOCKET NUMBER 067282

FIRM NAME Godfrey & Kahn, S.C.

STREET 780 N. Water Street

CITY Milwaukee

STATE Wisconsin

COUNTRY United States

ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

EMAIL ADDRESS docketing@gklaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY all other attorneys

CORRESPONDENCE INFORMATION

*NAME Jennifer L. Gregor

FIRM NAME Godfrey & Kahn, S.C.
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*STREET 780 N. Water Street

*CITY Milwaukee

*STATE 
(Required for U.S. applicants) Wisconsin

*COUNTRY United States

*ZIP/POSTAL CODE 53202

PHONE 414-273-3500

FAX 414-273-5198

*EMAIL ADDRESS docketing@gklaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Jennifer L. Gregor/

* SIGNATORY'S NAME Jennifer L. Gregor

* SIGNATORY'S POSITION Attorney of record, Wisconsin bar member

SIGNATORY'S PHONE NUMBER 414-273-3500

* DATE SIGNED 08/20/2012
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85708484
Filing Date: 08/21/2012

To the Commissioner for Trademarks:

MARK: STRIKE EAGLE (Standard Characters, see mark)
The literal element of the mark consists of STRIKE EAGLE.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      2120 W. Greenview Drive, Suite 4
      Middleton, Wisconsin 53562
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
       International Class 009:  Binoculars
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Jennifer L. Gregor and all other attorneys of Godfrey & Kahn, S.C.
      780 N. Water Street
      Milwaukee, Wisconsin 53202
      United States
The attorney docket/reference number is 067282.
The applicant's current Correspondence Information:

      Jennifer L. Gregor

      Godfrey & Kahn, S.C.

      780 N. Water Street

      Milwaukee, Wisconsin 53202

      414-273-3500(phone)

      414-273-5198(fax)

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 10



      docketing@gklaw.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Jennifer L. Gregor/   Date Signed: 08/20/2012
Signatory's Name: Jennifer L. Gregor
Signatory's Position: Attorney of record, Wisconsin bar member

RAM Sale Number: 7399
RAM Accounting Date: 08/21/2012

Serial Number: 85708484
Internet Transmission Date: Tue Aug 21 08:36:00 EDT 2012
TEAS Stamp: USPTO/FTK-72.135.232.140-201208210836001
57979-85708484-4907968f9c4c9845f2f151592
76e61b4e-DA-7399-20120820145456789548
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Mark Information

Mark Literal Elements: STRIKE EAGLE

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

3726431, 3787739, 3794245 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Binoculars

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Sheltered Wings, Inc.

Owner Address: 2120 W. Greenview Drive, Suite 4
Middleton, WISCONSIN 53562
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jennifer L. Gregor Docket Number: 067282

Attorney Primary Email
Address:

docketing@gklaw.com Attorney Email
Authorized:

Yes

Correspondent

Generated on: This page was generated by TSDR on 2013-09-26 13:22:38 EDT

Mark: STRIKE EAGLE

US Serial Number: 85708484 Application Filing Date: Aug. 21, 2012

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

Status: An Office action suspending further action on the application has been sent (issued) to the applicant. To view all documents in this file,
click on the Trademark Document Retrieval link at the top of this page.

Status Date: Jun. 10, 2013
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Correspondent
Name/Address:

JENNIFER L. GREGOR
GODFREY & KAHN, S.C.
780 N WATER ST STE 1500
MILWAUKEE, WISCONSIN 53202-3590
UNITED STATES

Phone: 414-273-3500 Fax: 414-273-5198

Correspondent e-mail: docketing@gklaw.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 10, 2013 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jun. 10, 2013 LETTER OF SUSPENSION E-MAILED 6332

Jun. 10, 2013 SUSPENSION LETTER WRITTEN 85323

Jun. 08, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 07, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 07, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 08, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2012 NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2012 NON-FINAL ACTION WRITTEN 85323

Dec. 01, 2012 ASSIGNED TO EXAMINER 85323

Aug. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 24, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: REINHART, MEGHAN M Law Office Assigned: LAW OFFICE 108

File Location

Current Location: TMEG LAW OFFICE 108 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Jun. 10, 2013

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 10



Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 11



Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 11



Side - 1

  NOTICE OF ACCEPTANCE AND
  ACKNOWLEDGEMENT OF §§8 & 15
  DECLARATION 
  MAILING DATE: Oct 5, 2009 

The combined declaration of use and incontestability filed in connection with the registration identified
below meets the requirements of Sections 8 and 15 of the Trademark Act, 15 U.S.C. §1058 and 1065.  The
combined declaration is accepted and acknowledged.  The registration remains in force.

For further information about this notice, visit our website at: http://www.uspto.gov.  To review information
regarding the referenced registration, go to http://tarr.uspto.gov.

REG NUMBER: 2886199

MARK: EAGLE OPTICS

OWNER: Sheltered Wings, Inc.

Side - 2

UNITED STATES PATENT AND TRADEMARK OFFICE
COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451
ALEXANDRIA, VA  22313-1451

FIRST-CLASS
MAIL

U.S POSTAGE
PAID

Angela V. Langlotz
Langlotz Patent and Trademark Works, Inc.
P.O. Box 96503 #37585
Washington, DC   20090-6503
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Sections
8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 2886199

REGISTRATION DATE 09/21/2004

SERIAL NUMBER 78029311

MARK SECTION

MARK EAGLE OPTICS

OWNER SECTION (current)

NAME Sheltered Wings, Inc.

STREET 2120 W. Greenview Dr. #4

CITY Middleton

STATE Wisconsin

ZIP/POSTAL CODE 53562

COUNTRY United States

OWNER SECTION (proposed)

NAME Sheltered Wings, Inc.

STREET 2120 W. Greenview Dr. #4

CITY Middleton

STATE Wisconsin

ZIP/POSTAL CODE 53562

COUNTRY United States

EMAIL trademark@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

ATTORNEY SECTION (current)

NAME Bennet Langlotz

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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FIRM NAME 986 BEDFORD ST

CITY STAMFORD

STATE Connecticut

POSTAL CODE 06905-5619

COUNTRY United States

PHONE 877-230-5950

FAX 877-230-5950

EMAIL trademark@langlotz.com

ATTORNEY SECTION (proposed)

NAME Angela V. Langlotz

FIRM NAME Langlotz Patent and Trademark Works, Inc.

STREET P.O. Box 96503 #37585

CITY Washington

STATE District of Columbia

POSTAL CODE 20090-6503

COUNTRY United States

PHONE 866-280-5242

FAX 866-280-5242

EMAIL trademark@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

ATTORNEY DOCKET NUMBER VX-T24

OTHER APPOINTED ATTORNEY Bennet K. Langlotz

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 009

GOODS OR SERVICES KEEP ALL LISTED

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT8\IMAGEOUT8
\780\293\78029311\xml1\81 50002.JPG

SPECIMEN DESCRIPTION mark applied directly to the goods

PAYMENT SECTION

NUMBER OF CLASSES 1

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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NUMBER OF CLASSES PAID 1

SUBTOTAL AMOUNT 300

TOTAL FEE PAID 300

SIGNATURE SECTION

SIGNATURE /angela v. langlotz/

SIGNATORY'S NAME Angela V. Langlotz

SIGNATORY'S POSITION Attorney of Record, Nevada bar member

DATE SIGNED 09/22/2009

PAYMENT METHOD CC

FILING INFORMATION

SUBMIT DATE Tue Sep 22 23:22:03 EDT 2009

TEAS STAMP

USPTO/S08N15-66.233.135.1
86-20090922232203708465-2
886199-460a5f55fc9b74e58c
31162efbbdb8c56-CC-6042-2
0090922230338264664
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: 2886199
REGISTRATION DATE: 09/21/2004

MARK:  EAGLE OPTICS

The owner, Sheltered Wings, Inc., having an address of
      2120 W. Greenview Dr. #4
      Middleton, Wisconsin 53562
      United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 009, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class; and the mark has been continuously used
in commerce for five (5) consecutive years after the date of registration, or the date of publication under
Section 12(c), and is still in use in commerce on or in connection with all goods or services listed in the
existing registration for this class. Also, no final decision adverse to the owner's claim of ownership of
such mark for those goods or services exists, or to the owner's right to register the same or to keep the
same on the register; and, no proceeding involving said rights pending and not disposed of in either the
U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) mark applied directly to the goods.
Specimen File1

The registrant hereby appoints Angela V. Langlotz and Bennet K. Langlotz of  Langlotz Patent and
Trademark Works, Inc.
      P.O. Box 96503 #37585
      Washington, District of Columbia 20090-6503
       United States
to file this Combined Declaration of Use and Incontestability under Sections 8 & 15 on behalf of the
registrant.  The attorney docket/reference number is VX-T24.

A fee payment in the amount of $300 will be submitted with the form, representing payment for 1
class(es), plus any additional grace period fee, if necessary.

Declaration

The mark is in use in commerce on or in connection with the goods and/or services identified above, as
evidenced by the attached specimen(s) showing the mark as used in commerce. The mark has been in
continuous use in commerce for five (5) consecutive years after the date of registration, or the date of

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 11



publication under Section 12(c), and is still in use in commerce. There has been no final decision adverse
to the owner's claim of ownership of such mark, or to the owner's right to register the same or to keep the
same on the register; and there is no proceeding involving said rights pending and not disposed of either
in the U.S. Patent and Trademark Office or in the courts.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this document, declares that he/she is properly authorized to execute this
document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all
statements made on information and belief are believed to be true.

Signature: /angela v. langlotz/      Date: 09/22/2009
Signatory's Name: Angela V. Langlotz
Signatory's Position: Attorney of Record, Nevada bar member

Mailing Address (current):
   986 BEDFORD ST
   
   STAMFORD, Connecticut 06905-5619

Mailing Address (proposed):
   Langlotz Patent and Trademark Works, Inc.
   P.O. Box 96503 #37585
   Washington, District of Columbia 20090-6503

Serial Number: 78029311
Internet Transmission Date: Tue Sep 22 23:22:03 EDT 2009
TEAS Stamp: USPTO/S08N15-66.233.135.186-200909222322
03708465-2886199-460a5f55fc9b74e58c31162
efbbdb8c56-CC-6042-20090922230338264664
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Change Of Correspondence Address

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78029311

REGISTRATION NUMBER 2886199

LAW OFFICE ASSIGNED LAW OFFICE 102

MARK SECTION

MARK EAGLE OPTICS

CORRESPONDENCE SECTION (current)

ORIGINAL ADDRESS

Bennet Langlotz
Langlotz Patent Works, Inc.
PO Box 759
Genoa Nevada 89411
United States
877 230 5950
877 230 5950
patent@langlotz.com

NEW CORRESPONDENCE ADDRESS

NEW ADDRESS

Bennet K. Langlotz
Langlotz Patent & Trademark Works, Inc.
PO Box 96503 # 37585
Washington
District of Columbia
United States
20090-6503
877-230-5950
877-230-5950
trademark@langlotz.com

SIGNATURE SECTION

SIGNATURE /bennet k. langlotz/

SIGNATORY NAME Bennet K. Langlotz

SIGNATORY DATE 08/27/2009

SIGNATORY POSITION Attorney of Record, District of Columbia bar member

AUTHORIZED SIGNATORY YES

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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FILING INFORMATION SECTION

SUBMIT DATE Thu Aug 27 14:52:31 EDT 2009

TEAS STAMP

USPTO/CCA-67.169.220.35-2
0090827145231494838-77662
776-4407c2c8ddc2daffeddc0
fab3a383a34c8f-N/A-N/A-20
090827145126523067
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PTO Form 2196 (Rev 9/2005)

OMB No. 0651-0056 (Exp 09/30/2011)

Revocation of Attorney/Domestic Representative and/or
Appointment of Attorney/Domestic Representative

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78029311

REGISTRATION NUMBER 2886199

LAW OFFICE ASSIGNED LAW OFFICE 102

MARK SECTION

MARK EAGLE OPTICS

ATTORNEY SECTION

ORIGINAL ADDRESS

ST. ONGE STEWARD JOHNSON & REENS LLC
986 BEDFORD ST
03584-T0001A
STAMFORD, CT 06905-5619

CORRESPONDENCE SECTION

ORIGINAL ADDRESS

ST. ONGE STEWARD JOHNSON & REENS LLC
986 BEDFORD ST
03584-T0001A
STAMFORD, CT 06905-5619

NEW ATTORNEY ADDRESS

STATEMENT TEXT

By submission of this request, the undersigned
REVOKES the power of attorney currently of record,
as listed above, and hereby APPOINTS the following
new attorney:

NAME Bennet Langlotz

FIRM NAME Langlotz Patent Works, Inc.

STREET PO Box 759

CITY Genoa

STATE Nevada

COUNTRY United States

POSTAL/ZIP CODE 89411

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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PHONE 877 230 5950

FAX 877 230 5950

EMAIL patent@langlotz.com

ATTORNEY AUTHORIZED TO
COMMUNICATE VIA E-MAIL YES

NEW CORRESPONDENCE ADDRESS

NAME Bennet Langlotz

FIRM NAME Langlotz Patent Works, Inc.

STREET PO Box 759

CITY Genoa

STATE Nevada

COUNTRY United States

POSTAL/ZIP CODE 89411

PHONE 877 230 5950

FAX 877 230 5950

EMAIL patent@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL YES

SIGNATURE SECTION

SIGNATURE /Daniel C. Hamilton/

SIGNATORY NAME Dan Hamilton

SIGNATORY DATE 09/09/2008

SIGNATORY POSITION President

FILING INFORMATION SECTION

SUBMIT DATE Tue Sep 09 09:33:56 EDT 2008

TEAS STAMP

USPTO/RAA-75.95.97.127-20
080909093356258632-789703
20-400aef779694e4b65c208f
1fca94ae818f-N/A-N/A-2008
0908181040203694
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PTO Form 2196 (Rev 9/2005)

OMB No. 0651-0056 (Exp 09/30/2011)

Revocation of Attorney/Domestic Representative and/or
Appointment of Attorney/Domestic Representative

To the Commissioner for Trademarks:
MARK: EAGLE OPTICS
SERIAL NUMBER: 78029311
REGISTRATION NUMBER: 2886199

The original attorney
ST. ONGE STEWARD JOHNSON & REENS LLC
986 BEDFORD ST
03584-T0001A
STAMFORD, CT 06905-5619

Original Correspondence Address :
ST. ONGE STEWARD JOHNSON & REENS LLC
986 BEDFORD ST
STAMFORD, CT 06905-5619

By submission of this request, the undersigned REVOKES the power of attorney currently of record, as
listed above, and hereby APPOINTS the following new attorney:

Newly Appointed Attorney:
Bennet Langlotz
Langlotz Patent Works, Inc.
PO Box 759
Genoa, Nevada 89411
United States
877 230 5950
877 230 5950

The following is to be used as the correspondence address:
Bennet Langlotz
Langlotz Patent Works, Inc.
PO Box 759
Genoa, Nevada 89411
United States

877 230 5950
877 230 5950
patent@langlotz.com
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Signature: /Daniel C. Hamilton/      Date: 09/09/2008
Signatory's Name: Dan Hamilton
Signatory's Position: President

Serial Number: 78029311
Internet Transmission Date: Tue Sep 09 09:33:56 EDT 2008
TEAS Stamp: USPTO/RAA-75.95.97.127-20080909093356258
632-78970320-400aef779694e4b65c208f1fca9
4ae818f-N/A-N/A-20080908181040203694
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Commissioner for Trademarks
2900 Crystal Drive

Arlington , VA   22202-3514
www.uspto.gov

Jun 9, 2004

NOTICE OF PUBLICATION UNDER 12(a) 
1. Serial No.:

78/029,311
2. Mark:

EAGLE OPTICS

3. International Class(es):
9

4. Publication Date:
Jun 29, 2004

5. Applicant:
Sheltered Wings, Inc.

The mark of the application identified appears to be entitled to registration. The mark will, in accordance with Section 12(a) of
the Trademark Act of 1946, as amended, be published in the Official Gazette on the date indicated above for the purpose of
opposition by any person who believes he will be damaged by the registration of the mark. If no opposition is filed within the time
specified by Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules, the Commissioner of Patents and
Trademarks may issue a certificate of registration.

Copies of the trademark portion of the Official Gazette containing the publication of the mark may be obtained from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954
Pittsburgh, PA 15250-7954
Phone: (202) 512-1800

By direction of the Commissioner.

Correspondence Address:

ST. ONGE STEWARD JOHNSON & REENS LLC
986 BEDFORD ST
STAMFORD, CT 06905-5619

TMP&I
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UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO: 78/029311
 
    APPLICANT:                          Sheltered Wings, Inc.
 

 
        
 

    CORRESPONDENT ADDRESS:
    ST. ONGE STEWARD JOHNSON & REENS LLC
    986 BEDFORD ST
    STAMFORD, CT 06905-5619
   
   

RETURN ADDRESS: 
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3514

ecom102@uspto.gov
 

 

 
    MARK:          EAGLE OPTICS
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :   03584-T0001A
 
    CORRESPONDENT EMAIL ADDRESS: 

 

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4. Your telephone number and e-
mail address.

 
 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE. 
 
 
Serial Number  78/029311
 
On January 8, 2003, action on this application was suspended pending cancellation of Registration No.
2084361.  The cancellation has been terminated.  Therefore, registration is refused as follows.
 
The refusal as to Registration No. 2365057 is withdrawn.
 
Likelihood of Confusion
Registration was refused under Trademark Act Section 2(d), 15 U.S.C. §1052(d), because the mark for
which registration is sought so resembles the mark shown in U.S. Registration No. 2084361 as to be
likely, when used goods the identified goods/services, to cause confusion, or to cause mistake, or to
deceive.
 
The examining attorney has considered the applicant’s arguments carefully but has found them
unpersuasive.  For the reasons below, the refusal under Section 2(d) is reinstated and made FINAL.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion.  First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression.  In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
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177 USPQ 563 (CCPA 1973). 
 
The test of likelihood of confusion is not whether the marks can be distinguished when subjected to a
sideâ€‘byâ€‘sidecomparison.  The issue is whether the marks create the same overall impression. Visual
Information Institute, Inc. v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980).  The focus is on the
recollection of the average purchaser who normally retains a general rather than specific impression of
trademarks.  Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537 (TTAB 1979); Sealed
Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975); TMEP section 1207.01(b).
 
The examining attorney must look at the marks in their entireties under Section 2(d). Nevertheless, one
feature of a mark may be recognized as more significant in creating a commercial impression.  Greater
weight is given to that dominant feature in determining whether there is a likelihood of confusion.  In re
National Data Corp., 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693 (C.C.P.A. 1976). In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1988).  TMEP
§1207.01(b)(viii). 
 
The applicant’s mark is EAGLE OPTICS.  The registered mark is EAGLEVIEW.  The marks are
substantially similar in appearance and commercial impression. 
 
The dominant portion of the marks is the arbitrary term “eagle”.   It is this portion of the mark that
consumers are most likely to recall when calling for the goods. 
 
Second, the examining attorney must compare the goods or services to determine if they are related or if
the activities surrounding their marketing are such that confusion as to origin is likely.  In re August Storck
KG, 218 USPQ 823 (TTAB 1983); In re International Telephone and Telegraph Corp., 197 USPQ 910
(TTAB 1978); Guardian Products Co., v. Scott Paper Co., 200 USPQ 738 (TTAB 1978).
 
The applicant’s goods are “Binoculars, spotting scopes, and telescopes, all for use in bird watching, and
storage cases therefore.”   The registrant’s goods are binoculars.  The goods are closely related, namely,
both identifications contain binoculars.
 
Because the marks are substantially similar and the goods are closely related, the similarities among the
marks and the goods are so great as to create a likelihood of confusion among consumers as to the source
of the goods.  The examining attorney must resolve any doubt regarding a likelihood of confusion in favor
of the prior registrant.  In re Hyper Shoppers (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir.,
1988).
 
For the foregoing reasons, the refusal under Section 2(d) is reinstated and made FINAL.
 
Response to Final Action
Please note that the only appropriate responses to a final action are either (1) compliance with the
outstanding requirements, if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal Board.  
37 C.F.R. §2.64(a).  If the applicant fails to respond within six months of the mailing date of this refusal,
this Office will declare the application abandoned.  37 C.F.R. §2.65(a).
 
If the applicant has any questions or needs assistance in responding to the Office action, please telephone
or email the assigned examining attorney.
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/alrademacher/
April Rademacher
Examining Attorney
Law Office 102
(703) 308-9102 x206
(703) 746-8102 (fax)
april.rademacher@uspto.gov
 
 

How to respond to this Office Action:
 
To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.
 
To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresp.htm and
follow the instructions.
 
To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right corner
of each page of your response.
 
To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/
 
For general and other useful information about trademarks, you are encouraged to visit the Office’s web
site at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY.
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UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO: 78/029311
 
    APPLICANT:                          Sheltered Wings, Inc.
 

     
 
        
 

    CORRESPONDENT ADDRESS:
    ST. ONGE STEWARD JOHNSON & REENS LLC
    986 BEDFORD ST
    STAMFORD, CT 06905-5619
   
   

RETURN ADDRESS: 
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

ecom102@uspto.gov
 

 
If no fees are enclosed, the address should
include the words "Box Responses - No Fee."

    MARK:          EAGLE OPTICS
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  03584-T0001A
 
    CORRESPONDENT EMAIL ADDRESS: 

  

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4.  Your telephone number and e-
mail address.

 
 
Serial Number   78/029311      

 
NOTICE OF SUSPENSION

 
Action on this application is suspended pending the disposition of:
 
                        - Cancellation No(s). 92041239
 
If the applicant is a party to the above proceeding, the applicant should advise the Examining Attorney of
the outcome of the proceeding when it is terminated.
 
The refusal as to registration No. 2365057 is continued.
 
 

/alrademacher/
April L. Rademacher
Examining Attorney
Law Office 102
(703) 308-9102 x206
(703) 872-9166 (fax)
april.rademacher@uspto.gov
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From: TMOfficialNotices@USPTO.GOV
Sent: Tuesday, March 20, 2012 11:02 PM
To: trademark@langlotz.com
Subject: Trademark RN 3192083: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of

the Trademark Act

Serial Number:   78699411
Registration Number:   3192083
Registration Date:   Jan 2, 2007
Mark:   EAGLE OPTICS(STYLIZED/DESIGN)
Owner:   Sheltered Wings, Inc.

  Mar 20, 2012

NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the
Trademark Act, 15 U.S.C. §1058.  The Section 8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065.  The Section 15 declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated
from the registration date, unless canceled by an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
009, 035

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500 

REQUIREMENTS FOR MAINTAINING REGISTRATION

WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.

Requirements in the First Ten Years

What and When to File: You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
the 9th and 10th years after the registration date.  See 15 U.S.C. §§1058 and 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.  See 15 U.S.C. §§1058 and 1059.
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Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS.  THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to  http://tdr.uspto.gov/search.action?sn=78699411.
 NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and Incontestability under Sections
8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 3192083

REGISTRATION DATE 01/02/2007

SERIAL NUMBER 78699411

MARK SECTION

MARK EAGLE OPTICS (stylized and/or with design)

ATTORNEY SECTION (current)

NAME Bennet Langlotz

FIRM NAME
LANGLOTZ PATENT & TRADEMARK WORKS,
INC.

STREET PO BOX 96503 # 37585

CITY WASHINGTON

STATE District of Columbia

POSTAL CODE 20090-6503

COUNTRY United States

PHONE 877-230-5950

FAX 877-230-5950

EMAIL trademark@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

ATTORNEY SECTION (proposed)

NAME Bennet K. Langlotz

FIRM NAME
LANGLOTZ PATENT & TRADEMARK WORKS,
INC.

STREET PO BOX 96503 # 37585
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CITY WASHINGTON

STATE District of Columbia

POSTAL CODE 20090-6503

COUNTRY United States

PHONE 888-852-4246

FAX 888-852-4246

EMAIL trademark@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

DOCKET/REFERENCE NUMBER VX-T19

OTHER APPOINTED ATTORNEY Angela V. Langlotz

CORRESPONDENCE SECTION (current)

NAME BENNET K. LANGLOTZ

FIRM NAME
LANGLOTZ PATENT & TRADEMARK WORKS,
INC.

STREET PO BOX 96503 # 37585

CITY WASHINGTON

STATE District of Columbia

POSTAL CODE 20090-6503

COUNTRY United States

PHONE 877-230-5950

FAX 877-230-5950

EMAIL trademark@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

CORRESPONDENCE SECTION (proposed)

NAME BENNET K. LANGLOTZ

FIRM NAME
LANGLOTZ PATENT & TRADEMARK WORKS,
INC.

STREET PO BOX 96503 # 37585

CITY WASHINGTON

STATE District of Columbia

POSTAL CODE 20090-6503
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COUNTRY United States

PHONE 888-852-4246

FAX 888-852-4246

EMAIL trademark@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

DOCKET/REFERENCE NUMBER VX-T19

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 009

GOODS OR SERVICES
Binoculars, spotting scopes, telescopes, and storage
cases therefor, all for use in birdwatching

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT11\IMAGEOUT
11\786\994\78699411\xml1\ 8150002.JPG

SPECIMEN DESCRIPTION Mark as affixed to goods

INTERNATIONAL CLASS 035

GOODS OR SERVICES
Retail store, mail order and online retail store services
featuring binoculars, spotting scopes, telescopes, and
storage cases therefor, all for use in birdwatching

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT11\IMAGEOUT
11\786\994\78699411\xml1\ 8150003.JPG

SPECIMEN DESCRIPTION Website printout

OWNER SECTION (current)

NAME Sheltered Wings, Inc.

STREET Suite Four

CITY Middletown

STATE Wisconsin

ZIP/POSTAL CODE 53562

COUNTRY United States

LEGAL ENTITY SECTION (current)

TYPE corporation

STATE/COUNTRY OF
INCORPORATION Wisconsin

PAYMENT SECTION

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 12



NUMBER OF CLASSES 2

NUMBER OF CLASSES PAID 2

SUBTOTAL AMOUNT 600

TOTAL FEE PAID 600

SIGNATURE SECTION

SIGNATURE /bennet k. langlotz/

SIGNATORY'S NAME Bennet K. Langlotz

SIGNATORY'S POSITION Attorney of Record, Nevada bar member

DATE SIGNED 02/07/2012

SIGNATORY'S PHONE NUMBER 888-852-4246

PAYMENT METHOD CC

FILING INFORMATION

SUBMIT DATE Tue Feb 07 16:26:55 EST 2012

TEAS STAMP

USPTO/S08N15-66.25.71.170
-20120207162655030884-319
2083-4908aeb1a44185f69fd4
8fd51e552a8563-CC-3472-20
120207161636662439
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: 3192083
REGISTRATION DATE: 01/02/2007

MARK: (Stylized and/or with Design, EAGLE OPTICS)

The owner, Sheltered Wings, Inc., a corporation of Wisconsin, having an address of
      Suite Four
      Middletown, Wisconsin 53562
      United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 009, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class: Binoculars, spotting scopes, telescopes,
and storage cases therefor, all for use in birdwatching; and the mark has been continuously used in
commerce for five (5) consecutive years after the date of registration, or the date of publication under
Section 12(c), and is still in use in commerce on or in connection with all goods or services listed in the
existing registration for this class. Also, no final decision adverse to the owner's claim of ownership of
such mark for those goods or services exists, or to the owner's right to register the same or to keep the
same on the register; and, no proceeding involving said rights pending and not disposed of in either the
U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) Mark as affixed to goods.
Specimen File1

For International Class 035, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class: Retail store, mail order and online retail
store services featuring binoculars, spotting scopes, telescopes, and storage cases therefor, all for use in
birdwatching; and the mark has been continuously used in commerce for five (5) consecutive years after
the date of registration, or the date of publication under Section 12(c), and is still in use in commerce on or
in connection with all goods or services listed in the existing registration for this class. Also, no final
decision adverse to the owner's claim of ownership of such mark for those goods or services exists, or to
the owner's right to register the same or to keep the same on the register; and, no proceeding involving
said rights pending and not disposed of in either the U.S. Patent and Trademark Office or the courts exists.
The owner is submitting one specimen for this class showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) Website printout.
Specimen File1
The registrant's current Attorney Information: Bennet Langlotz of  LANGLOTZ PATENT &
TRADEMARK WORKS, INC.
      PO BOX 96503 # 37585
      WASHINGTON, District of Columbia (DC) 20090-6503
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      United States

The registrant's proposed Attorney Information: Bennet K. Langlotz of  LANGLOTZ PATENT &
TRADEMARK WORKS, INC.
      PO BOX 96503 # 37585
      WASHINGTON, District of Columbia (DC) 20090-6503
      United States
The docket/reference number is VX-T19.
The Other Appointed Attorney(s): Angela V. Langlotz.

The phone number is 888-852-4246.

The fax number is 888-852-4246.

The email address is trademark@langlotz.com.
The registrant's current Correspondence Information: BENNET K. LANGLOTZ of  LANGLOTZ
PATENT & TRADEMARK WORKS, INC.
      PO BOX 96503 # 37585
      WASHINGTON, District of Columbia (DC) 20090-6503
      United States

The registrant's proposed Correspondence Information: BENNET K. LANGLOTZ of  LANGLOTZ
PATENT & TRADEMARK WORKS, INC.
      PO BOX 96503 # 37585
      WASHINGTON, District of Columbia (DC) 20090-6503
      United States
The docket/reference number is VX-T19.

The phone number is 888-852-4246.

The fax number is 888-852-4246.

The email address is trademark@langlotz.com.

A fee payment in the amount of $600 will be submitted with the form, representing payment for 2
class(es), plus any additional grace period fee, if necessary.

Declaration

The mark is in use in commerce on or in connection with the goods and/or services identified above, as
evidenced by the attached specimen(s) showing the mark as used in commerce. The mark has been in
continuous use in commerce for five (5) consecutive years after the date of registration, or the date of
publication under Section 12(c), and is still in use in commerce. There has been no final decision adverse
to the owner's claim of ownership of such mark, or to the owner's right to register the same or to keep the
same on the register; and there is no proceeding involving said rights pending and not disposed of either
in the U.S. Patent and Trademark Office or in the courts.
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The undersigned being hereby warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this document, declares that he/she is properly authorized to execute this
document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all
statements made on information and belief are believed to be true.

Signature: /bennet k. langlotz/      Date: 02/07/2012
Signatory's Name: Bennet K. Langlotz
Signatory's Position: Attorney of Record, Nevada bar member
Signatory's Phone Number: 888-852-4246

Mailing Address (current):
   LANGLOTZ PATENT & TRADEMARK WORKS, INC.
   PO BOX 96503 # 37585
   WASHINGTON, District of Columbia 20090-6503

Mailing Address (proposed):
   LANGLOTZ PATENT & TRADEMARK WORKS, INC.
   PO BOX 96503 # 37585
   WASHINGTON, District of Columbia 20090-6503

Serial Number: 78699411
Internet Transmission Date: Tue Feb 07 16:26:55 EST 2012
TEAS Stamp: USPTO/S08N15-66.25.71.170-20120207162655
030884-3192083-4908aeb1a44185f69fd48fd51
e552a8563-CC-3472-20120207161636662439
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Change Of Correspondence Address

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78699411

REGISTRATION NUMBER 3192083

LAW OFFICE ASSIGNED LAW OFFICE 113

MARK SECTION

MARK EAGLE OPTICS (stylized and/or with design)

CORRESPONDENCE SECTION (current)

ORIGINAL ADDRESS

Bennet Langlotz
Langlotz Patent Works, Inc.
PO Box 759
Genoa Nevada 89411
United States
877 230 5950
877 230 5950
patent@langlotz.com

NEW CORRESPONDENCE ADDRESS

NEW ADDRESS

Bennet K. Langlotz
Langlotz Patent & Trademark Works, Inc.
PO Box 96503 # 37585
Washington
District of Columbia
United States
20090-6503
877-230-5950
877-230-5950
trademark@langlotz.com

SIGNATURE SECTION

SIGNATURE /bennet k. langlotz/

SIGNATORY NAME Bennet K. Langlotz

SIGNATORY DATE 08/27/2009

SIGNATORY POSITION Attorney of Record, District of Columbia bar member

AUTHORIZED SIGNATORY YES

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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FILING INFORMATION SECTION

SUBMIT DATE Thu Aug 27 14:55:33 EDT 2009

TEAS STAMP

USPTO/CCA-67.169.220.35-2
0090827145533916825-78340
306-44080bcab8c8f8c3375ea
886c967bcb2f3-N/A-N/A-200
90827145415052957
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PTO Form 2196 (Rev 9/2005)

OMB No. 0651-0056 (Exp 09/30/2011)

Revocation of Attorney/Domestic Representative and/or
Appointment of Attorney/Domestic Representative

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78699411

REGISTRATION NUMBER 3192083

LAW OFFICE ASSIGNED LAW OFFICE 113

MARK SECTION

MARK EAGLE OPTICS (stylized and/or with design)

ATTORNEY SECTION

ORIGINAL ADDRESS

STEPHEN P. MCNAMARA
ST. ONGE STEWARD JOHNSTON & REENS LLC
03584-T0002A
986 BEDFORD STREET
STAMFORD, CT 06905-5619
203-327-1096
203-324-6155
tm-pto@ssjr.com

CORRESPONDENCE SECTION

ORIGINAL ADDRESS

STEPHEN P. MCNAMARA
ST. ONGE STEWARD JOHNSTON & REENS LLC
03584-T0002A
986 BEDFORD STREET
STAMFORD, CT 06905-5619
203-327-1096
203-324-6155
tm-pto@ssjr.com

NEW ATTORNEY ADDRESS

STATEMENT TEXT

By submission of this request, the undersigned
REVOKES the power of attorney currently of record,
as listed above, and hereby APPOINTS the following
new attorney:

NAME Bennet Langlotz

FIRM NAME Langlotz Patent Works, Inc.

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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STREET PO Box 759

CITY Genoa

STATE Nevada

COUNTRY United States

POSTAL/ZIP CODE 89411

PHONE 877 230 5950

FAX 877 230 5950

EMAIL patent@langlotz.com

ATTORNEY AUTHORIZED TO
COMMUNICATE VIA E-MAIL YES

NEW CORRESPONDENCE ADDRESS

NAME Bennet Langlotz

FIRM NAME Langlotz Patent Works, Inc.

STREET PO Box 759

CITY Genoa

STATE Nevada

COUNTRY United States

POSTAL/ZIP CODE 89411

PHONE 877 230 5950

FAX 877 230 5950

EMAIL patent@langlotz.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL YES

SIGNATURE SECTION

SIGNATURE /Daniel C. Hamilton/

SIGNATORY NAME Dan Hamilton

SIGNATORY DATE 09/09/2008

SIGNATORY POSITION President

FILING INFORMATION SECTION

SUBMIT DATE Tue Sep 09 09:33:56 EDT 2008

USPTO/RAA-75.95.97.127-20
080909093356258632-789703
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TEAS STAMP 20-400aef779694e4b65c208f
1fca94ae818f-N/A-N/A-2008
0908181040203694
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PTO Form 2196 (Rev 9/2005)

OMB No. 0651-0056 (Exp 09/30/2011)

Revocation of Attorney/Domestic Representative and/or
Appointment of Attorney/Domestic Representative

To the Commissioner for Trademarks:
MARK: EAGLE OPTICS (stylized and/or with design)
SERIAL NUMBER: 78699411
REGISTRATION NUMBER: 3192083

The original attorney
STEPHEN P. MCNAMARA
ST. ONGE STEWARD JOHNSTON & REENS LLC
03584-T0002A
986 BEDFORD STREET
STAMFORD, CT 06905-5619
203-327-1096
203-324-6155
tm-pto@ssjr.com

Original Correspondence Address :
STEPHEN P. MCNAMARA
ST. ONGE STEWARD JOHNSTON & REENS LLC
986 BEDFORD STREET
STAMFORD, CT 06905-5619
203-327-1096
203-324-6155
tm-pto@ssjr.com

By submission of this request, the undersigned REVOKES the power of attorney currently of record, as
listed above, and hereby APPOINTS the following new attorney:

Newly Appointed Attorney:
Bennet Langlotz
Langlotz Patent Works, Inc.
PO Box 759
Genoa, Nevada 89411
United States
877 230 5950
877 230 5950

The following is to be used as the correspondence address:
Bennet Langlotz
Langlotz Patent Works, Inc.
PO Box 759
Genoa, Nevada 89411

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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United States

877 230 5950
877 230 5950
patent@langlotz.com

Signature: /Daniel C. Hamilton/      Date: 09/09/2008
Signatory's Name: Dan Hamilton
Signatory's Position: President

Serial Number: 78699411
Internet Transmission Date: Tue Sep 09 09:33:56 EDT 2008
TEAS Stamp: USPTO/RAA-75.95.97.127-20080909093356258
632-78970320-400aef779694e4b65c208f1fca9
4ae818f-N/A-N/A-20080908181040203694

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 12



Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 12



Side - 1

  NOTICE OF PUBLICATION UNDER §12(a)
  MAILING DATE: Sep 27, 2006
  PUBLICATION DATE:  Oct 17, 2006

The mark identified below will be published in the Official Gazette on Oct 17, 2006.  Any party who believes
they will be damaged by registration of the mark may oppose its registration by filing an opposition to
registration or a request to extend the time to oppose within thirty (30) days from the publication date on
this notice.  If no opposition is filed within the time specified by law, the USPTO may issue a Certificate of
Registration.

To view the Official Gazette online or to order a paper copy, visit the USPTO website at
http://www.uspto.gov/web/trademarks/tmog/ any time within the five-week period after the date of
publication.  You may also order a printed version from the U.S. Government Printing Office (GPO) at
http://bookstore.gpo.gov or 202-512-1800.  To check the status of your application, go to
http://tarr.uspto.gov/.

SERIAL NUMBER: 78699411

MARK: EAGLE OPTICS

OWNER: Sheltered Wings, Inc.

Side - 2

UNITED STATES PATENT AND TRADEMARK OFFICE
COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451
ALEXANDRIA, VA  22313-1451

FIRST-CLASS
MAIL

U.S POSTAGE
PAID

STEPHEN P MCNAMARA
ST ONGE STEWARD JOHNSTON & REENS LLC
986 BEDFORD ST
STAMFORD, CT   06905-5619

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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Trademark Snap Shot Publication Stylesheet
(Table presents the data on Publication Approval)

OVERVIEW

SERIAL NUMBER 78699411 FILING DATE 08/24/2005

REG NUMBER 0000000 REG DATE N/A

REGISTER PRINCIPAL MARK TYPE TRADEMARK

INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY DAHLING, KRISTIN M L.O. ASSIGNED 113

PUB INFORMATION

RUN DATE 08/01/2006

PUB DATE N/A

STATUS 680-APPROVED FOR PUBLICATON

STATUS DATE 07/31/2006

LITERAL MARK ELEMENT EAGLE OPTICS

DATE ABANDONED N/A DATE CANCELLED N/A

SECTION 2F NO SECTION 2F IN PART NO

SECTION 8 NO SECTION 8 IN PART NO

SECTION 15 NO REPUB 12C N/A

RENEWAL FILED NO RENEWAL DATE N/A

DATE AMEND REG N/A

FILING BASIS

FILED BASIS CURRENT BASIS AMENDED BASIS

1 (a) YES 1 (a) YES 1 (a) NO

1 (b) NO 1 (b) NO 1 (b) NO

44D NO 44D NO 44D NO

44E NO 44E NO 44E NO

66A NO 66A NO

NO BASIS NO NO BASIS NO

MARK DATA

STANDARD CHARACTER MARK NO

LITERAL MARK ELEMENT EAGLE OPTICS

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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MARK DRAWING CODE 3-AN ILLUSTRATION DRAWING WHICH INCLUDES
WORD(S)/LETTER(S)/NUMBER(S)

COLOR DRAWING FLAG NO

CURRENT OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

NAME Sheltered Wings, Inc.

ADDRESS Suite Four
2120 West Greenview Drive
Middletown, WI 53562

ENTITY 03-CORPORATION

CITIZENSHIP Wisconsin

GOODS AND SERVICES

INTERNATIONAL CLASS 009

          DESCRIPTION TEXT Binoculars, spotting scopes, telescopes, and storage cases
therefor, all for use in birdwatching

INTERNATIONAL CLASS 035

          DESCRIPTION TEXT Retail store, mail order and online retail store services
featuring binoculars, spotting scopes, telescopes, and
storage cases therefor, all for use in birdwatching

GOODS AND SERVICES CLASSIFICATION

INTERNATIONAL
CLASS

009 FIRST USE
DATE

05/00/2001 FIRST USE
IN
COMMERCE
DATE

12/00/2001 CLASS
STATUS

6-ACTIVE

INTERNATIONAL
CLASS

035 FIRST USE
DATE

00/00/1987 FIRST USE
IN
COMMERCE
DATE

00/00/1987 CLASS
STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS

CHANGE IN REGISTRATION NO

DISCLAIMER W/PREDETER TXT OPTICS

OWNER OF US REG NOS 2886199   

PROSECUTION HISTORY

DATE ENT CD ENT
TYPE

DESCRIPTION ENT NUM

07/31/2006 CNSA O APPROVED FOR PUB - PRINCIPAL REGISTER 016

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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07/28/2006 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 015

07/25/2006 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 014

07/25/2006 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 013

04/27/2006 GNFR O FINAL REFUSAL E-MAILED 012

04/27/2006 CNFR R FINAL REFUSAL WRITTEN 011

04/19/2006 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 010

04/11/2006 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 009

04/11/2006 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 008

03/14/2006 GNRT O NON-FINAL ACTION E-MAILED 007

03/14/2006 CNRT R NON-FINAL ACTION WRITTEN 006

03/13/2006 XAEC I EXAMINER'S AMENDMENT ENTERED 005

03/13/2006 GNEA F EXAMINERS AMENDMENT E-MAILED 004

03/13/2006 CNEA R EXAMINERS AMENDMENT -WRITTEN 003

03/12/2006 DOCK D ASSIGNED TO EXAMINER 002

09/01/2005 NWAP I NEW APPLICATION ENTERED IN TRAM 001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Stephen P. McNamara

CORRESPONDENCE ADDRESS STEPHEN P. MCNAMARA
ST. ONGE STEWARD JOHNSTON & REENS LLC
986 BEDFORD STREET
STAMFORD, CT 06905-5619

DOMESTIC REPRESENTATIVE NONE
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PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78699411

LAW OFFICE ASSIGNED LAW OFFICE 113

MARK SECTION (no change)

ARGUMENT(S)

The Examiner has entered a final office action requesting specimens for Class 35 showing the mark as
shown in the drawing.  In response, Applicant submits copies of a catalog cover page and a photograph
of a store banner, both which show the mark as set forth in the amended drawing filed April 11, 2006.
Accordingly, approval of the application for publication is respectfully requested.

 

GOODS AND/OR SERVICES SECTION (009)(no change)

GOODS AND/OR SERVICES SECTION (035)(current)

INTERNATIONAL CLASS 035

DESCRIPTION

Retail store, mail order and online retail store services featuring binoculars, spotting scopes, telescopes,
and storage cases therefor, all for use in birdwatching

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 00/00/1987

        FIRST USE IN COMMERCE DATE At least as early as 00/00/1987

GOODS AND/OR SERVICES SECTION (035)(proposed)

INTERNATIONAL CLASS 035

DESCRIPTION

Retail store, mail order and online retail store services featuring binoculars, spotting scopes, telescopes,
and storage cases therefor, all for use in birdwatching

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 00/00/1987

        FIRST USE IN COMMERCE DATE At least as early as 00/00/1987

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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        STATEMENT TYPE
"The substitute specimen(s) was in use in commerce as of the
filing date of the application."

        SPECIMEN
        FILE NAME(S)

\\TICRS\EXPORT4\IMAGEOUT4
\786\994\78699411\xml1\RO A0002.JPG

       
\\TICRS\EXPORT4\IMAGEOUT4
\786\994\78699411\xml1\RO A0003.JPG

        SPECIMEN DESCRIPTION
Catalog specimen is a copy of the cover of Applicant's mail
order catalog. EO-Banner specimen contains two
photographs of a banner located in Applicant's retail store.

SIGNATURE SECTION

DECLARATION SIGNATURE /spmcnamara/

SIGNATORY'S NAME Stephen P. McNamara

SIGNATORY'S POSITION Attorney for Applicant

DATE SIGNED 07/25/2006

RESPONSE SIGNATURE /spmcnamara/

SIGNATORY'S NAME Stephen P. McNamara

SIGNATORY'S POSITION Attorney for Applicant

DATE SIGNED 07/25/2006

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Tue Jul 25 10:46:47 EDT 2006

TEAS STAMP

USPTO/ROA-12.170.101.6-20
060725104647611429-786994
11-340431bacbd3fb2b08eae9
170953c7ccf11-N/A-N/A-200
60725103309651855

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 78699411 has been amended as follows:

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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Argument(s)
In response to the substantive refusal(s), please note the following:

The Examiner has entered a final office action requesting specimens for Class 35 showing the mark as
shown in the drawing.  In response, Applicant submits copies of a catalog cover page and a photograph of
a store banner, both which show the mark as set forth in the amended drawing filed April 11, 2006.
Accordingly, approval of the application for publication is respectfully requested.

 

Classification and Listing of Goods/Services

Applicant hereby amends the following class of goods/services in the application as follows:
Current: Class 035 for Retail store, mail order and online retail store services featuring binoculars,
spotting scopes, telescopes, and storage cases therefor, all for use in birdwatching
Original Filing Basis: 1(a).
Proposed: Class 035 for Retail store, mail order and online retail store services featuring binoculars,
spotting scopes, telescopes, and storage cases therefor, all for use in birdwatching
Filing Basis: 1(a).
Section 1(a), Use in Commerce: The mark was first used at least as early as 00/00/1987 and first used in
commerce at least as early as 00/00/1987, and is now in use in such commerce.
Applicant hereby submits a new specimen for Class 035.
The specimen(s) submitted consists of Catalog specimen is a copy of the cover of Applicant's mail order
catalog. EO-Banner specimen contains two photographs of a banner located in Applicant's retail store..
For an application based on 1(a), Use in Commerce, "The substitute specimen(s) was in use in commerce
as of the filing date of the application."
Specimen File1
Specimen File2

Declaration Signature
If the applicant is seeking registration under Section 1(b) and/or Section 44 of the Trademark Act, the
applicant had a bona fide intention to use or use through the applicant's related company or licensee the
mark in commerce on or in connection with the identified goods and/or services as of the filing date of the
application. 37 C.F.R. Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii). If the applicant is seeking
registration under Section 1(a) of the Trademark Act, the mark was in use in commerce on or in
connection with the goods or services listed in the application as of the application filing date. 37 C.F.R.
Secs. 2.34(a)(1)(i). The undersigned, being hereby warned that willful false statements and the like so
made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such willful false
statements may jeopardize the validity of the application or any resulting registration, declares that he/she
is properly authorized to execute this application on behalf of the applicant; he/she believes the applicant
to be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. §1051(b), he/she believes applicant to be entitled to use such mark in commerce; to the
best of his/her knowledge and belief no other person, firm, corporation, or association has the right to use
the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to be
likely, when used on or in connection with the goods/services of such other person, to cause confusion, or
to cause mistake, or to deceive; that if the original application was submitted unsigned, that all statements
in the original application and this submission made of the declaration signer's knowledge are true; and all

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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statements in the original application and this submission made on information and belief are believed to
be true.

Signature: /spmcnamara/      Date: 07/25/2006
Signatory's Name: Stephen P. McNamara
Signatory's Position: Attorney for Applicant

Response Signature
Signature: /spmcnamara/     Date: 07/25/2006
Signatory's Name: Stephen P. McNamara
Signatory's Position: Attorney for Applicant
        

Serial Number: 78699411
Internet Transmission Date: Tue Jul 25 10:46:47 EDT 2006
TEAS Stamp: USPTO/ROA-12.170.101.6-20060725104647611
429-78699411-340431bacbd3fb2b08eae917095
3c7ccf11-N/A-N/A-20060725103309651855
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To: Sheltered Wings, Inc. (tm-pto@ssjr.com)

Subject: TRADEMARK APPLICATION NO. 78699411 - EAGLE OPTICS - 03584-
T0002A

Sent: 4/27/2006 4:01:21 PM

Sent As: ECOM113@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:           78/699411
 
    APPLICANT:         Sheltered Wings, Inc.
 

 
        

*78699411*
    CORRESPONDENT ADDRESS:

  STEPHEN P. MCNAMARA
  ST. ONGE STEWARD JOHNSTON & REENS LLC
  986 BEDFORD STREET
  STAMFORD, CT 06905-5619
  

RETURN ADDRESS: 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
 

 

 
    MARK:       EAGLE OPTICS
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :   03584-
T0002A
 
    CORRESPONDENT EMAIL ADDRESS: 

 tm-pto@ssjr.com

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4. Your telephone number and e-mail
address.

 
 
 

OFFICE ACTION
 
RESPONSE TIME LIMIT:  TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A
PROPER RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-
MAILING DATE. 
 
MAILING/E-MAILING DATE INFORMATION:  If the mailing or e-mailing date of this Office
action does not appear above, this information can be obtained by visiting the USPTO website at
http://tarr.uspto.gov/, inserting the application serial number, and viewing the prosecution history for the
mailing date of the most recently issued Office communication.
 
Serial Number  78/699411
 
This letter responds to applicant’s communication filed on April 11, 2006.   In this communication,

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629
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applicant (1) submitted a new drawing; (2) argued against the requirement for a new matching drawing or
specimen.
 
The amended drawing is acceptable and is made of record.  The following requirements are now made
FINAL: (1) matching drawing and specimen.  37 C.F.R. §2.64(a).
 
Drawing Does Not Match Specimen – International Class 35
 
The mark as depicted on the drawing does not agree with the mark as it appears on the specimens
submitted for International Class 35, and clarification is required. 37 C.F.R. §2.51; TMEP §807.12.
Specifically, the drawing displays the mark as having vertical lines, which applicant identifies as
“crosshair lines,” and the specimen does not display these lines, regardless of how closely one looks at
the specimen as it appears in the record.  Applicant contends that the lines are in the specimen but that
they are easy to overlook.  These lines are not visible in the specimen even after enlarging the specimen of
record and closely examining it.  In an application filed under §1(a) of the Trademark Act, the drawing of
the mark must be a substantially exact representation of the mark as used on or in connection with the
goods or services, as shown by the specimen. 37 C.F.R. §§2.51(a) and 2.72(a)(1); TMEP §807.12(a).  The
mark as it appears in the drawing is not visible in the specimen, therefore the drawing of the mark is not a
substantially exact representation of the mark as shown by the specimen. 
 
Applicant must either:
 
(1) submit a new drawing of the mark that agrees with the mark as it appears on the specimen and that is
not a material alteration of the original mark; 37 C.F.R. §2.72(a); TMEP §§807.14 et seq;
 
(2) submit a substitute specimen that shows use of the mark as it presently appears on the drawing and is
accompanied by a statement that “the substitute specimen was in use in commerce at least as early as the
filing date of the application,” verified with an affidavit or a signed declaration under 37 C.F.R. §2.20; 37
C.F.R. §§2.59(a) and 2.72(a); TMEP §904.09; or
 
(3) amend the application basis to intent-to-use under Section 1(b), and satisfy all the requirements for this
new basis. TMEP §806.03(c).
 
Please note that the drawing and specimen must match for each class of goods; therefore, if applicant
submits a new drawing, the specimens of record for both International Classes 9 and 35 must match the
new drawing. 
 

Partial Abandonment Advisory - Proper Response to Final Action

If applicant does not respond within six months of the mailing date of this final action, then the following
classes to which the final requirement applies will be deleted from the application:  International Class 35.
  The application will proceed forward for the remaining classes.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).
 
Applicant may respond to this final action by: 
 

(1)   submitting a response that fully satisfies all outstanding requirements, if feasible (37 C.F.R.
§2.64(a)); and/or
(2)   filing an appeal to the Trademark Trial and Appeal Board, with an appeal fee of $100 per class
(37 C.F.R. §§2.6(a)(18) and 2.64(a); TMEP §§715.01 and 1501 et seq.; TBMP Chapter 1200).
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In certain circumstances, a petition to the Director may be filed to review a final action that is limited to
procedural issues, pursuant to 37 C.F.R. §2.63(b)(2).  37 C.F.R. §2.64(a).  See 37 C.F.R. §2.146(b), TMEP
§1704, and TBMP Chapter 1201.05 for an explanation of petitionable matters.  The petition fee is $100. 
37 C.F.R. §2.6(a)(15).
 
 
 
 
 
 
 

/kristindahling/
Kristin M. Dahling
Trademark Attorney, Law Office 113
U.S. Patent and Trademark Office
(571) 272-8277
 
 
 

HOW TO RESPOND TO THIS OFFICE ACTION:
ONLINE RESPONSE:  You may respond using the Office’s Trademark Electronic Application
System (TEAS) Response to Office action form available on our website at
http://www.uspto.gov/teas/index.html.  If the Office action issued via e-mail, you must wait 72
hours after receipt of the Office action to respond via TEAS.  NOTE:  Do not respond by e-mail. 
THE USPTO WILL NOT ACCEPT AN E-MAILED RESPONSE.
REGULAR MAIL RESPONSE:  To respond by regular mail, your response should be sent to the
mailing return address above, and include the serial number, law office number, and examining
attorney’s name.   NOTE:  The filing date of the response will be the date of receipt in the Office,
not the postmarked date.  To ensure your response is timely, use a certificate of mailing.  37 C.F.R.
§2.197.

 
STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark
Applications and Registrations Retrieval (TARR) system at http://tarr.uspto.gov.
 
VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending
applications can be viewed and downloaded online at http://portal.uspto.gov/external/portal/tow.
 
GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit
the Office’s website at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY SPECIFIED ABOVE.
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PTO Form 1957 (Rev 5/2006)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78699411

LAW OFFICE ASSIGNED LAW OFFICE 113

MARK SECTION (current)

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

COLOR MARK NO

MARK SECTION (proposed)

MARK FILE NAME
\\TICRS\EXPORT6\IMAGEOUT6
\786\994\78699411\xml5\RO A0002.JPG

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT EAGLE OPTICS

COLOR MARK NO

PIXEL COUNT ACCEPTABLE YES

PIXEL COUNT 420 x 573

ARGUMENT(S)

The Trademark Attorney has requested a new drawing, which is submitted herewith.

In addition, the Trademark Attorney has objected to the class 35 specimen as not conforming
to the mark shown in the drawing, in particular, as lacking the "crosshair lines" shown in the
drawing. With all due respect, Applicant believes that the Class 35 specimen, which is a copy
of the Applicant's webpage, does in fact have the illustrated crosshair lines. As the "crosshair
lines" in question in the specimen are very fine grey lines it is possible to overlook them as
they can blend into the background green of the webpage specimen. However, they can be
seen in the JPG specimen originally submitted with the application (copy attached for
convenience), and are also reasonably visible in the Trademark Office online PDF copy of the
submitted specimen. Accordingly, Applicant requests that the Trademark Attorney reconsider
and withdraw the rejection.

EVIDENCE SECTION
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EVIDENCE FILE NAME
\\TICRS\EXPORT6\IMAGEOUT6
\786\994\78699411\xml5\RO A0003.JPG

DESCRIPTION OF EVIDENCE FILE
Copy of Class 35 specimen submitted with
appplication at time of filing.

SIGNATURE SECTION

RESPONSE SIGNATURE /spmcnamara/

SIGNATORY NAME Stephen P. McNamara

SIGNATORY POSITION Attorney for Applicant

SIGNATURE DATE 04/11/2006

FILING INFORMATION SECTION

SUBMIT DATE Tue Apr 11 09:48:48 EDT 2006

TEAS STAMP

USPTO/ROA-12.170.101.6-20
060411094848462384-786994
11-3208a1bb4bfb8956ef6dac
3e9dacabc3e5e-N/A-N/A-200
60411094433473626

PTO Form 1957 (Rev 5/2006)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 78699411 has been amended as follows:
Mark
Applicant proposes to amend the mark as follows:
Original: (Stylized and/or with Design)
Proposed: EAGLE OPTICS (Stylized and/or with Design, see mark)
Argument(s)
In response to the substantive refusal(s), please note the following:

The Trademark Attorney has requested a new drawing, which is submitted herewith.

In addition, the Trademark Attorney has objected to the class 35 specimen as not conforming to the mark
shown in the drawing, in particular, as lacking the "crosshair lines" shown in the drawing. With all due
respect, Applicant believes that the Class 35 specimen, which is a copy of the Applicant's webpage, does
in fact have the illustrated crosshair lines. As the "crosshair lines" in question in the specimen are very fine
grey lines it is possible to overlook them as they can blend into the background green of the webpage

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 12



specimen. However, they can be seen in the JPG specimen originally submitted with the application (copy
attached for convenience), and are also reasonably visible in the Trademark Office online PDF copy of the
submitted specimen. Accordingly, Applicant requests that the Trademark Attorney reconsider and
withdraw the rejection.

Evidence
Evidence in the nature of Copy of Class 35 specimen submitted with appplication at time of filing. has
been attached.
Evidence-1

Response Signature

Signature: /spmcnamara/     Date: 04/11/2006
Signatory's Name: Stephen P. McNamara
Signatory's Position: Attorney for Applicant
        

Serial Number: 78699411
Internet Transmission Date: Tue Apr 11 09:48:48 EDT 2006
TEAS Stamp: USPTO/ROA-12.170.101.6-20060411094848462
384-78699411-3208a1bb4bfb8956ef6dac3e9da
cabc3e5e-N/A-N/A-20060411094433473626
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To: Sheltered Wings, Inc. (tm-pto@ssjr.com)

Subject: TRADEMARK APPLICATION NO. 78699411 - EAGLE OPTICS - 03584-
T0002A

Sent: 3/14/2006 9:22:08 PM

Sent As: ECOM113@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:            78/699411
 
    APPLICANT:          Sheltered Wings, Inc.
 

 
        

*78699411*
    CORRESPONDENT ADDRESS:

STEPHEN P. MCNAMARA
ST. ONGE STEWARD JOHNSTON & REENS LLC
986 BEDFORD STREET
STAMFORD, CT 06905-5619

RETURN ADDRESS: 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
 

 

 
    MARK:        EAGLE OPTICS
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :   03584-
T0002A
 
    CORRESPONDENT EMAIL ADDRESS: 

 tm-pto@ssjr.com

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4. Your telephone number and e-mail
address.

 
 
 

OFFICE ACTION
 
RESPONSE TIME LIMIT:  TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A
PROPER RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-
MAILING DATE. 
 
MAILING/E-MAILING DATE INFORMATION:  If the mailing or e-mailing date of this Office
action does not appear above, this information can be obtained by visiting the USPTO website at
http://tarr.uspto.gov/, inserting the application serial number, and viewing the prosecution history for the
mailing date of the most recently issued Office communication.
 
Serial Number  78/699411
 
This letter follows an examiner’s amendment sent March 13, 2006.   Upon further examination, the
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examining attorney has determined that the specimens submitted for International Class 35 and the
drawing submitted with the application are unacceptable for the reasons noted below.  Applicant must
respond to these issues.  The examining attorney apologizes for the delay in making these determinations.
 
Drawing
 
Applicant must submit a new drawing showing the entire mark clearly and conforming to 37 C.F.R.
§§2.52, 2.53(c) and 2.54(e).  The current drawing is not acceptable because extra lines appear around the
borders of the drawing, and it will not reproduce satisfactorily. 
 
The requirements for a special-form drawing are as follows:
 

The drawing must appear in black and white if color is not claimed as a feature of the mark, or in
color if color is claimed as a feature of the mark.

 
Drawings must be made with a pen or by a process that will provide high definition when copied.  A
photolithographic, printer’s proof copy, or other high quality reproduction of the mark may be
used.  All lines must be clean, sharp and solid, and must not be fine or crowded.

 
The image must be no larger than 3.15 inches (8 cm) high by 3.15 inches (8cm) wide.

 
If reduction of the mark to the required size renders any details illegible, then applicant may insert a
statement in the application to describe the mark and these details.

 
37 C.F.R. §§2.52(b); TMEP §§807.04 et seq.
 
If submitted on paper, the Office prefers that the drawing be depicted on a separate sheet of non-shiny,
white paper that is 8 to 8.5 inches wide and 11 to 11.69 inches long (20.3 to 21.6 cm. wide and 27.9 to
29.7 cm. long).  One of the shorter sides of the sheet should be regarded as its top edge. In addition, the
drawing should include the caption “DRAWING PAGE” at the top of the drawing beginning one-inch
(2.5 cm) from the top edge.  37 C.F.R. §2.54; TMEP §§807.06 et seq.
 
To submit a special form drawing electronically, applicant must attach a digitized image of the mark to the
submission.  The digitized image must be in .jpg format, formatted at no less than 300 dots per inch and
no more than 350 dots per inch.  The Office recommends that the digitized image of the mark have a
length and width of no smaller than 250 pixels and no larger than 944 pixels.  37 C.F.R. §2.53(c); TMEP
§807.05(c).  All lines in the image must be clean, sharp and solid, and not fine or crowded, and produce a
high quality image when copied. 
 
The Office strictly enforces these drawing requirements.
 
Mark Differs on Drawing and Specimens – International Class 35
 
The mark as depicted on the drawing does not agree with the mark as it appears on the specimens
submitted for International Class 35, and clarification is required.  37 C.F.R. §2.51; TMEP §807.12. 
Specifically, the drawing displays the mark as having vertical lines, which applicant identifies as
“crosshair lines,” and the specimen does not contain these lines.
 
Applicant must either:

Sheltered Wings, Inc. v. Wohali Outdoors, Inc. Cancellation No. 92054629

PETITIONER'S EXHIBIT 12



 
(1)  submit a new drawing of the mark that agrees with the mark as it appears on the specimen and
that is not a material alteration of the original mark; 37 C.F.R. §2.72(a); TMEP §§807.14 et seq;

 
(2)  submit a substitute specimen that shows use of the mark as it presently appears on the drawing
and is accompanied by a statement that “the substitute specimen was in use in commerce at least
as early as the filing date of the application,” verified with an affidavit or a signed declaration
under 37 C.F.R. §2.20; 37 C.F.R. §§2.59(a) and 2.72(a); TMEP §904.09; or

 
(3)  amend the application basis to intent-to-use under Section 1(b), and satisfy all the requirements
for this new basis.  TMEP §806.03(c).

 
Please note that the drawing and specimen must match for each class of goods; therefore, if applicant
submits a new drawing, the specimens of record for both International Classes 9 and 35 must match the
new drawing.
 
If applicant has questions about its application or needs assistance in responding to this Office action,
please telephone the assigned trademark examining attorney directly at the number below.
 
 
 
 
 

/kristindahling/
Kristin M. Dahling
Trademark Attorney, Law Office 113
U.S. Patent and Trademark Office
(571) 272-8277
 
 
 

HOW TO RESPOND TO THIS OFFICE ACTION:
ONLINE RESPONSE:  You may respond using the Office’s Trademark Electronic Application
System (TEAS) Response to Office action form available on our website at
http://www.uspto.gov/teas/index.html.  If the Office action issued via e-mail, you must wait 72
hours after receipt of the Office action to respond via TEAS.  NOTE:  Do not respond by e-mail. 
THE USPTO WILL NOT ACCEPT AN E-MAILED RESPONSE.
REGULAR MAIL RESPONSE:  To respond by regular mail, your response should be sent to the
mailing return address above, and include the serial number, law office number, and examining
attorney’s name.   NOTE:  The filing date of the response will be the date of receipt in the Office,
not the postmarked date.  To ensure your response is timely, use a certificate of mailing.  37 C.F.R.
§2.197.

 
STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark
Applications and Registrations Retrieval (TARR) system at http://tarr.uspto.gov.
 
VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending
applications can be viewed and downloaded online at http://portal.uspto.gov/external/portal/tow.
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GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit
the Office’s website at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY SPECIFIED ABOVE.
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*** User:kdahling ***

# Total Dead Live Live Status/ Search

Marks Marks Viewed Viewed Search

Docs Images Duration

01 84 0 84 38 P/0:01 *eagle*[bi,ti] not dead[ld] and "042"[ic]

Session started 3/14/2006 2:30:17 PM

Session finished 3/14/2006 2:32:47 PM

Total search duration 0 minutes 1 seconds

Session duration 2 minutes 30 seconds

Defaut NEAR limit=1ADJ limit=1

Sent to TICRS as Serial Number: 78699411
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To: Sheltered Wings, Inc. (tm-pto@ssjr.com)

Subject: TRADEMARK APPLICATION NO. 78699411 - EAGLE OPTICS - 03584-
T0002A

Sent: 3/13/2006 3:05:13 PM

Sent As: ECOM113@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE
 

    SERIAL NO:  78/699411
 
    APPLICANT: Sheltered Wings, Inc.
 

      
 

*78699411*
        
 

    CORRESPONDENT ADDRESS:
STEPHEN P. MCNAMARA

ST. ONGE STEWARD JOHNSTON & REENS LLC
986 BEDFORD STREET
STAMFORD, CT 06905-5619
 

RETURN ADDRESS: 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
 

 
If no fees are enclosed, the address should include the
words "Box Responses - No Fee."

    MARK:           EAGLE OPTICS
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :   03584-
T0002A
 
    CORRESPONDENT EMAIL ADDRESS: 

 tm-pto@ssjr.com

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4.  Your telephone number and email
address.

 
 
Serial Number  78/699411
 

 
EXAMINER’S AMENDMENT

 
OFFICE RECORDS SEARCH:  The Office records have been searched and no similar registered or
pending mark has been found that would bar registration under Trademark Act Section 2(d), 15 U.S.C.
§1052(d).  TMEP §704.02.
 
ADVISORY – AMENDMENTS TO GOODS/SERVICES :  If the identification of goods and/or
services has been amended below, any future amendments must be in accordance with 37 C.F.R. §2.71(a)
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and TMEP §1402.07(e).
 
AMENDMENT(S) AUTHORIZED:  As authorized by Stephen P. McNamara on March 13, 2006, the
application is amended as noted below.  If applicant disagrees with or objects to any of the amendments
below, please notify the undersigned trademark examining attorney immediately.  Otherwise, no response
is necessary.  TMEP §707.
 
 
Identification of Goods and Services
 
The identification of goods and services is amended to read as follows.  TMEP §1402.01(e).
 
Binoculars, spotting scopes, telescopes, and storage cases therefor, all for use in birdwatching, in
International Class 9.
 
Retail store, mail order and online retail store services featuring binoculars, spotting scopes, telescopes,
and storage cases therefor, all for use in birdwatching, in International Class 35.
 
Disclaimer
 
The following disclaimer statement is added to the record:
 
            No claim is made to the exclusive right to use “OPTICS” apart from the mark as shown.
 
15 U.S.C. §1056; TMEP §§1213, 1213.03(a) and 1213.08(a)(i).
 
Claim of Ownership
 
The following claim of ownership is added to the record:
 
            Applicant is the owner of U.S. Registration Nos. 2886199.
 
37 C.F.R. §2.36; TMEP §812.
 
Description of Mark
 
Applicant’s description of the mark will not be printed on any registration that may issue from this
application.  TMEP §808.03.  The description is unnecessary because the mark is composed of easily
recognized letters, numerals, designs, or figurative elements.  TMEP §§808.01(a) and 808.01(b). 
 
 
 
 
 
 

/kristindahling/
Kristin M. Dahling
Trademark Attorney, Law Office 113
U.S. Patent and Trademark Office
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(571) 272-8277
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*** User:kdahling ***

# Total Dead Live Live Status/ Search

Marks Marks Viewed Viewed Search

Docs Images Duration

01 1 0 1 1 P/0:01 78699411

02 3713 N/A 0 0 P/0:04 *e{v0:1}g$1l*[bi,ti] not dead[ld]

03 1496 N/A 0 0 P/0:01 *pt{"iy"}{"ckqx"}*[bi,ti] not dead[ld]

04 8 0 8 7 P/0:01 2 and 3

05 1423 N/A 0 0 P/0:01 *eagle*[bi,ti] not dead[ld] not 4

06 317 N/A 0 0 P/0:01 *optics*[bi,ti] not dead[ld] not 4

07 0 0 0 0 P/0:01 5 and 6

08 986 0 3 986 P/0:03 031716[dc] not dead[ld]

09 1 0 1 1 P/0:01 4 and 8

10 2818 N/A 0 0 P/0:03 031501[dc] not dead[ld]

11 986 N/A 0 0 P/0:03 031716[dc] not dead[ld]

12 6028 N/A 0 0 P/0:03 260108[dc] not dead[ld]

13 9563 N/A 0 0 P/0:03 260117[dc] not dead[ld]

14 42094 N/A 0 0 P/0:03 260121[dc] not dead[ld]

15 433 N/A 0 0 P/0:01 (12 13 14) and (10 2 3) not 8

16 214 N/A 0 0 P/0:01 10 and (2 3) not 8

17 630 0 2 630 P/0:01 15 16

18 646 N/A 0 0 P/0:01 5 and ("009" "035")[cc] not (4 8 17)

19 268 0 268 93 P/0:02 5 and ("009" "035" a b 200)[ic] not (4 8 17)

Session started 3/12/2006 1:55:59 PM

Session finished 3/12/2006 2:51:25 PM

Total search duration 0 minutes 35 seconds

Session duration 55 minutes 26 seconds

Defaut NEAR limit=1ADJ limit=1

Sent to TICRS as Serial Number: 78699411
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PTO Form 1478 (Rev 6/2005)

OMB No. 0651-0009 (Exp xx/xx/xxxx)

Trademark/Service Mark Application, Principal Register

Serial Number: 78699411
Filing Date: 08/24/2005

The table below presents the data as entered.

Input Field Entered

MARK SECTION

MARK FILE NAME
\\TICRS\EXPORT9\IMAGEOUT9
\786\994\78699411\xml1\AP P0002.JPG

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT EAGLE OPTICS

COLOR MARK NO

DESCRIPTION OF THE MARK
(and Color Location, if applicable)

The mark consists of a stylized eagle head in
profile positioned in a round background and
the words Â“EagleÂ” and Â“OpticsÂ” located above
and below the round background and curved
to follow the edge of the round background
and enclosed by an outer circle with top and
bottom crosshair lines extending away from
the outer circle and left and right crosshair
lines extending from the round background
across and extending from the outer circle.

PIXEL COUNT ACCEPTABLE YES

PIXEL COUNT 420 x 573

OWNER SECTION

NAME Sheltered Wings, Inc.

INTERNAL ADDRESS Suite Four

STREET 2120 West Greenview Drive

CITY Middletown

STATE Wisconsin

ZIP/POSTAL CODE 53562
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COUNTRY United States

AUTHORIZED EMAIL COMMUNICATION No

LEGAL ENTITY SECTION

TYPE CORPORATION

STATE/COUNTRY OF INCORPORATION Wisconsin

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 009

DESCRIPTION

BINOCULARS, SPOTTING SCOPES, AND
TELESCOPES, ALL FOR USE IN
BIRDWATCHING, AND STORAGE
CASES THEREFOR

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 05/00/2001

        FIRST USE IN COMMERCE DATE At least as early as 12/00/2001

        SPECIMEN FILE NAME(S)
\\TICRS\EXPORT9\IMAGEOUT9
\786\994\78699411\xml1\AP P0003.JPG

       
\\TICRS\EXPORT9\IMAGEOUT9
\786\994\78699411\xml1\AP P0004.JPG

        SPECIMEN DESCRIPTION scanned images of packaging

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 035

DESCRIPTION

RETAIL STORE, MAIL ORDER AND
ONLINE STORE SALES SERVICES IN
THE FIELD OF BINOCULARS,
SPOTTING SCOPES, AND TELESCOPES,
ALL FOR USE IN BIRDWATCHING, AND
STORAGE CASES THEREFOR

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 00/00/1987

        FIRST USE IN COMMERCE DATE At least as early as 00/00/1987

        SPECIMEN FILE NAME(S)
\\TICRS\EXPORT9\IMAGEOUT9
\786\994\78699411\xml1\AP P0005.JPG

        SPECIMEN DESCRIPTION screenshot of website

SIGNATURE SECTION
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SIGNATORY FILE
\\TICRS\EXPORT9\IMAGEOUT9
\786\994\78699411\xml1\AP P0006.JPG

SIGNATORY NAME Daniel C. Hamilton

SIGNATORY POSITION President

PAYMENT SECTION

NUMBER OF CLASSES 2

NUMBER OF CLASSES PAID 2

SUBTOTAL AMOUNT 650

TOTAL AMOUNT 650

ATTORNEY

NAME Stephen P. McNamara

FIRM NAME St. Onge Steward Johnston & Reens LLC

STREET 986 Bedford Street

CITY Stamford

STATE Connecticut

ZIP/POSTAL CODE 06905-5619

COUNTRY United States

PHONE 203-324-6155

FAX 203-327-1096

EMAIL tm-pto@ssjr.com

AUTHORIZED EMAIL COMMUNICATION Yes

ATTORNEY DOCKET NUMBER 03584-T0002A

OTHER APPOINTED ATTORNEY(S)

Andy I. Corea, Eileen C. DeVries, Gene S.
Winter, Wesley W. Whitmyer, Jr., Stanley H.
Lieberstein, Richard J. Basile, Todd M.
Oberdick, David Chen, Michael W. Krenicky,
Steven B. Simonis, David W. Aldrich, Hyun
Jong Park, Helen M. Limoncelli and James P.
Jeffry

CORRESPONDENCE SECTION

NAME Stephen P. McNamara

FIRM NAME St. Onge Steward Johnston & Reens LLC

STREET 986 Bedford Street
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CITY Stamford

STATE Connecticut

ZIP/POSTAL CODE 06905-5619

COUNTRY United States

PHONE 203-324-6155

FAX 203-327-1096

EMAIL tm-pto@ssjr.com

AUTHORIZED EMAIL COMMUNICATION Yes

FILING INFORMATION

SUBMIT DATE Wed Aug 24 14:44:24 EDT 2005

TEAS STAMP

USPTO/BAS-12119244218-200
50824144424477370-7869941
1-2004620b6ce24acb86ada03
92a5d1e8bf7-CC-28-2005082
4142714453818
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PTO Form 1478 (Rev 6/2005)

OMB No. 0651-0009 (Exp xx/xx/xxxx)

Trademark/Service Mark Application, Principal Register

Serial Number: 78699411
Filing Date: 08/24/2005

To the Commissioner for Trademarks:

MARK: EAGLE OPTICS (stylized and/or with design, see mark)

The literal element of the mark consists of EAGLE OPTICS.

The mark consists of a stylized eagle head in profile positioned in a round background and the words
Â“EagleÂ” and Â“OpticsÂ” located above and below the round background and curved to follow the edge of the
round background and enclosed by an outer circle with top and bottom crosshair lines extending away
from the outer circle and left and right crosshair lines extending from the round background across and
extending from the outer circle.

The applicant, Sheltered Wings, Inc., a corporation of Wisconsin, residing at Suite Four, 2120 West
Greenview Drive, Middletown, Wisconsin, United States, 53562, requests registration of the
trademark/service mark identified above in the United States Patent and Trademark Office on the Principal
Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended.

The applicant, or the applicant's related company or licensee, is using the mark in commerce, and lists
below the dates of use by the applicant, or the applicant's related company, licensee, or predecessor in
interest, of the mark on or in connection with the identified goods and/or services. 15 U.S.C. Section
1051(a), as amended.

      International Class 009: BINOCULARS, SPOTTING SCOPES, AND TELESCOPES, ALL FOR USE
IN BIRDWATCHING, AND STORAGE CASES THEREFOR
      International Class 035: RETAIL STORE, MAIL ORDER AND ONLINE STORE SALES
SERVICES IN THE FIELD OF BINOCULARS, SPOTTING SCOPES, AND TELESCOPES, ALL FOR
USE IN BIRDWATCHING, AND STORAGE CASES THEREFOR

In International Class 009, the mark was first used at least as early as 05/00/2001, and first used in
commerce at least as early as 12/00/2001, and is now in use in such commerce. The applicant is
submitting or will submit one specimen for each class showing the mark as used in commerce on or in
connection with any item in the class of listed goods and/or services, consisting of a(n) scanned images of
packaging.

      Specimen - 1
      Specimen - 2

In International Class 035, the mark was first used at least as early as 00/00/1987, and first used in
commerce at least as early as 00/00/1987, and is now in use in such commerce. The applicant is
submitting or will submit one specimen for each class showing the mark as used in commerce on or in
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connection with any item in the class of listed goods and/or services, consisting of a(n) screenshot of
website.

      Specimen - 1

The applicant hereby appoints Stephen P. McNamara and Andy I. Corea, Eileen C. DeVries, Gene S.
Winter, Wesley W. Whitmyer, Jr., Stanley H. Lieberstein, Richard J. Basile, Todd M. Oberdick, David
Chen, Michael W. Krenicky, Steven B. Simonis, David W. Aldrich, Hyun Jong Park, Helen M. Limoncelli
and James P. Jeffry of St. Onge Steward Johnston & Reens LLC, 986 Bedford Street, Stamford,
Connecticut, United States, 06905-5619 to submit this application on behalf of the applicant. The attorney
docket/reference number is 03584-T0002A.

The USPTO is authorized to communicate with the applicant or its representative at the following email
address: tm-pto@ssjr.com.

A fee payment in the amount of $650 will be submitted with the application, representing payment for 2
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature:
Signatory's Name: Daniel C. Hamilton
Signatory's Position: President

Signatory's Signature: Signature

Mailing Address:
     Stephen P. McNamara
     986 Bedford Street
     Stamford, Connecticut 06905-5619

RAM Sale Number: 28
RAM Accounting Date: 08/25/2005

Serial Number: 78699411
Internet Transmission Date: Wed Aug 24 14:44:24 EDT 2005
TEAS Stamp: USPTO/BAS-12119244218-200508241444244773
70-78699411-2004620b6ce24acb86ada0392a5d
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1e8bf7-CC-28-20050824142714453818
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