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Introduction and Summary of Argument

The ultimate issue in this cancellation gegeding is whether Wohali’s registration for
STEEL EAGLE should have issued over EaQ[&ics’ registrations for EAGLE OPTICS,
EAGLE OPTICS and design, a@DLDEN EAGLE (the “EAGLE Marks”). Priority is not
disputed: Eagle Optics applied fiederal registration of each tife EAGLE marks years before
Wohali applied for registration of STEEL EAGLHEor is there any dispute that the goods
involved—patrticularly binoculars—areither identical or highlkelated to Eagle Optics’ goods
and retail services. The only contested isswehether STEEL EAGLE poses a likelihood of
confusion with the EAGLE Marks.

Wohali seeks early summajiydgment, basing its moticmost exclusively on two
purportedly undisputed facts. First, Wohali @mds that in examining the application for
STEEL EAGLE, the USPTO has already determitied there is no liketiood of confusion with
the EAGLE Marks. Second, Wohali contendsttim 2002, Eagle Optics admitted that the
EAGLE OPTICS mark was wealBut neither of these so-called facts entitle Wohali to summary
judgment.

Wohali's motion is fundamentally flawed. #@tUSPTO’s determination of registrability
is, of course, not conclusive or therewld be no need for opposition or cancellation
proceedings. In this case, the examinatibthe STEEL EAGLE application was impeded by
Wohali’s indefinite desgption of the goods as “magnifyy optical equipment,” which the
examining attorney rejected. But at the time éixamining attorney made the search on which
he based his likelihood of confusion analysis did not know the&8TEEL EAGLE would be
registered for binoculars. Accordingly, inhe narrowed his search by using Wohali’s

indefinite description of the goodlse missed the EAGLE Marks.



Eagle Optics’ 2002 statements aboutstrength of EAGLE OPTICS are no longer
pertinent because Eagle Optitss spent the last decade exgliag its business and developing
its reputation for high-quality binotars and scopes. As a resulacfustained marketing effort,
and successful trademark enforcement, tARGEE OPTICS mark has acquired substantial
strength and it is now widely recognized dsading brand in the odbor optics market.

Applying theDu Pontfactors, as Eagle Optics showdhe rest of this brief, the Board
must deny Wohali’'s motion. Wohali has not dematstt that it is entiédd to judgment as a
matter of law. However, if after reviewing the evidence submitted by Eagle Optics, the Board
determines that the material facts are noug®ely undisputed, the Bod may grant summary
judgment against Wohali. TBMP § 528.01. It sldodib so here, because it is Eagle Optics that
is entitled to judgment as a mattedai on the likelihood of confusion issue.

Summary Factual Background

Eagle Optics provides here a summagtfial background to provide information
omitted by Wohali. Additional factual detail isqguided where it is p&inent in the Argument
section.

Eagle Optics started as daikbusiness 25 yeaego. The founding and growth of the
company, and its use of the EAGLE Marks, isaed in the Declat@ns of Daniel C.
Hamilton (the “Hamilton Decl.”) and Ben Lizd@4.izdas Decl.”), and thus it need not be
repeated in full here. Eagle @ys been using its EAGLE OPTIG8ark for retail services since
at least as early as 1987 to sell binoculars, sygpsitopes, and other optics. Hamilton Decl. at
19 2-17. In 1996, Eagle Opticedn selling its own EAGLE ORCS branded binoculars and
spotting scopesld. at § 7. In Eagle Optics’ currenthd, its GOLDEN EAGLBbinocular is its

top-of-the-line product, which it Basold continuously since 201@. at § 18.



In the 25 years that Eagle Optics has bedwusiness, and particularly in the last ten

years, the company and the EAGLE OPTICS brand has grown into a multi-million dollar

company and a well-known optics brand. Hamilbecl. 11 2-18, 28-35. Eagle Optics sells its

EAGLE OPTICS branded produdtsough its retail store iwisconsin, the EAGLE OPTICS

website, the Wild Birds Unlimited franchise #st, as well as many other retailers. Hamilton

Decl. 1 29-31. Eagle Optics egga in many advertising and protional activities, and it has

been featured favorably in third party amieland product reviews. Hamilton Decl. 1Y 32-35;

Lizdas Decl. 11 2-13. In 2000, @la Optics began a programtohdemark registration and

enforcement. Hamilton Decl. | 36.

The Eagle Optics’ registrations pertinent t fhroceeding are set out in the chart below:

Mark/Reg. No.

Application and
Registration Dates

Goods and Services

GOLDEN EAGLE
Reg. No. 3,787,739

App: Dec. 8, 2006
Reg: May 11, 2010

Class 9: Binoculars

EAGLE OPTICS
Reg. No. 2,886,199

App: Oct. 5, 2000
Reg: Sep. 21, 2004

Class 9: Binoculars, spotting scope
and telescopes, all for use in bird
watching, and storage cases therefq

App: Aug. 24, 2005
Reg: Jan. 2, 2007

Class 9: Binoculars, spotting scope
telescopes, and storage cases
therefore, all for use in birdwatching

Class 35: Retail store, mail order a
online retail store services featuring
binoculars, spotting scopes,
telescopes, and storage cases
therefore, all for use in birdwatching

Hamilton Decl. T 14see alsdeclaration of Jacqliee M. Schwartz, (“Schwartz Decl.”) 1 2-7,

Exs. A-F. Reg. Nos. 2,886,199 and 3,192,083 are indabtes Schwartz Decl. {1 2, 4, Exs. A,

C.



Wohali began business in 2009; its primary besens fishing related items, particularly
clothing. SeeWohali's Website, Reg. No. 3,911,635 for WALI, and Oklahoma Secretary of
State summary (Schwartz Decl. {1 16-18, Exs. Gs€B;alsdeclaration of Brett L. Foster
6-7 filed inSheltered Wings, Inc. v. Wohali Outdoors, |.IN®. 11-cv-300 (W.D. Wis.),
(Schwartz Decl. § 15, Ex. N) (regarding Wohaliounsel's explanation of its business and
“miniscule” use of STEEL EAGLE for optics)T'he Wohali registration pertinent to this

proceeding is:

Mark/Reg. No. Application and Goods and Services
Registration Dates
STEEL EAGLE App: Mar. 12, 2009 Class 9: Magnifying optical
Reg. No. 3,904,929 Reg: Jan. 11, 2011 equipment, namely, rifle scopes and
binoculars.

Responding directly to Wohali’'s numberedtsiment of facts, Eagle Optics sharply
disputes Wohali’s proposed fact No. 14, conaggrihe similarities between the parties’ marks,
for reasons explained below. Proposed fllcts. 6 (concerning Wohali's awareness of Eagle
Optics’ trademarks) and 15 (concerning the sdj@aigon of consumers) are disputed on the
grounds that Wohali is obligated to provide digery responses on thassues, but these facts
are not material. Eagle Optidoes not dispute the purely fa@taspects of Wohali's proposed
facts Nos. 1-5, 7-13 and 16-17, although EagledSpejects Wohali’s iterpretation of these

facts.

Argument

Wohali’s “bare motion” for summary judgment should be denied.

Wohali’'s motion for summary judgment is premised on the peculiar notion that Eagle
Optics has “failed to submit any evidence supporitsiglaim.” Wohali Br. 5. Wohali is correct

that Eagle Optics bears the burden here, andathtite respondent, Wohali may submit a bare



motion for summary judgment pointing out thetitioner’s lack of evidence. But Wohali
overlooks that Eagle Optics hags yet been required to, or evbad the opportunity to, submit
evidence. Until now.

Eagle Optics submits here evidence suppoitsigetition for cancellation, and Wohali’s
“bare motion” does not demonstrakat there are no genuine disputésnaterial fact and that it
is entitled to judgment as a matter of laeeFed. R. Civ. P. 56; TBMP § 528.0Q¢lotex
Corp. v. Catrett477 U.S. 317 (1986). Eagle Optics’ earide, which Wohali cannot controvert,
shows that Eagle Optics is entitled to judgmerd asatter of law. If the Board concludes that
there is no genuine issue of nraaefact, the Board may entsummary judgment in favor of
Eagle Optics. TBMP § 528.01.

But in evaluating Wohali’'s motion, standard summary judgment pigiapply. As the
non-moving party, Eagle Optics receives the bewéfiny inferences which may be drawn from
the underlying facts, and the evidence of recordtrba viewed in the light most favorable to
Eagle Optics.See Texas Dep'’t of Transp. v. Tucls U.S.P.Q.2d 1241, 1242 (T.T.A.B. 2010)
(citing Olde Tyme Foods, Inc. v. Roundy’s, Jre61 F.2d 200, 22 U.S.P.Q.2d 1542 (Fed. Cir.
1992)). The Board may not resolve issues of rmatiact against the non-moving party; it may
only ascertain whether such issues are prestadlTexas Dep't of Transp95 U.S.P.Q.2d at
1242-43 (citing_loyd’s Food Products, Inc. v. Eli’'s, In©Q87 F.2d 766, 25 U.S.P.Q.2d 2027
(Fed. Cir. 1993) an@pryland USA, Inc. v. Great American Music Show,, 19¢0 F.2d 847, 23
U.S.P.Q.2d 1471 (Fed. Cir. 1992)).

Wohali faces an uphill battle as the “junior’ensf its mark. As the newcomer to the

outdoor optics market, Wohali had abligation to select a matkat would avoid confusion,

! Wohali's early motion for summary judgment susperdisdovery before it had received Eagle Optics’ written
discovery responses, and before Wohali had to putwimass for the Rule 30(b)(6) deposition that Eagle Optics
had noticed.



which it did not do.J&J Snack Foods Corp. v. McDonald’s Cqrp32 F.2d 1460, 1463-64, 18
U.S.P.Q.2d 1889, 1892 (Fed. Cir. 1991). Thus, textent that there igny doubt on the issue
of likelihood of confusion, such doubt mums resolved in favor of Eagle OpticSee TBC Corp.
v. Holsa, Inc, 126 F.3d 1470, 1473, 44 U.S.P.Q.2d 1315, 1318 (Fed. Cir. 189&)Hyper
Shoppes (Ohio), Inc837 F.2d 463, 6 U.S.P.Q.2d 1025 (Fed. Cir. 1988).

Il. Eagle Optics’ trademark rights in its EAGLE Marks are prior to Wohali's
application for its STEEL EAGLE mark.

There can be no dispute that Eagle Optissgraority. Wohali filed its intent-to-use
application for STEEL EAGLE on March 12009, and began using STEEL EAGLE for
binoculars and riflescopes on October 21, 2088eWohali’'s Resp. to Interrog. No. 3,
(Schwartz Decl. T 13, Ex. L¥ee alsd-ile Hist., Reg. No. 3,904,929 for STEEL EAGLE
(Schwartz Decl. 11 9-10, Exs. H-I). Because 15.0. § 1057(c) gives an applicant the benefit
of constructive nationwide use of a registered naarkf the application filing date, the date to
beat is March 12, 2009.

Eagle Optics’ rights arehg prior to March 12, 2009. Ble Optics has been using
EAGLE OPTICS in connection witkelling binoculars and other ogtisince at least as early as
1987, and has been selling EAGLE OPTICS brdraj#ics since 1996. Hamilton Decl. { 2-18.
Eagle Optics also filed its applications to stgr each of its EAGLE M#as before Wohali filed
its applicationSeeRegs. and File Histories (Sghrtz Decl. 1 2-7, Exs. A-F).

[l. Under the Du Pontfactors, there is a likelihood of confusion between STEEL
EAGLE and Eagle Optics’ EAGLE Marks.

Wohali’s use of the STEEL EAGLBark is likely to causeanfusion with Eagle Optics’
use of its EAGLE marks—EAGLE OPTICSd GOLDEN EAGLE. The familiddbu Pont
factor test governs the analysislikelihood of confusion undeBection 2(d) of the Trademark

Act. See Inre E.l. Du Pont de Nemours & Cbr6 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A.



1973). Not all of the factors are relevant antly those relevant factors for which there is
evidence in the record must be considengdat 1361-62, 177 U.S.P.Q. at 567-68.

Although there is no mechanical test fotadeining likelihood ofconfusion, the two
most important factors are usually the similasitietween the parties’ gds and the similarity
between the parties’ mark&ee In re SL& E Training Stable, In88 U.S.P.Q.2d 1216
(T.T.A.B. 2008) (citingrederated Foods, Inc. v. Ft. Howard Paper G4 F.2d 1098, 1103,
192 U.S.P.Q. 24, 29 (C.C.P.A. 1976) (“The fundarakinquiry mandated by 8§ 2(d) goes to the
cumulative effect of differences the essential characigics of the goods and differences in the
marks.”) Where, as here, tparties’ goods are identical olosely related, the degree of
similarity of the marks necessary to find a likelild of confusion does noeed to be as great as
where the goods are less simil&eeSL&E,88 U.S.P.Q.2d 1216.

As explained below, the two most impartdactors—similarity of the goods and
similarity of the marks—favor Eagle OpticBecause the EAGLE Marks are strong in the
outdoor optics market, and because the parties s#@llgfoducts through identical trade channels
and to the same categories of purchasers, thet®s also favor Eagl@ptics. The only other
factors on which there is evddce are actual confusion, inteaihd sophistication of the
consumers, but the evidence on these fackoes not favor either party. Thus, under the
Du Ponttest, there is a likelihood of cardion between the parties’ marks.

A. The parties’ respective goods are identical.

The goods in the parties’ respective regigirs are identical. The similarity of the
goods is one of the most important factorghe likelihood of confusion analysiSL&E, 88
U.S.P.Q.2d 1216. Wohali's registration ®fEEL EAGLE is for “magnifying optical
equipment, namely rifle scopes and binoculasgeReg. Cert. (Schwartz Decl. 1 9, Ex. H).

Eagle Optics’ RegistrationdN 3,787,739 for GOLDEN EAGLE is for “binoculars.” Schwartz



Decl. 1 6, Ex. E. Eagle Optics’ Regation Nos. 2,886,199 and 3,192,083 for EAGLE OPTICS
and EAGLE OPTICS and Design are for “Binocslaspotting scopes, telescopes, and storage
cases therefore, all for use in birdwatchingchwartz Decl. 1 2, 4, Exs. A, C. The ‘083
Registration also covers “Retail store, mada@rand online retail ste services featuring
binoculars, spotting scopes, teleges and storage cases therefalidpr use in birdwatching.”

Id. This factor is not in disput@nd it favors Eagle Optics.

B. STEEL EAGLE is confusingly similar to the EAGLE Marks.

The parties marks here are similar.eytshare the dominant element “EAGLE,” and
have similar commercial impressions. T Pontfactor concerning the similarity of the
parties’ marks requires that the marks be camag in their entireties, and should not be
dissected.Massey Junior College, Inc. Fashion Institute of Technologg92 F.2d 1399, 181
U.S.P.Q 272 (C.C.P.A. 1974). The test iswbether the marks can be distinguished when
subjected to a side-by-side comparison;isisae is whether the marks create a similar
commercial impressionVisual Information Institutelnc. v. Vicon Industries, Inc209 U.S.P.Q.
179 (T.T.A.B. 1980). The focus is on the reeotlon of the average purchaser who normally
retains a general rather than a specific impression of traden@hnkesnetron Corp. v. Morris
Coupling & Clamp Cq.203 U.S.P.Q. 537 (T.T.A.B. 197%gealed Air Corp. v. Scott Paper Co
190 U.S.P.Q. 106 (T.T.A.B. 1975¢e alsoTMEP § 1207.01(b) (8th ed. Oct. 2011). What is
important is not whether people will necessatiynfuse the marks, but whether the marks will
be likely to confuse people into believing thia® goods they are purchasing emanate from the
same sourceSee Kangol, Ltd. v. KangaROOS U.S.A.,,18¢4 F.2d 161, 23 U.S.P.Q.2d 1945

(Fed. Cir. 1992).



1. The commercial impression of STEELEAGLE is similar to that of
EAGLE OPTICS and GOLDEN EAGLE.

The parties’ marks have similar commerampressions because the dominant portion of
the marks is the shared term EAGLE. In moshposite marks, part of the mark is dominant in
its impact on consumers. It is well estdidid that a “disclaimed segment of a composite
registration is not the ‘dominant’ part.” 4 Thomas McCarthy, McCarty on Trademarks and
Unfair Competition 8§ 23:4%4th ed. 2012) [“McCarthy”’]see also e.g., In re Dixie Restaurants,
Inc., 105 F.3d 1405, 41 U.S.P.Q.2d 1531 (Fed. Cir. 188Wing that the dominant part of THE
DELTA CAFE and design was “DELTA” because “CBFwas disclaimed). Because the term
EAGLE is more dominant than the other elementhefparties’ marks, greater weight should be
given to this term when comparing the markge Kangol, Ltd974 F.2d 161, 23 U.S.P.Q.2d
1945. InKangol the Federal Circuit held that it wagpmopriate to give grater weight to the
dominant element “KANG” in comparing KANGOL and design for golf shirts to
KANGAROOS and design for athletshirts, and that the similarities in these two marks
outweighed the differencelsl. at 163, 23 U.S.P.Q2d at 1946.

Here, Wohali disclaimed the term STEEL frasymark, and Eagle Optics disclaimed the
term OPTICS.SeeReg. Certs. (Schwartz Decl. § 2, 4E9s. A, C, H). Thus, the dominant
portion of each of the marks: STEEL EAGLEQOLDEN EAGLE, and EAGLE OPTICS is the
term “EAGLE.” Because of the dominance of the term EAGLE, the parties marks are also
similar in sight, sound, and any connotation assediatith the term EAGLE. The disclaimed—
thus presumptively descriptive—elements of theiegl marks are insufficient for consumers to
distinguish between the sourcepwbducts bearing those markas further evidence of

similarity, the examiner of Eagle Optics’ amaltion to register the mark EAGLE refused the

10



application because of Wdiia STEEL EAGLE registration.SeeApr. 12, 2011 Office Action,
(Schwartz Decl. | 8, Ex. G).

The parties’ marks are also similacause the marks STEEL EAGLE and GOLDEN
EAGLE both connote or suggest that an aspetii@product is the respective metal, STEEL or
GOLD. Consumers would naturally eeqi optics bearing STEEL EAGLE and GOLDEN
EAGLE to come from the same sourceecBuse the EAGLE OPTICS company has been a
retailer of optics for more than 25 yearsiasells a line of EAGLE OPTICS binoculars,
consumers would also logicakgkpect that STEEL EAGLE binoard may be one product in the
EAGLE OPTICS branded line of binoculars.

This case is similar to many other casewlich the Board and the federal courts have
held that marks sharing a term for similar goodservices are likelto cause confusion, for
example: CHIC and L.A. CKE both for women'’s clothirfiy DUTCH MASTERS and LITTLE
DUTCHMAN for cigars; UNCLE BEN'’s and BEN’s BREAD for various food produfts
HARD ROCK CAFE and COUNTRY ROK CAFE both covering appar@lTUNES and
VTUNES.NET for digital music and video download§JTAN and VANTAGE TITAN for
ultrasound machines and MRiachines respectivelyJOSE GASPAR GOLD and GASPAR

ALE for tequila and beer respectivé\BQUIRT SQUAD and SQURT for water toys, and

2Henry Siegel Co. v. M&R Int'l Mfg. Co4 U.S.P.Q.2d 1154 (T.T.A.B. 1987).

% Consolidated Cigar Corp. v. M. Landaw, Ltd74 F.2d 1402, 177 U.S.P.Q. 328 (C.C.P.A. 1973).
*Uncle Ben’s, Inc. v. Stubenberg In#&7 U.S.P.Q.2d 1310 (T.T.A.B. 1998).

®Hard Rock Cafe Int'l (USA) v. Elsg86 U.S.P.Q.2d 1504 (T.T.A.B. 2000).

® Apple Computer v. TVNET.net, In80 U.S.P.Q.2d 1393 (T.T.A.B. 2007).

"In re Toshiba Med. Sys. Cor®1 U.S.P.Q.2d 1266 (T.T.A.B. 2009).

8In re Chatam Int'l Inc, 380 F.3d 1340, 71 U.S.P.Q.2d 1944 (Fed. Cir. 2004).

11



balloons and soda respectivelPOWERWAVE and ACCOUSTIC WAVE for amplifying
systems? and THE DELTA CAFE and CAFFor restaurant services.

By contrast, the only case cited by Wohali conceg the similarity of the marks factor is
inapposite.SeeWohali Br. 6 (citingContinental Distilling Cop. v. Norman Williams Cp443
F.2d 392, 170 U.S.P.Q. 132 (C.C.P.A. 1971)Camtinenta] registrations for CUMBERLAND
BELLE, RIVER BELLE, HEATHER BELLE, ad CANADIAN BELLE for whiskey were
allowed in view of a registteon for DIXIE BELLE for gin. Id. at 394, 170 U.S.P.Q. at 133. But
in Continenta) there was “no evidence before the casrto the advertising, sale, reputation or
goodwill of the mark DIXIE BELLE,” and the couctearly did not view the term BELLE as the
dominant term in the marld. at 394, 170 U.S.P.Q. at 133.

2. The examining attorney that reviewed Wohali’s application to register
STEEL EAGLE did not consider Eagle Optics’ EAGLE Marks.

Wohali relies heavily on the USPTO'’s issuarof a registration of STEEL EAGLE as
support for its motion, but that determination is ofise not definitive anidl is subject to review
by the Board. In this case, the prosecutiorohysof the registration shows why the examining
attorney overlooked the EAGLE marks.

The examining attorney’s search tmmflicting marks was impeded by Wohali’s
indefinite identification of goodm its application. The applitan identified the goods only as
“magnifying optical equipment,” which the exanmmgiattorney rightly rejected as indefinite.
Because the examining attorney had only thieimite identification when he evaluated the
likelihood of confusion, he did not at that grknow that the STEEL EAGLE mark was to be

registered for “binoculars.” The search &gy is documented in ¢Hfile history:

® Squirtco v. Tomy Corp697 F.2d 1038, 216 U.S.P.Q. 937 (Fed. Cir. 1983).
19Bose Corp. v. QSC Audio Prod., In293 F.3d 1367, 1378, 63 U.S¥2d 1303, 1311 (Fed. Cir. 2002).
™n re Dixie Restaurants, Inc105 F.3d at 1407, 41 U.S.P.Q.2d at 1533-34.

12



*# ¥ User:mmemomrow *¥*

£ Total Dead Live Live Srarus/ Search

Marks Marks Viewed Viewed  Search

Daoes Images Duration

01 3747 N/A V] 0 0:01 *steel*[ba, ]
02 10227 N/A 4] 0 0:02 *eagl* or Feag{v}l* or Fegl* or Yeg{v}1*[bu]
0 s 0 5 3 0:01 1 and 2 not dead[1d]
4 2625046 N/A V] 0 0:03 "009ce]
05 2703 MN/A 0 0 0:02 (1 or 2) and 4 not dead[1d]
08 TTE33T7 N/A /] 0 004 "0097Tie] o "2007ic] or "a"[1c] or "b"f2c]
o7 709 U] 709 456 001 5and &
08 17657 N/A 0 0 0:02 magmfyms{zs] or lenses[zs]
e 15 ] 15 11 001 7 and §

Session started 6/5/2009 2:07:22 PM
Session finished 652009 2:23-27 PM
Total search duration 0 minutes 17 seconds
Session duration 16 minutes 5 seconds
Defaut NEAR lmit=1ADJ lomt=1

SeeFile Hist., (Schwartz Bcl. § 10, Ex. | at 83).

As shown above, the examining attornegdrewith query 1 for marks that include
variations of the term “steel,” producilgr47 results. Query 2 found marks that included
variations of the term “eagle,” producing 10,223ulés. The EAGLE marks would have been
within query 2, but there were too many restidt review individually. Queries 4 and 6
identified marks in classifications related to migtional class 9. Query 7 identified marks that
included variations of either “steel” or “eaghithin classes related to international class 9,
producing 709 results. The EAGLE marks wolude been within query 7, but the examining
attorney could not have caréfuevaluated 709 marks in a sassithat took only 16 minutes and
5 seconds, because it would have given him &r8% seconds per mark. Instead, the examining
attorney focused the search using Wohali’'s dpsorni of the goods. Queries 8 and 9 identified
marks that had “magnifying” or “lenses” ihe identification of goodand services. This
produced a reasonable set of 15 marks, butlihdt include the EAGLE marks, which do not

use those terms in the destiop of goods and services.
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When an office action issued—the same wnehich the examiner said he “found no
conflicting marks™—Wohali was required to algrits identification of goods to add the
language “namely, binoculars and rifle scopeSéeJune 5, 2009 Office Action, (Schwartz
Decl. § 10, Ex. | at 49-52). But at the time #xamining attorney searched for conflicting
marks, he did not know that STEEL EAGLE woublel used for binoculars. If he had used
“binoculars” in query 8, he would have foun@&tBAGLE marks, and he should have rejected
the application to register STEEL EAGLE.

In sum, the similarity of the marks factor strongly favors Eagle Optics.

C. The parties sell their optics products tlough identical trade channels and to
the same categories of purchasers.

TheDu Pontfactors require evaluating the similardy dissimilarity of the parties’ trade
channels.See Du Pontl77 U.S.P.Q. 563, 567. Where the parties’ goods are identical, the law
presumes that the channels of tradethedclasses of purchaser are the saBiekE, 88
U.S.P.Q.2d 1216. The evidence here shows it as well.

Both parties sell their ojas products through “wholekea distribution, and retail
channels.”SeeWohali’s Resp. to Interrog. No. 5 (Seartz Decl. § 13, Ex. L); Hamilton Decl.

1 29. The parties’ consumers also overlaph® describes its actual and intended consumers
are “outdoor related product consumerSg€eWohali's Resp. to Interrog. No. 6 (Schwartz Decl.
1 13, Ex. L). Eagle Optics’ target consumems outdoor enthusiasts, including, birdwatchers
and hunters. Hamilton Decl. § 28. This tads undisputed, and favors Eagle Optics.

D. The EAGLE Marks are strong in the outdoor optics market.

As strong marks in the outdoor optics maykleé EAGLE Marks are entitled to a wide
scope of protection in that matk The factor concerning the famestrength of the mark, when

present, plays a dominant roletire process of balancing tbel Pontfactors. See Kenner
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Parker Toys, Inc. v. Rose Art Industries,.Jr863 F.2d 350, 22 U.S.P.Q.2d 1453 (Fed. Cir.
1992). The concept of “fame” for purposes d likelihood of confusion analysis is not the
same as the concept of fame for dilutiongmses. While dilution fame is an “either/or
proposition,” the fame factor ithe likelihood of confusion atysis varies along a spectrum
from very strong to very weak?alm Bay Imps. v. Veuve Clicquot Ponsardin Maison Fondee En
1772, 396 F.3d 1369, 1374-75, 73 U.S.P.Q. 2d 1689, 1694 (Fed. Cir. 2005).

Here, the EAGLE Marks are on the “strong’tlesf the spectrum; not on the “weak” end
as Wohali contends. Eagle Optics has considebdence of the strength of its EAGLE
Marks, submitted in the accompanying declaratmi®aniel C. Hamilton, president of Eagle
Optics, and Ben Lizdas, Sales Manager of E@glgcs. By contrast, Wohali only cites two
pieces of evidence as support for its argurtieaitthe EAGLE Marks arweak: 1) a consent
agreement with Nikon executed in 2003, andta)ements made during prosecution of a
trademark application for EAGLE OPTICS tleae now 10-years old. However, Wohali's
evidence is outdated and unpersuasive, and thelBbauld find that the strength of the mark
factor favors Eagle Optics.

1. Eagle Optics is a well-known company in the outdoor optics market
and the EAGLE Marks have sgnificant market strength.

The Eagle Optics company is well-knownarg purchasers and potential purchasers of
outdoor optics products, especiadinong bird watchers and otlmutdoor enthusiasts. In
assessing the strength of the EAGLE Marks réhevant class of consumers is “the class of
customers and potential custosiand potential customers opeoduct of service, and not the
general public.”ld. at 1375; 73 U.S.P.Q.2d 4695. Direct evidence of tistrength of a mark is
not necessary; indirect or circumstantial evidehas always been accepted, in much the way

that secondary meaning is prove®ee Bose Corp. v. QSC Audio Prods.,,1863 F.3d 1367, 63
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U.S.P.Q.2d 1303 (Fed. Cir. 200B@arbara’s Bakery, Inc. v. Landesm&®? U.S.P.Q.2d 1283,
1287 (T.T.A.B. 2007) (finding that opposensrks BARBARA'S and BARBARA'S BAKERY
“have achieved a degree of renown, at leastamttural foods marketplace” and explaining that
this is “sufficient to emblish that opposer’'s mar& a strong mark”.

The Eagle Optics company and the EAGLE OPTICS brand are well-known among
outdoor enthusiasts and bird watchers. Eaglec®pas been using the EAGLE OPTICS mark
since 1986—for more than 25 years—in conneatvidh the sale of binculars, spotting scopes,
and other optics related equipment and accessdtamilton Decl. 1 2-17, Exs. 1-12; Lizdas
Decl. 1 3, Ex. A. Over the years, the Ea@lptics company and the EAGLE OPTICS brand
grew from a small mail order retail busin@s® a multi-million dollar company and well-known
optics brand. Hamilton Decl. 13 . At firBiagle Optics sold optics from other companies,
such as Nikon, Swarovski, Bushnell, andszebut in 1996, Eagle Optics introduced its own
EAGLE OPTICS branded optics produdts.at 11 3-7. The EAGLE OPTICS line of products
grew to include binoculars, spotting scopes, and telescagest § 7. Currently, in Eagle
Optics’ EAGLE OPTICS line of binoculars, @OLDEN EAGLE binocular ists top of the line
binocular, which it has sold continuously since 20iD.at  18.

Eagle Optics sells its productselitly and through distributer Eagle Optics created its
website at www.eagleoptics.com in 1996, and begaell optics through its website in 1998.
Hamilton Decl. §1 8, 10. Eagle Optics also stills directly to custoers through its retail store
in Middleton, WI. Id. at 1 29. Since about 2000, EAGCPTICS products have been the
primary in-store optics brand for the Wild Birds Unlimited franchise systdirat { 30.
Currently, Wild Birds Unlimited has approximgte@20 franchise stores that sell EAGLE

OPTICS branded products, and in many casegyties carried by Wild Birds Unlimited stores
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are exclusively EAGE OPTICS productdd. at § 30. EAGLE OPTICS$randed products are
also sold by independent retailers suchB& Photo, Optics Planet, Binoculars.com, Gold
Crest Distribution, Aveoptica Mexico, EagDptics Canada, Birdwatching.com, Optics 4
Birding, and Online Nature Mallld. at  31.

Because of Eagle Optics’ success, the amypand its EAGLE OPTICS products have
been featured in industry publications anddarct reviews by third parties. EAGLE OPTICS
binoculars are regularly featuradindependent product reviews midpriced binoculars, along
with the other major optics companies ie thdustry. Hamilton Decl. 1 34-35, Exs. 18-22.
Because of the company’s remarkable growdimfhumble beginnings, Eagle Optics has also
been the subject of feature articles writterthoyd parties. Hamilton Decl. 33, Exs. 16-17.

Even consumers who have not purchased EBGIPTICS products themselves will be
familiar with the EAGLE OPTICS brand ancetiOLDEN EAGLE binocular because of Eagle
Optics’ promotional activities, such as advemigents placed in major bird watching printed
publications such as Bird Watcher’s Digest,dgig Magazine Living Bd Magazine, WildBird
Magazine, Indiana Outdoor News, and Michidards and Natural History, as well as online
with Internet news providers, blogs, Intersetirch engines, Facebook, and YouTube. Lizdas
Decl. 11 4-5, 12, Exs. B-F. Eagle Optics’ witdssreceive approximately 41,000 unique visitors
each month; and Eagle Optics publishes #stebnic newsletter to 16,000 people weekly.
Lizdas Decl. 1 13. Eagle Opsi@lso promotes its compaagd its brands through regular
attendance and participation ade shows, festivals, and otlements. Lizdas Decl. § 6 (listing
16 different events typicallgttended by Eagle Opticsee alsd] 7, Ex. G (photos from recent
tradeshows). As part of its promotional andketing efforts, and to be a good citizen in the

outdoor and bird watching communities, Ea@letics also makes regular donations of money
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and products to certain organizations inhird watching and huntingnarkets, and sponsors
events and activities in these markdtgzdas Decl. 9 (listing 91 donations in 20149¢ also
Lizdas Decl. 11 10-11, Exs. I-L (discussing spigaiamotions with the U.S. Fish & Wildlife
Service and Operation Migration).

Eagle Optics greatly values its trademagdhts and takes active steps to protect its
marks. Eagle Optics has had several successegarcing its trademark rights in the EAGLE
OPTICS mark against infringer§eeHamilton Decl. I 36, Exs. 23-2%ee2 McCarthy § 11.91
(“an active program of prosecution of infringers enhances the distinctiveness and strength of
a mark.”).

2. The 2003 consent agreement with Nikois not compelling evidence of
the weakness of EAGLE OPTICS.

Wohali overstates the sidimance of a 2003 consent agment between Eagle Optics
and Nikon as evidence of the weaknesthefEAGLE OPTICS mark. A prior consent
agreement with a third party does not preclegfrcement of trademark rights against a
different, infringing third party. See Anthony’s Pizza & Pasta Int'l Inc. v. Anthony’s Pizza
Holding Ca, 95 U.S.P.Q.2d 1271 (T.T.A.B. 2009), aff'd, 415 Fed. App’x 222 (Fed. Cir. 2010);
see also In re Magic Distilling Co, 315 F.3d 1311, 65 U.S.P.Q.2d 1201 (Fed. Cir. 20DG3);
Comics v. Pan Am. Grain Mfg. C@7 U.S.P.Q. 2d 1220 (T.T.A.B. 2005). A prior consent
agreement is just one fact that may be reambin evidence as past “the total picture
confronting the decision makerAnthony’s Pizza95 U.S.P.Q.2d at 1281. The Board has
explained that: “[ulnder no circumstances, maagy’s opinion, earlier aturrent, relieve the
decision maker of the burden of reaching his own ultimate conclusion on the entire rédord.”
at 1281 (citingnterstate Brands Corp. v. Celestial Seasonings, Bt F.2d 926, 929, 198

U.S.P.Q. 151, 153-54 (C.C.P.A. 1978)).
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Although Wohali submitted theoasent agreement itself, Wdhia missing the relevant
context. One of Eagle Optics’ first trademark leggiions was to register the word mark EAGLE
OPTICS, which was filed in 2000, many years atvercompany had been in business. Hamilton
Decl. 1 19. In 2002, when its trademark laggtion serial no. 7829,311 for EAGLE OPTICS
was refused over Nikon'’s registration nueni2,084,361 EAGLEVIEW fobinoculars, Eagle
Optics petitioned to cancel Nikon’s registrationtba ground that Eagle @ps’ use of its mark
was prior to Nikon’s use of its mark. Hamiltore@. 1 19-22. Eagle Optics has been using its
EAGLE OPTICS mark long llere NIKON started using the term EAGLEVIEWA. at § 22,

Ex. 13.

In response to the petition for cancellation, Nikon informed Eagle Optics that its petition
was filed after the 5-year statute of limitationsl5 U.S.C. § 1064 for seeking cancellation of a
similar mark. Hamilton Decl.  23. Nikon akagle Optics had a nearly 15-year long
relationship by 2002Id. at § 24. Eagle Optics had been an authorized dealer of Nikon products
since about 1988ld. At all times known to Eagle Optics,&as shown in specimens of use in
the USPTO file history for Nikon’s Regisation No. 2,084,361, Nikon uses the mark as NIKON
EAGLEVIEW ZOOM. Hamilton Decl. at § 25, Ex. 1dee also Nikon’s Specimens of Use filed
in 2003 and 2007, (Schwartz Decl. § 12, Ex. R and 17). Given the actual use of Nikon’s
mark, Eagle Optics’ priority, the untimely petition to cancel, and the long relationship with
Nikon—all during Eagle Optics’ early experiencetlie USPTO, the consent agreement seemed
like a reasonable solutido Eagle Optics. Hamilton Ded] 24. The consent agreement was
eventually signed in 2003. Taken together il relevant context, the 2003 consent agreement

does not constitute a binding admission.
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Wohali incorrectly argues th&reedom Card, Inc. v. JP Morgan Chase & G432 F.3d
463, 77 U.S.P.Q.2d 1515 (3d Cir. 2005) requihesBoard to treat Eagle Optics’ consent
agreement with Nikon as an admission, or a judesébppel. As an initial matter, the case is
factually distinct from the case at hand.Freedom Cardthe marks in issue were CHASE
FREEDOM (owned by JP Morgan Chasail& REEDOM CARD (licensed exclusively by

Freedom Card, Inc.) both for creddrds. One key factual distinctimthat Freedom Card, the

senior user, had stopped using the markreel® Morgan Chase began using its mé&BR2 F.3d

at 466, 77 U.S.P.Q.2d at 1518. This was als@@se confusion case, in which the law is
concerned with a larger more powerful compasyrping the mark of a smaller company, which
is not the case here. The mark&rmeedom Cardvere differently positioned as well; the house
mark CHASE is extremely well known ancetterm FREEDOM was extremely common or
weak for financial services. The opinion explairnkat there were “20 MasterCard and VISA
‘freedom’ credit cards and roughly 50 MasterCandl VISA ‘freedom’ debit and ATM cards” as
well as “about 25 banks using ‘freedom’ as pditheir name or in connection with a banking
product, as well as about 200 other financial compahiat use ‘freedom as part of their name.”
432 F.3d at 469, 77 U.S.P.Q.2d at 1519. On thads,fthe court should have found that there
was no likelihood of confusion, everitiwout the prior casent agreement.

More important, Wohali also failed to meoni that the TTAB has specifically considered
but declined to applifreedom Cardn Anthony’s Pizza & Pasta Int’l Inc. v. Anthony’s Pizza
Holding Caq, 95. U.S.P.Q.2d 1271 (T.T.A.B. 2009), winijgrovides the better view of the
Board’s treatment of prior consent agreements with third partiednthony’s Pizzathe Board
held that the owner of ANTHONY'S P1ZZ& PASTA, who soughtancellation of the

respondent’s mark ANTHONY’'S GAL-FIRED PIZZA, was not prevented from enforcing its
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mark in that proceeding because of a pcamsent agreement with a third party (using
ANTHONY'’S PI1ZZA THE WORLD’S GREATEST) 95 U.S.P.Q.2d at 1282 (ultimately
cancelling respondent’s registratiorust like the case at hand Anthony’s Pizza
circumstances had changed since the consent agreemémithémy’s Pizzathe petitioner
admitted that the consent agreement “sedikedh good idea at the teh because petitioner’s
business was in its infancy and not in a good position to negdtlast.1281. The Board
explained that the consent agreement was justaatén evidence, and the “total picture” must
be consideredjd. at 1282), which is how the consegreement between Nikon and Eagle
Optics should be considered here.

3. Ten-year old statements made dung trademark prosecution of the
application for EAGLE OPTICS should be disregarded.

The Board should give no evidentiary valuestatements made by Eagle Optics’ former
trademark counsel during prosecution of ifgphcation Serial Number 78/029,311 (Registration
No. 2,886,199) for EAGLE OPTICS (word mark). Tétatements at issue are statements in
responses to office actions2002—10 years ago—in which Eaglet@p’ former counsel said
that the term “eagle” was weakrfoptical products in view of existing marks containing the term
for optical products SeeWohali Br. 3, 8. Wohali incorrectly gues that these statements should
be treated as judicial admissions.

These statements are not admissions; there @octrine of “filewrapper estoppel” in
trademark casesSee Giant Food, Inc. v. Standard Terry Mills,.|r&29 U.S.P.Q. 955, 963
(T.T.A.B. 1986) (citingGoodyear Tire & Rubber Co. v. A.J. Indus. Cof®H5 U.S.P.Q. 665
(T.T.A.B. 1970);Allstate Life Ins. @. v. Cuna Int’l, Inc.169 U.S.P.Q. 313 (T.T.A.B. 1971),
aff'd, 487 F.2d 1407 (C.C.P.A. 1973)). Giant Food the Board held that statements made by

the opposer (owner of SUPER SORB for papetels) concerning likelihood of confusion with

21



a third party’s mark (SUPERSORB for papespital supplies) durg prosecution of its
application to register its plead registration would ndie given preclusive effect against the
applicant’s mark (SUPRASORSB for utyt towels). 229 U.S.P.Q. at 957, 963.

The statements in 2002 by Eagle Optics’ forocmrnsel were also takeut of context.
The only other marks containing the term EAGhEhe prosecution file history for the ‘199
registration were: EAGLE’S BLUFF (ReNo. 2,365,057 for binoculars); EAGLEVISION
(Reg. No. 1,998,951 for sunglasses and spuggles); EAGLE EYE (Reg. No. 1,587,502 for
night vision equipment such as infrared gogdhesmnet screens and image intensifiers); EAGLE
(Reg. No. 1,245,781 for ophthalmic frames amulintings); and Nikon’s EAGLEVIEW (Reg.
2,084,361 for binoculars)SeeFile Hist. (Schwartz Decl. I &x. B). Only two of these marks
were for binoculars: EAGLE’S BLUFF (Regration no. 2,365,057) which was cancelled in
2007 6eeTDSR Status Report for Reg. N9365,057 (Schwartz Decl. § 14, Ex. M); and
Nikon’s EAGLEVIEW, which is addresed in Section I11.D.2. above.

Any evidence Wohali has submitted in sugpdrthe strength or weakness of the
EAGLE Marks should be either discounted ardgarded entirely, whereas Eagle Optics has
submitted evidence regarding the strength of R6EE Marks. This factor favors Eagle Optics.

E. The Du Pontfactors concerning actual confusion, sophistication of the
consumers, and intent are neutral.

TheDu Pontfactors concerning actual confusitime sophistication of the relevant
consumers, and intent, are neutral in this caise,do not favor either Wohali or Eagle Optics.

Because Wohali is new to the industry, it is suotprising that there is not yet evidence of
actual confusion. Wohali was just founded in 2082eOklahoma Sec. of State Record,
(Schwartz Decl. 1 16, Ex. O). In the middif last year, 2011, Wohali had only $25,000

inventory of binoculars and was inésted in settling this disput8eeDeclaration of Brett L.
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Foster 1 6-7. filed i®heltered Wings, Inc. v. Wohali OutdqdtsC, No. 11-cv-300 (W.D. Wis.
July 7, 2011) (Schwartz Decl.1%, Ex. N). After Wohali's ins@nce counsel became involved
in the matter, Wohali apparentlyantnged its mind about settlemei@eeFoster Decl. 1 8-9. In
fact, the reason that Eagle Optics dismissed itbamtion in the United States District Court for
the Western District of Wisconsin was that th&trict court litigaton did not make economic
sense—not because it thought its position was incorrect as Wohali coi@eddsster Decl. |
10; see alsdNohali Br., Ex. 18 (Order of dismissalln any event, the relevant test is
“likelihood” of confusion, not actual confusion. Itnet necessary to shoactual confusion to
establish likelihooaf confusion. See Weiss Assocs. v. HRL Associ&@8 F.2d 1546, 1549, 14
U.S.P.Q.2d 1840, 1842-43 (Fed. Cir. 1990)u§g, this factor is neutral.

The factor concerning sophisdition of the purchasers isalneutral here. The only
record evidence concerning this factoresdusory, unsupported statents from Wohali's
Declaration of JT Griffin.SeeWohali Br. 4. In any event, even if purchasers are sophisticated
or knowledgeable in a particular field, it doe$ mean that they are immune from confusion.
See In re Decomb® U.S.P.Q.2d 1812 (T.T.A.B. 1988).

The evidence so far regarding Wohali’s intenadopting its mark is also neutral. The
only evidence of record regardiligohali’s intent is the statement from the Griffin Declaration
that Wohali was not aware of Petitioner's mankeen it filed its application to register STEEL
EAGLE. SeeWohali Br. 2, 1 6. Even if Wohali wamt aware of Eagle Optics’ registratigits
does not establish that Wohali was not awarthefEagle Optics company and its products.
Perhaps, tellingly, Wohali did not fully answeagle Optics’ interrogatory number 16, which
sought information of when Wohali first leeed “of Petitioner and Petitioner's marksSee

Schwartz Decl. § 13, Ex. L. Eagle Optics hasyet deposed Wohali bause Wohali filed its
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motion for summary judgmentd the Board stayed discovery before the noticed deposition
date. In any event, evidence of intent a& on another’s good will is not a requirement under
Section 2(d).See Jewelers Vigilance Committbes. v. Ullenberg Corp.853 F.2d 888, 891, 7
U.S.P.Q.2d 1628, 1630 (Fed. Cir. 1988).

Thus, each of the factors concerning actoalffgsion, sophistication of the consumers,
and intent do not favor either party, and aeatral in the likelihoo@f confusion analysis.

F. Balancing the relevantDu Pontfactors compels a finding of a likelihood of
confusion under Section 2(d).

The most importarbu Pontfactors all weigh in favoof a likelihood of confusion
between STEEL EAGLE and the EAGLE MarfEAGLE OPTICS and GOLDEN EAGLE):
the parties goods are idamal; their marks are wiilar, sharing the dominant term EAGLE; they
sell products through identical tedhannels and to the sameegatries of purchasers; and the
EAGLE Marks are strong in the outdoor opticsrked. But even if the EAGLE Marks are not
considered to be “strong,” theyeastill entitled to praction. It is well seked that even a weak
mark is entitled to protection against the regisvn of a similar mark for closely related goods
or services.King Candy Co. v. Eunice King’s Kitchen, Ind96 F.2d 1400, 182 U.S.P.Q. 108
(C.C.P.A. 1974). Here, the partiggdods are identical. The only otham Pontfactors for
which there is any evidence, are all neutnainely factors carerning actual confusion,
sophistication of the consumers, and Wohali's intent. Textent there is any doubt on the
issue of likelihood of confusion, such doubt mustdsolved in favor of Eagle Optics as the
senior user.See TBC Corpl26 F.3d 1470, 44 U.S.P.Q.2d 13lkbre Hyper Shoppes (Ohio),
Inc., 837 F.2d 463, 6 U.S.P.Q.2d 108B¢ also Olde Tyme Foods 1861 F.2d 200, 22

U.S.P.Q.2D 1542 (inferences must be drawfavor of the nonmoving party).
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Conclusion

Wohali’s registration for STEEL EAGLE never should have issued. As explained above,
there is a likelihood ofonfusion between Wohali's us€ STEEL EAGLE and Eagle Optics’
use of its EAGLE MARKS — EAGLE OPTIC&d GOLDEN EAGLE. The Board should deny

Wohali’'s motion for summary judgment in its entirety.

Respectfullgubmitted,
SHELTEREDWINGS, INC.

Date: August 24, 2012 ByJennifer L. Gregor/
Jmes D. Peterson
JennifeL. Gregor
GODFREY& KAHN, S.C.
OneEastMain Street,Suite500
MadisonWisconsin53701-2719
Tel.: (608)257-3911
Fax: (608)257-0609
Email:jpeterson@gklaw.com,

gregor@gklaw.com
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CERTIFICATE OF SERVICE

| hereby certify that a true androplete copy of following documents:
e Opposition to Wohali Outdoors, Id’s Motion for Summary Judgment
e Declaration of Daniel C. Hamilton
e Declaration of Ben Lizdas
e Declaration of Jagqueline M. Schwartz
were served by first class mail, postagepaid, on August 24, 2012, upon the following:
Steven M. Harris (steve.harris@1926blaw.com)
S. Max Harris (max.harris@1926blaw.com)
DOYLE HARRIS DAVIS & HAUGHEY
1350 South Boulder, Suite 700
Tulsa, OK 74119

/Jennifer.. Gregor/

JenniferL. Gregor
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