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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
       ) 
In re Registration No. 3,904,929   ) 
       ) 
SHELTERED WINGS, INC.    ) 
       ) Cancellation No. 92054629 
   Petitioner,   ) 
       ) 
 v.      ) 
       ) 
WOHALI OUTDOORS, LLC   ) 
       ) 
   Respondent.   ) 

 
 

RESPONDENT’S MOTION FOR SUMMARY JUDGMENT AND BRIEF IN SUPPORT 
 

 COMES NOW the Respondent, Wohali Outdoors, LLC (“Wohali” or “Respondent”), and 

pursuant to and in accordance with TTAB Rule 528 and Fed. R. Civ. P. 56, hereby moves the 

Court to grant summary judgment in Wohali’s favor, dismissing with prejudice all of Petitioner’s 

claims. 

 In support, Wohali submits the following. 

I. STATEMENT OF FACTS FOR WHICH NO GENUINE ISSUE EXISTS (HEREIN 
 REFERRED TO AS “SOF”)__________ ____________________________________ 
 
 1. Wohali is a limited liability company organized under the laws of the State of 

Oklahoma, with its principal place of business in Claremore, Oklahoma.  (Ex. 21, Declaration of 

Griffin at para. 2.) 

 2. On March 12, 2009, Wohali filed its application for the mark “STEEL EAGLE” 

in International Class 9, for magnifying optical equipment, namely, rifle scopes and binoculars. 

(Ex. 1, Certificate of Registration for STEEL EAGLE, Registration No. 3,904,929.) 

 3. Wohali’s first use and first use in commerce of the mark “STEEL EAGLE” was 
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October 21, 2009.  (Ex. 21, Declaration of Griffin at para. 3; See also Ex. 1.)  

 4. On June 5, 2009, the USPTO Examining Attorney, Ronald McMorrow, concluded 

that after a search, there were no marks that conflicted with or would preclude the registration of 

Wohali’s STEEL EAGLE mark.  Mr. McMorrow stated: 

“Search Results 
 
The trademark examining attorney has searched the Office’s 
database of registered and pending marks and has found no 
conflicting marks that would bar registration under Trademark Act 
Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).” 
(underlining added) 
 

(Ex. 14, Office Action dated June 5, 2009, at p. 2.) 
  

 5. On January 11, 2011, the mark “STEEL EAGLE” was registered and assigned 

Registration No. 3,904,929.  (Ex. 1.) 

 6. When Wohali filed its application for STEEL EAGLE and at the time its mark 

was registered, Wohali was not aware of any of Petitioner’s marks (i.e. the 5 marks identified on 

page 2 of the Petition for Cancellation).  (Ex. 21, Declaration of Griffin at para. 4.)  

 7. On or around April 12, 2011, the USPTO refused Petitioner’s application to 

register the mark “EAGLE” because the mark, when used in connection with the identified 

goods, so resembled Wohali’s STEEL EAGLE mark as to be likely to cause confusion, or to 

cause mistake, or to deceive.  (Ex. 2, Trademark Application File, at p. 3.) 

 8. Petitioner alleged it was unaware of Wohali’s STEEL EAGLE mark until its 

application to register EAGLE was denied.  (Ex. 18, Doc. 11, Order at p. 1, last sentence.)1    

 9. There is no evidence of actual confusion concerning the source of Wohali’s 

STEEL EAGLE mark.  (Ex. 21, Declaration of Griffin at para. 5.)    

                                                 
1 All references to “Doc.” mean the Document # assigned by the U.S. District Court for the 
Western District of Wisconsin, in Civil Case No. 11-CV-300. 
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 10. On April 25, 2011, Petitioner filed a Complaint in the U.S. District Court for the 

Western District of Wisconsin seeking (among other things) damages, injunctive relief and the 

cancellation of Wohali’s STEEL EAGLE mark.  (Ex. 15, Doc. 1, Complaint at p. 12-14.) 

 11. On May 23, 2011, Wohali filed its Answer and Affirmative Defenses, and within 

same informed the Court that Petitioner’s application to register the mark EAGLE was refused 

because Petitioner’s applied for mark when used in connection with the identified goods 

resembled Wohali’s STEEL EAGLE mark as to be likely to cause confusion, or to cause 

mistake, or to deceive.  (Ex. 16, Doc. 4, Answer and Affirmative Defenses of Wohali Outdoors, 

LLC at p. 7-8, para. 12.)  

 12. On June 6, 2011 (14 days after Wohali asserted this defense), Petitioner filed a 

motion to dismiss its case without prejudice.  (Ex. 17, Doc. 5, Plaintiff’s Motion for Voluntary 

Dismissal Without Prejudice.)       

 13. Petitioner admitted there are many registered EAGLE marks on optical goods, 

and that the mark EAGLE in respect to optical goods, is weak. 

“. . . Clearly, the old saw about ‘eagle eyes’ has informed the use 
of ‘Eagle’ in each of these marks.  The eagle is regarded as 
exemplifying excellent distance vision.  This lends itself to use of 
the term ‘eagle’ in many different marks pertaining to optical 
products.  As such, the term ‘Eagle’ is a relatively weak mark for 
optical products.” (underlining added) 

 
(Ex. 13, Petitioner’s Response to Official Action dated August 26, 2002, at p. 2, last paragraph.)   
 

“Finally, the extent of confusion is de minimus.  The existence of 
many registered EAGLE marks on various types of optical goods 
leads to a determination that the mark EAGLE is weak in respect 
to the goods and the extent of potential confusion is de minimus 
rather than substantial.” (underlining added)  
 

(Ex. 13 at p. 4.) 
 

 14. The only similarity between Wohali’s mark (STEEL EAGLE) and any of 
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Petitioner’s marks (GOLDEN EAGLE, STRIKE EAGLE or any of the EAGLE OPTICS marks 

set forth on page 2 of Petitioner’s Petition for Cancellation filed October 10, 2011) is that each 

includes the term “EAGLE”.  (Ex. 21, Declaration of Griffin at para. 6.)  

 15. The purchase of optics is a careful, thought out process.  Rifle scopes and 

binoculars are expensive items, generally costing at least one hundred dollars, and often times 

are much more expensive.  It is not an impulse purchase.  (Ex. 21, Declaration of Griffin at para. 

7; See also Ex. 13 at p. 4, 3rd para. from bottom of page.) 

 16. On November 4, 2002 (approximately 10 years ago), after having its application 

to register EAGLE OPTICS denied, Petitioner requested this Court to cancel Nikon, Inc.’s mark, 

EAGLEVIEW.  

“Petitioner has applied to register EAGLE OPTICS, U.S. 
Trademark application no. 78/029,311 filed October 5, 2000 for 
binoculars, telescopes and spotting scopes.  Petitioner’s application 
for registration has been refused registration under Section 2(d) of 
the Trademark Act based on the Examiner’s conclusion that the 
Petitioner’s mark EAGLE OPTICS is likely to be confused with 
Registrant’s mark EAGLEVIEW.” (underlining added)  
 

(Ex. 19, Petition for Cancellation at p. 2, para. 5.) 
 
 17. Thereafter, Petitioner entered into a Consent Agreement with Nikon, Inc. (owner 

of the EAGLEVIEW mark), and “requested that the refusal of registration be withdrawn and that 

the present application [application for EAGLE OPTICS] be approved for publication.”  (Ex. 20, 

Petitioner’s Response to Official Action dated January 15, 2004, specifically at p. 2.) 

II. STANDARD FOR GRANTING SUMMARY JUDGMENT_____________________ 

 The requirements for granting summary judgment in a trademark cancellation proceeding 

are the same as in any other case.  Loglan Institute, Inc. v. Logical Language Group, Inc., 22 

U.S.P.Q.2d 1531; 962 F.2d 1038, 1040 (Fed. Cir. 1992).  Summary judgment is proper where the 
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undisputed material facts establish that a party is entitled to judgment as a matter of law. 

Fed.R.Civ.P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986).  A material fact is one 

which may affect the outcome of the suit under the governing law.  Anderson v. Liberty Lobby, 

Inc., 477 U.S. 242, 247-48 (1986).  To dispute a material fact, the non-moving party must offer 

more than a “mere scintilla” of evidence; the evidence must be such that “a reasonable jury could 

return a verdict” for it.  Id.  “[T]he requirement that a dispute be ‘genuine’ means simply that 

there must be more than ‘some metaphysical doubt as to the material facts.’ “ Scott v. Harris, 

550 U.S. 372, 380 (2007) (quoting Matsushita Electric Industrial Co. v. Zenith Radio Corp., 475 

U.S. 574, 586 (1986)).  If a party's version of the facts is “blatantly contradicted by the record, so 

that no reasonable jury could believe it, a court should not adopt that version of the facts for 

purposes of ruling on a motion for summary judgment.”  Scott, 550 U.S. at 380. 

III. THERE IS NO EVIDENCE SUPPORTING PETITIONER’S CLAIM ___________  
   
 The registration of Wohali’s STEEL EAGLE mark is prima facie evidence that Wohali 

has the exclusive right to use the mark in commerce and in connection with the goods specified 

in its registration.  15 U.S.C. § 1115.  By registering Wohali’s STEEL EAGLE mark, the 

USPTO previously determined there was no likelihood of confusion between Wohali’s STEEL 

EAGLE mark and all other marks (including Petitioner’s marks).  (SOF Nos. 2-5.)  Petitioner has 

failed to submit any evidence supporting its claim and therefore, Petitioner’s claim should be 

dismissed with prejudice.  

 Wohali is not required to produce evidence negating the existence of a material fact on 

which Petitioner has the burden of proof, but may submit a bare motion for summary judgment 

pointing out the absence of evidence supporting Petitioner’s claim.  Saunders v. Michelin Tire 
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Corporation, 942 F.2d 299 (5th Cir. 1991), citing Latimer v. Smithkline & French Laboratories, 

919 F.2d 301 (5th Cir. 1990) as well as Celotex Corporation v. Catrett, 477 U.S. 317 (1986).  

IV. THERE IS NO LIKELIHOOD OF CONFUSION CONCERNING WOHALI’S 
 STEEL EAGLE MARK___________________________________________________ 
  
 Petitioner’s own admissions prove its claim has no merit and must be dismissed. 
  
 A. Petitioner Cannot Monopolize All Marks That Contain The Term “Eagle” 
 
 Petitioner seeks to create a monopoly on any mark containing the word “EAGLE”.  

Similar attempts have been rejected by the Courts.  See Freedom Card, Inc. v. JP Morgan Chase 

Co., 432 F.3d 463, 475-476 (3rd Cir. 2005) (The mark “CHASE FREEDOM” on a credit card did 

not preclude Chase’s mark, “FREEDOM CARD”.)2  See also Continental Distilling Corp. v. 

Norman Williams, 170 U.S.P.Q. 132; 443 F.2d 392, 1302-1303 (Ct. Custom Appeals 1971) (The 

mark Dixie Belle for distilled spirits did not preclude applicant’s marks for Cumberland Belle, 

River Belle, Heather Belle and/or Canadian Belle, which were also for distilled spirits.)3  

 Approximately ten years ago, Petitioner applied for the mark EAGLE OPTICS.  When 

the USPTO refused registration based on Nikon’s EAGLEVIEW mark, Petitioner filed a 

cancellation proceeding seeking to cancel Nikon’s mark.  Petitioner conceded the term 

“EAGLE” was a very common term used in connection with optics.  (SOF No. 13.)  Admitting 

Petitioner cannot monopolize all marks containing the term “EAGLE”, Petitioner entered into a 

Consent Agreement with Nikon.  (SOF Nos. 16-17.) 

                                                 
2 Exhibit 22 is a copy of Freedom Card, Inc. v. JP Morgan Chase Co., 432 F.3d 463 (3rd Cir. 
2005). 
 
3 Exhibit 23 is a copy of Continental Distilling Corp. v. Norman Williams, 170 U.S.P.Q. 132; 443 
F.2d 392 (Ct. Custom Appeals 1971). 
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 Now ten years later, after having its application for EAGLE rejected based on Wohali’s 

mark, Petitioner has again attempted to cause the mark identified by the USPTO examiner to be 

cancelled.   

 Concerning its attacks on Wohali’s mark, Petitioner first filed suit in Federal District 

Court in Wisconsin seeking relief, including but not limited to, damages, injunctive relief and the 

cancellation of Wohali’s mark.  Almost immediately after Wohali filed its Answer to the 

Complaint, informing the Court that the USPTO had previously denied Petitioner’s EAGLE 

mark because it so resembled Wohali’s mark as to likely cause confusion, Petitioner moved to 

dismiss its own Federal action.  (SOF Nos. 10-12.) 

 B. Petitioner’s Admissions Prove Its Claim Must Be Dismissed.  Petitioner  
  Has Admitted The Term “EAGLE” Is Used In Many Marks Pertaining To  
  Optics And That The Term “EAGLE” Is Weak In Respect To Optics  
 
 In Application of E.I. DuPont DeNemours & Co., 177 U.S.P.Q. 563; 476 F.2d 1357, 1361 

(Ct. Custom Appeals 1973), the Court set forth the test/factors when determining likelihood of 

confusion under 15 U.S.C. § 1052(d).4  Not all factors are applicable to all cases and the facts of 

each case determine which factors are most important.  DuPont, 476 F.2d at 1361-1362.   

                                                 
4 “(1) The similarity or dissimilarity of the marks in their entireties as to appearance, sound, 
connotation and commercial impression. (2) The similarity or dissimilarity and nature of the 
goods or services as described in an application or registration or in connection with which a 
prior mark is in use. (3) The similarity or dissimilarity of established, likely-to-continue trade 
channels. (4) The conditions under which and buyers to whom sales are made, i. e. “impulse” vs. 
careful, sophisticated purchasing. (5) The fame of the prior mark (sales, advertising, length of 
use). (6) The number and nature of similar marks in use on similar goods. (7) The nature and 
extent of any actual confusion. (8) The length of time during and conditions under which there 
has been concurrent use without evidence of actual confusion. (9) The variety of goods on which 
a mark is or is not used (house mark, “family” mark, product mark). (10) The market interface 
between applicant and the owner of a prior mark: (a) a mere “consent” to register or use. (b) 
agreement provisions designed to preclude confusion, i. e. limitations on continued use of the 
marks by each party. (c) assignment of mark, application, registration and good will of the 
related business. (d) laches and estoppel attributable to owner of prior mark and indicative of 
lack of confusion. (11) The extent to which applicant has a right to exclude others from use of its 
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 Based on (i) Petitioner’s admissions made before the USPTO, which are binding on 

Petitioner5 and (ii) the registration of Wohali’s STEEL EAGLE mark, there is no likelihood of 

confusion.  Applying the relevant DuPont factors to the facts of this case: 

 (a) Factors 1, 2, 6 and 10-12 (see footnote 2 at pages 7-8 herein for descriptions):  

 After the USPTO examiner refused to register Petitioner’s mark EAGLE OPTICS 

because of Nikon’s EAGLEVIEW mark, Petitioner advised the USPTO that the term EAGLE is 

weak as it is used in many different marks pertaining to optical products and that the potential for 

confusion is de minimus rather than substantial.  Petitioner stated: 

“. . . Clearly, the old saw about ‘eagle eyes’ has informed the use 
of ‘Eagle’ in each of these marks.  The eagle is regarded as 
exemplifying excellent distance vision.  This lends itself to use of 
the term ‘eagle’ in many different marks pertaining to optical 
products.  As such, the term ‘Eagle’ is a relatively weak mark for 
optical products.” (underlining added) 

 
(SOF No. 13.)   
 

“Finally, the extent of confusion is de minimus.  The existence of 
many registered EAGLE marks on various types of optical goods 
leads to a determination that the mark EAGLE is weak in respect 
to the goods and the extent of potential confusion is de minimus 
rather than substantial.” (underlining added)  
 

(SOF No. 13.) 
 
 Petitioner then entered into a Consent Agreement with Nikon, Inc.  (SOF No. 16-17.) 
 

                                                                                                                                                             
mark on its goods. (12) The extent of potential confusion, i. e., whether de minimis or substantial. 
(13) Any other established fact probative of the effect of use.” 
 
DuPont, 476 F.2d at 1361.  Exhibit 24 is a copy of the case. 
 
5 “Factual assertions in pleadings are judicial admissions conclusively binding on the party that 
made them.” Davis v. A.G. Edwards & Sons, Inc., 823 F.2d 105 (5th Cir.1987) (quoting White v. 
 Arco/Polymers, Inc., 720 F.2d 1391 (5th Cir.1983)). Morales v. Department of Army 947 F.2d 
766, 769 (C.A.5 (Tex.),1991). 
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 Thus, Petitioner admitted (1) there are many marks concerning optics that contain the 

term “EAGLE”; (2) the term EAGLE with respect to optics is a weak mark; and (3) the potential 

for confusion is de minimus as the only similarity between Wohali’s mark (STEEL EAGLE) and 

Petitioner’s marks (GOLDEN EAGLE, STRIKE EAGLE AND EAGLE OPTICS), is the use of 

the term “EAGLE”. 

 This precise scenario was addressed in Freedom Card, Inc. v. JP Morgan Chase Co., 432 

F.3d 463 (3rd Cir. 2005).  In Freedom, the Petitioner (UTN) challenged Chase’s CHASE 

FREEDOM CARD mark based on UTN’s mark, FREEDOM CARD.   

 Like here, UTN’s application for its FREEDOM CARD mark was rejected based on the 

existing mark, FUEL FREEDOM CARD.  Like here (so the USPTO would register its 

FREEDOM CARD mark), UTN represented that the term “freedom” was in wide-spread 

commercial use, and that no one had the exclusive right to use the term FREEDOM alone.  Then, 

UTN entered into a Consent Agreement with Parker Oil (owner of the FUEL FREEDOM CARD 

mark), and agreed there was no likelihood of confusion between the marks.  Freedom, 432 F.3d 

at 475-476. 

 When UTN later challenged Chase’s CHASE FREEDOM CARD mark, the Third Circuit 

held that UTN’s admissions showed there was no likelihood of confusion.  (Here Petitioner’s 

admissions must be similarly interpreted): 

“The district court viewed UTN's representations to the USPTO 
through the lens of judicial estoppel.FN20 Chase, 333 F.Supp.2d at 
246. Whether we view the district court's treatment of UTN's prior 
representations about the commercial availability of marks 
containing the word “freedom” as judicial estoppel, an admission, 
waiver, or simply hoisting UTN by its own petard, we agree with 
the district court's conclusion about the commercial impact of 
“freedom” in the two marks at issue here. Thus, UTN's own 
statements and actions, together with Chase's undisputed evidence 
of the widespread and common use of “freedom,” undermine 
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UTN's belated attempt to establish likelihood of confusion from 
the juxtaposition of “FREEDOM” and Chase's housemark. See 
SquirtCo v. Tomy Corp., 697 F.2d 1038, 1043 (Fed.Cir.1983).” 
(underlining added) 
 

Freedom, 432 F.3d at 476. 
 
 (b) Factor 7 (nature and extent of actual confusion): 

 There is no evidence of actual confusion as to the source of Wohali’s STEEL EAGLE 

mark.  (SOF No. 9.) 

 (c) Factor 4 (impulse v. careful, sophisticated purchasing): 

 The purchase of optics is a careful, thought out process due to the expense to obtain the 

goods.  It is the opposite of an impulse purchase.  (SOF No. 15.) 

 (d) Factor 5 (fame of prior mark): 

 Petitioner’s marks have no fame.  Each of Petitioner’s marks contain the term “EAGLE”, 

a term used in many marks for optics.  (SOF No. 13.)  Petitioner’s willingness to enter into a 

Consent Agreement with Nikon, Inc. is further evidence of this.  (SOF No. 16-17.)  Wohali was 

not aware of any of Petitioner’s marks at the time it applied for and/or received the registration 

for its STEEL EAGLE mark.  (SOF No. 6.)  There is no evidence of any actual confusion 

concerning the source of Wohali’s mark.  (SOF No. 9.)  

V. CONCLUSION/PRAYER_________________________________________________ 

 There is no genuine issue concerning any of the facts set forth herein.  As the USPTO 

previously concluded, there is no likelihood of confusion between Wohali’s STEEL EAGLE 

mark and any other marks.  The only reason these parties are before this Court, is because the 

examiner identified Wohali’s mark as the basis for denying Petitioner’s application. 

 Wohali prays the Court (1) grant summary judgment in favor of Wohali and against 

Petitioner; (2) dismiss Petitioner’s claim with prejudice; (3) award attorneys’ fees and costs in 



11 
 

favor of Wohali and against Petitioner; and (4) award any other relief Wohali proves it is entitled 

to or for which the Court deems just and equitable.    

 

Respectfully Submitted, 
 
DOYLE HARRIS DAVIS & HAUGHEY 
                                      
 
/S. Max Harris/     
Steven M. Harris, OBA #3913 
S. Max Harris, OBA #22166 
Doyle Harris Davis & Haughey 
1350 South Boulder, Suite 700 
Tulsa, OK 74119 
(918) 592-1276 
(918) 592-4389 (fax) 
Attorneys for Respondent, Wohali Outdoors, LLC 

 
CERTIFICATE OF SERVICE 

 
 I hereby certify that a true and complete copy of Respondent’s Motion for Summary 
Judgment and Brief in Support was sent by U.S. First Class Mail, postage prepaid, this 20th day 
of July, 2012, to: 
 

James D. Peterson 
Jennifer L. Gregor 
GODFREY & KAHN, S.C. 
One East Main Street, Suite 500 
Madison, Wisconsin 53701-2719 

 
 I further certify that a copy of same was also sent via electronic mail, this 20th day of 
July, 2012, to: 
 

James D. Peterson jpeterson@gklaw.com 
Jennifer L. Gregor jgregor@gklaw.com           

 
 
 
         /s/ S. Max Harris/                            
       S. Max Harris 
 

1637-5:mh 
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85095903
 
    MARK: EAGLE     
 

 
        

*85095903*
    CORRESPONDENT ADDRESS:
          ANGELA V. LANGLOTZ        
          LANGLOTZ PATENT & TRADEMARK
WORKS, INC.    
          PO BOX 9650337585
          WASHINGTON, DC 20090       
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           Sheltered Wings, Inc.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          VX-T67        
    CORRESPONDENT E-MAIL ADDRESS: 
           trademark@langlotz.com

 

 
 

OFFICE ACTION
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STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 4/12/2011
 
Action on this application had been suspended pending the disposition of Application Serial No.  77-
689308.   That application has matured into a registration.  Accordingly, the examining attorney
determines as follows. 
 
Mark is Likely to Cause Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the mark in U.S. Registration No. 3904929 as to be likely to cause confusion, or to cause
mistake, or to deceive.  TMEP section 1207.  See the enclosed registration.
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  The court in In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2(d).  See TMEP
§1207.01.  However, not all of the factors are necessarily relevant or of equal weight, and any one factor
may be dominant in a given case, depending upon the evidence of record.  In re Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-
62, 177 USPQ at 567.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion.  First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression.  In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973).  Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to
origin is likely.  In re August Storck KG, 218 USPQ 823 (TTAB 1983);  In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978);   Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978).
 
Analysis of Applicant’s Mark and Registered Mark
 
First, a comparison of the respective marks show that they are comprised either in whole or significant
part of the term “EAGLE.”   The mere deletion of wording from a registered mark is not sufficient to
overcome a likelihood of confusion under Section 2(d).  See In re Optical Int’l , 196 USPQ 775 (TTAB
1977) (where applicant filed to register the mark OPTIQUE for optical wear, deletion of the term
BOUTIQUE is insufficient to distinguish the mark, per se, from the registered mark OPTIQUE
BOUTIQUE when used in connection with competing optical wear).    Accordingly, the applicant’s mark,
“EAGLE,” is similar in sound, appearance, connotation and commercial impression to Registration No.
3904929’s mark “STEEL EAGLE.”    Similarity in any one of these elements alone is sufficient to find a
likelihood of confusion.   In re Mack, 197 USPQ 755 (TTAB 1977).

Sheltered Wings, Inc. v. Wohali Outdoors, LLC, Cancellation No. 92054629 
Wohali's Exhibit 2 Page 3 of 61



 
It is well settled that in some circumstances, it is appropriate to recognize that one component of a
particular mark may, for some reason, have more significance than other components in determining the
commercial impression which is generated by the mark.  In re National Data Corp.,  753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985).  Although the determination of whether or not confusion is likely must be
based on a comparison of the marks in their entireties, the dominance of such a significant element must
be taken into account in resolving this issue.  Ceccato v. Manifattura Lane Gaetano Morzotto Figli S.p.A.,
32 USPQ 1192 (TTAB 1994).  Disclaimed matter is typically less significant or less dominant.
 
The registrant’s mark is “STEEL EAGLE.”   In the comparison above, the mark was viewed and
considered as a whole. “STEEL,” however, is descriptive of the feature of the goods and is of less
trademark significance than “EAGLE.”  
 
Analysis of Goods and Services
 
Second, the relationship of the goods is evident because both marks are for goods including rifle scopes
and binoculars.  The overlapping identifications evidence the relationship. 
 
As to the registrant’s other goods, it should be noted that third party registrations that do no cover a wide
variety of goods might have some probative value in establishing a relationship between the goods. In re
Parfums Schiaparelli Inc., 37 USPQ2d 1864 (TTAB 1995).  A search of Office records reveals a number
or registrations for spotting scopes or binoculars and telescopes as goods being utilized under the same
mark (See attached for random examples). 
 
The examining attorney must also consider any goods or services in the registrant's normal fields of
expansion to determine whether the registrant's goods or services are related to the applicant's identified
goods or services under Section 2(d).  In re General Motors Corp., 196 USPQ 574 (TTAB 1977). 
Accordingly, the mark is likely to cause consumer confusion as to source.
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
If the applicant has any questions or needs assistance in responding to this office action, please telephone
the assigned examining attorney.
 
 

/Jason F. Turner/
Examining Attorney
Law Office 108
(571) 272-9353
(571) 273-9108 (Fax for Official Responses)
jason.turner@uspto.gov (Inqui
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TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
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To: Sheltered Wings, Inc. (trademark@langlotz.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85095903 - EAGLE - VX-T67

Sent: 4/12/2011 10:22:30 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 4/12/2011 FOR

SERIAL NO. 85095903
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to
respond; and (2) the applicable response time period. Your response deadline will be calculated from
4/12/2011 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System Response Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the
ABANDONMENT of your application.
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To: Wohali Outdoors, LLC (iplaw@gablelaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77689308 - STEEL EAGLE -
008962.00003

Sent: 6/5/2009 7:05:41 PM

Sent As: ECOM105@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28

UNITED STATES PATENT AND TRADEMARK OFFICE
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    SERIAL NO:           77/689308
 
    MARK: STEEL EAGLE     
 

 
        

*77689308*
    CORRESPONDENT ADDRESS:
          FRANK J. CATALANO           
          GABLE GOTWALS      
          100 W 5TH ST FL 10
          TULSA, OK 74103-4240
           

 
RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Wohali Outdoors, LLC
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          008962.00003        
    CORRESPONDENT E-MAIL ADDRESS: 
           iplaw@gablelaw.com

 

 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.
 
ISSUE/MAILING DATE: 6/5/2009
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
Search Results
 
The trademark examining attorney has searched the Office’s database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d).  TMEP
§704.02; see 15 U.S.C. §1052(d).
 
Identification of Goods
 
The identification of goods is indefinite and must be clarified.  See TMEP §1402.01.  In the identification
of goods, applicant must use the common commercial or generic names for the goods, be as complete and
specific as possible, and avoid the use of indefinite words and phrases.  If applicant uses indefinite words
such as “accessories,” “components,” “devices,” “equipment,” “materials,” “parts,” “systems” or
“products,” such words must be followed by “namely,” followed by a list of the specific goods identified
by their common commercial or generic names.  See TMEP §§1402.01, 1402.03(a).
 
 
Applicant may adopt the following identification, if accurate: 
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Magnifying optical equipment, namely, [indicate specific products using common commercial names,
e.g., magnifying glasses, etc.] in Class 9.
 
Identifications of goods can be amended only to clarify or limit the goods; adding to or broadening the
scope of the goods is not permitted.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07. 
Therefore, applicant may not amend the identification to include goods that are not within the scope of the
goods set forth in the present identification.
 
For assistance with identifying and classifying goods and/or services in trademark applications, please see
the online searchable Manual of Acceptable Identifications of Goods and Services at
http://tess2.uspto.gov/netahtml/tidm.html.  See TMEP §1402.04.
 
Disclaimer
 
Applicant must disclaim the descriptive wording “STEEL” apart from the mark as shown because it
merely describes a feature or characteristic of the goods.  See 15 U.S.C. §1056(a); TMEP §§1213,
1213.03(a).  The goods are “magnifying optical equipment.”
 
As evidence in support of the disclaimer requirement, the examining attorney has attached definitions of
STEEL downloaded from www.dictionary.com and copies of current Registrations for various goods that
include a disclaimer of STEEL.
 
The computerized printing format for the Office’s Trademark Official Gazette requires a standardized
format for a disclaimer.  TMEP §1213.08(a)(i).  The following is the standard format used by the Office:
 

No claim is made to the exclusive right to use “STEEL” apart from the mark as shown.
 
TMEP §1213.08(a)(i); see In re Owatonna Tool Co., 231 USPQ 493 (Comm’r Pats. 1983).
 
Response
 
If applicant has questions about its application or this Office action, please contact the assigned trademark
examining attorney at the telephone number below.
 
 
 
 
 
 
 
 
 
 
 
 
 
 

/Ronald McMorrow/
Examining Attorney
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Law Office 105
(571) 272-9306
 
 

 
RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned examining
attorney.  Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.
 
If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.
 
STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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To: Wohali Outdoors, LLC (iplaw@gablelaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77689308 - STEEL EAGLE -
008962.00003

Sent: 6/5/2009 7:05:44 PM

Sent As: ECOM105@USPTO.GOV

Attachments:

                                                                
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 6/5/2009 FOR
APPLICATION SERIAL NO. 77689308

 
Please follow the instructions below to continue the prosecution of your application:
  
VIEW OFFICE ACTION: Click on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77689308&doc_type=OOA&mail_date=20090605
(or copy and paste this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.
 
RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a
response is required; (2) how to respond; and (3) the applicable response time period. Your response
deadline will be calculated from 6/5/2009.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System response form at
http://www.uspto.gov/teas/eTEASpageD.htm.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

1. The USPTO will NOT send a separate e-mail with the Office action attached.
 
2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT of your application.
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF WISCONSIN 

SHELTERED WINGS, INC.,
a Wisconsin corporation,  

 Plaintiff, 

 vs. 

WOHALI OUTDOORS, LLC,
an Oklahoma limited liability company, 

 Defendant. 

Civil Case No. 11-CV-300 
JURY TRIAL DEMANDED 

COMPLAINT 

Plaintiff Sheltered Wings, Inc. (“Plaintiff”) hereby files its complaint and alleges as 

follows: 

1. This is an action for trademark infringement, false designation of origin, unfair 

competition and related claims against Defendant Wohali Outdoors, LLC (“Defendant”) based 

on Defendant’s unauthorized and unlawful use of Plaintiff’s EAGLE mark.  Plaintiff brings this 

action under the Federal Lanham Act and common law to recover damages and enjoin 

Defendant’s unlawful conduct and for other relief as set forth in this Complaint.  Plaintiff also 

brings this action to cancel Defendant’s federal registration of the STEEL EAGLE trademark 

inasmuch as it covers precisely the same goods on which Plaintiff has used the EAGLE 

trademark and Plaintiff has more than two decades of priority using the EAGLE mark in 

connection with optics. 
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JURISDICTION AND VENUE

2. This is an action for trademark infringement and unfair competition under the 

Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. § 1051-1127, as amended), common law 

trademark infringement, and related state law claims. 

3. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331 

(federal question), 28 U.S.C. 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks).  This 

Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a) 

because those claims arise from a common nucleus of operative facts alleged in Plaintiff’s 

federal claims. 

4. This Court has personal jurisdiction over Defendant under Wis. Stat. § 801.05(1), 

(3) and (4) because it is engaged in substantial and not isolated business in this District, actions 

giving rise to this lawsuit have occurred in this District, and Defendant has caused damage to 

Plaintiff in this District and goods of the Defendant were used in the District in the ordinary 

course of trade.  In addition, Defendant resides in this district as that term is legally defined. 

5. Venue is proper in this District pursuant to 28 U.S.C. § 1391. 

THE PARTIES

6. Plaintiff is a Wisconsin corporation doing business as Eagle Optics with its 

principal place of business in Middleton, Wisconsin.  Among other things, Plaintiff provides 

among other things, binoculars, spotting scopes, monoculars, and related equipment under a 

family of EAGLE trademarks throughout the United States. 

7. Upon information and belief, Defendant is an Oklahoma limited liability company 

with its principal place of business in Claremore, Oklahoma.  Among other things, Defendant 
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provides magnifying binoculars, scopes and related equipment under the STEEL EAGLE 

tradmeark throughout the United States. 

GENERAL ALLEGATIONS

I. PLAINTIFF’S RIGHTS 

8. Plaintiff owns valuable rights in its trademarks. 

9. Plaintiff’s extensive trademark rights derive from longstanding and widespread 

use.

10. Plaintiff owns a series of United States trademark registrations for a family of 

EAGLE trademarks including EAGLE OPTICS (U.S. TM Reg. No. 3,192,083), EAGLE 

OPTICS (U.S. TM Reg. No. 2,886,199), EAGLE OPTICS (U.S. TM Reg. No. 3,794,245), 

STRIKE EAGLE (U.S. TM Reg. No. 3,726,431), and GOLDEN EAGLE (U.S. TM Reg. No. 

3,787,739), among others. 

11. Plaintiff’s trademark rights in the family of EAGLE trademarks derive from 

longstanding and widespread use of the EAGLE mark in connection with optics (namely 

binoculars, spotting scopes, telescopes, and related equipment) dating back to at least 1987. 

12. Plaintiff also enjoys broad common law trademark rights in the EAGLE 

trademarks.  As a part of its family of EAGLE trademark rights, Plaintiff enjoys common law 

rights in the EAGLE mark alone.  For example, Plaintiff has used the mark EAGLE OPTICS in 

connection with optics dating back at least as early as 1987.  Optics is generic and describes the 

type of products that Plaintiff sells under the EAGLE mark.  Therefore, the most significant and 

proprietary portion of the goodwill associated with the EAGLE OPTICS trademark is the 

EAGLE mark used in connection with the sale of optics. 
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13. Plaintiff’s federally registered and common law trademarks in its EAGLE family 

of marks are herein referred to as the “EAGLE Family of Marks” or “Plaintiff’s Mark.” 

14. As a result of Plaintiff’s long and extensive uses, Plaintiffs Mark has become well 

known and highly respected in the optics industry as a distinctive symbol of the highest quality 

products.

15. Plaintiff’s goods have been widely advertised and extensively promoted under 

Plaintiff’s Mark, and Plaintiff’s Mark has become, through widespread and favorable public 

acceptance and recognition, an asset of substantial value as a symbol of Plaintiff, its exceedingly 

high quality goods, and its goodwill. 

16. Plaintiff enjoys remarkable success and an enviable reputation in its field due in 

large part to its longstanding use of, and rights in, Plaintiff’s Mark.

17. As a result of Plaintiff’s favorable reputation and considerable investment in and 

promotion of its goodwill, Plaintiff’s Mark has become synonymous with Plaintiff and its high 

quality goods. 

18. Plaintiff enforces its rights herein under Plaintiff’s Mark in order to ensure 

Plaintiff’s continued success and excellent reputation. 

19. Plaintiff’s Mark has been extensively and continuously advertised and promoted 

to the public by Plaintiff through various means and modes including but not limited to, over the 

Internet.  By reason of such advertising and promotion, Plaintiff has provided quality goods to 

many customers throughout the United States. 

20. By reason of Plaintiff’s advertising and promotion under Plaintiff’s Mark, the 

public has come to recognize Plaintiff’s goods as solely emanating from Plaintiff. 
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II. DEFENDANT’S MISCONDUCT 

21. Defendant is using the STEEL EAGLE mark in connection with the sale of optics 

(namely, binoculars, scopes and related equipment). 

22. Defendant’s use of the STEEL EAGLE mark is confusingly similar to Plaintiff’s 

Mark and thus constitutes unlawful use of Plaintiffs Mark.

23. Defendant’s use of Plaintiff’s Mark is likely to cause consumer confusion and a 

false association between Plaintiff’s goods and the goods offered by Defendant, falsely leading 

consumers to believe that the products emanate from the same source or that Plaintiff and 

Defendant are affiliated. 

24. On information and belief, such diversion has resulted in, and will continue to 

result in, substantial and irreparable harm to Plaintiff, and to consumers in this District.  Such use 

could tarnish the goodwill associated with Plaintiff’s Mark. 

25. This offering to the public of goods by Defendant under Plaintiff’s Mark has been 

and is, without permission or authority of Plaintiff and without any legitimate license to 

Plaintiff’s Mark. 

26. Defendant has used Plaintiff’s Mark in this District as a forum for its infringing 

activities. 

27. Defendant has engaged in the transaction of business and activities and the 

commission of tortious acts in the state of Wisconsin, and are subject to the jurisdiction of this 

Court.

28. By using Plaintiff’s Mark and offering goods for sale thereunder, Defendant has 

misrepresented and falsely described to the general public the origin and source of Defendant’s 

goods so as to deceive the public and deliberately create a likelihood of confusion, cause 
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mistake, or deceive as to the affiliation, connection, or association of Defendant with Plaintiff, or 

as to the origin, sponsorship, or approval of Defendant’s goods by the ultimate purchaser as to 

both the source and sponsorship of Defendant’s goods. 

29. Defendant’s infringing activities are causing, or are likely to cause, irreparable 

injury to Plaintiff, including injury to its business reputation. 

30. Defendant’s infringing activities have, do, and are likely to permit Defendant to 

pass off its goods as those of Plaintiff, all to the detriment of Plaintiff, and to the unjust 

enrichment of Defendant. 

31. Defendant’s infringing activities have caused, currently cause, and are likely to 

continue to cause, damage to Plaintiff by tarnishing the valuable reputation and image associated 

with Plaintiff and its goods.  Defendant has further passed off their goods in interstate commerce, 

as those of Plaintiff by Defendant’s activities and many continuing misrepresentations to the 

consuming public, members of which are likely to, and do, believe that Defendant’s activities 

and related goods emanate from or are associated with Plaintiff. 

32. Defendant’s infringing activities result in irreparable harm and injury to Plaintiff.  

Among other harms, Defendant’s misconduct: 

A. deprives Plaintiff of its absolute right to determine the manner in which its 

goods are presented to the general public; 

B. deceives the public as to the origin and sponsorship of such goods.   

C. wrongfully trades upon Plaintiff’s reputation and exclusive rights in its 

trademarks; and 
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D. to the extent Defendant’s goods are or may be of inferior quality or 

unauthorized for sale or distribution, irreparably harms and injures 

Plaintiff’s reputation. 

33. Plaintiff is entitled to an injunction restraining Defendant, their officers, agents, 

servants, employees, and attorneys, and all persons acting in concert with them, from engaging in 

any further acts in violation of Plaintiff’s rights. 

34. Plaintiff is further entitled to recover from Defendant the damages, including 

treble damages, interest, and attorneys’ fees and costs it has sustained and will sustain and any 

gains, profits, and advantages obtained by Defendant as a result of Defendant’s acts.  At present, 

the amount of such damages, gains, profits, and advantages cannot be fully ascertained by 

Plaintiff.

35. Defendant wrongfully obtained a registration for the STEEL EAGLE mark (U.S. 

TM Reg. No. 3,904,949).  Defendant’s first use of this formative EAGLE mark in connection 

with optics came no earlier than late 2009, more than 22 years after Plaintiff began using the 

EAGLE mark in connection with optics throughout the United States. 

36. Defendant has no rights in the STEEL EAGLE mark in connection with optics.  

Accordingly, U.S. TM Reg. No. 3,904,929 should be cancelled. 

37. Plaintiff sent a cease and desist letter to Defendant in late 2010.  Defendant failed 

to acknowledge the letter or send a reply.  Accordingly, regardless of its prior knowledge, 

Defendant now has knowledge of Plaintiff’s trademark rights and its ongoing misconduct 

constitutes a willful violation of Plaintiff’s trademark rights. 
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CAUSES OF ACTION

COUNT I 
(TRADEMARK INFRINGEMENT UNDER § 32 OF THE LANHAM ACT)

38. Plaintiff realleges and incorporates by reference all of the foregoing paragraphs. 

39. Plaintiff possesses a valid registrations issued by the USPTO for Plaintiff’s Mark. 

40. Defendant’s actions as described above, including Defendant’s use of Plaintiff’s 

Mark to promote its business interests, is likely to cause confusion, or to cause mistake, or to 

deceive as to the affiliation, connection or association of Defendant with Plaintiff, or as to the 

origin, sponsorship or approval of Defendant’s products by Plaintiff.  Defendant’s conduct 

constitutes trademark infringement in violation of § 32 of the Lanham Act (15 U.S.C. § 1114). 

41. Defendant’s trademark infringement has caused and continues to cause damage 

and irreparable injury to the value and goodwill of Plaintiff’s registered mark, as well as 

damages and irreparable injury to Plaintiff’s business, goodwill, and reputation.  Plaintiff has no 

adequate remedy at law because damages are continuing and difficult to ascertain.  On 

information and belief, Defendant’s continued use of Plaintiff’s Mark is deliberate, willful, 

fraudulent, and constitutes a knowing infringement of Plaintiff’s Mark, and makes this case 

exceptional. 

42. By virtue of the foregoing, Plaintiff is entitled to an award of treble damages 

under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)). 

43. By virtue of the foregoing, Plaintiff is entitled to an award of attorneys’ fees 

under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)). 

44. By virtue of the foregoing, Plaintiff is entitled to injunctive relief and monetary 

damages against Defendant. 
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COUNT II 
(TRADEMARK INFRINGEMENT UNDER § 43(a)(1)(A) OF THE LANHAM ACT)

45. Plaintiff realleges and incorporates by reference all of the foregoing paragraphs. 

46. Defendant has used in commerce words, terms and names that are likely to cause 

confusion, or to cause mistake or to deceive, as to whether Defendant are affiliated, connected, 

or associated with Plaintiff and/or as to whether Plaintiff originated, sponsored or approved of 

Defendant’s activities. 

47. By so acting, Defendant has violated § 43(a) of the Lanham Act (15 U.S.C. 

§ 1125(a)). 

48. Plaintiff has been and will continue to be damaged by such wrongful actions. 

49. Because Defendant’s actions, on information and belief, were intentional, willful 

and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham 

Act (15 U.S.C. § 1117(a)).

50. On information and belief, this is an exceptional case, and thus Plaintiff is entitled 

to an award of attorneys’ fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).  

51. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary 

damages against Defendant.

COUNT III 
(COMMON LAW TRADEMARK INFRINGEMENT)

52. Plaintiff realleges and incorporates by reference all of the foregoing paragraphs. 

53. Plaintiff’s Mark is distinctive and has acquired secondary meaning. 

54. Defendant’s actions, as alleged above, infringe Plaintiff’s common law trademark 

rights under federal common law, Wisconsin common law, and constitute acts of unfair 

competition.   
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55. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary 

damages against Defendant.   

56. The infringing activities of Defendant, on information and belief, are willful and 

intentional, thereby justifying an award of exemplary and/or punitive damages.  

COUNT IV 
(MISREPRESENTATION IN VIOLATION OF WIS. STAT. § 100.18) 

57. Plaintiff realleges and incorporates by reference all of the foregoing paragraphs. 

58. Defendant has used made representations to third parties in Wisconsin that are 

untrue, deceptive or misleading as to whether Defendant are affiliated, connected, or associated 

with Plaintiff and/or as to whether Plaintiff originated, sponsored or approved of Defendant’s 

activities. 

59. By so acting, Defendant has violated Wis. Stat. § 100.18(1). 

60. Plaintiff has been and will continue to be damaged and suffer pecuniary loss by 

such wrongful actions. 

61. By reason of the foregoing, Plaintiff is entitled to an injunctive relief and an 

award of damages and costs including reasonable attorneys fees under Wis. Stat. 

§ 100.18(11)(b).

COUNT V 
(UNJUST ENRICHMENT)

62. Plaintiff realleges and incorporates by this reference all of the foregoing 

paragraphs.

63. Defendant has benefited from the improper, unfair, and unauthorized use of 

Plaintiff’s Mark and goodwill attendant thereto, as alleged above. 
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64. Defendant has knowledge and fully appreciates the benefits it has received from 

Plaintiff as a result of such actions. 

65. Defendant would be unjustly enriched if they were permitted to retain the 

proceeds obtained from such actions. 

66. Equity and good conscience dictate that Defendant be required to account for and 

turn over to Plaintiff an amount equal to the value of the benefits conferred upon them. 

COUNT VI 
(CANCELLATION OF TRADEMARK)

67. Plaintiff realleges and incorporates by this reference all of the foregoing 

paragraphs.

68. Defendant first began using the STEEL EAGLE mark in connection with optics in 

approximately October of 2009.  Plaintiff’s use of the EAGLE mark and the EAGLE Family of 

Marks in connection with optics commenced at least as early as 1987 – approximately 22 years 

before Defendant’s first use. 

69. Defendant’s use of the STEEL EAGLE mark is confusingly similar to Plaintiff’s 

longstanding use of the EAGLE mark and the EAGLE Family of Marks. 

70. Defendant has no trademark rights in the STEEL EAGLE mark. 

71. Defendant’s federal registration (U.S. TM Reg. No. 3,904,929) was wrongfully 

obtained.

72. Plaintiff has been and will continued to be damaged by Defendant’s purported 

federal trademark registration.   

73. Pursuant to 15 U.S.C. §§ 1064 and 1119, the Court should direct the United States 

Patent and Trademark Office to cancel Trademark Registration No. 3,904,929. 
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JURY DEMAND

Plaintiff demands that all claims and causes of action raised in this Complaint against 

Defendant be tried to a jury to the fullest extent possible under the United States and Wisconsin 

Constitutions. 

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands judgment against Defendant as follows: 

A. Preliminarily and permanently enjoining Defendant, and all other persons 

participating or acting in concert with them, from infringing any of Plaintiff’s rights in Plaintiff’s 

Mark.

B. Preliminarily and permanently enjoining Defendant, and all other persons 

participating or acting in concert with them, from using any marks similar to Plaintiff’s Mark 

that are likely to cause confusion or mistake as to whether Defendant are authorized by or 

affiliated with Plaintiff and as to whether Defendant’s goods have been authorized or sponsored 

by Plaintiff; 

C. Preliminarily and permanently enjoining Defendant, and all other persons 

participating or acting in concert with them, from engaging in unfair competition; 

D. Preliminarily and permanently enjoining Defendant, and all other persons acting 

in concert with them, from making a false representation as to the source, sponsorship, approval, 

or certification of goods by their use of Plaintiff’s Mark. 

E. Preliminarily and permanently enjoining Defendant, and all other persons acting 

in concert with them, from making a false representation as to affiliation, connection, association 

with, or certification by another, by their use of Plaintiff’s Mark. 
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F. An order of the Court directing Defendant to deliver up to Plaintiff all literature, 

advertisements, business forms, signs, and any other representations, regardless of form, which 

are in, or come to be in, Defendant’s possession, custody, or control and which bear Plaintiff’s 

Mark or any other confusingly similar variant to Plaintiff’s Mark, and an order from the Court 

compelling Defendant to notify their direct customers, agents, and representatives that 

Defendant’s misuse of Plaintiff’s Mark or any confusingly similar variant is not connected with 

Plaintiff. 

G. An order from the Court directing Defendant to provide an accounting of all 

revenues and profits gained by Defendant while engaging in the acts complained of in this 

Complaint. 

H. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional 

damages that the Court deems just and equitable under the circumstances of the case; 

I. Awarding Plaintiff treble damages in accordance with § 35 of the Lanham Act (15 

U.S.C. § 1117) on the claim asserted under § 43(a) of the Lanham Act (15 U.S.C. § 1125(a));  

J. Establishment of a constructive trust consisting of profits from or obtained by 

Defendant’s wrongful acts, to be held for the benefit of Plaintiff; 

K. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust 

enrichment. 

L. Plaintiff respectfully requests that the Court order that Trademark Registration 

No. 3,904,929 be cancelled pursuant to 15 U.S.C. §§ 1064 and 1119. 

M. Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C. 

§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;  

N. Awarding Plaintiff its allowable costs and attorneys’ fees; and 
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O. Awarding Plaintiff such other and/or further relief as is just and equitable. 

Dated this 25th day of April, 2011. s/ James D. Peterson   
James D. Peterson 

James D. Peterson 
jpeterson@gklaw.com  
Jennifer L. Gregor 
jgregor@gklaw.com 

GODFREY & KAHN, S.C.
One East Main Street, Suite 500 
Post Office Box 2719 
Madison, WI 53701-2719 
Telephone: (608) 257-3911 
Facsimile: (608) 257-0609 

Of counsel: 

L. Grant Foster
gfoster@hollandhart.com
Brett L. Foster
bfoster@hollandhart.com
Steve Sansom
smsanson@hollandhart.com 

HOLLAND & HART LLP
222 South Main Street, Suite 2200 
Salt Lake City, UT 84101 
Telephone:  (801) 799-5800 
Facsimile:  (801) 799-5700 

Attorneys for Plaintiff 
Sheltered Wings, Inc.

5086408_1.DOC 
6291532_3
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UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF WISCONSIN 

SHELTERED WINGS, INC. 
a Wisconsin corporation,  
 
   Plaintiff,    Case No.  11-CV-300 
v.         
 
WOHALI OUTDOORS, LLC, 
an Oklahoma limited liability company,  
 
   Defendant. 

 
ANSWER AND AFFIRMATIVE DEFENSES

OF WOHALI OUTDOORS, LLC

Defendant Wohali Outdoors, LLC, by its attorneys, Mark M. Leitner 

and C.J. Krawczyk of Kravit, Hovel & Krawczyk, s.c., responds as follows to 

plaintiff’s complaint: 

1. The allegations of Paragraph 1 are legal conclusions to which no 

response is required; to the extent a response is required, denies. 

2. The allegations of Paragraph 2 are legal conclusions to which no 

response is required; to the extent a response is required, denies. 

3. The allegations of Paragraph 3 are legal conclusions to which 

no response is required; to the extent a response is required, denies. 

4. The allegations of Paragraph 4 are legal conclusions to which no 

response is required; to the extent a response is required, denies.   
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5. The allegations of Paragraph 5 are legal conclusions to which 

no response is required; to the extent a response is required, denies. 

6. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 6, and therefore denies. 

7. Admits. 

8. Denies. 

9. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 9, and therefore denies. 

10. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 10, and therefore denies. 

11. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 11, and therefore denies. 

12. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 12, and therefore denies. 

13. The allegations of Paragraph 13 are legal conclusions to which 

no response is required; to the extent a response is required, denies. 

14. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 14, and therefore denies. 

15. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 15, and therefore denies. 

16. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 16, and therefore denies. 
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17. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 17, and therefore denies. 

18. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 18, and therefore denies. 

19. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 19, and therefore denies. 

20. Lacks information sufficient to form a belief as to the truth of 

the allegations in Paragraph 20, and therefore denies. 

21. Admits.   

22. Denies. 

23. Denies. 

24. Denies. 

25. Denies. 

26. Denies. 

27. Denies. 

28. Denies. 

29. Denies. 

30. Denies. 

31. Denies. 

32. Denies. 

33. Denies. 

34. Denies. 
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35. Denies. 

36. Denies. 

37. Lacks information sufficient to form a belief as to the truth of 

the allegation that plaintiff sent a letter, and therefore denies; states affirmatively 

that it has no record or recollection of having received such a letter, and further, that 

if such a letter was sent, said letter speaks for itself and denies all allegations of 

Paragraph 37 inconsistent therewith; states affirmatively that it could not 

acknowledge or reply to a letter that it never received; denies the remaining 

allegations of Paragraph 37. 

38. Realleges and reincorporates its responses to Paragraphs 1-37 as 

if set forth in full. 

39. The allegations in Paragraph 39 constitute legal conclusions to 

which no response is required; to the extent a response is required, denies. 

40. Denies. 

41. Denies. 

42. Denies. 

43. Denies. 

44. Denies. 

45. Realleges and incorporates its responses to paragraphs 1-44 as if 

set forth in full. 

46. Denies. 

47. Denies. 
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48. Denies. 

49. Denies. 

50. Denies. 

51. Denies. 

52. Realleges and incorporates its responses to paragraphs 1-51 as if 

set forth in full. 

53. The allegations in Paragraph 53 constitute legal conclusions to 

which no response is required; to the extent a response is required, denies. 

54. Denies. 

55. Denies. 

56. Denies. 

57. Realleges and reincorporates its responses to paragraphs 1-56 as 

if set forth in full. 

58. Denies. 

59. Denies. 

60. Denies. 

61. Denies. 

62. Realleges and incorporates its responses to paragraphs 1-61 as if 

set forth in full. 

63. Denies. 

64. Denies. 

65. Denies. 
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66. Denies. 

67. Realleges and incorporates its responses to paragraphs 1-66 as if 

set forth in full. 

68. Admits that it began using “Steel Eagle” on or about October 

21, 2009; lacks information sufficient to form a belief as to the truth of the remaining 

allegations in Paragraph 68, and therefore denies. 

69. Denies. 

70. Denies. 

71. Denies. 

72. Denies. 

73. Denies. 

AFFIRMATIVE DEFENSES

1. Upon information and belief, plaintiff’s complaint fails to state 

claims upon which relief can be granted. 

2. This court may lack personal jurisdiction over this answering 

defendant. 

3. Upon information and belief, venue may be improper in this 

judicial district. 

4. Upon information and belief, plaintiff may have failed to mitigate 

its alleged damages, if any. 

5. Upon information and belief, some or all of plaintiff’s claims may 

be barred by the doctrine of unclean hands. 
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 7

6. Upon information and belief, some or all of plaintiff’s claims may 

be barred by the doctrine of waiver. 

7. Upon information and belief, some or all of plaintiff’s claims may 

be barred by the doctrine of estoppel. 

8. Upon information and belief, some or all of plaintiff’s state law 

claims may be barred by the doctrine of preemption. 

9. Defendant’s registration for “Steel Eagle” provides the 

presumptive exclusive right to use the “Steel Eagle” mark for the goods identified in 

the registration. 

10. Plaintiff’s claims based on its alleged rights with respect to rifle 

scopes are barred because defendant’s first use in commerce predates plaintiff’s. 

11. Plaintiff’s own filings before the United States Patent and 

Trademark Office, and the registrations that have been granted based on those 

filings, limit the scope of plaintiff’s trademark rights to “[b]inoculars, spotting 

scopes, telescopes, and storage cases therefor, all for use in birdwatching.”  

(Emphasis added.)  Birdwatching is not the intended use for the rifle scopes 

marketed by defendant under the “Steel Eagle” mark, and defendant does not 

market its other products to birdwatchers. 

12. On or about April 12, 2011, the United States Patent and 

Trademark Office issued an Office Action refusing plaintiff’s Application Serial No. 

85095903 “because the applicant’s mark, when used on or in connection with the 

identified goods, so resembles the mark in U.S. Registration No. 3904929 as to be 
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 8

likely to cause confusion, or to cause mistake, or to deceive.”  U.S. Registration No. 

3904929 is defendant’s mark “Steel Eagle” for “magnifying optical equipment, 

namely rifle scopes and binoculars[.]” 

13. Defendant reserves the right to add additional affirmative 

defenses as its investigation continues and discovery proceeds. 

WHEREFORE, defendant Wohali Outdoors, LLC respectfully demands 

the following relief: 

A. Dismissal of plaintiff’s complaint upon its merits and with prejudice; 

B. An award of its costs and expenses, including attorney fees, incurred 

in defending this action; and  

C. Such other and further relief as this court deems proper. 

KRAVIT, HOVEL & KRAWCZYK S.C. 

s/Mark M. Leitner       
Mark M. Leitner 
Christopher J. Krawczyk 
Attorneys for Defendant Wohali Outdoors, LLC 

 
 
 
 
 

Kravit, Hovel & Krawczyk s.c. 
825 North Jefferson - Fifth Floor 
Milwaukee, WI 53202 
(414) 271-7100 - Telephone 
(414) 271-8135 - Facsimile 
kravit@kravitlaw.com  
 
Dated:  May 23, 2011 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF WISCONSIN 

SHELTERED WINGS, INC., a Wisconsin 
corporation,

 Plaintiff, 

vs.

WOHALI OUTDOORS, LLC, an 
Oklahoma limited liability company, 

 Defendant. 

Civil Case No. 11-CV-300 

PLAINTIFF’S MOTION FOR VOLUNTARY DISMISSAL 
WITHOUT PREJUDICE

______________________________________________________________________________

Plaintiff Sheltered Wings, Inc. (“Plaintiff”) hereby moves this Court for a voluntary 

dismissal without prejudice pursuant to Fed. R. Civ. P. 41(a)(2).  In support of this Motion, 

Plaintiff represents as follows: 

1. Plaintiff uses a family of formative EAGLE trademarks in connection with the 

advertising and sale of optics (i.e., spotting scopes, binoculars, rifle scopes, telescopes, and 

related equipment) dating back to at least 1987. 

2. Plaintiff recently learned of Defendant Wohali Outdoors, LLC’s (“Defendant”) 

use of the STEEL EAGLE mark for optics (i.e., binoculars, rifle scopes and related equipment) 

which is confusingly similar to Plaintiff’s formative EAGLE mark (such as its federally 

registered EAGLE OPTICS, STRIKE EAGLE, and GOLDEN EAGLE marks and its common 

law rights in the EAGLE mark).  Plaintiff filed the present action and requested that Defendant 

cease and desist from all uses of any formative EAGLE mark in connection with optics. 
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3. After service of the Complaint, settlement discussions between the parties 

immediately commenced.  During these discussions, Plaintiff learned that a small part of 

Defendant’s business involved utilizing the EAGLE mark in connection with optics – Defendant 

mostly sells fishing equipment under the EAGLE mark.  Plaintiff does not sell fishing 

equipment. 

4. In connection with the parties’ settlement discussions, Plaintiff also learned that 

Defendant’s historic sales and inventory were very small, and the parties established a 

framework through which Plaintiff believed the case would be settled. 

5. Just prior to consummating the settlement agreement, Defendant’s insurer agreed 

to defend the case and retained insurance defense counsel for that purpose.  Settlement 

negotiations ceased at that point. 

6. Despite the disappointment of not consummating an expected settlement to 

efficiently resolve this dispute, Plaintiff learned during the course of the settlement discussions 

that Defendant’s alleged misconduct and the current impact on Plaintiff’s business is not 

sufficiently large to justify the substantial cost to litigate this matter. 

THEREFORE, the Court should enter an order dismissing this case under Rule 41(a)(2), 

without prejudice.  Plaintiff has asked for Defendant’s stipulation concerning this dismissal.  To 

date, Defendant has not responded to that request. 
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Dated this 6th day of June, 2011. s/ James D. Peterson   
James D. Peterson 

James D. Peterson 
jpeterson@gklaw.com 
Jennifer L. Gregor 
jgregor@gklaw.com 

GODFREY & KAHN, S.C.
One East Main Street, Suite 500 
Post Office Box 2719 
Madison, WI 53701-2719 
Telephone: (608) 257-3911 
Facsimile: (608) 257-0609 

Of counsel:

L. Grant Foster 
gfoster@hollandhart.com
Brett L. Foster 
bfoster@hollandhart.com
Steve Sansom 
smsansom@hollandhart.com 

HOLLAND & HART LLP
222 South Main Street, Suite 2200 
Salt Lake City, UT 84101 
Telephone: (801) 799-5800 
Facsimile: (801-799-5700 

Attorneys for Plaintiff 
Sheltered Wings, Inc.

6450103_1
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IN THE UNITED STATES DISTRICT COURT

FOR THE WESTERN DISTRICT OF WISCONSIN

 -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -

SHELTERED WINGS, INC.,

 ORDER 

Plaintiff,

11-cv-300-bbc

v.

WOHALI OUTDOORS, LLC,

Defendant.

-  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  -

Plaintiff Sheltered Wings, Inc. has filed a motion to voluntarily dismiss this trademark

infringement case without prejudice under Fed. R. Civ. P. 41(a)(2).  In its motion, plaintiff

explains that it brought this suit against defendant Wohali Outdoors, LLC after learning that

defendant recently began to use the “Steel Eagle” mark in connection with the sale of optic

equipment and that the mark is confusingly similar to the “Eagle,” “Eagle Optics,” “Strike

Eagle” and “Golden Eagle” marks that plaintiff has used in connection with optics, including

binoculars, spotting scopes and related equipment since 1987.  Plaintiff alleges that it

discovered defendant’s Steel Eagle mark on April 12, 2011, when the Patent and Trademark

Office rejected plaintiff’s attempt to register its own Eagle trademark on the basis of a

likelihood of confusion between defendant’s registered Steel Eagle mark and plaintiff’s Eagle

1
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mark. 

Believing that its own mark has priority over defendant’s mark, plaintiff served its

complaint on defendant.  The parties commenced settlement discussions, during which

plaintiff learned that only a small part of defendant’s business involves use of the Steel Eagle

mark in connection with optics and that defendant’s historic sales and inventories of optics

have been small.  The parties were close to settling the case when defendant’s insurer agreed

to defend the case, retained insurance defense counsel for that purpose, ceased settlement

negotiations and filed an answer to plaintiff’s complaint.  Although plaintiff was

disappointed that this case was not settled, it decided that defendant’s impact on the optics

market and the potential monetary or injunctive relief is not sufficiently large to justify the

substantial cost to litigate this matter.  Instead, plaintiff plans to resolve the parties’ disputes

by seeking cancellation of defendant’s Steel Eagle registration with the Patent and

Trademark office, a significantly less expensive proceeding.  

Defendant does not dispute most of the facts recited by plaintiff.  However, defendant

contends that plaintiff’s case should be dismissed only with prejudice and on the conditions

that plaintiff pay defendant’s costs and attorney fees and be prohibited from seeking

cancellation of defendant’s mark before the Patent and Trademark Office.  According to

defendant, the real reason plaintiff wishes to dismiss the case is because plaintiff knows it

lacks merit.  In particular, defendant says that because the Patent and Trademark Office

2
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rejected plaintiff’s Eagle mark, plaintiff’s trademark infringement case will fail.

Defendant’s argument makes little sense.  Plaintiff knew about the Trademark Office’s

rejection of its mark before it filed this lawsuit; in fact, the office action is what prompted this

lawsuit.  Plaintiff hoped for a speedy resolution of the dispute through settlement, which

appeared to be imminent until defendant’s insurer appeared in the case.  A  cour t  can

grant voluntary dismissal under Rule 41(a)(2) “on terms that the court considers proper.” 

For example, the court may require that dismissal be with prejudice or 

condition the dismissal on plaintiff’s payment of costs and attorney fees.  Cauley v. Wilson,

754 F.2d 769, 771 (7th Cir. 1985).  In deciding whether to dismiss a claim with prejudice,

a court may consider “[t]he defendant’s effort and expense of preparation for trial, excessive

delay and lack of diligence on the part of the plaintiff in prosecuting the action, insufficient

explanation for the need to take a dismissal, and the fact that a motion for summary

judgment has been filed by the defendant.”  Federal Deposit Insurance Corp. v. Knostman,

966 F.2d 1133, 1142 (7th Cir. 1992) (quotation omitted).  

It is appropriate to dismiss this case without prejudice and without payment of fees

and costs.  The case is still in its early stages, no dispositive motions have been filed, no

significant fees or costs have been incurred by either party and there is no evidence that

plaintiff has acted in bad faith or with excessive delay.  Additionally, plaintiff has presented

a legitimate reason for seeking dismissal of this case, namely, that the cost of litigation will

3
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likely outweigh the value of any monetary or injunctive relief plaintiff could recover.  Id. at

1142-43 (noting that it was appropriate for district court to grant voluntary dismissal of

FDIC’s claims following FDIC’s conclusion that it would not be cost effective to pursue

them).  Although plaintiff believes pursuing its claims would not be cost effective at this

time, it should be allowed to preserve its rights to reinstate its claims or seek other remedies

in the event defendant’s market share changes.  Finally, I will not enter an order prohibiting

plaintiff from seeking cancellation of defendant’s mark with the Patent and Trademark

Office.  Defendant cites no support for this request and I can think of no justification for

such an extraordinary prohibition.  

ORDER

IT IS ORDERED that plaintiff Sheltered Wings, Inc.’s motion to dismiss this case

without prejudice and without payment of costs and fees under Fed. R. Civ. 41(a)(2) is

GRANTED.  The clerk of court is directed to close this case.

Entered this 25th day of July, 2011.

BY THE COURT:

/s/

BARBARA B. CRABB

District Judge
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United States Court of Appeals, 
Third Circuit. 

* FREEDOM CARD, INC.; Urban Television Net-
work, Inc., Appellants 

v. 
JPMORGAN CHASE & CO.; Chase Manhattan Bank 

USA, N.A. (Dist. of DE No. 03-cv-00432) 
Chase Manhattan Bank USA, N.A. 

v. 
Urban Television Network, Inc.; Freedom Card, Inc., 

Appellants 
v. 

JPMorgan Chase Bank; JPMorgan Chase & Co., Third 
Party Defendants (Dist. of DE No. 03-cv-00217). 

* (Amended Per Clerk's Order Dated 12/2/04) 
 

Nos. 04–3874, 04–3876, 04–4285. 
Argued Sept. 15, 2005. 

Opinion filed Dec. 22, 2005. 
 
Background: Credit card issuer sought declaration 
that it's “Chase Freedom” card was not infringing 
competitor's “Freedom Card” trademark. The United 
States District Court for the District of Delaware, Kent 
A. Jordan, J., 333 F.Supp.2d 239, granted summary 
judgment for issuer, and competitor appealed. 
 
Holding: The Court of Appeals, McKee, Circuit 
Judge, held that issuer's mark was not likely to cause 
reverse consumer confusion. 

  
Affirmed. 

 
West Headnotes 

 
[1] Trademarks 382T 1420 
 
382T Trademarks 
      382TVIII Violations of Rights 
            382TVIII(A) In General 
                382Tk1418 Practices or Conduct Prohibited 
in General; Elements 
                      382Tk1420 k. Unfair competition. Most 
Cited Cases  

 
Trademarks 382T 1421 
 
382T Trademarks 
      382TVIII Violations of Rights 
            382TVIII(A) In General 
                382Tk1418 Practices or Conduct Prohibited 
in General; Elements 
                      382Tk1421 k. Infringement. Most Cited 
Cases  
 

To prove either trademark infringement or unfair 
competition, in violation of Lanham Act, plaintiff 
must show that: (1) mark is valid and legally pro-
tectable; (2) mark is owned by plaintiff; and (3) de-
fendant's use of mark is likely to create confusion 
concerning origin of goods or services. Lanham 
Trade-Mark Act, §§ 32(1), 43(a), 15 U.S.C.A. §§ 
1114(1), 1125(a). 
 
[2] Trademarks 382T 1084 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1084 k. In general. Most Cited Cases  
 
Trademarks 382T 1085 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1085 k. Extent or degree of confu-
sion. Most Cited Cases  
 

“Likelihood of confusion,” for purpose of estab-
lishing trademark infringement claim, exists when 
consumers viewing mark would probably assume that 
product or service it represents is associated with 
source of different product or service identified by 
similar mark; relevant inquiry is not whether con-
sumer confusion is possibility, but whether confusion 
is likely. 
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[3] Trademarks 382T 1084 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1084 k. In general. Most Cited Cases  
 

Essence of “direct confusion” trademark in-
fringement claim is that junior user of mark attempts 
to free-ride on reputation and goodwill of senior user 
by adopting similar or identical mark. 
 
[4] Trademarks 382T 1081 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1081 k. Factors considered in general. 
Most Cited Cases  
 

Factors court considers when determining like-
lihood of confusion in direct confusion trademark 
infringement case include: (1) degree of similarity 
between asserted and accused marks; (2) strength of 
asserted mark; (3) price of marked goods and other 
factors indicative of care and attention expected of 
consumers when making purchase; (4) length of time 
defendant has used accused mark without evidence of 
actual confusion arising; (5) intent of defendant in 
adopting accused mark; (6) evidence of actual confu-
sion; (7) whether goods, competing or not, are mar-
keted through same channels of trade and advertised 
through same media; (8) extent to which targets of 
parties' sales efforts are same; (9) relationship of 
marked goods in minds of consumers because of sim-
ilarity of function; and (10) other factors suggesting 
that consuming public might expect plaintiff to man-
ufacture product in defendant's market, or that he is 
likely to expand into that market. 
 
[5] Trademarks 382T 1089 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1089 k. “Reverse” confusion. Most 
Cited Cases  
 

“Reverse confusion” trademark infringement 
occurs when larger, more powerful company uses 
trademark of smaller, less powerful senior owner and 
thereby causes likely confusion as to source of senior 
user's goods or services. 
 
[6] Trademarks 382T 1089 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1089 k. “Reverse” confusion. Most 
Cited Cases  
 

Doctrine of “reverse confusion” trademark in-
fringement is designed to prevent larger, more pow-
erful company usurping business identity of smaller 
senior user. 
 
[7] Trademarks 382T 1089 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1089 k. “Reverse” confusion. Most 
Cited Cases  
 

Factors court considers when determining like-
lihood of confusion in reverse confusion trademark 
infringement case include: (1) degree of similarity 
between asserted and accused marks; (2) strength of 
asserted and accused marks; (3) price of marked goods 
and other factors indicative of care and attention ex-
pected of consumers when making purchase; (4) 
length of time defendant has used accused mark 
without evidence of actual confusion arising; (5) in-
tent of defendant in adopting accused mark; (6) evi-
dence of actual confusion; (7) whether goods, com-
peting or not, are marketed through same channels of 
trade and advertised through same media; (8) extent to 
which targets of parties' sales efforts are same; (9) 
relationship of marked goods in minds of consumers, 
whether because of near-identity of products, similar-
ity of function, or other factors; and (10) other factors 
suggesting that consuming public might expect larger, 
more powerful company to manufacture both prod-
ucts, or expect larger company to manufacture product 
in plaintiff's market, or expect that larger company is 
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likely to expand into plaintiff's market. 
 
[8] Trademarks 382T 1082 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1082 k. Miscellaneous particular cases; 
determinations based on multiple factors. Most Cited 
Cases  
     (Formerly 382Tk1096(3)) 
 
 Trademarks 382T 1089 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1083 Nature of Confusion 
                382Tk1089 k. “Reverse” confusion. Most 
Cited Cases  
 

Credit card issuer's use of “Chase Freedom” mark 
for its card was not likely to cause reverse consumer 
confusion, and thus did not infringe competitor's 
“Freedom Card” trademark; competitor had stopped 
marketing its card more than one year before issuer 
entered market, issuer stopped marketing its card 
when competitor raised infringement concerns, com-
petitor's mark was inherently and commercially weak, 
parties' cards were targeted at different consumer 
groups, anecdotal evidence of actual confusion was de 
minimis, and there was no evidence issuer intended to 
push competitor out of market. Lanham Trade-Mark 
Act, §§ 32(1), 43(a), 15 U.S.C.A. §§ 1114(1), 1125(a). 
 
[9] Trademarks 382T 1610 
 
382T Trademarks 
      382TIX Actions and Proceedings 
            382TIX(C) Evidence 
                382Tk1601 Presumptions and Burden of 
Proof 
                      382Tk1610 k. Knowledge, intent, and 
motive; bad faith. Most Cited Cases  
 

It is improper to draw inference of bad faith intent 
from trademark infringement defendant's assertion of 
attorney-client privilege when asked about reasons for 
adopting accused mark. 
 

Trademarks 382T 1800 
 
382T Trademarks 
      382TXI Trademarks and Trade Names Adjudi-
cated 
            382Tk1800 k. Alphabetical listing. Most Cited 
Cases  
 

Chase Freedom. 
 
Trademarks 382T 1800 
 
382T Trademarks 
      382TXI Trademarks and Trade Names Adjudi-
cated 
            382Tk1800 k. Alphabetical listing. Most Cited 
Cases  
 

Freedom Card. 
 
*465 Dana M. Campbell, (Argued), Owens, Clary & 
Aiken, L.L.P., Dallas, Texas, for Appellants. 
 
Ethan Horwitz, (Argued), Leonard F. Lesser, Kandis 
M. Koustenis, Goodwin Procter LLP, New York, New 
York, Richard D. Allen, Morris, Nichols, Arsht & 
Tunnell, Wilmington, DE, for Appellees. 
 
Before ROTH, MCKEE and FISHER, Circuit Judges. 
 

OPINION 
MCKEE, Circuit Judge. 

Urban Television Network, Inc (“UTN”) FN1 ap-
peals from the district court's grant of summary 
judgment on the “reverse confusion” trademark in-
fringement and unfair competition claims UTN 
brought against Chase.FN2 UTN asserted those claims 
in counterclaims it filed in response to Chase's de-
claratory judgment action. Chase filed that action to 
obtain a judicial declaration that its CHASE FREE-
DOM credit card did not violate any rights UTN had 
in its FREEDOM CARD trademark.FN3 The district 
court ruled that Chase had not violated UTN's trade-
mark, *466 and this appeal followed. For the reasons 
that follow, we will affirm.FN4 
 

FN1. UTN” refers to Urban Television 
Network, Inc., and Freedom Card, Inc., both 
of which are Delaware corporations with 
their principal place of business in Califor-
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nia. UTN owns U.S. Trademark Registration 
Nos. 2,398,191 and 2,398,192 for “FREE-
DOM CARD” in International Class 36 for 
credit card services and in International Class 
16 for credit cards, respectively. Freedom 
Card, Inc., is the exclusive licensee of the 
FREEDOM CARD marks. 

 
FN2. “Chase” refers to JP Morgan Chase 
Bank and Chase Manhattan Bank, USA, NA, 
and J.P. Morgan Chase & Co. JP Morgan 
Chase Bank and Chase Manhattan Bank, 
USA, NA, are wholly owned subsidiaries of 
J.P. Morgan Chase & Co. 

 
FN3. In referring to the trademarks at issue in 
this case, we will use all upper case letters as 
the district court did. The district court also 
noted that “[t]here is some disagreement 
between [UTN and Chase] as to whether 
Chase's allegedly infringing mark is 
‘CHASE FREEDOM’ or ‘CHASE FREE-
DOM card.’ ” However, the court concluded 
that “the word ‘card’ in this context is de-
scriptive.... Therefore, the inclusion or ex-
clusion of the word ‘card’ as part of Chase's 
allegedly infringing mark does not impact the 
conclusion reached herein.” Chase Manhat-
tan Bank, U.S.A. v. Freedom Card, Inc., 333 
F.Supp.2d 239, 244 n. 10 (D.Del.2004). We 
agree. Moreover, UTN does not suggest the 
district court erred in analyzing its claim in 
that context. 

 
FN4. Although UTN filed notices of appeal 
from each of the district court's original and 
clarifying orders, UTN's appellate arguments 
are limited to the district court's grant of 
summary judgment to Chase. We have ple-
nary review of the district court's grant of 
summary judgment. Lucent Info. Mgmt., Inc. 
v. Lucent Techs., Inc., 186 F.3d 311, 315 (3d 
Cir.1999). 

 
I. BACKGROUND 

In December 2000, UTN began offering its 
FREEDOM CARD in conjunction with CompuCredit 
Corporation. The FREEDOM CARD was offered to 
extend credit and financial services to the “sub-prime” 
credit market that is disproportionately comprised of 
African–American consumers. UTN focused its 

promotional efforts on “people who [had] bad credit or 
[had] filed bankruptcy recently and [were] looking to 
start all over.” Chase Manhattan Bank, USA v. Free-
dom Card, Inc. 333 F.Supp.2d 239, 242 (D.Del.2004). 
UTN entered into a contract with Queen Latifah, a 
prominent African American entertainer, as part of its 
efforts to promote the FREEDOM CARD. The ma-
jority of FREEDOM CARD customers had credit 
lines of $300. On average, they were charged annual 
fees and interest amounting to 140% over and above 
their principal balance. Id.FN5 CompuCredit stopped 
marketing and issuing new accounts for the FREE-
DOM CARD card after December 2001. Id. at 242 n. 
4. The district court found, FREEDOM CARD peaked 
at 28,193 accounts. 
 

FN5. The exceedingly high rate of interest 
and fees meant that the average cardholder 
who charged a $100 coat on his/her FREE-
DOM CARD would pay a total of $240, $100 
for the coat and another $140 in interest and 
fees. 

 
For a number of years, Chase and Shell Oil 

Company had issued a co-branded credit card called 
“CHASE Shell MasterCard.” The card offered cash 
rewards on purchases of Shell gasoline. In March 
2002, Shell notified Chase that it was terminating their 
relationship. Chase owned the Shell accounts and in 
order to retain those accounts it began developing a 
new credit card product that would serve existing 
accounts as well as generate new ones. 
 

Chase's research eventually lead to a rewards 
program that allowed Chase's customers to use its card 
at any gasoline company's filling station and receive 
rebates on gasoline as well as other purchases. Chase 
claims that it named the card “CHASE FREEDOM 
card,” because of the freedom it afforded cardholders 
to purchase gasoline wherever the cardholder chose. 
On January 11, 2003, Chase sent a letter to its Shell 
account holders notifying them that their Shell cards 
would be automatically converted to CHASE 
FREEDOM cards. 
 

The CHASE FREEDOM card was officially an-
nounced in a January 27, 2003, advertisement in the 
Wall Street Journal, more than a year after the 
FREEDOM CARD card stopped being issued. “The 
CHASE FREEDOM card [was] a reissue of the 
CHASE Shell MasterCard.” Chase, 333 F.Supp.2d at 
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242. The CHASE FREEDOM portfolio consisted of 
approximately 1.5 million converted Shell accounts 
and fewer than 10,000 accounts acquired after the 
January 27, 2003 launch. 
 

*467 Chase maintains that the converted account 
holders were generally between the ages of 46 and 55, 
had a FICO FN6 score of 800 or higher, owned their 
own homes, and were married with average annual 
incomes between $40,000 and $50,000. Of the ac-
quired account holders, 80% owned their own home 
and 60% had a FICO score of 780 or higher. Chase 
claims that the majority of CHASE FREEDOM 
cardholders had credit lines of $5,000—$10,000, with 
no annual fee and an annual percentage rate of be-
tween 12.4% and 14.4%. Id. 
 

FN6. FICO refers to the Fair Isaac Corpora-
tion, which is the industry standard credit 
scoring system. FICO scores are based on a 
consumer's credit history. “The higher the 
FICO score, the more likely a consumer is to 
fulfill his credit obligations.” Chase, 333 
F.Supp.2d at 242 n. 6, 

 
The Wall Street Journal advertisement for 

CHASE FREEDOM card was the only advertisement 
that ever appeared. Upon seeing the Wall Street 
Journal advertisement the day it first appeared, Wes-
ley Buford, UTN's Chief Executive Officer, contacted 
Chase and complained that Chase was infringing 
UTN's FREEDOM CARD mark. See n. 1, supra.FN7 
After Buford objected, Chase immediately halted its 
advertising and marketing efforts for “CHASE 
FREEDOM,” and refrained from acquiring any new 
customers.FN8 
 

FN7. Although Buford describes FREEDOM 
CARD's market as “sub-prime;” Chase al-
leges that FREEDOM CARD's customer 
base was actually “sub-sub-prime” as it con-
sisted of the lowest end of the credit spec-
trum. According to Chase, prime customers 
usually have credit scores above 660 and 
sub-prime customers score below 660. 
However, Chase claims without contradic-
tion that FREEDOM CARD focused on 
customers with credit scores below 580, well 
below the federal guidelines for sub-prime 
lending. Chase, 333 F.Supp.2d at 242. 

 

FN8. The only other reference to the CHASE 
FREEDOM card that appeared was a 
one-paragraph news article in Newsweek 
magazine, entitled “Pump Up A Rebate.” 
Chase states that it neither initiated nor 
promoted that article. However, UTN claims 
that Chase booked 9,709 new accounts from 
January 27, 2003 through May 18, 2003, as a 
result of the Newsweek article. 

 
Thereafter, representatives of Chase and UTN 

met to discuss the problem. Chase claims that discus-
sions broke down after UTN threatened to “have 
people protesting around [Chase's] branches” and to 
have demonstrations calling attention to “the evils of 
Chase and this Freedom Mastercard [sic]” and thereby 
“cause [Chase] a great deal of harm.” Appellees' Br. at 
6. UTN claims that these meetings were “positive and 
friendly” rather than confrontational and, based upon 
prior positive communication between the parties and 
Chase's prompt cessation of CHASE FREEDOM 
card, Buford still believed that the matter could be 
resolved amicably. Appellants' Br. at 12. As a con-
sequence of that belief, UTN claims that it maintained 
its relationship with Queen Latifah and even executed 
another commercial production agreement with her on 
February 19, 2003. 
 

II. DISTRICT COURT PROCEEDINGS 
On February 4, 2003, Chase filed the instant ac-

tion in district court seeking a declaration that its use 
of the CHASE FREEDOM mark did not infringe any 
of UTN's rights in the FREEDOM CARD mark. UTN 
counterclaimed asserting third-party claims for 
trademark infringement in violation of 15 U.S.C. § 
1114, FN9 and *468 unfair competition in violation of 
15 U.S.C. § 1125(a)(1)(A).FN10 UTN also sought a 
determination that Chase was in violation of a 1999 
Mutual Confidentiality Agreement between Chase 
and UTN. FN11 
 

FN9. Section 32(1) of the Lanham Act, cov-
ering trademark infringement, 15 U.S.C. § 
1114(1) provides: 

 
Any person who shall, without the consent 
of the registrant - 

 
(a) use in commerce any reproduction, 
counterfeit, copy or colorable imitation of 
a registered mark in connection with the 
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sale, offering for sale, distribution, or ad-
vertising or any goods or services on or in 
connection with which such use is likely to 
cause confusion, or to cause mistake, or to 
deceive; ... shall be liable in a civil action 
by the registrant.... 

 
FN10. Section 43(a) of the Lanham Act, 
covering unfair competition, 15 U.S.C. § 
1125(a)(1)(A), provides, in relevant part: 

 
Any person who, in connection with any 
goods or services, ... uses in commerce any 
word, term, name, symbol, or device, ... or 
any false designation of origin, which - 

 
(A) is likely to cause confusion, or to cause 
mistake, or to deceive as to ... the origin, 
sponsorship, or approval of his or her 
goods, services, or commercial activities 
by another person ... shall be liable in a 
civil action by any person who believes 
that he or she is likely to be damaged by 
such act. 

 
FN11. The Confidentiality Agreement stems 
from communications between UTN and 
Chase when UTN was approaching numer-
ous banks to explore possible affiliations for 
the FREEDOM CARD that it subsequently 
issued in conjunction with CompuCredit. 
The discussions between UTN and Chase 
ended without any agreement regarding the 
card. 

 
At the close of discovery, Chase filed several 

motions including a motion for summary judgment on 
UTN's trademark infringement and unfair competition 
claims. The district court granted Chase's motion for 
summary judgment upon determining that there was 
no likelihood of confusion between “CHASE 
FREEDOM” and FREEDOM CARD. See Chase 
Manhattan Bank, supra. Thereafter, the district court 
issued another order clarifying that the prior order had 
disposed of all claims and that the judgment against 
UTN was therefore final. This appeal followed.FN12 
 

FN12. UTN has also filed a separate trade-
mark infringement and unfair competition 
complaint against Chase in district court in 
New York. That action was enjoined and 

later transferred to the District Court for the 
District of Delaware. 

 
III. HISTORICAL CONTEXT. 

As noted above, see n.1, supra, UTN relies upon 
two registrations of its FREEDOM CARD 
mark—Nos. 2,398,191 and 2,398,192. The United 
States Patent and Trademark Office (“USPTO”) ini-
tially rejected UTN's applications for those marks 
because it was concerned about the likelihood of 
confusion with a prior registration of Parker Oil 
Company for the mark “Fuel Freedom Card.” Parker 
also used that mark on a credit card. In order to 
overcome those concerns, UTN entered into a Consent 
Agreement with Parker Oil, and submitted that 
agreement to the USPTO. In the Agreement, UTN 
admitted there was no likelihood of confusion be-
tween “FREEDOM CARD” and “Fuel Freedom 
Card” because the marks “are dissimilar in appearance 
... dissimilar in sound ... dissimilar in connotation ... 
dissimilar in commercial impression” and “when 
considered in their entireties are not likely to be con-
fused” with one another. The USPTO accepted the 
Consent Agreement and granted the registrations to 
UTN. Chase, 333 F.Supp.2d at 246. 
 

UTN also submitted a one-inch thick exhibit of 
numerous other “freedom” marks in response to con-
cerns the USPTO had with additional “freedom mark” 
registrations that UTN applied for. UTN argued that 
these marks, together with third-party marks cited by 
the USPTO, were “all existing together in the mar-
ketplace” and UTN therefore argued that “no one has 
the exclusive right to use the word ‘FREEDOM’ 
alone.” Id. at 246, n. 15. In response to concerns that 
UTN's FREEDOM CARD would be confused with 
Parkers “Fuel Freedom Card,” UTN also represented 
to the USPTO that, because of *469 such frequent 
third-party use, the addition of the descriptive term 
“fuel” “when used in conjunction with the FREEDOM 
CARD mark, eliminated concern that the marks 
FREEDOM CARD and FUEL FREEDOM CARD 
would be confusingly similar.” Id. at 246. 
 

Chase also provided the district court with sub-
stantial direct evidence of widespread, third-party use 
of the term “freedom.” According to this undisputed 
evidence, there are approximately 20 MasterCard and 
VISA “freedom” credit cards and roughly 50 Mas-
terCard and VISA “freedom” debit and ATM cards. 
There are also about 25 banks using “freedom” as part 
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of their name or in connection with a banking product, 
as well as about 200 other financial companies that use 
“freedom” as part of their name. 
 

UTN claims that CompuCredit approached it in 
October 2002, with an offer for the rights to the 
FREEDOM CARD name, and that CompuCredit's 
offer was then valued at $15 million. UTN maintains 
that the parties were close to resolving a few remain-
ing issues and expected to execute the agreements at 
the end of January 2003. However, according to UTN, 
the negotiations between it and CompuCredit were 
interrupted by the introduction of the CHASE 
FREEDOM card on January 27, 2003. UTN contends 
that after the introduction of the CHASE FREEDOM 
card, CompuCredit believed that consumer confusion 
would depress the value of the FREEDOM CARD 
mark. Therefore, CompuCredit allegedly refused to 
proceed with UTN because it did not have the re-
sources to compete with Chase. Thus, in UTN's view, 
given the strength of the “CHASE” mark, and Chase's 
resources, the introduction of the CHASE FREEDOM 
card effectively stifled any effort to close the transac-
tion with CompuCredit or to market UTN's product 
with any other institution that had expressed inter-
est.FN13 
 

FN13. In disputing that the CHASE 
FREEDOM card destroyed UTN's oppor-
tunity to consummate the deal with Compu-
Credit, Chase relies upon deposition testi-
mony from Dennis James of CompuCredit. 
He testified that after Chase's Wall Street 
Journal advertisement for CHASE FREE-
DOM, CompuCredit was still prepared to 
close the transaction on the same basis as 
before. Chase contends that UTN admitted 
that the real reason that the CompuCredit 
deal did not go forward was because UTN 
wanted too much money from CompuCredit. 
Buford testified that UTN turned down 
CompuCredit's offer because UTN wanted 
an additional $5 million, and Chase correctly 
argues that UTN cannot so easily distance 
itself from Buford's deposition despite its 
rather intense efforts to do so. See 
Fed.R.Civ.P. 30(b)(6). 

 
According to UTN, Chase converted 1,506,070 

Shell accounts to their new CHASE FREEDOM card. 
In addition, UTN claims that, although Chase 

launched a new CHASE PERFECTCARD in May 
2003, purportedly to replace the Freedom card, Chase 
did not remove existing CHASE FREEDOM cards 
from the market. 
 

IV. GENERAL PRINCIPLES. 
[1] “The Lanham Act defines trademark in-

fringement as use of a mark so similar to that of a prior 
user as to be ‘likely to cause confusion, or to cause 
mistake, or to deceive.’ ” Kos Pharmaceuticals, Inc., 
v. Andrx Corp., 369 F.3d 700, 711 (3d Cir., 2004) 
(quoting 15 U.S.C. § 1114(1)). Thus, “[t]he law of 
trademark protects trademark owners in the exclusive 
use of their marks when use by another would be 
likely to cause confusion.” Fisons Horticulture, Inc. v. 
Vigoro Industries, Inc., 30 F.3d 466, 472 (3d 
Cir.1994) (citations omitted). Although Fisons Hor-
ticulture involved trademarks, not ... unfair*470 
competition, [as UTN alleges as part of its counter-
claim here,] the analysis is the same. See A & H 
Sportswear, Inc. v. Victoria's Secret Stores, Inc., 166 
F.3d 197, 202 (3d Cir.1999) (“A & H III” ). “To prove 
either form of Lanham Act violation, a plaintiff must 
show that: (1) the mark is valid and legally protecta-
ble; (2) the mark is owned by the plaintiff; and (3) the 
defendant's use of the mark is likely to create confu-
sion concerning the origin of the goods or services.” 
FN14 Id. Because it is undisputed that UTN owns 
FREEDOM CARD, a valid and legally protectable 
mark, “the questions in this case involve the delinea-
tion and application of standards for the evaluation of 
likelihood of confusion.” A & H Sportswear, Inc. v. 
Victoria's Secret Stores, Inc., 237 F.3d 198, 211 (3d 
Cir.2000) (“ A & H V” ). 
 

FN14. Of course, the plaintiff bears the bur-
den of proof. See American Home Prods. 
Corp. v. Barr Labs., Inc., 834 F.2d 368, 371 
(3d Cir.1987). UTN was the named defend-
ant in Chase's declaratory action. However, 
because UTN filed counterclaims and 
third-party claims against Chase for trade-
mark infringement and unfair competition, 
UTN is treated as the plaintiff in this appeal 
of the district court's dismissal of those 
claims. 

 
[2] “A likelihood of confusion exists when con-

sumers viewing the mark would probably assume that 
the product or service it represents is associated with 
the source of a different product or service identified 
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by a similar mark.” Id. (citation and internal quota-
tions omitted). The relevant inquiry is not whether 
consumer confusion is a possibility, but whether 
confusion is likely. A & H V, 237 F.3d at 198. Once a 
trademark owner demonstrates likelihood of confu-
sion, it is entitled to injunctive relief. Interpace Corp. 
v. Lapp, Inc. 721 F.2d 460, 462 (3d Cir.1983) (citing 
15 U.S.C. § 1114(1)). 
 

There are two types of “likelihood of confusion” 
claims—“direct confusion” claims and “reverse con-
fusion” claims. As we noted at the outset, we are 
primarily concerned with a claim of reverse confusion 
because that is how UTN argues this appeal. Although 
direct confusion and reverse confusion have devel-
oped as two separate doctrines, they are not as ana-
lytically distinct as may, at first blush, appear. “Iso-
lated instances of direct confusion may occur in a 
reverse confusion case, and vice-versa.” Checkpoint 
Systems, Inc., v. Check Point Software, 269 F.3d 270, 
305 (3d Cir.2001) (citation omitted). Accordingly, 
although we are resolving UTN's claim of reverse 
confusion, we can not ignore the doctrine of direct 
confusion. 
 

A. Direct Confusion 
[3] The essence of a direct confusion claim is that 

a junior user of a mark attempts to free-ride on the 
reputation and goodwill of the senior user by adopting 
a similar or identical mark. A & H V, 237 F.3d at 228; 
see also Fisons Horticulture, 30 F.3d at 474 (In a 
direct confusion claim, “the new or junior user of the 
mark will use to its advantage the reputation and 
goodwill of the senior user by adopting a similar or 
identical mark.”); Checkpoint Systems, 269 F.3d at 
301. Thus, “the consuming public may assume that the 
established, senior user is the source of the junior 
user's goods.” Id. 
 

[4] In deciding whether similar marks create a 
likelihood of confusion, we have adopted a 
non-exhaustive test using 10 factors that have come to 
be known as the “ Lapp factors,” FN15 for determining 
the likelihood of confusion between two marks where 
direct confusion is alleged. Pursuant to that analysis, 
we examine: 
 

FN15. The factors are named for the case in 
which they were developed, viz., Interpace 
Corp. v. Lapp, Inc., 721 F.2d 460 (3d 
Cir.1983). 

 
*471 (1) the degree of similarity between the own-
er's mark and the alleged infringing mark; 

 
(2) the strength of the owner's mark; 

 
(3) the price of the goods and other factors indica-
tive of the care and attention expected of consumers 
when making a purchase; 

 
(4) the length of time the defendant has used the 
mark without evidence of actual confusion arising; 

 
(5) the intent of the defendant in adopting the mark; 

 
(6) the evidence of actual confusion; 

 
(7) whether the goods, though not competing, are 
marketed through the same channels of trade and 
advertised through the same media; 

 
(8) the extent to which the targets of the parties' 
sales efforts are the same; 

 
(9) the relationship of the goods in the minds of 
consumers because of the similarity of function; 

 
(10) other factors suggesting that the consuming 
public might expect the prior owner to manufacture 
a product in the defendant's market, or that he is 
likely to expand into that market. 

 
 Interpace Corp. v. Lapp, Inc., 721 F.2d 460, 463 
(3d Cir.1983) (citation omitted). The Lapp factors 
were originally used to determine likelihood of 
confusion for non-competing goods. Id. at 462. 
Where goods that were the subject of a trademark 
infringement action directly competed with each 
other, we originally held that a “court need rarely 
look beyond the mark itself” to determine likelihood 
of confusion. Id. However, we have since held that 
the Lapp factors should be used for both competing 
and non-competing goods. A & H V, 237 F.3d at 
213. In either event, “the Lapp test is a qualitative 
inquiry. Not all factors will be relevant in all cases; 
further, the different factors may properly be ac-
corded different weights depending on the particular 
factual setting. A district court should utilize the 
factors that seem appropriate to a given situation.” 
Id. at 215.FN16 
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FN16. We have instructed that, if a district 
court decides that certain of the Lapp factors 
do not advance its analysis, it should explain 
the reason for not using those factors in order 
to facilitate our review. A & H V, 237 F.3d at 
215 n. 8. 

 
B. Reverse Confusion 

[5] We first recognized Lanhan Act Section 43(a) 
reverse confusion claims in Fisons Horticulture. 
“Reverse confusion occurs when a larger, more pow-
erful company uses the trademark of a smaller, less 
powerful senior owner and thereby causes likely 
confusion as to the source of the senior user's goods or 
services.” Fisons Horticulture, 30 F.3d at 474. Thus, 
the “junior” user is junior in time but senior in market 
dominance or size. 
 

In reverse confusion, the junior user saturates the 
market with a similar trademark and overwhelms 
the senior user. The public comes to assume the 
senior user's products are really the junior user's or 
that the former has become somehow connected to 
the latter. The result is that the senior user loses the 
value of the trademark—its product identity, cor-
porate identity, control over its goodwill and repu-
tation, and ability to move into new markets. 

 
Without the recognition of reverse confusion, 
smaller senior users would have little protection 
against larger, more powerful companies who want 
to use identical or confusingly similar trademarks. 
The logical consequence of failing to recognize 
reverse confusion would be the immunization from 
unfair competition liability of a company with a 
well established trade name and with the economic 
power to advertise extensively *472 for a product 
name taken from a competitor. If the law is to limit 
recovery to passing off, anyone with adequate size 
and resources can adopt any trademark and develop 
a new meaning for the trademark as identification of 
the second user's products. 

 
 Fisons Horticulture, at 474–75 (citations and 

internal brackets omitted). FN17 
 

FN17. Although we have recognized reverse 
confusion claims, we have, nonetheless, 
noted the problems inherent in such claims. 

 
The chief danger inherent in recognizing 
reverse confusion claims is that innovative 
junior users, who have invested heavily in 
promoting a particular mark, will suddenly 
find their use of the mark blocked by 
plaintiffs who have not invested in, or 
promoted, their own marks. Further, an 
overly-vigorous use of the doctrine of re-
verse confusion could potentially inhibit 
larger companies with established marks 
from expanding their product lines. 

 
 A & H V, 237 F.3d at 228 (citations 
omitted). 

 
[6] Thus, “the doctrine of reverse confusion is 

designed to prevent ... a larger, more powerful com-
pany usurping the business identity of a smaller senior 
user.” Commerce National Ins., v. Commerce Insur-
ance Agency, Inc., 214 F.3d 432, 445 (3d Cir.2000). 
 

As noted above, UTN presents its Lanham Act 
Section 43(a) unfair competition claim as a reverse 
confusion claim. In A & H V, we held that in a typical 
case alleging reverse confusion, as in a case of direct 
confusion, a court should apply the Lapp factors in 
assessing likelihood of confusion. 237 F.3d at 208. 
However, economic reality and common sense require 
that some of the Lapp factors be analyzed differently 
when reverse discrimination is at issue. Id. at 236. 
Thus, the strength of the parties' marks (Lapp factor 
(2)), the intent in adopting the marks (factor (5)), and 
the evidence of actual confusion (factor (6)), are ana-
lyzed differently from the method employed in a typ-
ical direct confusion case.FN18 id. at 236. With these 
parameters in mind, we turn to the instant dispute. 
 

FN18. Application of Lapp factors (3), (7), 
(8) and (9) is typically the same in both direct 
confusion and reverse confusion cases. A & 
H V, 237 F.3d at 236. In addition, absent the 
presence of housemarks and disclaimers, the 
similarity of the marks (factor (1)) should 
generally be examined in a similar fashion in 
both direct and reverse confusion cases. Id. 

 
(I). Strength of the mark. 

In evaluating the strength of the mark under Lapp, 
we examine: (1) the mark's distinctiveness or con-
ceptual strength (the inherent features of the mark) and 

Sheltered Wings, Inc. v. Wohali Outdoors, LLC, Cancellation No. 92054629 
Wohali's Exhibit 22 Page 9 of 17



  
 

Page 10

432 F.3d 463, 77 U.S.P.Q.2d 1515 
(Cite as: 432 F.3d 463) 

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works. 

(2) its commercial strength (factual evidence of mar-
ketplace recognition). A & H V, 237 F.3d at 221. The 
inquiry into distinctiveness or conceptual strength is 
the same whether plaintiff is alleging direct or reverse 
confusion. Id. at 231–32 (“When it comes to concep-
tual strength ... we believe that, just as in direct con-
fusion cases, a strong mark should weigh in favor of a 
senior user.”). The conceptual strength of a mark is 
measured by classifying the mark in one of four cat-
egories ranging from the strongest to the weakest: “(1) 
arbitrary or fanciful (such as “KODAK”); (2) sugges-
tive (such as “COPPERTONE”); (3) descriptive (such 
as “SECURITY CENTER”); and (4) generic (such as 
“DIET CHOCOLATE FUDGE SODA”).” Id. at 221. 
Stronger marks receive greater protection. Id. at 222. 
 

In examining a mark's commercial strength, we 
examine marketplace recognition. Id. at 221. “[I]n a 
reverse confusion claim, a court should analyze the 
‘commercial strength’ factor in terms of (1) the 
commercial strength of the junior user as compared to 
the senior user; and (2) any advertising or marketing 
campaign by the junior user that has resulted in a 
saturation in the public awareness of the junior user's 
mark.” Id. at 231. Our focus in *473 resolving reverse 
confusion should be the commercial impact of the 
stronger junior user's mark on the weaker mark of the 
senior but less dominant user. 
 

(ii). Intent in Adopting the Mark. 
In a direct confusion case, the defendant's intent 

to confuse or deceive consumers can be very probative 
of the likelihood of confusion. Id. at 232. Neverthe-
less, a defendant's intent to confuse in a reverse con-
fusion case can also be relevant to the likelihood of 
confusion. Id. However, the tenor of the evidence of 
intent will differ. In a true case of direct confusion, 
there is an intent to palm-off or ride on the goodwill of 
the senior user's mark. Id. at 225–26. The offender in a 
reverse confusion case will typically exploit confusion 
to push the senior user out of the market. Id. at 232. 
 

(iii). Evidence of Actual Confusion. 
“[O]ne might assume evidence that the public 

thought that the senior user was the origin of the junior 
user's products would support a direct confusion claim 
while evidence that the public thought that the junior 
user was the source of the senior user's product would 
support a reverse confusion claim.” Checkpoint Sys-
tems, 269 F.3d at 305 n. 34 (citing A & H V, 237 F.3d 
at 233). However, as noted earlier, because the 

“manifestation of consumer confusion as ‘direct’ or 
‘reverse’ may merely be a function of the context in 
which the consumer first encountered the mark ... 
[i]solated instances of ‘direct’ confusion may occur in 
a reverse confusion case, and vice-versa.” A & H V, 
237 F.3d at 233. Therefore, there is no strict prohibi-
tion against using “direct” confusion evidence in a 
“reverse” confusion case, or vice-versa. Id. 
 

(iv). Summary of test for reverse confusion. 
[7] In A & H V, we summarized the test for re-

verse confusion as follows: 
 

[I]n the typical case in which there is a claim of 
reverse confusion, a court should examine the fol-
lowing factors [in determining] whether or not there 
is a likelihood of confusion: 

 
(1) the degree of similarity between the owner's 
mark and the alleged infringing mark; 

 
(2) the strength of the two marks, weighing both a 
commercially strong junior user's mark and a con-
ceptually strong senior user's mark in the senior 
user's favor; 

 
(3) the price of the goods and other factors indica-
tive of the care and attention expected of consumers 
when making a purchase; 

 
(4) the length of time the defendant has used the 
mark without evidence of actual confusion arising; 

 
(5) the intent of the defendant in adopting the mark; 

 
(6) the evidence of actual confusion; 

 
(7) whether the goods, competing or not competing, 
are marketed through the same channels of trade 
and advertised through the same media; 

 
(8) the extent to which the targets of the parties' 
sales efforts are the same; 

 
(9) the relationship of the goods in the minds of 
consumers, whether because of the near-identity of 
the products, the similarity of function, or other 
factors; 

 

Sheltered Wings, Inc. v. Wohali Outdoors, LLC, Cancellation No. 92054629 
Wohali's Exhibit 22 Page 10 of 17



  
 

Page 11

432 F.3d 463, 77 U.S.P.Q.2d 1515 
(Cite as: 432 F.3d 463) 

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works. 

(10) other facts suggesting that the consuming pub-
lic might expect the larger, more powerful company 
to manufacture both products, or expect the larger 
company to manufacture a product in the plaintiff's 
market, or expect that the *474 larger company is 
likely to expand into the plaintiff's market. 

 
 237 F.3d at 234. 

 
Here again, “no one factor is dispositive.” The 

weight given each factor can vary with the circum-
stances of a particular case. Id. (citation and internal 
quotations omitted). 
 

V. DISCUSSION 
[8] UTN's underlying contention before us is that 

the district court did not properly apply the Lapp 
factors in the context of its reverse confusion claim. It 
is true that the district court's opinion does not contain 
the phase “reverse confusion,” and the district court 
only cites the Lapp factors as they are applied to direct 
confusion claims. 333 F.Supp.2d at 245. In UTN's 
view, this means that we must reverse and remand for 
a correct analysis of the Lapp factors to UTN's claim. 
 

At first blush, there is some support for UTN's 
position. In A & H V, we said: 
 

Because the District Court failed to undertake the 
Lapp analysis with respect to A & H Sportswear's 
reverse confusion claim, we must vacate the judg-
ment and remand to the District Court for a rede-
termination of those factors that receive different 
treatment under direct and reverse confusion theo-
ries, and for a reweighing of all of the factors once 
those redeterminations have been made. 

 
 237 F.3d at 236. However, a closer reading of A 

& H V establishes that we did not create a bright-line 
rule requiring reversal and remand whenever a district 
court fails to properly apply the Lapp factors. Rather, 
we there explained: 

The District Court interpreted our precedents to 
require a two-step inquiry, engaging in the Lapp 
factors only after an initial assessment that the dis-
parity in commercial strength reached a high 
threshold. Because the degree of commercial dis-
parity that the court believed was required was not 
met, the court did not even examine whether there 
existed a likelihood of confusion. 

 
 Id. at 208. Indeed, we noted in A & H V that if the 

record supported a finding that the plaintiff could not 
succeed on a reverse confusion claim as a matter of 
law, we would “be bound to explicate our reasoning 
and affirm the judgment of the district court.” Id. at 
236. Moreover, it is a long-established principle of 
appellate review, that “we may affirm a correct deci-
sion of the district court on grounds other than those 
relied upon by the district court.” Central Pennsylva-
nia Teamsters Pension Fund v. McCormick Dray 
Line, Inc., 85 F.3d 1098, 1107 (3d Cir.1996). Thus, the 
district court's purported failure to apply the Lapp 
factors does not necessarily mandate reversal and 
remand. 
 

Moreover, we have serious doubts that UTN's 
claim is really a claim of reverse confusion to begin 
with. The essence of reverse confusion is that the more 
powerful junior user saturates the market with a sim-
ilar trademark and overwhelms the smaller senior 
user. Fisons, 30 F.3d at 474. The “relatively large 
advertising and promotion of the junior user ... is the 
hallmark of a reverse confusion case.” A & H V, 237 
F.3d at 231 (quoting 3 J. Thomas McCarthy, 
MCCARTHY ON TRADEMARKS AND UNFAIR 
COMPETITION § 23–10, at 23–37). “The question ... 
is whether consumers doing business with the senior 
user might mistakenly believe that they are dealing 
with the junior user.” Checkpoint Systems, 269 F.3d, 
at 303 (internal quotation marks omitted). 
 

Here, Chase did not overwhelm UTN's FREE-
DOM CARD at all. It is undisputed that CompuCredit 
FREEDOM CARD was not promoted or marketed 
after December 2001. Thus, FREEDOM CARD was 
out of the market for more than a year before Chase 
launched the CHASE *475 FREEDOM card on Jan-
uary 27, 2003. We are therefore hard-pressed to un-
derstand how CHASE FREEDOM card could have 
overwhelmed UTN's FREEDOM CARD when 
FREEDOM CARD was not even participating in the 
market when CHASE FREEDOM was launched. 
Moreover, any claim that Chase heavily promoted and 
advertised CHASE FREEDOM card and thereby 
overwhelmed UTN's FREEDOM CARD via market-
ing and promotion would be fanciful at best. On the 
contrary, Chase published a single advertisement for 
CHASE FREEDOM in a single publication on a sin-
gle day. Chase thereafter stopped its marketing and 
advertising efforts once it was contacted by Buford of 
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UTN. UTN attempts to extend Chase's marketing 
efforts by pointing to the aforementioned news article 
in Newsweek magazine that reported about the 
CHASE FREEDOM card. However, even if Chase is 
somehow deemed responsible for “planting” and/or 
exploiting that article, it would still only amount to an 
additional one-paragraph news item. Even when 
combined with the single advertisement in the Wall 
Street Journal, that would hardly support a claim that 
Chase created confusion in the market by over-
whelming FREEDOM CARD, the senior mark. 
 

Nevertheless, “if we were to create a rigid divi-
sion between direct and reverse confusion evidence, 
we would run the risk of denying recovery to merito-
rious plaintiffs.” A & H V, 237 F.3d at 233 (internal 
quotation marks omitted). Accordingly, despite real 
doubts about whether UTN's claim can properly be 
characterized as a claim of reverse confusion, we must 
nevertheless determine whether the district court 
properly applied the Lapp factors to it. 
 

UTN contends that the district court failed to 
properly analyze the similarity of the marks; the 
strength of the marks; and any facts indicating that the 
parties will expand into each other's markets. UTN 
also contends that the district court erred in analyzing 
some of the remaining Lapp factors including: con-
sumer care when making a purchase; actual confusion; 
and intent. We will therefore address each of those 
claims of error. 
 

A. Similarity of the marks. 
As we noted above, inquiry into similarity of the 

marks is the same in cases of reverse confusion and 
direct confusion. Here, Chase's FREEDOM card also 
includes the housemark “CHASE.” FN19 Chase claims 
that any possible potential for confusion with UTN 
was substantially reduced because “CHASE” appears 
together with “FREEDOM” on the face of the card, 
and the district court agreed. 
 

FN19. A “housemark” is a company's cor-
porate name. Eric J. Lubochinski, Hegel's 
Secret: Personality and the Housemark 
Cases, 52 Emory L.J. 489, 490 (2003). 

 
The district court explained: 

 
Given that Chase is a well-known provider of fi-
nancial services, I agree that the inclusion of the 

CHASE housemark with FREEDOM (or FREE-
DOM card), in connection with credit cards and 
credit card services is enough to lessen any likeli-
hood of confusion between the two marks and ren-
der the CHASE FREEDOM and FREEDOM 
CARD marks dissimilar. 

 
 333 F.Supp.2d at 246. 

 
The district court therefore concluded that the 

presence of Chase's housemark mitigated any poten-
tial for market confusion. However, UTN correctly 
argues that the junior user's housemark can aggravate 
reverse confusion by reinforcing the association of the 
trademark exclusively with the junior user to the det-
riment of *476 the smaller senior user. A & H III, 166 
F.3d at 230. UTN believes that the district court ig-
nored the fact that Chase's housemark reinforced 
consumers' association of “Freedom” exclusively with 
Chase, and therefore increased the likelihood of re-
verse confusion. We disagree. 
 

The district court's holding was based partly on 
UTN's own admissions about the widespread com-
mercial use of the word “freedom.” We have already 
explained that UTN made certain representations in 
connection with its two registrations for FREEDOM 
CARD. We have noted that the USPTO initially re-
jected UTN's applications because of the likelihood of 
confusion with Parker Oil's prior registration for its 
“Fuel Freedom Card,” and UTN responded by enter-
ing into a Consent Agreement with Parker Oil in 
which UTN and Parker Oil agreed that there was no 
likelihood of confusion between UTN's FREEDOM 
CARD and Parker's Fuel Freedom Card. 
 

As we have also noted above, UTN overcame 
objections to additional “freedom” marks it applied 
for by submitting a one-inch thick exhibit of numerous 
other “freedom” marks to the USPTO. UTN argued 
that those marks, together with third-party marks cited 
by the USPTO, were “all existing together in the 
marketplace” and as a result, “no one has the exclusive 
right to use the word ‘FREEDOM’ alone.” UTN also 
represented that, because of such third-party use, the 
addition of the term “fuel” “creates a significantly 
different commercial impression than the cited regis-
tration [sic] and applications, and thus is not so similar 
as to preclude its registration.” 
 

The district court viewed UTN's representations 
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to the USPTO through the lens of judicial estop-
pel.FN20 Chase, 333 F.Supp.2d at 246. Whether we 
view the district court's treatment of UTN's prior 
representations about the commercial availability of 
marks containing the word “freedom” as judicial es-
toppel, an admission, waiver, or simply hoisting UTN 
by its own petard, we agree with the district court's 
conclusion about the commercial impact of “freedom” 
in the two marks at issue here. Thus, UTN's own 
statements and actions, together with Chase's undis-
puted evidence of the widespread and common use of 
“freedom,” undermine UTN's belated attempt to es-
tablish likelihood of confusion from the juxtaposition 
of “FREEDOM” and Chase's housemark. See 
SquirtCo v. Tomy Corp., 697 F.2d 1038, 1043 
(Fed.Cir.1983). 
 

FN20. See In re Chambers Development Co., 
148 F.3d 214, 229 (3d Cir.1998), for a dis-
cussion of judicial estoppel. 

 
B. Strength of the marks. 

In analyzing the strength of UTN's mark, the dis-
trict court wrote: 
 

UTN has not come forward with any evidence of the 
commercial strength of the FREEDOM CARD 
mark, i.e., the amount of money that it spent on 
advertising, whether it took any steps to increase 
public recognition of the FREEDOM CARD mark, 
and whether the public does, in fact, recognize the 
FREEDOM CARD mark. In fact, the evidence 
strongly indicates that there is no commercial 
strength to UTN's mark. At its peak, UTN had 
28,193 cardholders. That was three years ago. UTN 
only issued cards for one year. Given these facts, it 
is hardly surprising that UTN has chosen to offer no 
evidence at all of commercial strength. There is 
none, and this factor weighs against a finding of 
likelihood of confusion. 

 
 333 F.Supp.2d at 248. The district court also 

found that the conceptual strength of *477 UTN's 
mark was weak, Chase, 333 F.Supp.2d at 248, and 
UTN does not dispute that finding. Rather, UTN ar-
gues that the district court erred in focusing only on 
the commercial weakness of UTN's mark. We agree 
that the weakness of the senior user's mark can, in 
theory, advance a claim of reverse confusion rather 
than undermine it. The “the lack of commercial 
strength of the smaller senior user's mark is to be given 

less weight in the analysis because it is the strength of 
the larger, junior user's mark which results in reverse 
confusion.” A & H V, 237 F.3d at 231 (citation omit-
ted). Nonetheless, “analysis of the strength of the 
senior user's mark is relevant” in a reverse confusion 
case. Checkpoint Systems, 269 F.3d at 303. 
 

Here, UTN failed to produce any evidence of the 
commercial strength of its mark and tries to explain 
that failure by claiming that “it was the strength of the 
mark of the corporate giant, Chase, that essentially 
drove [UTN] from the marketplace.” Appellants' Br. 
at 30. However, that is a frivolous rejoinder. As we 
have already discussed, Chase did not drive UTN out 
of the marketplace in the first place. Rather, UTN 
stopped marketing and issuing FREEDOM CARD 
more than a year before CHASE FREEDOM card was 
launched. 
 

C. Sophistication of consumers.FN21 
 

FN21. This issue was discussed in the district 
court's analysis of Lapp factor (3), i.e., the 
price of the goods and other factors indica-
tive of the care and attention expected of 
consumers when making a purchase. This 
factor is the same for both direct and reverse 
confusion. 

 
The district court concluded that consumers “do 

exercise considerable care in selecting who will carry 
their debt [, and held that] [t]his factor therefore also 
weighs against a finding of likelihood of confusion.” 
333 F.Supp.2d at 249. In doing so, the court relied in 
part upon First Nat'l Bank in Sioux Falls v. First Nat'l 
Bank South Dakota, 153 F.3d 885, 888–89 (8th 
Cir.1998). There, the court explained that consumers 
generally exercise a high degree of care in choosing 
banking services. They are therefore more likely to 
notice what, in other contexts, may be relatively minor 
differences in names. This would undermine UTN's 
likelihood of confusion over these marks. 
 

The district court also relied upon the testimony 
of Chase's expert, Pierce Sioussat.FN22 He stated that 
consumers “do look to a number of factors when 
considering whether to apply for and carry a credit 
card, such as interest rate, rewards offered, affinity 
relationship, and introductory offers.” Id. at 248. 
 

FN22. Sioussat was offered as an expert in 
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the credit card industry. UTN filed a Daubert 
motion to exclude his testimony. See Daub-
ert v. Merrell Dow Pharmaceuticals, Inc., 
509 U.S. 579, 113 S.Ct. 2786, 125 L.Ed.2d 
469 (1993). However, the district court de-
nied that motion, 333 F.Supp.2d at 249 n. 17, 
and UTN is not challenging that ruling. 

 
UTN believes this was error because Sioussat's 

testimony “had no application in the sub-prime market 
targeted by [UTN].” Appellants' Br. at 30. Admittedly, 
we have explained that “[w]here the buyer class is 
mixed, the standard of care to be exercised by the 
reasonably prudent purchaser will be equal to that of 
the least sophisticated consumer in the class.” Ford 
Motor Co. v. Summit Motor Prods., Inc., 930 F.2d 
277, 293 (3d Cir.1991). However, UTN never made 
this argument in the district court. Rather, UTN only 
argued that Sioussat's testimony was “absurd and 
unsupportable” and asserted, without offering any 
substantive evidence, that while consumers exercise 
care in choosing their bank, they do not necessarily 
exercise the same care in choosing a *478 credit card. 
Chase, 333 F.Supp.2d at 248–49. Accordingly, UTN 
cannot now argue that the district court erred in rely-
ing upon the expert's testimony about the amount of 
care exercised in the relevant market. See, e.g., Bailey 
v. United Airlines, 279 F.3d 194, 204 (3d Cir.2002). 
 

D. Actual confusion. 
The district court concluded that “UTN [did] not 

come forward with any competent evidence of actual 
confusion. Thus, this factor also weighs significantly 
against a finding of likelihood of confusion.” FN23 333 
F.Supp.2d at 249–50. UTN argues that this was error 
because the district court (1) ignored the length of time 
that it had used the mark and (2) ignored anecdotal 
evidence of actual confusion. 
 

FN23. The district court considered the 
fourth and sixth Lapp factors together in its 
actual confusion inquiry. 

 
UTN faults the district court's concern over the 

absence of evidence of actual confusion, reminding us 
that it was driven from the marketplace. However, that 
is yet another frivolous rejoinder since UTN stopped 
marketing the FREEDOM CARD approximately one 
year before Chase introduced its CHASE FREEDOM 
card. Chase's short-lived launch of its card, and its 
willingness to stop marketing CHASE FREEDOM 

immediately after being contacted by UTN, is uncon-
tradicted. Moreover, even if we credit UTN's claim 
that CompuCredit refused to continue its relationship 
with UTN because of Chase's CHASE FREEDOM 
card, UTN could still not prevail on this record be-
cause UTN and Chase were in different markets. The 
district court found that “the undisputed evidence in 
this case indicates that [CHASE FREEDOM] and 
[FREEDOM CARD] are targeted at different groups 
of consumers.... Mr. Buford, UTN's CEO, made the 
distinction saying, ‘Chase is targeting the high-income 
level and FreedomCard is targeting the middle-to-low 
income level.’ ” Chase Manhattan Bank, 333 
F.Supp.2d at 250. Absent more than appears here, this 
seriously undermines UTN's claim of likelihood of 
confusion. 
 

Nevertheless, UTN attempts to argue the signifi-
cance of anecdotal evidence of actual confusion that it 
introduced. UTN claims that the district court ignored 
evidence that UTN's accountant, Richard Moon, be-
lieved that CHASE FREEDOM was a joint venture 
between UTN and Chase. However, the district court 
did not credit that evidence because it was based on 
Buford's deposition testimony rather than anything 
Moon testified to. UTN had every opportunity to 
explore that issue during Moon's own deposition but 
refrained from doing so. UTN now invites us to ignore 
Moon's silence and focus on Buford's uncorroborated 
and self serving proclamations. That is an invitation 
we must decline. 
 

Moreover, the district court correctly concluded 
that Moon's purported belief was not sufficient to 
establish actual confusion even if credited. 333 
F.Supp.2d at 249 n. 18. (“Even accepting as true that 
Mr. Moon was confused, such de minimis evidence of 
actual confusion does not establish a genuine issue of 
material fact on the likelihood of confusion issue and 
is insufficient to prevent dismissal on summary 
judgment.”) (citing Universal Money Ctrs., Inc. v. Am. 
Tel. & Tel. Co., 22 F.3d 1527, 1535 (10th Cir.1994)). 
 

UTN correctly reminds us that anecdotal evi-
dence can be both relevant and probative, and argues 
the district court improperly dismissed the anecdotal 
evidence of Moon's confusion. Appellants' Br. at 34 
(“in addressing the actual confusion factor, courts 
must often consider anecdotal evidence.”). That ar-
gument ignores the fact *479 that, unlike the cases 
UTN relies upon, the anecdotal evidence here was de 
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minimis just as the district court concluded. Accord-
ingly, we do not think the district court erred in ana-
lyzing the evidence of actual confusion on this record. 
 

E. Chase's Intent in Adopting the CHASE 
FREEDOM Mark. 

The district stated that “UTN has not set forth any 
competent evidence to prove that Chase adopted the 
CHASE FREEDOM mark with the intent to confuse 
consumers.” Chase Manhattan Bank, 333 F.Supp.2d 
at 250. The court concluded that the evidence here 
establishes that: 
 

Chase created the CHASE FREEDOM mark by 
hiring outside consultants, conducting qualitative 
research that included focus groups, and forming a 
team from its internal staff to facilitate the devel-
opment of a new credit card product. On the basis of 
that research, Chase adopted the CHASE FREE-
DOM credit card to replace the CHASE Shell 
Mastercard. 

 
 Id. The court reasoned that this factor weighs 

against a finding of likelihood of confusion. Id. UTN 
argues that this is error because the district court 
“failed to address a significant volume of evidence 
establishing [Chase] had full knowledge of the 
“FREEDOM CARD” mark.” Appellants' Br. at 36. 
 

UTN attempts to advance that contention by 
correctly noting that the intent inquiry in a reverse 
confusion case differs from an intent inquiry in a di-
rect confusion case. However, UTN's argument is 
misleading. As noted earlier, intent to confuse is rel-
evant to both reverse confusion and direct confusion. 
A & H V, 237 F.3d at 232. The difference is that the 
tenor of the intent to confuse evidence changes from 
the deliberate intent to palm off or exploit the goodwill 
of the senior user's mark (deliberate confusion), id. at 
225–26, to the deliberate intent to push the senior user 
out of the market (reverse confusion). Id. at 232. 
 

There is no evidence here from which a reasona-
ble fact finder could conclude that Chase intended to 
push UTN out of the market, and this is true even if we 
assume arguendo that Chase was in UTN's market. To 
reiterate, Chase was in the prime market, and UTN 
was in the sub-prime market (or the sub-sub-prime 
market as Chase suggests). UTN never attempted to 
promote its card in the credit market for Chase's card, 
and vice-versa.FN24 Moreover, as we have repeatedly 

noted, UTN was not issuing or marketing its FREE-
DOM CARD in any market when Chase started its 
CHASE FREEDOM card, and Chase stopped mar-
keting its card when UTN objected. Thus, even if we 
credit UTN's claim that Chase was considering en-
tering UTN's market and improperly relied on UTN's 
mark in order to enter it (a true case of reverse confu-
sion), the record would still not allow a reasonable fact 
finder to conclude that Chase's mark created a likeli-
hood of confusion. 
 

FN24. Indeed, given the 140% annual 
charges in interest and fees, UTN's card 
would have been a “hard sell” to cred-
it-worthy consumers. 

 
[9] In responding to the district court's analysis of 

intent, UTN first argues that the district court ignored 
the fact that Chase conducted a trademark search, 
learned of UTN's FREEDOM CARD mark and nev-
ertheless adopted the CHASE FREEDOM mark. UTN 
claims that this demonstrates that Chase used the word 
“freedom” with the intention of confusing consum-
ers.FN25 
 

FN25. Chase claimed attorney-client privi-
lege with respect to the trademark search. 
UTN suggests that Chase's assertion of the 
privilege constitutes evidence of Chase's bad 
faith. However, we agree that it is improper 
to draw an inference of bad faith from the 
assertion of the attorney-client privilege. See 
Chase's Br. at 44 (citing Astra Pharm. 
Prods., Inc. v. Beckman Instruments, Inc., 
220 U.S.P.Q. 609, 612, 1983 WL 51933 
(D.Mass.), aff'd 718 F.2d 1201 (1st 
Cir.1983)). 

 
*480 We disagree, and again note UTN's own 

USPTO filings about the prevalence of “freedom” in 
the marketplace. Given UTN's own submissions to the 
USPTO we agree that the district court correctly con-
cluded that Chase's use of the word does not constitute 
evidence of an intent to deceive.FN26 
 

FN26. We do not rule out the possibility that, 
in an appropriate case, a party could establish 
that a competitor's use of a common word 
could constitute evidence of an intent to de-
ceive. However, this record does not support 
any such inference with regard to Chase's use 
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of “freedom.” 
 

We are similarly unimpressed by evidence that 
Chase conducted a trademark search and presumably 
learned of UTN's registration of FREEDOM CARD. 
Absent UTN's own filings with the USPTO, it might 
be possible to claim that Chase's search and subse-
quent use of “FREEDOM” constituted carelessness at 
best. However, we have not yet adopted that standard 
for such an analysis, and we are certainly not willing 
to adopt it on this record. See A & H V, 237 F.3d at 
232–33 (“Although we recognize that our opinion in 
Fisons perhaps implied that mere carelessness, as 
opposed to deliberate intent to confuse, would weigh 
in a plaintiff's favor in a reverse confusion case, we are 
reluctant to adopt such an interpretation, as it would be 
manifestly out of step with our prior holdings re-
garding the relevance of ‘intent’ in trademark in-
fringement claims.”). However, given the undisputed 
evidence of how common the use of “freedom” has 
become in the relevant marketplace, even that requires 
an analytical stretch beyond the reach of a reasonable 
fact finder. 
 

UTN next argues that Chase intentionally adopted 
the word “freedom” to confuse consumers because 
Chase knew in 1999 that UTN had FREEDOM 
CARD. That argument is rooted in the discussions that 
occurred after UTN approached Chase to explore 
possible affiliation with UTN's FREEDOM CARD. 
UTN alleges that at a meeting, it gave Chase graphic 
copies of a credit card that is virtually identical to the 
CHASE FREEDOM card. Although UTN makes this 
allegation, at his deposition, Buford could not say 
when the presentation was made. Moreover, it is un-
disputed that no such card exists in Chase's files. Fi-
nally, as we noted above, even if UTN could establish 
when this happened, it would still not establish the 
likelihood of confusion that UTN had to establish to 
prevail on its counterclaim. 
 

UTN suggests that intent to confuse can be in-
ferred because certain Chase employees were in-
volved in both the 1999 discussions between UTN and 
Chase and a subsequent project that Chase undertook 
in 2002–2003 called “Project Poet” that led to the 
development of the CHASE FREEDOM card. Ac-
cording to UTN, an employee named “Dzierzynksi” 
told other Chase employees in 1999 that they needed 
to followup on a Chase–FREEDOM CARD joint 
venture and that she was a member of the Project Poet 

team. UTN cites to e-mails to support that connection. 
However, Dzierzynski was not the author of those 
e-mails; she was only a recipient. Moreover, 
Dzierzynski was not a member of Project Poet and had 
no involvement in the development of CHASE 
FREEDOM. 
 

UTN further alleges that a person named “Dias,” 
a Chase executive who was present at the 1999 
meetings, briefed her supervisor, “Johri,” on all of her 
projects and that Johri was later a member of Project 
Poet. However, Dias left Chase *481 long before 
Chase began Project Poet and Johri did not work for 
Chase until September 1, 1999, after all discussions 
with UTN ended. Chase concedes that Johri met with 
Dias for 15–20 minutes when he first joined Chase; 
however, UTN produced no evidence that Dias told 
Johri about the UTN–Chase discussions. The district 
court realized that UTN needed more than these 
largely unsupported conclusions to survive Chase's 
motion for summary judgment. 
 

Moreover, these meetings and discussions still 
cannot overcome the other problems with UTN's proof 
detailed above. We therefore find UTN's argument 
regarding the 1999 discussions between UTN and 
Chase unpersuasive. 
 

F. Other factors.FN27 
 

FN27. This argument centers on Lapp factor 
(10). 

 
We have noted that Lapp factor (10) is necessarily 
transformed in the reverse context to an examina-
tion of other facts suggesting that the consuming 
public might expect the larger, more powerful 
company to manufacture both products, or expect 
the larger company to manufacture a product in the 
plaintiff's market, or expect that the larger company 
is likely to expand into the plaintiff's market. 
 A & H V, 237 F.3d at 234 (citation omitted). UTN 
argues that the district court erred in applying this 
factor because it “gave no consideration to whether 
the consuming public might expect [Chase] to (a) 
offer both the FREEDOM CARD and the CHASE 
FREEDOM CARD, (b) offer a card for the sub-
prime market, or (c) enter the subprime market.” 
Appellants' Br. at 22–23. However, that is the sum 
of UTN's argument on this point. UTN does not 
attempt to demonstrate how such an inquiry would 
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have resulted in finding a likelihood of confusion, 
nor does UTN discuss how the district court's failure 
to conduct the inquiry prejudiced it. 

 
UTN does claim that 

 
the consuming public clearly might expect [Chase] 
to produce a credit card product, including a credit 
card product for the subprime market served by 
FREEDOM CARD. In that regard, it is undisputed 
that [Chase was] investigating the subprime market 
following its meetings with FREEDOM CARD in 
1999. 

 
UTN's Br. at 25. However, this statement is not 

correct. There was undisputed deposition testimony 
that Chase was preparing, but had not yet started, 
some targeted testmarketing in the sub-prime market. 
However, that activity took place in 2004, not when 
Chase and UTN met in 1999. Moreover, the record 
does not establish that any such entry would have 
involved the CHASE FREEDOM mark; a mark that 
Chase discontinued in 2003. In addition, Chase and 
UTN defined the sub-prime market very differently. 
CHASE defined the sub-prime market as consumers 
with a credit score lower than 660 with no bankrupt-
cies. UTN defined that market as consumers having 
credit scores below 580 with recent bankruptcies. See 
n. 6, supra. 
 

G. Failure to address all of the Lapp factors. 
Finally, UTN argues that the district court failed 

to address Lapp factor (9)—the relationship of the 
goods in the minds of consumers because of the sim-
ilarity of function. According to UTN, this failure, in 
and of itself, warrants reversal and remand. In support 
of that contention, UTN relies on Kos Pharmaceuti-
cals, 369 F.3d at 711–12. There, we said that if a 
district court finds that certain of the Lapp factors do 
not apply or do not further the *482 inquiry, the court 
should explain why it did not use those factors in 
arriving at its decision. In Kos, the district court only 
considered two of the Lapp factors and simply said 
that the “remaining Lapp factors do not [weigh in the 
Petitioner's favor].” Id. at 712. We held that this 
statement “does not explain the basis for [the district 
court's] holding as to each factor, whether it viewed 
each as neutral, irrelevant, or favorable to Andrx, or 
how it weighed and balanced the combined factors.” 
Id. 
 

However, this does not help UTN now because 
UTN and Chase agreed in the district court that Lapp 
factors (1) through (6) and (8) were the most relevant 
factors for the district court to analyze. Chase, 333 
F.Supp.2d at 245 n. 14. (“the parties agree that, be-
cause their goods compete in the same field, the most 
relevant Lapp factors are (1) through (6) and (8).”). 
UTN cannot fault the district court for not analyzing 
its claim under factor (9) when it agreed that that 
factor was of dubious relevance. The district court 
explained it was not discussing Lapp factors 7, 9, and 
10 because they “are not apposite for directly com-
peting goods ...”. Id. Moreover, UTN does not even 
now discuss how the district court's failure to address 
any factor, including factor (9), resulted in prejudice 
or altered the outcome in this case. 
 

V. CONCLUSION 
For all of the above reasons, we will affirm the 

district court. 
 
C.A.3 (Del.),2005. 
Freedom Card, Inc. v. JPMorgan Chase & Co. 
432 F.3d 463, 77 U.S.P.Q.2d 1515 
 
END OF DOCUMENT 
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United States Court of Customs and Patent Appeals. 
CONTINENTAL DISTILLING CORPORATION, 

Appellant, 
v. 

NORMAN WILLIAMS CO., Assignee of E. Marti-
noni Company, Appellee. 

 
Patent Appeal No. 8413. 

June 17, 1971. 
 

Proceeding to register trademarks CANADIAN 
BELLE, CUMBERLAND BELLE, HEATHER 
BELLE and RIVER BELLE for various whiskeys. 
The trade-mark trial and appeal board, serial Nos. 
219,030, 219,018, 219,023, 219,020, dismissed op-
position to registration, and opposer appealed. The 
United States Court of Customs and Patent Appeals, 
Baldwin, J., held that evidence did not indicate that 
registration of marks in question would result in 
confusion, mistake or deception with respect to op-
poser's mark DIXIE BELLE in association with de-
sign for gin. 
 

Affirmed. 
 

West Headnotes 
 
Trademarks 382T 1310 
 
382T Trademarks 
      382TVII Registration 
            382TVII(B) Proceedings Concerning Federal 
Registration 
                382Tk1306 Evidence 
                      382Tk1310 k. Weight and Sufficiency. 
Most Cited Cases  
     (Formerly 382k224 Trade Regulation) 
 

Evidence in proceeding to register trademark 
CANADIAN BELLE, CUMBERLAND BELLE, 
HEATHER BELLE and RIVER BELLE for various 
whiskeys did not indicate that registration of such 
marks would result in confusion, mistake or deception 
with respect to opposer's mark DIXIE BELLE in as-
sociation with design for gin. Lanham Trade-Mark 

Act, § 2(d), 15 U.S.C.A. § 1052(d). 
 
**393 *1301 Henry W. Leeds, Washington, D.C. 
(Mason, Fenwick & Lawrence), Washington, D.C., 
attorney of record, for appellant. 
 
Warren L. Kern, Los Angeles, Cal., Russell L. Law, 
Washington, D.C., for appellee. 
 
Before RICH, ALMOND, BALDWIN, LANE, 
Judges, and NEWMAN, Judge, United States Cus-
toms Court, sitting by designation. 
 
BALDWIN, Judge. 

This is an appeal by Continental Distilling Cor-
poration from the decision of the Trademark Trial and 
Appeal BoardFN1 dismissing its *1302 opposition to 
the registration by appellee's predecessorFN2 of the 
marks Canadian BelleFN3 for Canadian whiskey, 
Cumberland Belle FN4 for bourbon whiskey, Heather 
Belle FN5 for Scotch whiskey and River BelleFN6 for 
bourbon whiskey. 
 

FN1. Abstracted at 157 USPQ 715 (1968). 
 

FN2. E. Martinoni Company. 
 

FN3. Serial No. 219,030, filed May 17, 1965, 
and published Mar. 22, 1966. 

 
FN4. Serial No. 219,018, filed May 17, 1965, 
and published Mar. 22, 1966. 

 
FN5. Serial No. 219,023, filed May 17, 1965, 
and published Mar. 22, 1966. 

 
FN6. Serial No. 219,020, filed May 17, 1965, 
and published Mar. 22, 1966. 

 
The opposer-appellant, hereinafter appellant, is 

the owner of the mark comprising the words Dixie 
Belle in association with a design for gin. FN7 Priority 
is established in the record. 
 

FN7. Registration No. 310,075, dated Feb-
ruary 13, 1934 and 501,311, dated August 3, 
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1948, annexed to the Notice of Opposition 
filed April 22, 1966. 

 
The opposition was based on the ground that the 

marks Canadian Belle, Cumberland Belle, Heather 
Belle and River Belle so resemble the appellant's mark 
as to be likely to cause confusion, mistake or decep-
tion when used in connection with distilled spirits. 15 
USC 1052(d). Neither party took testimony in the 
proceedings below. While appellee did rely on the 
existence of ten third party registrations, our decision 
does not take those third party registrations into con-
sideration. 
 

Appellant's case centers around the position that 
the dominant portion of the respective marks is the 
word Belle and the argument that the consumer, see-
ing that word with a geographic-type prefix, would be 
confused.  Appellant has relied heavily on the case 
involving the marks Virginia Gentleman, Indiana 
Gentleman, and American Gentleman, all for whis-
key.   A. Smith Bowman Distillery, Inc. v. Schenley 
Distillers, Inc., 198 F.Supp. 822 (D.Del.1961). We are 
not convinced. 
 

The factual situation in the Bowman case is dis-
tinguishable from the present case. In that case, there 
was extensive evidence of the substantial sales by the 
plaintiff under its mark and the public recognition and 
prestige of the product. The court there concluded that 
plaintiff had acquired a valuable goodwill in the mark 
Virginia Gentleman and that the **394 infringer's 
course of conduct was an attempt to come as close as 
possible to a mark with a high degree of established 
customer goodwill and ‘to take a free ride on a popular 
brand product.’ 
 

Here, on the other hand, there is no evidence be-
fore the court as to the advertising, sale, reputation or 
goodwill of the mark Dixie Belle. Neither do we find 
evidence of the appellee's attempt to trade on the ap-
pellant's mark. 
 

The mark Dixie Belle and design for gin and ap-
pellee's marks Cumberland Belle, River Belle, 
Heather Belle and Canadian Belle do not look alike or 
sound alike. *1303 The fact that all the marks share 
the word Belle is not controlling. When the marks are 
taken in their entireties, we fail to see any likelihood of 
confusion, mistake or deception. 
 

For the reasons stated above, the decision of the 
Trademark Trial and Appeal Board is affirmed. 
 

Affirmed. 
 
Cust. & Pat.App. 1971. 
Continental Distilling Corp. v. Norman Williams Co. 
58 C.C.P.A. 1301, 443 F.2d 392, 170 U.S.P.Q. 132 
 
END OF DOCUMENT 
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United States Court of Customs and Patent Appeals. 
Application of E. I. DuPONT DeNEMOURS & CO. 

(Assignee of Horizon Industries Corporation). 
 

Patent Appeal No. 8866. 
May 3, 1973. 

 
Appeal from a decision of the Trademark Trial 

and Appeal Board, Serial No. 307,711, affirming a 
refusal to register applicant's mark “RALLY” for a 
combination polishing, glazing and cleaning agent for 
use on automobiles on the basis of likelihood of con-
fusion with another's registered mark “RALLY” for an 
all-purpose detergent. The Court of Customs and 
Patent Appeals, Markey, C. J., held that confusion was 
not likely to stem from the concurrent use of “RAL-
LY” by registrant on its household cleaning products 
and by applicant on its automotive cleaning products, 
since the respective parties had entered into an 
agreement restricting registrant to the general purpose 
cleaning market and restricting applicant to the au-
tomobile market, and since the fact that the goods of 
one party could be used in the field of the other was 
too conjectural and too widely applicable to form the 
sole basis of a decision against the applicant, particu-
larly where the parties had agreed to avoid the pro-
motion of such cross use. 
 

Reversed. 
 

Baldwin, J., dissented. 
 

West Headnotes 
 
[1] Trademarks 382T 1005 
 
382T Trademarks 
      382TI In General 
            382Tk1003 Constitutional and Statutory Pro-
visions 
                382Tk1005 k. Purpose and Construction in 
General. Most Cited Cases  
     (Formerly 382k251, 382k1) 
 

Basic goal of the Lanham Trade-Mark Act is the 
protection of trademarks, securing to the owner the 
good will of his business, and protecting the public 
against spurious and falsely marked goods. Lanham 
Trade-Mark Act, § 1 et seq., 15 U.S.C.A. § 1051 et 
seq. 
 
[2] Trademarks 382T 1244 
 
382T Trademarks 
      382TVII Registration 
            382TVII(A) In General 
                382Tk1243 Eligibility for Registration; 
Grounds for Allowing or Denying 
                      382Tk1244 k. In General. Most Cited 
Cases  
     (Formerly 382k181) 
 

Under the Lanham Trade-Mark Act, the Com-
missioner must refuse registration when convinced 
that confusion is likely because of concurrent use of 
the marks of an applicant and a prior user on their 
respective goods. Lanham Trade-Mark Act, §§ 2, 2(d), 
15 U.S.C.A. §§ 1052, 1052(d). 
 
[3] Trademarks 382T 1081 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1081 k. Factors Considered in General. 
Most Cited Cases  
     (Formerly 382k182.1, 382k182) 
 

Criteria listed to be considered in testing for 
likelihood of confusion under Lanham Trade-Mark 
Act provision prohibiting refusal to register a trade-
mark on account of its nature unless it consists of or 
comprises a mark which so resembles a registered 
mark or a mark or trade name previously used by 
another and not abandoned as to be likely, when ap-
plied to the goods of the applicant, to cause confusion 
or to cause mistake or to deceive. Lanham Trade-Mark 
Act, §§ 2, 2(d), 15 U.S.C.A. §§ 1052, 1052(d). 
 
[4] Trademarks 382T 1080 
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382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1080 k. In General. Most Cited Cases  
     (Formerly 382k182.1, 382k182) 
 

In every trademark case turning on likelihood of 
confusion, it is the duty of the examiner, the board and 
the Court of Customs and Patent Appeals to find, upon 
consideration of all the evidence, whether or not 
confusion appears likely in the event the applicant's 
mark is registered. Lanham Trade-Mark Act, §§ 2, 
2(d), 15 U.S.C.A. §§ 1052, 1052(d). 
 
[5] Trademarks 382T 1114 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1114 k. Doubt as to Confusion. Most 
Cited Cases  
     (Formerly 382k186) 
 

If there is no indication of likely confusion, reg-
istration of mark must promptly issue, but if there is 
some indication that confusion may be likely, the 
question must remain open until any or all of the el-
ements bearing on likelihood of confusion have been 
reviewed and studied, the final decision being made 
on the basis of the entire record. Lanham Trade-Mark 
Act, §§ 2, 2(d), 15 U.S.C.A. §§ 1052, 1052(d). 
 
[6] Trademarks 382T 1184 
 
382T Trademarks 
      382TVI Nature, Extent, and Disposition of Rights 
            382Tk1182 Right to Use in General; Exclu-
sivity 
                382Tk1184 k. Manner of Use; Misuse. Most 
Cited Cases  
     (Formerly 382k181) 
 

Reputable businessmen-users of valuable trade-
marks have no interest in causing public confusion. 
Lanham Trade-Mark Act, §§ 2, 2(d), 15 U.S.C.A. §§ 
1052, 1052(d). 
 
[7] Trademarks 382T 1308 
 
382T Trademarks 

      382TVII Registration 
            382TVII(B) Proceedings Concerning Federal 
Registration 
                382Tk1306 Evidence 
                      382Tk1308 k. Presumptions and Burden 
of Proof. Most Cited Cases  
     (Formerly 382k224) 
 
 Trademarks 382T 1310 
 
382T Trademarks 
      382TVII Registration 
            382TVII(B) Proceedings Concerning Federal 
Registration 
                382Tk1306 Evidence 
                      382Tk1310 k. Weight and Sufficiency. 
Most Cited Cases  
     (Formerly 382k224) 
 

When those most familiar with use in the mar-
ketplace and most interested in precluding confusion 
enter into agreements designed to avoid it, the scales 
of evidence are clearly tilted, and it is at least difficult 
to maintain a subjective view that confusion will occur 
when those directly concerned say it will not; a mere 
assumption that confusion is likely will rarely prevail 
against uncontroverted evidence from those on the 
firing line that it is not. Lanham Trade-Mark Act, §§ 2, 
2(d), 15 U.S.C.A. §§ 1052, 1052(d). 
 
[8] Trademarks 382T 1104 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1100 Relationship Between Goods or 
Services Underlying Marks 
                382Tk1104 k. Markets and Territories; 
Competition. Most Cited Cases  
     (Formerly 382k201) 
 
 Trademarks 382T 1106 
 
382T Trademarks 
      382TIII Similarity Between Marks; Likelihood of 
Confusion 
            382Tk1106 k. Relationship Between Parties or 
Actors Using Marks. Most Cited Cases  
     (Formerly 382k201) 
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Confusion was not likely to stem from the con-
current use of “RALLY” by registrant on its house-
hold cleaning products and by applicant on its auto-
motive cleaning products, since the respective parties 
had entered into an agreement restricting registrant to 
the general purpose cleaning market and restricting 
applicant to the automobile market, and since the fact 
that the goods of one party could be used in the field of 
the other was too conjectural and too widely applica-
ble to form the sole basis of a decision against the 
applicant, particularly where the parties had agreed to 
avoid the promotion of such cross use. Lanham 
Trade-Mark Act, §§ 2, 2(d), 15 U.S.C.A. §§ 1052, 
1052(d). 
 
[9] Trademarks 382T 1184 
 
382T Trademarks 
      382TVI Nature, Extent, and Disposition of Rights 
            382Tk1182 Right to Use in General; Exclu-
sivity 
                382Tk1184 k. Manner of Use; Misuse. Most 
Cited Cases  
     (Formerly 382k181) 
 

Right to use is not a right to confuse. 
 
[10] Trademarks 382T 1183 
 
382T Trademarks 
      382TVI Nature, Extent, and Disposition of Rights 
            382Tk1182 Right to Use in General; Exclu-
sivity 
                382Tk1183 k. In General. Most Cited Cases  
     (Formerly 382k91) 
 
 Trademarks 382T 1242 
 
382T Trademarks 
      382TVII Registration 
            382TVII(A) In General 
                382Tk1242 k. Right to Registration in 
General. Most Cited Cases  
     (Formerly 382k152) 
 

Rights to use and to register are not identical. 
Lanham Trade-Mark Act, §§ 2, 2(d), 15 U.S.C.A. §§ 
1052, 1052(d). 
 
[11] Trademarks 382T 1242 

 
382T Trademarks 
      382TVII Registration 
            382TVII(A) In General 
                382Tk1242 k. Right to Registration in 
General. Most Cited Cases  
     (Formerly 382k152, 382k91) 
 

Although a naked right to use cannot always re-
sult in registration, the Lanham Trade-Mark Act in-
tends that registration and use be coincident so far as 
possible. Lanham Trade-Mark Act, §§ 2, 2(d), 15 
U.S.C.A. §§ 1052, 1052(d). 
 
[12] Trademarks 382T 1244 
 
382T Trademarks 
      382TVII Registration 
            382TVII(A) In General 
                382Tk1243 Eligibility for Registration; 
Grounds for Allowing or Denying 
                      382Tk1244 k. In General. Most Cited 
Cases  
     (Formerly 382k227) 
 

Citation of “the public interest” as a basis for re-
fusal of registration is a bootless cry; it is fallacious 
notion to think that the patent office is somehow 
guarding the public against confusion when it refuses 
a registration. Lanham Trade-Mark Act, §§ 2, 2(d), 15 
U.S.C.A. §§ 1052, 1052(d). 
 
[13] Trademarks 382T 1366 
 
382T Trademarks 
      382TVII Registration 
            382TVII(C) Effect of Federal Registration 
                382Tk1364 Scope of Rights Acquired; 
Limitations 
                      382Tk1366 k. Effect on Rights of Others 
in General. Most Cited Cases  
     (Formerly 382k251) 
 
 Trademarks 382T 1371 
 
382T Trademarks 
      382TVII Registration 
            382TVII(C) Effect of Federal Registration 
                382Tk1371 k. Effect of Denial, Cancella-
tion, or Other Loss of Registration. Most Cited Cases  
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     (Formerly 382k227) 
 

Guardianship role of the patent office lies not in a 
negative, nay-saying of refusal alone, but in the pro-
tection of a mark by registering it and then rejecting 
later improper attempts, of which the registrant is 
unaware, to register it or a similar mark. Lanham 
Trade-Mark Act, §§ 2, 2(d), 15 U.S.C.A. §§ 1052, 
1052(d). 
 
[14] Trademarks 382T 1371 
 
382T Trademarks 
      382TVII Registration 
            382TVII(C) Effect of Federal Registration 
                382Tk1371 k. Effect of Denial, Cancella-
tion, or Other Loss of Registration. Most Cited Cases  
     (Formerly 382k227) 
 

Refusal to register a trademark cannot prevent 
confusion; at most, it might discourage further use. 
Lanham Trade-Mark Act, §§ 2, 2(d), 15 U.S.C.A. §§ 
1052, 1052(d). 
 
[15] Trademarks 382T 1244 
 
382T Trademarks 
      382TVII Registration 
            382TVII(A) In General 
                382Tk1243 Eligibility for Registration; 
Grounds for Allowing or Denying 
                      382Tk1244 k. In General. Most Cited 
Cases  
     (Formerly 382k181) 
 

“Guardianship of the public interest” is no ground 
for refusing to register a trademark under Lanham 
Trade-Mark Act provision prohibiting refusal to reg-
ister unless the trademark consists of or comprises a 
mark which so resembles a registered mark as to be 
likely, when applied to the good of the applicant, to 
cause confusion or mistake or to deceive. Lanham 
Trade-Mark Act, §§ 2, 2(d), 15 U.S.C.A. §§ 1052, 
1052(d). 
 
*1359 Eugene L. Grimm, Wilmington, Del., atty. of 
record, for appellant. Gerald A. Hapka, Washington, 
D. C., of counsel. 
 
S. Wm. Cochran, Washington, D. C., for Commis-

sioner of Patents. Jack E. Armore, Washington, D. C., 
of counsel. 
 
Before MARKEY, Chief Judge, RICH, BALDWIN 
and LANE, Judges, and WATSON, Judge, United 
States Customs Court, sitting by designation. 
 
MARKEY, Chief Judge. 

This appeal is from the decision of the Trademark 
Trial and Appeal Board, 166 USPQ 351 (1970), af-
firming a refusal to register DuPont's mark RALLY 
for a combination polishing, glazing and cleaning 
agent for use on automobiles FN1 on the basis of like-
lihood of confusion under section 2(d) of the Lanham 
Act with Horizon's registered mark RALLY for an 
all-purpose detergent. FN2 We reverse. 
 

FN1. Serial No. 307,711, filed September 19, 
1968. 

 
FN2. Reg.No.675,713, issued March 17, 
1959. 

 
The application now before us was originally 

filed by Horizon. DuPont had earlier filed for regis-
tration of RALLY for a combination wax and cleaning 
agent for automobiles.FN3 That application was re-
fused in view of Horizon's registration. DuPont ap-
pealed and the board affirmed.FN4 
 

FN3. Serial No. 270,842, filed May 8, 1967. 
 

FN4. Decision of Trademark Trial and Ap-
peal Board, abstracted at 160 USPQ 830 
(1968). 

 
While its appeal was pending, DuPont purchased 

Horizon's mark for the automobile product, the pre-
sent application and the good will of that business. 
Because Horizon retained RALLY for allpurpose 
detergent, an agreement designed to avoid conflict 
was entered into on the same day. Boundaries of use of 
the marks were established, permitting the sale of 
products “incidentally usable” in the other party's 
market but prohibiting any promotion as “especially 
suited for use in such market.” DuPont's realm was the 
“automotive aftermarket.” Horizon's encompassed the 
“commercial building or household market.” 
 

The examiner, aware of the assignment and 
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agreement, nonetheless refused registration, citing 
Horizon's registration and describing the issue as 
“ruled upon” in the board's earlier decision. The board 
affirmed, holding: 
 

It is our opinion that despite any agreement be-
tween the parties the public interest cannot be ignored, 
and when the goods of the parties are as *1360 closely 
related as those here involved, their sale under the 
identical mark “RALLY” would be likely to result in 
confusion, mistake, or deception. cf. In re Avedis 
Zildjian Co., 157 U.S. p. 2517 [394 F.2d 860, 55 
CCPA 1126] (CCPA, 1968); and In re Continental 
Baking Company, 156 U.S. p. 2514 [390 F.2d 747, 55 
CCPA 967] (CCPA, 1968). * * * The mere fact that 
registrant may have precluded itself from selling an 
automobile cleaner under the mark “RALLY” does 
not overcome the likelihood of confusion as set forth 
in Section 2(d) of the Trademark Statute. 
 

OPINION 
Our decision turns on the application of Sec. 2(d) 

to the facts before us. DuPont, having an unquestioned 
right to use, argues that the “right to register follows 
the right to use,” particularly where the right on its 
goods is exclusive, Horizon having given up use of the 
mark in DuPont's market. The Patent Office solicitor 
denies such a broad relationship in the rights to use 
and register and emphasizes the duty of the Patent 
Office “to guard the public interest” against confusion. 
 

Both parties have cited prior opinions of this 
court. We are thus presented with a welcomed op-
portunity to set forth a reliable guide for deci-
sion-making in cases involving Sec. 2(d). It need 
hardly be said that concepts expressed in our prior 
opinions and inconsistent with what we say here may 
be considered no longer viable in this court. 
 

THE STATUTE 
[1] We begin with interpretation of the Lanham 

Act (Chapter 22, Title 15) as it applies here. The leg-
islative historyFN5 of the Act as a whole describes its 
objectives as making registration “more liberal,” dis-
pensing with “mere technical prohibitions and arbi-
trary provisions” and modernizing the trademark 
statutes “so that they will conform to legitimate pre-
sent-day business practice.” The basic goal of the Act, 
which dealt with a good deal more than registration, 
was “the protection of trademarks, securing to the 
owner the good will of his business and protecting the 

public against spurious and falsely marked goods.” 
Accordingly, we consider the pre-Lanham Act deci-
sionsFN6 presented here to be inapt. 
 

FN5. S.Rep.No.1333, 79th Cong., 2d Sess. 
(1946) in U.S.Code Cong.Service, 79th 
Cong., 2d Sess. at 1274-1278 (1946). 

 
FN6. Skookum Packers Association v. Pa-
cific Northwest Canning Co., 45 F.2d 912, 18 
CCPA 792 (1930); Van Camp Sea Food Co., 
Inc. v. Westgate Sea Products Co., 48 F.2d 
950, 18 CCPA 1311 (1931); Jacob Ries Bot-
tling Works, Inc. v. The Coca-Cola Co., 138 
F.2d 56, 31 CCPA 706 (1943). 

 
Sec. 2 (15 U.S.C. § 1052), in pertinent part reads: 

 
No trademark by which the goods of the applicant 

may be distinguished from the goods of others shall be 
refused registration on the principal register on ac-
count of its nature unless it 
 

****** 
 

(d) Consists of or comprises a mark which so re-
sembles a mark registered in the Patent Office or a 
mark or trade name previously used in the United 
States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant to cause 
confusion, or to cause mistake or to deceive: * * * 
 

[2] Under the statute the Commissioner must re-
fuse registration when convinced that confusion is 
likely because of concurrent use of the marks of an 
applicant and a prior user on their respective goods. 
 

The phrase “on account of its nature” in Sec. 2 
clearly applies to the “resembles” element of Sec. 
2(d). But the question of confusion is related not to the 
nature of the mark but to its effect “when applied to 
the goods of the applicant.” The only relevant appli-
cation is made in the marketplace. The words *1361 
“when applied” do not refer to a mental exercise, but 
to all of the known circumstances surrounding use of 
the mark. 
 

THE DECISIONAL PROCESS 
The ultimate question of the likelihood of con-

sumer confusion has been termed a question of fact. 
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Coca-Cola Company v. Snow Crest Beverages, Inc., 
162 F.2d 280 (1st Cir. 1947), cert. den. 332 U.S. 809, 
68 S.Ct. 110, 92 L.Ed. 386 (1947). If labeled a mixed 
question or one of law, it is necessarily drawn from the 
probative facts in evidence. As so often said, each case 
must be decided on its own facts. There is no litmus 
rule which can provide a ready guide to all cases. 
 

[3] In testing for likelihood of confusion under 
Sec. 2(d), therefore, the following, when of record, 
must be considered: 
 

(1) The similarity or dissimilarity of the marks in 
their entireties as to appearance, sound, connotation 
and commercial impression. 
 

(2) The similarity or dissimilarity and nature of 
the goods or services as described in an application or 
registration or in connection with which a prior mark 
is in use. 
 

(3) The similarity or dissimilarity of established, 
likely-to-continue trade channels. 
 

(4) The conditions under which and buyers to 
whom sales are made, i. e. “impulse” vs. careful, so-
phisticated purchasing. 
 

(5) The fame of the prior mark (sales, advertising, 
length of use). 
 

(6) The number and nature of similar marks in use 
on similar goods. 
 

(7) The nature and extent of any actual confusion. 
 

(8) The length of time during and conditions un-
der which there has been concurrent use without evi-
dence of actual confusion. 
 

(9) The variety of goods on which a mark is or is 
not used (house mark, “family” mark, product mark). 
 

(10) The market interface between applicant and 
the owner of a prior mark: 
 

(a) a mere “consent” to register or use. 
 

(b) agreement provisions designed to preclude 

confusion, i. e. limitations on continued use of the 
marks by each party. 
 

(c) assignment of mark, application, registration 
and good will of the related business. 
 

(d) laches and estoppel attributable to owner of 
prior mark and indicative of lack of confusion. 
 

(11) The extent to which applicant has a right to 
exclude others from use of its mark on its goods. 
 

(12) The extent of potential confusion, i. e., 
whether de minimis or substantial. 
 

(13) Any other established fact probative of the 
effect of use. 
 

Where the Patent Office follows such process,FN7 
it is not abandoning its duty under Sec. 2(d) or al-
lowing individuals to take the law into their own 
hands. Consideration of evidence emanating from the 
only place where confusion can occur, i. e. the mar-
ketplace, is not related to who decides but to the pro-
cess of deciding. 
 

FN7. See the decisions listed in “Appendix 
A” to Judge Smith's dissenting opinion in In 
re Continental Baking Co., 390 F.2d 747 at 
753, 55 CCPA 967 at 976. 

 
The required inquiry, though more sweeping, is 

not unlike that provided for in Patent Office Rule 2.41 
wherein the applicant is specifically invited to submit 
all evidence, including letters from the trade or public, 
tending to show that the mark, otherwise merely de-
scriptive, distinguishes the goods. 
 

The evidentiary elements are not listed above in 
order of merit. Each may *1362 from case to case play 
a dominant role. In Schenley Distillers, Inc. v. General 
Cigar Co., Inc., 427 F.2d 783, 57 CCPA 1213 (1970), 
and in McKesson & Robbins, Inc. v. P. Lorillard Co., 
120 USPQ 306 (TTAB 1959), element (9) led to a 
finding that confusion was unlikely when the same 
mark was used on a beverage and a tobacco product. 
In John Walker & Sons, Limited v. Tampa Cigar 
Company, Inc., 124 F.Supp. 254 (S.D. Fla.1954), 
aff'd, 222 F.2d 460 (5th Cir. 1955) element (5) made 
confusion likely when the same mark was used on 
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beverages and tobacco. See, also, Carling Brewing 
Company, Inc. v. Phillip Morris, Inc., 277 F.Supp. 326 
(N.D.Ga.1967) and Geo. A. Dickel Co. v. Stephano 
Brothers, 155 USPQ 744 (TTAB 1967) involving 
beverages and tobacco. 
 

[4] We find no warrant, in the statute or else-
where, for discarding any evidence bearing on the 
question of likelihood of confusion. Reasonable men 
may differ as to the weight to give specific evidentiary 
elements in a particular case. In one case it will indi-
cate that confusion is unlikely; in the next it will not. 
In neither case is it helpful or necessary to inject broad 
maxims or references to “the public interest” which do 
not aid in deciding. Only the facts can do that. In every 
case turning on likelihood of confusion, it is the duty 
of the examiner, the board and this court to find, upon 
consideration of all the evidence, whether or not 
confusion appears likely. That determination ends the 
decisional process. 
 

DECISION 
Applying the above criteria, and after a thorough 

review of the entire record, we are convinced that 
confusion is not likely. The agreement and assignment 
herein constitute far more than mere “consent.” They 
play, in this case, a dominant role. 
 

The record of DuPont's original application, like 
so many, included only the application, speciments, 
reference mark and descriptions of goods. From these 
the examiner made a judgment, necessarily subjective 
and requiring assumptions. The only facts were iden-
tical marks on “related” goods. Confusion appeared 
likely and registration was refused. 
 

The present application, however, was rejected 
without proper consideration, in our view, of all the 
evidence. The examiner said the earlier decision had 
“ruled upon” the issue and referred to the “public 
interest” as though likelihood of confusion were es-
tablished. The board, also citing the public interest, 
found confusion likely “despite any agreement.” 
 

[5] It has been said that agreement evidence may 
resolve “doubt,” In re Harvey Aluminum (Inc.), 161 
USPQ 366 (TTAB 1969) or may be useful when the 
issue is “debatable,” In re Vim Corp., 161 USPQ 58 
(TTAB 1969), but there are only two practical possi-
bilities. Either there is no indication of likely confu-
sion, in which case the registration promptly issues, or 

there is some indication that confusion may be likely. 
In the latter case, the question must remain open (i. e., 
“debatable”) until any or all of the elements listed 
above have been reviewed and studied, the final de-
cision being made on the basis of the entire record. 
 

In considering agreements, a naked “consent” 
may carry little weight. Absent more, the consenter 
may continue or expand his use. The consent may be 
based on ignorance or misconception of the law. The 
facts may show, on the other hand, that consent could 
exist only in the absence of any real likelihood of 
confusion. 
 

[6] The weight to be given more detailed agree-
ments of the type presented here should be substantial. 
It can be safely taken as fundamental that reputable 
businessmen-users of valuable trademarks have no 
interest in causing public confusion. The genius of the 
free competitive system is the paralleling of the in-
terest of the entrepreneur and the consuming public so 
far as possible. Altruism aside, it is in his pecuniary 
interest, *1363 indeed a matter of economic survival, 
that the businessman obtain and retain customers, the 
very purpose and function of a trademark, and that he 
avoid and preclude confusion. Millions of advertising 
dollars are spent daily for that precise purpose. The 
history of trademark litigation and the substantial 
body of law to which it relates demonstrate the busi-
nessman's alertness in seeking to enjoin confusion. In 
so doing he guards both his pocketbook and the public 
interest. 
 

[7] Thus when those most familiar with use in the 
marketplace and most interested in precluding confu-
sion enter agreements designed to avoid it, the scales 
of evidence are clearly tilted. It is at least difficult to 
maintain a subjective view that confusion will occur 
when those directly concerned say it won't. A mere 
assumption that confusion is likely will rarely prevail 
against uncontroverted evidence from those on the 
firing line that it is not. 
 

[8] The parties here agreed to restrict themselves 
in effect to the general purpose cleaning market 
(Horizon) and the automobile market (DuPont). 
Horizon is subject to suit for breach of contract and 
infringement if it promotes its RALLY products for 
cleaning automobiles. DuPont can be sued if it pro-
motes its RALLY products in general cleaning. The 
fact that the goods of one party “could be used” in the 
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field of the other is too conjectural and too widely 
applicable to form the sole basis of decision, particu-
larly where, as here, the parties have agreed to avoid 
the promotion of such cross-use. 
 

The mere fact of diverse marketing emphasis 
alone may not in every case preclude confusion. 
Without more, it may well be that purchasers active in 
both markets and familiar with products sold under a 
particular mark could attribute to the same source 
closely related goods sold under the same mark. The 
agreements herein, however, considered as a whole 
and notwithstanding certain phrases subject to con-
trary interpretation, evidence that confusion will be 
unlikely. As we read them, the very purpose and aim 
of the present agreements is the avoidance of public 
confusion. Under provision 6 of the assignment the 
parties agreed “to take any further actions and execute 
any further agreements needed to carry out the spirit 
and intent of this agreement.” The words of this court 
in a concurrent use proceeding, In re Beatrice Foods, 
Co., 429 F.2d 466, 57 CCPA 1302 (1970) are partic-
ularly apt: 
 

* * * there can be no better assurance of the ab-
sence of any likelihood of confusion, mistake or de-
ception than the parties' promises to avoid any activity 
which might lead to such likelihood. 
 

It is reasonable to conclude that experienced 
businessmen fully and continuously alert to each oth-
ers' products, labels, trade channels and advertising 
and parties to the agreements before us, will be quick 
to act against confusion. We cannot believe that 
Horizon would have sold its automotive business, 
assigned its mark and entered into the agreement or 
that DuPont would have accepted and paid for the 
assignment and entered into the agreement, if either 
thought for a moment that purchasers would seriously 
be confused as to source. Dollars were at stake. Deci-
sions of men who stand to lose if wrong are normally 
more reliable than those of examiners and judges. 
 

We have no hesitancy in holding, therefore, under 
the facts of this case, that confusion is not likely to 
stem from concurrent use of RALLY by Horizon and 
DuPont on their respective goods under the terms of 
their agreement. Accordingly, the decision of the 
board must be reversed. 
 

From all of the foregoing, it can be seen that the 

arguments presented in this and prior cases regarding 
the effect of a right to use and the need for protection 
of the public interest against confusion provide of 
themselves inadequate guides in determining likeli-
hood of confusion under Sec. 2(d). 
 

*1364 RIGHT TO USE-RIGHT TO REGISTER 
[9][10] Decisional maxims like “the right to reg-

ister follows the right to use,” sometimes defended as 
“reflecting the realities of the marketplace,” founder 
on their non-universality of application and the ex-
istence of Sec. 2(d). As attractive as that approach 
appears in In re National Distillers Products Co., 297 
F.2d 941, 49 CCPA 854 (1962) and in the dissents in 
Ultra-White Company, Inc. v. Johnson Chemical 
Industries, Inc., 465 F.2d 891, 59 CCPA - (1972), In re 
Avedis Zildjian Co., 394 F.2d 860, 55 CCPA 1126 
(1968) and In re Continental Baking Co., 390 F.2d 
747, 55 CCPA 967 (1968), it is recognized as a goal 
and that the phrase “as nearly as possible” must be 
read into it. Clearly, a right to use is not a right to 
confuse. The rights to use and register are not identi-
cal. Alfred Dunhill of London, Inc. v. Dunhill Tailored 
Clothes, Inc., 293 F.2d 685, 49 CCPA 730 (1961), 
cert. den., 369 U.S. 864, 82 S.Ct. 1030, 8 L. Ed.2d 84 
(1962). Many Marks, including those described in 
Sec. 2(a), (b), and (c), merely descriptive terms and 
those on labels defective under other laws (Rule 2.69), 
might all be used but not registered. 
 

[11] Although a naked right to use cannot always 
result in registration, the Act does intend, as we said 
above, that registration and use be coincident so far as 
possible. Post-Lanham Act opinions relating to Sec. 
2(d) which maintain an iron curtain between the rights 
to use and register do not contribute to stability in the 
law. Treating those rights as totally divorced entities 
only perpetuates the “arbitrary provisions” respecting 
confusion that the Congress thought it was eliminating 
more than twenty-five years ago. 
 

THE PUBLIC INTEREST 
[12] Whether offered in response to a right-to-use 

argument or against any of the evidentiary considera-
tions listed above, citation of “the public interest” as a 
basis for refusal of registration is a bootless cry.FN8 We 
need add little to the shattering of that shibboleth in 
the concurring opinion in National Distillers, supra, 
and in the dissents in Ultra-White, Zildjian and Con-
tinental Baking, supra. Writers and scholars listed in 
those reported opinions have also shown the fallacy in 
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the notion that the Patent Office is somehow guarding 
the public against confusion when it refuses a regis-
tration. After a likelihood of confusion is found (and 
the case thus decided) citation of the public interest is 
unnecessary. 
 

FN8. We are aware, of course, of our part in 
encouraging this very cry. In re Contimental 
Baking Co., above. 

 
[13][14] The Patent Office does have a guardi-

anship role under Sec. 2(d). It lies not in a negative, 
nay-saying of refusal alone, but in the protection of a 
mark by registering it and then rejecting later improper 
attempts, of which the registrant is unaware, to register 
it or a similar mark. Refusal to register cannot prevent 
confusion. At most, it might discourage further use.FN9 
Refusal can, under certain circumstances, encourage 
potential confusion. Absence of a registration of 
RALLY for auto cleansers in the present case may, for 
example, lead others to adopt and use that or a similar 
mark for auto cleansers. Granting a registration will 
not produce confusion. Use alone can do that and 
neither we nor the Patent Office can grant or deny a 
right to use. 
 

FN9. That a rejected applicant might elect to 
abandon use, and thus reduce the potential 
for confusion, is a matter of the applicant's 
choice. Cf. Glenwood Laboratories, Inc. v. 
American Home Products Corp., 455 F.2d 
1384, 59 CCPA -(1972). 

 
[15] Presumably, everything the Patent Office 

and this court does is in the public interest. We find no 
place for “the guardianship of the public interest” as 
support for refusals to register under Sec. 2(d). 
 

*1365 CONCLUSION 
What we have said under the heading “decisional 

process,” supra, which has been in effect or in part 
followed on occasion in the past by this and other 
courts and by the Patent Office, and the elimination of 
considerations regarding right to use and the public 
interest should in time lead, we believe, to increased 
conformity of the register with the realities of use in 
the marketplace, and to the greater stability sought in 
the Act. 
 

Reversed. 

 
BALDWIN, J., dissents. 
 
Cust. & Pat.App., 1973 
Application of E. I. DuPont DeNemours & Co. 
476 F.2d 1357, 177 U.S.P.Q. 563 
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