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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of :

Registration No: 3,016,764
Mark: PASS THE ROC

Filed: December 13, 2003
Registered: November 22, 2005

HAT WORLD, INC.,
Petitioner

Opposition No. 92054496

Vs.

PASS THE ROC ATHLETICS, INC.,

Registrant

REGISTRANT'S OPPOSITION TO PETITIONER'S MOTION
FOR SANCTIONS IN THE FORM OF ENTRY OF JUDGMENT

The Registrant, Pass The Roc Athletics, Inc ("Registrant”), througloltssel, hereby submits
this Opposition to Petitioner's Motion for Sanctions in the Form of Entry ohderlgy

OnMarch 6, 2014before expiration ofliscovery deadline contained in the Board's December 6,
2014 Ordey, Registraris newly-retained counseterved Petitioner's counselitiv Registrant's Initial
disclosures, Registrant's Responses to Petitioner's First Set of Refud3bcuments and Things, and
Registrant’'s Responses to Petitioner’'s First Set of InterrogatoRegistrantacknowledgeghat it had
notearlierresponded to Petitioner's discovery requestsladRegistrant was out obmpliance with the
Board's December 6, 2013 Order.

However, Petitioner's motion for actions- the mostpunitive remedy availablee doesnot
demonstrate (as it must) that Petitionexrs hbeen so prejudiced Hyegistrant's delayed discovery
responseshat it would be unfair to requiretitionerto proceed further irthis matter; or thatan

intolerable burderhas been, and wikkontinue tobe, placed on the Board by requiring tBeard to



modify its docket and operations in order to accommodate the ;detathat any lesser sanction than

default against Registrant wilkebineffective or obviously futile.Webb v Dist. of Columbig 146 F.3d

964, 971-72 (1998).

BACKGROUND AND PROCEDURAL HISTORY

Registrant is the holder of the Mark, PASS THE ROC, Registration No. 3,016,764. PASS T
ROC was registered on November 22, 2000ASS THE ROC wasenewed on June 2, 2012 under
Section 8 of thelrademark Act, 15 U.S.C. 8105&egistrant has maintained continuous, active use in
interstatecommerce oPASS THE ROC from the time of its initial registration to the present.

For the essentialprocedural history of thigancellationproceeding Registrantyields to the
docketably dronicled by Petitioner in itsiotion for sanctions. Likewise Registrant does not dispute the
occurrence of the events and correspondence in the renditiomait™Eletailed in Petitionenaotion -
absentPetitioner'sgratuitous editorialization Registrantdoesreject all of Petitioner's statef-mind
characterizations such as, "active refusal to engage,” "willful disredaiddr interest only in delay,"
"dilatory tactics," and "purposeful avoidance." Namaccurate ad noneis supported.Two additional,
essential items are not reflected in Petitioner's statement of prathditory. First, Registrant now has
complied with all of Petitioner's discowyerequestsvithin the Board's discovergeadline Second, the
USPTO issued a Section 8 renewal to RegistraRAES THE ROC on June 2, 2012.

ADDITIONAL FACTS

Jarrod Grees sibmits adeclarationaccompanying Bgistrant's opposition to the present motion
in whichMr. Greenealescribes his background, lievelopment ohis business arourlASS THE ROC
and thereasondor his delay in providingliscoveryto Petitioner Flann Lippincott submits declaration
affirming that Registrant has retained her firmcagnselandthat Registrant now haservedreplies to
Petitioner'sdiscovery requestsMs. Lippincott'sdeclaration alsgrovides a narrative dfow in August
2010 Petitioner'sparent companyietailing giantGenescdnc. (with Fiscal2013 net sales of moitaan
$2.6 billion) boughtregional sporting goods retailer Anaconda Spaldsig with Anaconda‘sademark

THE ROCK. Genesco recorded an agshent of THE ROCKfrom the nevly-acquired Anacondani



favor of Petitioner that October and literally withdaysPetitionerinitiateda blunderbusgsampaignto

clear the field of any registration looking or sounding like the wordk;taw matte when filed or how
long (beforePetitioner'sassignment the registrationhad been in use. Petitioner nav is prosecuting
literally dozensof cancellation or revocatigoroceedingsalong with this one, fopurposeghatPetitioner
has not yet made expresslgar.
ARGUMENT

"Three basic justifications. . support the use of dismissal as a default judgment as a sanction for
misconduct:" if the "errarparty's behavior has severely hampered the other party's ability to present hi
case," if "the party's ieconduct has put antolerable burden on a district court by requiring the court to
modify its own docket and operations in order to accommodateelag,” or if the Court finds the need

"to sanction conduct that is disrespectful to the court and &r denilar misconduct in théuture."

Comptonv. Alpha Kappa Alpha Sorority Inc938 F.Supp.2d 10306 (2013) (quotingVebb v. District

of Columbia 146 F.3d 964, 971 (D.C.Cir.1998%eSheav. Donohoe Constr. Co795 F.2d 1071, 1074

77 (D.C.Cir. 1986). The rare sanction of cancellatiomust not be imposed to denude @therwise
meritoriousdefense where a lesser sanction may be warranted and would be effdttbie.141 F.3d at

971-72. CompareKaplan v. Brady98 USPQ2d 183QTTAB 2011) (esser sanction warranted despite

Board'sfinding of affirmative obstructiomyvith Benedict v. Super Bakery, In&65 F.3d. 1263, 1269,

101 USPQ2d 1089F¢d. Cir. 2011)Discovery never providedven after Motion to Sanction)MHW

Ltd. V. Simex Aussenhandelsgesellschaftvelsberg KG59 USPQ2d 1477 (TTAB 200@phot mere

delay, contrived andwillful conduct demonstratesiith evidence) Baron Philippe de Rothschild S.A. v

Styl-Rite Opticd Mfg. Co., 55 USPQ2d 1848, 1854TTAB 2000) (oft-cited but procedurally

idiosyncraticdecisionwith ample demonstration of contrived, "dilatory conduct" andlful evasion"by

counsel);MySpace, IndMitchell, 91 USPQ2d 1060 (TTAB 2009) (ad hominattacksagainst opposing

counsel's family rifused with personalattacks against the Boardpatagonia, Inc. v. Azzolini109

USPQ2d 1859 (TTAB 2014Jdilureto respond even to sanctions motioombined with willful, cavalier

attitude).



"Fundamentally penal" sanctiosach as'dismissalsand default judgmentas well as contempt
orders, awards of attorneys' fees, and the imposition of fines" eegroof of conducby clear and
convincing evidence A court may entea punitive sanction (such aancellation)'only if it finds, first,
that there is clear anconvincing evidencéhat the fraudulent or bad faith misconduct occurred, and
second, that a lesser sanctipuld notsufficiently punish and deter the abusive conduct while allowing
a full and fair trial on the merits . . provid[ing] a specificreasoned explanation for eeting lesser

sanctions.™ Comptqrd38 F.Supp.2d at 10@uotingYoung v. Office of U.S. Senate Sergeant at Arms

217 F.R.D. 61, 66 (D.D.C.2008nternal citations omitted).

Petitiorer providesno evidence, let alone clear and convincing evidehow; Registrant'slelay
(until now) in providing discovery has "severely hamperédPetitioner'sability to presentits case
Petitionerpoints tono evidence thaRegistranthas"put anintolerable burdehon the Boardby requiring
it to modify itsdocket and operationsCg@nverselyPetitioner'sown conduct filing and pusuingdozens
and dozens of actionpeihaps regardless of merihardlyseems tdip the scale okquityin Petitioner's
direction.) Petitionerhas noteven tried tademonstratehat a sanction less thaancellationwill not be
effective going forward. In factexisting sanctions on Registra@ireadyhawe produced the desired
effect: Registrant has served idéscoveryresponsesPetitioner'sunhelpfulsayso regardingRegistrant's
"willful disregard" and'purposefulavoidanceé does not riseto a ‘tlear andconvincing"level merely

through the invocation ahflammatoryrhetoric



For these reassnRegistrantrespectfullyrequest that the Boardeny Petitioner'sMotion for

Sanctionsn the Formof Entry of Judgmentand permit Registrant to establish its meritorious defenses to

the Petitionto Cancel.

Dated: March 6, 2014
Respectfully submitted,

LIPPINCOTT IP LLC

By: __/s/ Flann Lippincott
Flann Lippincott

107 Van Lieus Road
Ringoes, Bw Jersey08551
Telephone: 908 237-0400
Facsimile: 908 237-0401
flann@lippincottipcom

Counsel for Registrant



