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Attorney Docket No.: 058988-143

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re the Matter of:
Registration No.: 3,016,764
Mark: PASS THE ROC
Filed: December 13, 2003
Registered: November 22, 2005

)
Hat World, Inc., )

)
Petitioner, )

)
v. )

)
Pass The Roc Athletics, Inc., )

)
Registrant )

)

Cancellation No. 92054496

PETITIONER’S MOTION FOR SANCTIONS IN FORM OF ENTRY OF JUDGMENT

Pursuant to Trademark Rule 2.120(g)(1) and the Board’s December 6, 2013 Order (the

“Order”), Petitioner Hat World, Inc. (“Petitioner”), through counsel, respectfully moves this

Board to sanction Registrant Pass the Roc Athletics, Inc. (“Registrant”) by entering judgment

granting the above-captioned Petition to Cancel, as contemplated by the Order. As detailed more

fully herein, Applicant has failed to serve responses to Opposer’s Requests for Production and

Interrogatories by the January 5, 2014 deadline imposed by the Order dated December 6, 2013,

in willful disregard of the Order. Registrant’s violation of the Order, combined with its

persistent pattern of dilatory and abusive discovery tactics throughout this proceeding, including

numerous failures to comply with deadlines, both Board-Ordered and other, mandates sanctions

in the form of entry of judgment cancelling the registration.
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Petitioner notes that Registrant has failed to respond to discovery requests first served on

January 17, 2013. To date, Registrant has not served its Initial Disclosures and has in fact

ignored essentially every deadline in this case up to the present. Since the filing of the Petition

to Cancel, Registrant has actively refused to engage in this proceeding, citing his inability to

retain counsel, poor health (on two occasions), as well as the fact that he is acting pro se, so

things are difficult for him. However, more than two years ago, on February 12, 2012, in no

uncertain terms, the Board Interlocutory Attorney admonished Registrant for his continued delay

tactics and advised that no further extensions or suspensions would be granted to him for the

purpose of obtaining counsel. Dkt. # 7. Further, the Board explained that even pro se parties

must abide by Board Rules, a warning that has been repeatedly disregarded even after that

telephone call. Dkt. # 7, 9, and 18. In truth, Registrant has done nothing absent a Board Order

compelling his attention, and even then, he has refused to participate in this proceeding. Most

recently, Registrant has ignored the Board’s last Order that he serve fully-responsive discovery

responses and initial disclosures by January 5, 2014, a date that passed without comment from

Registrant. He has, through his inaction and refusal to follow Board Rules and Orders, caused

this proceeding to remain in its initial stages despite the fact that it has been pending since

September of 2011.

As detailed more fully herein, Registrant has delayed this proceeding beyond reason.

The Petition to Cancel was filed on August 4, 2011, yet now, two and one half years later,

discovery has not commenced due to Registrant’s refusal to participate in the proceeding. The

Answer was not filed until May 24, 2012, and then only after the Board entered an Order giving

Registrant thirty days to show cause why default judgment should not be entered. We have now

reached essentially the same point with the next deadline in this cancellation proceeding – initial
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disclosures and responses to discovery requests, which have been pending for more than one

year.

Throughout this proceeding, Registrant has delayed at every possible point, offering

numerous excuses and failing to participate in the proceeding in a meaningful way. To date,

Registrant’s actions have done nothing more than waste the time and resources of the Board and

Petitioner. Even at the time of this filing, Registrant has again resurfaced, more than one month

after the Board-ordered deadline, to request another extension, this time, once again, alleging

new counsel and health reasons. This request directly contravenes the Board’s Orders that no

further extensions will be permitted to Registrant for the purpose of retaining counsel. Dkt # 7

and 15. In fact, two and one half years after the commencement of this proceeding, Registrant

still has not retained counsel. It is apparent that Registrant is again trying to waste the time of

the Board and Petitioner, with no intention of participating in this proceeding in a meaningful

way. Should the Board allow further time, Registrant will no doubt offer incomplete discovery

responses and then stop participating until the next motion and Board Order. For this reason,

Petitioner respectfully requests the Board enter default judgment against Registrant and cancel

U.S. Trademark Registration No. 3,016,764.

BACKGROUND

This Motion for Sanctions in Form of Entry of Judgment stems from Registrant’s

repeated disregard of the Board’s procedures and proscribed deadlines. Throughout this

proceeding, Registrant has missed deadline after deadline, using such excuses as serious illness,

inability to locate counsel, or counsel’s request to withdraw based on Registrant’s refusal to pay

a retainer. During the time this proceeding has been pending at the Trademark Trial and Appeal

Board, a period in excess of two and one half years, Registrant has retained counsel once,
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possibly twice, stated he would proceed pro se once, and missed seven (7) deadlines, including

the following:

1) October 24, 2011 – Answer due;

2) March 23, 2012 – Answer due;

3) February 13, 2103 – Initial Disclosures due;

4) February 16, 2013 – Registrant’s Responses to Petitioner’s First Set of Requests
for Documents and Things due;

5) February 16, 2013 – Registrant’s Responses to Petitioner’s First Set of
Interrogatories to Registrant due;

6) May 28, 2013 – Registrant failed to file its Response to Petitioner’s Motion to
Compel Initial Disclosures and Discovery Responses (not a required filing, but
shows common course of conduct of Registrant); and

7) January 5, 2014 – Board ordered Discovery Responses (without objections) and
Initial Disclosures due.

Petitioner is clearly interested only in delay, not the resolution of this matter. For this reason,

entry of judgment against Registrant is appropriate.

FACTS

As noted above, Registrant has pursued a dilatory course of conduct throughout this

proceeding, intended to waste the time and resources of both the Board and Petitioner. The

following detailed timeline shows the actions, and thereby the intent, of Registrant.

 August 4, 2011 – Petition for Cancellation of U.S. Registration No. 3,016,764 (the
“’764 Registration”) for PASS THE ROC filed. See Dkt #1. Answer deadline was
October 24, 2011. See Dkt #2.

 October 25, 2011 – one day after the Answer was due, Registrant filed a letter with
the Board requesting a ninety (90) day extension to retain an attorney.1 See Dkt # 4.

 December 5, 2011 – the Board granted Registrant’s motion and set January 23, 2012
Answer deadline. See Dkt # 5.

 January 20, 2012 – nearly two months later and a few days before the Answer was
due, Respondent filed another letter with the Board, this time requesting an additional

1 Registrant failed to serve a copy of this letter on Petitioner's counsel.
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sixty (60) day extension “due to sickness.” 2 See Dkt # 6. (This was the first of two
alleged health issues that were so severe as to prevent Registrant from participating in
this case for more than two years.)

 February 14, 2012 – the Board held an oral hearing on Respondent’s second letter
(motion to extend). During this hearing, Respondent admitted he still had not
retained counsel despite the fact that it was nearly four months since the filing of the
Petition for Cancellation. See Board’s February 16, 2012 Order, See Dkt # 7. During
the hearing and by written order, the Board also informed Respondent that “all parties
to a Board proceeding must adhere to the Board’s deadlines and procedures,
including pro se parties.” Id. The Board extended Respondent’s deadline to answer
the Petition for Cancellation, but stated that “no further extensions or suspensions will
be granted [to] respondent for the purpose of obtaining counsel.” Id.

 March 23, 2012 – (nearly seven months after the Petition for Cancellation was filed)
Respondent moved for an additional thirty (30) day extension to respond to the
Petition for Cancellation without explanation. See Dkt # 8.

 May 1, 2012 – the Board denied Respondent’s request for further extension, and
entered a notice of default.3 See Dkt # 9.

 May 15, 2012 – (nearly nine months after the Petition for Cancellation was filed)
counsel entered an appearance on behalf of Respondent. See Dkt. #10.

 May 25, 2012 – counsel for Respondent filed a Motion to Set Aside Notice of Default
and filed an Answer to the Petition for Cancellation. See Dkt. # 11 and 12.

 July 30, 2012 – the Board set aside the Notice of Default and reset the deadlines in
the proceeding, including a deadline for the discovery conference on August 29,
2012. See Dkt # 13.

 August 27, 2012 – counsel for Respondent emailed counsel for Petitioner to request
his availability for a discovery conference. See Declaration of David L. May ¶2 and
Exhibit 1 thereto.

 August 28, 2012 – counsel for Respondent filed a request to withdraw as counsel
based on Respondent “fail[ing] to pay a retainer in advance of the continued
performance of legal services.” See Dkt # 14.

 August 29, 2012 – the Board granted counsel’s request to withdraw and suspended
the proceedings for thirty days to allow Respondent to retain new counsel or represent
himself pro se.4 See Dkt #15.

2 Registrant failed to serve a copy of this letter on Petitioner's counsel.

3 The Board noted that “respondent failed to explain the basis for its request and further failed to include a
certificate of service despite the Board’s specific instructions provided to respondent during the telephone
conference as well as in the Board’s order of February 16, 2012.” Board Order dated May 1, 2013. The Board
also noted that even if it had granted Respondent’s extension, the answer would have been due by April 22,
2012, and no answer had been filed. Id. at 2 n.2.

4 The Board noted that “NO FURTHER EXTENSIONS OR SUSPENSIONS WILL BE GRANTED
RESPONDENT DURING THE REMAINDER OF THIS PROCEEDING FOR THE PURPOSE OF

(Footnote continued on next page)
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 September 28, 2012 – Respondent filed two letters with the Board indicating he
would be representing himself. See Dkt # 16 and 17.

 On December 13, 2012 – the Board entered an Order resetting deadlines, including
setting January 14, 2013 as the deadline for the discovery conference and the opening
of discovery and February 13, 2013 as the deadline for initial disclosures. See Dkt #
18.

 January 8, 2013 – counsel for Petitioner contacted Respondent regarding his
availability for the discovery conference. See Declaration of David L. May ¶3 and
Exhibit 2 thereto.

 Respondent initially agreed to conduct the discovery conference on January 14, 2013,
but on January 11, 2013, Respondent emailed Petitioner’s counsel seeking an
extension of the discovery conference until February 5, claiming that he “was waiting
for a call from an attorney who [he] interviewed with regard to [his] case.”
Petitioner’s counsel responded that it could not agree to a further extension based on
the Board’s August 28 Order. See Declaration of David L. May ¶4 and Exhibit 3
thereto.

 January 14, 2013 – the parties held their discovery conference, and Petitioner’s
counsel sent Respondent an email memorializing the topics discussed during the
discovery conference. See Declaration of David L. May ¶5 and Exhibit 4 thereto.

 January 17, 2013, Petitioner timely served its initial disclosures and propounded its
first set of interrogatories and document requests on Respondent. See Declaration of
David L. May ¶6 and Exhibit 5 thereto.

 February 27, 2013 – Respondent sent counsel for Petitioner two letters requesting a
two week extension to respond. See Declaration of David L. May ¶7 and Exhibit 6
thereto.

 April 25, 2013 – counsel for Petitioner sent a letter to Respondent stating that no
discovery responses had been received and Respondent’s initial disclosures had not
been served. See Declaration of David L. May ¶8 and Exhibit 7 thereto.

 May 8, 2013 – Petitioner filed its Motion to Compel Discovery. See Dkt # 19.

 May 27, 2013 – the Board suspended proceedings pending its decision on the Motion
to Compel, noting that deadlines to make required disclosures or to respond to
discovery requests were not tolled. See Dkt # 20.

 December 6, 2013 – the Board ordered Registrant to serve complete discovery
responses, without objections, as well as its initial disclosures, on Petitioner’s counsel
on or before January 5, 2014, failing which, Petitioner was invited to file a motion for
judgment. See Dkt # 21.

(Footnote continued from previous page)

RETAINING COUNSEL SHOULD THIS SITUATION REPEAT ITSELF.” Board Order dated August
29, 2013, p. 2 n.1.
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 February 7, 2014 – nearly a full year after Petitioner served its Interrogatories and
Discovery Requests, and nearly one year after initial disclosures were due, pursuant
to a Board Order, counsel for Petitioner received an e-mail from Flann Lippincott, of
Lippincott Burnett LLP, stating as follows: “The Registrant in Cancellation
Proceeding No. 92054496 is seeking to retain us. We note that the Registrant has
been ordered to provide responses to discovery requests, with a deadline of January 6,
2014. We ask for 10 days to allow us to adequately prepare the responses.”
According to this e-mail, counsel had not even been retained. See Declaration of
David L. May ¶9 and Exhibit 8 thereto.

 February 19, 2014 – Petitioner’s counsel received e-mail notification that new
counsel had been retained by Registrant, but that while Registrant was preparing his
discovery responses, he suffered chest pains and was admitted to the hospital.
According to this e-mail, he was subsequently released from the hospital on February
19, 2014. Therefore, Registrant’s new counsel, who has not entered an appearance to
date, requested an additional week to prepare discovery Responses. See Declaration
of David L. May ¶10 and Exhibit 9 thereto.

 To date, Petitioner has not received any responses to the discovery requests or the
production of any documents.

 February 13, 2014 – Petitioner filed its Motion for Sanctions in Form of Entry of
Judgment.

ARGUMENT

It has been two years and six months since the Petition for Cancellation was filed, yet this

proceeding is still in the early stages of discovery because of Respondent’s continued delay

tactics and failure to abide by the Board’s deadlines and procedures (despite the Board’s repeated

warnings to the contrary). As noted above, Registrant is more than one year delinquent in

serving its initial disclosures, and just under one year late in serving responses to Petitioner’s

first set of discovery requests. Following what has become the normal course of events in this

proceeding, following the latest deadline in this case, the Board-ordered deadline to serve

responsive and complete discovery responses as well as initial disclosures, Petitioner’s counsel

has again been contacted with a request for additional time. Were Petitioner’s counsel to grant

the requested extension, undoubtedly some minimal responses would be served, forcing

Petitioner once again to file yet another petition with the Board at additional expense. At that
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point, newly appointed counsel, should one be appointed, would likely withdraw due to payment

issues, and again, proceedings would be drawn out.

Trademark Rule 2.120(g)(1) allows the Board to sanction any party that fails to comply

with a discovery order entered by the Board. See 37 C.F.R. § 1.120(g); TBMP § 571.01.

Specifically, “[i]f a party fails to comply with an order of the Trademark Trial and Appeal Board

relating to discovery . . . the Board may make any appropriate order, including any of the orders

provided in Rule 37(b)(2) of the Federal Rules of Civil Procedure. . . .” Trademark Rule

2.120(g)(1); see Fed. R. Civ. P. 37(c)(2)(A)(vi) (sanctions for disobeying a court order include

“rendering a default judgment against the disobedient party”). The Board has previously ordered

sanctions in the form of entering judgment against the disobedient party for, inter alia, failing to

obey a discovery order. See, e.g., MHW, Ltd. v. Simex, Aussenhandelsgesellschaft Savelsberg

KG, 59 USPQ2d (BNA) 1477, 2000 TTAB LEXIS 717 (TTAB Nov. 29, 2000) (entering

sanctions in the form of entry of judgment where opposer repeatedly failed to provide timely

discovery responses and once responses were served, the “utter lack[] of content” demonstrated

opposer’s intent to delay the proceeding); Baron Philippe de Rothchild, S.A., 55 USPQ2d (BNA)

1848, 2000 TTAB LEXIS 467 (TTAB June 23, 2000) (entering sanctions in the form of entry of

judgment where applicant failed to timely respond to discovery pursuant to the Board’s order,

engaged in a pattern of dilatory tactics, and purposely avoided applicant’s discovery

responsibilities). The Board has specifically noted that entry of judgment is appropriate where it

is “obvious from a review of the record that [a party] [has] been engaging for years in delaying

tactics, including the willful disregard of the Board’s orders.” MHW, Ltd. 59 USPQ2d 1477,

2000 TTAB LEXIS 717 at *6.
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Here, Registrant has been given ample opportunity to respond to Petitioner’s Requests for

Production and Interrogatories, as they were served more than one year ago, following a year of

delays prior to Registrant filing an Answer. After numerous attempts to encourage Registrant to

provide answers to discovery requests, Registrant was forced to incur the expense of filing a

motion to compel responses to its discovery requests (Dkt # 19).

Upon the Board’s consideration of Petitioner’s motion to compel responses to its

Requests for Production and Interrogatories, to which Applicant did not respond, the Board

ordered Registrant to respond in full and without objection, giving Registrant an additional thirty

(30) days to respond to Opposer’s discovery requests and provide its initial disclosures. (Dkt. #

21). The Board also noted that if Registrant did not timely respond to Petitioner’s discovery

requests, the proper remedy would .lie in a motion for judgment. Id. Despite the unambiguous

language in the Order, Applicant disregarded the Order and has failed to provide responses to

date.

Registrant’s violation of the Order should not be viewed in isolation. Here, the record is

replete with Registrant’s consistent and continuous pattern of dilatory and abusive discovery and

non-litigation tactics, which began with his failure to file an answer to the Petition to Cancel for

more than nine months. Most recently, Registrant incredibly has failed to serve its initial

disclosures, despite the Board’s unambiguous order that initial disclosures be served by January

5, 2014. See December 6, 2013 Order (Dkt # 21). Registrant’s repeated abuse of the discovery

process and stalling tactics in this proceeding demonstrate a willful disregard of discovery

obligations and orders of this Board. Registrant should be sanctioned by entering judgment

sustaining the Petition and cancelling U.S. Trademark Registration No. 3,016,764.
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CONCLUSION

Based on its continued course of conduct, willfully disregarding discovery obligations as

well as Orders entered by the Board, all of which demonstrate a lack of interest in this

proceeding and a willingness to waste Board time and resources as well as Petitioner’s time and

resources, Petitioner respectfully requests the Board sanction Registrant in the form of entry of

judgment sustaining the petition to cancel and cancelling U.S. Trademark Registration No.

3,016,764, as the Board suggested would be a suitable and proper course of action its Order

dated December 6, 2013. Dkt.. # 21.

Dated: February 21, 2014 Respectfully submitted,

NIXON PEABODY LLP

by: /JSM/
David L. May
Jeffrey S. Molinoff

Nixon Peabody LLP
401 9th Street, N.W., Suite 900
Washington, D.C. 20004-2128
202-585-8000 (Phone)
202-585-8080 (Facsimile)
dmay@nixonpeabody.com
jmolinoff@nixonpeabody.com
nptm@nixonpeabody.com
was.managing.clerk@nixonpeabody.com
Counsel for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that on February 21, 2014, I caused to be served, via first class mail,

postage prepaid, a true and correct copy of the foregoing motion upon the following:

Mr. Jarrod Greene
Pass The Roc Athletics Inc

72 Van Reipen Ave Suite 121
Jersey City, NJ 07306

/JSM/
Jeffrey S. Molinoff








































































































