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IN THE UNITED STATES PATENT AND TRADEMARX OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,969,326
Date of Registration: May 31, 2011

MacKellar Associates, Inc.,
d/b/a The Blanket Lady,

Petitioner,

Vs. Cancellation No. 92054229

The Blanket Lady, LLC,

Registrant.

PETITIONER’S MOTION FOR SUMMARY JUDGMENT

Petitioner herein, MacKellar Associates, Inc., d/b/a The Blanket Lady (“Petitioner™),
respectfully moves the Trademark Trial and Appeal Board (“the Board”) for summary judgment,
canceling Registration No. 3,969,326 for the mark THE BLANKET LADY, pursuant to Rule 56
of the Federal Rules of Civil Procedure.

In support hereof, Petitioner states that the mark of the subject registration is identical to
Petitioner’s own mark THE BLANKET LADY, which mark Petitioner has continuously used
since approximately twenty years prior to Registrant’s first use of its mark THE BLANKET
LADY. Moreover, Petitioner has applied for registration of its own mark, THE BLANKET
LADY, in Serial No. 85/248,871, which application has received a potential citation of
likelihood of confusion with the (now registered) mark, which, at the time of the Office Action
was identified as Serial No. §5/076,839.

The subject registration herein is for “cleaning and repairing horse blankets.” Petitioner’s

pending application which has been refused registration under Section 2(d) is for “blankets,



throws, children’s blankets, baby blankets, personalized blankets, gift blankets, pet blankets,
towels, washcloths, retail store services, online store services featuring personalized gifts,
blankets, accessories, collectibles, baby gifts, commemorative gifts, toys, diaper bags, baby
clothes, plush toys, bibs, baby rattles,”

Petitioner states that it is suffering harm from the issuance of the subject Registration. In
particular, the Registration purports to grant Registrant exclusive rights to the mark THE
BLANLET LADY, Petitioner’s own mark. Moreover, Petitioner has applied for, but has been
refused registration of its mark THE BLANKETY LADY under Section 2(d) on the grounds that
Petitioner’s pending mark is confusingly similar to Registrant’s recently registered mark.

There is no dispute as to priority of use, given Registrant’s first use as of 1996, as set
forth in its Registration. As set forth with extensive supporting evidence in its supporting brief,
Petitioner’s first use of the identical mark began in the 1970s, long before Registrant’s first use
of 1996.

Petitioner relies herein on the accompanying Brief in Support of Motion for Summary
Judgment, and the supporting declarations and exhibits attached thereto.

Respectfully submitted,

O s,

Jul uyll/ A. Greenberg K

GIFFORD, KRASS, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.

2701 Troy Center Drive, Ste. 330

P.O. Box 7021

Troy, MI 48007

(248) 647-6000

(248) 647-5210 (Fax)

litigation@patlaw.com

Attorneys for Petitioner
Dated l?. Q’ ”
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,969,326
Date of Registration: May 31,2011

MacKellar Associates, Inc.,
d/b/a The Blanket Lady,

Petitioner,

Vs, Cancellation No. 92054229

The Blanket Lady, LLC,

Registrant.

BRIEF IN SUPPORT OF PETITIONER’S
MOTION FOR SUMMARY JUDGMENT
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L INTRODUCTION

Since the mid 1970s, Petitioner herein, MacKellar Associates, Inc., d/b/a The Blanket
Lady (“Petitioner”), has made and sold customized gifts, including, without limitation,
personalized knit blankets. In 1978, Petitioner adopted the mark THE BLANKET LADY, for
services and goods sold in connection with its personalized gift business. The goods made and
sold under the mark THE BLANKET LADY are typically personalized with the name of the
recipient, such as a newborn baby, and often include with the baby’s birthdate (or other
commemorated date) knit directly in the pattern. See Declaration of Barbara MacKellar, Exhibit
A hereto, and photos attached thereto. As set forth in the MacKellar Declaration, in addition to
commemorating baby births, the blankets are also made to commemorate other milestones, such
as anniversaries, or high school or college graduations. Petitioner’s products have expanded
over time to include a wide range of gifts and accessories, some personalized, some not. Copies
of Petitioner’s website are attached as Ex. 2 to the MacKellar Declaration, showing sample
products and advertising. In the early days of Petitioner’s business, orders were placed by
telephone, and shipped out, but over the years, Petitioner’s business has expanded to an Internet-
based business, and includes orders from throughout the U.S. and Canada. Photos of many of
Petitioner’s products, including some of its early products, are attached to the MacKellar
Declaration, which photos show the date of the event being commemorated. See MacKellar
Declaration.

In February, 2011, Petitioner filed for U.S. Trademark Registration of the mark THE
BLANKET LADY, for “blankets, throws, children’s blankets, baby blankets, personalized
blankets, gift blankets, pet blankets, towels, washcloths, retail store services, online store

services featuring personalized gifts, blankets, accessories, collectibles, baby gifts,



commemorative gifts, toys, diaper bags, baby clothes, plush toys, bibs, baby rattles,” based on
first use of 1978. That application was assigned Serial No. 85/248,871, and is referred to herein
as “Petitioner’s Application.” A copy of Petitioner’s Application is attached hereto as Ex B.

On May 24, 2011, the USPTO issued an Office Action in Petitioner’s Application, citing
a potential likelihood of confusion with a prior pending application, Serial No. 85/076,389 for
THE BLANKET LADY for “cleaning and repairing horse blankets.” That prior pending
application has now matured into Registration No. 3,969,326, for THE BLANKET LADY,
based on a first use of 1996, and is the subject of the instant Cancellation Proceeding. A copy of
the May 24, 2011, Office Action is attached hereto as C. Registrant has provided Petitioner with
some documents through Initial Disclosures which, though not authenticated, potentially date
Registrant’s first use slightly earlier than 1996 (i.e., 1993). No documents show use during the
1970°s (Petitioner’s first use).

The Trademark Act provides for cancellation of marks at 15 USC §1064. 15 USC
§1052(d) prohibits registration of a mark that so resembles a mark registered or a mark or
tradename previously used (emphasis added). Here, the Trademark Office has deemed the
subject Registration to be confusingly similar to Petitioner’s Mark, and has refused Petitioner’s
pending application as a result under §1052(d). Yet, as the prior user of the identical mark, it is
Registrant’s Registration which should be refused or cancelled, in view of the prior use by
Petitioner. This is the basis of the instant Cancellation.

Petitioner herein filed the instant Petition on the grounds that it owns prior rights to the
identical mark of the subject Registration, based on its undisputed prior use of the mark by
nearly 20 years; moreover, Petitioner is being harmed by the Registration, as established by the

USPTO’s refusal to register Petitioner’s own application on the grounds of confusing similarity.

Qo]



As set forth in the MacKellar Declaration, and in the instant brief, the subject Registration is
causing harm to Petitioner in three ways:

1. The Registrant has been granted, through its Registration, a prima facie exclusive
right to the mark THE BLANKET LADY, even thouph its use began
approximately twenty years subsequent to Petitioner’s first use; and

2. Petitioner has been refused registration by the USPTO of its identical mark in the
Pending Application on the grounds of confusing similarity with the earlier filed
Registration, the subject of this Cancellation proceeding.

3. If Registrant is permitted to keep this Registration, the public will be confused by
the Petitioner’s use and registration of the identical mark for closely related
goods.

If Petitioner is permitted to keep its Registration, all of the above harm to Petitioner will
continue. In particular, Registrant will be permitted to use and expand its rights as provided by
law, and deemed exclusive, causing confusion and impeding Petitioner’s ability to use its own
mark without suffering from confusion. Moreover, Petitioner will be indefimtely precluded from
obtaining its own federal registration for its mark, and from obtaining the statutory rights to
which it is entitled as the prior user of the mark. Accordingly, an order cancelling the
Registration is respectfully requested to bring an end to this harm.

As set forth in greater detail below, Petitioner respectfully submits that there are no
genuine issues of material fact, and that Petitioner’s motion for summary judgment should be

granted.



IL. ARGUMENT

A, Factual Background

As set forth in the Declaration of Barbara MacKellar, Petitioner’s use of the mark THE
BLANKET LADY dates back to at least as early as 1978, and has been used continuously and
extensively since then. Most of Petitioner’s product bears a date directly thereon. See
MacKellar Declaration, Ex. A hereto, with representative photos of product. Over the years,
Petitioner has expanded its products to a wide variety of gifis and accessories, some
personalized, some not, including, in addition to blankets, (and without limitation) bibs, bears,
hats, pet gifts, stockings, diaper bags, baby clothes, scarves, socks, picture frames, sweatshirts,
sweaters. Printouts from Petitioner’s website featuring a number of its products and promoting
“THE BLANKET LADY™ mark are attached as Ex. 2 to MacKellar Declaration.

An article featuring Petitioner’s THE BLANKET LADY business ran in The Deiroit
Free Press October 21, 2007, and is attached to the Mackellar Declaration as Ex. 4. As Ms.
MacKellar states in her Declaration, the article was based on an interview with her, and is
factually accurate. Also attached to the MacKellar Declaration is a non-fiction piece of writing,
written by a family friend of MacKellar, explaining the story behind the origin of Petitioner’s
business. As set forth in Ms. MacKellar’s Declaration, this story which was provided to Ms.
MacKellar personally, was based on Ms. MacKellar’s personal relationship with the author, and
is factually accurate.

As set forth in the MacKellar Declaration, as a result of Petitioner’s long use, and
continued promotion and investment in its mark THE BLANKET LADY, the mark has come to

represent an extremely valuable asset of Petitioner. MacKellar Declaration, Ex. A.



There is no dispute as to priority of use. Registrant’s own claim of first use, as set forth
in the subject Registration, is 1996, for services described as “cleaning and repairing horse
blankets.”  See Registration, attached hereto as Ex. D. Registrant has provided some
unauthenticated documents in initial disclosures which may purport to show use in 1993, but no
earlier.

Petitioner filed its own application for its mark THE BLANKET LADY on February 25,
2011, based on first use of 1978. That application was refused registration on the grounds of
confusing similarity with the subject Registration, then pending as an application. As set forth in
the MacKellar Declaration, Petitioner is being directly harmed by the issued, subject Registration
by virtue of the USPTO refusal, and the presumption of validity and exclusive rights granted to
Registrant of the identical mark to Petitioner’s. Moreover, the damage to Petitioner is likely to
be exacerbated by the fact that Registrant claims an interest in expanding its use to goods, rather
than limiting its use to the horse blanket repair services of the Registration. With such a direct
overlap in goods, confusion among consumers is highly likely. Any defect in the products of
Registrant is likely to be attributed to Petitioner. See MacKellar Declaration, Ex. A.

B. Summaryv Judgment in General

Summary judgment in an opposition or cancellation proceeding, as in any federal action,
is appropriate where the moving party establishes that there are no genuine issues of material fact
and that it is entitled to judgment as a matter of law. Celotex Corp. v. Catrett, 477 U.S. 317
(1986); Hornblower & Weeks Inc. v. Hornblower & Weeks, Inc., 60 USPQ2d 1733 (TTAB
2001). As set forth in detail below, the material facts are not in dispute. The facts clearly
establish that Petitioner has priority by nearly twenty years as a result of its actual use, as

supported by the MacKellar Declaration, with supporting evidence and photos of dated product.



The marks are identical — THE BLANKET LADY. Confusing similarity, already found by the
Trademark Examiner, is unquestionable.

Moreover, case law clearly holds that disputes as to non-material facts do not prevent the
grant of summary judgment. See, Opryland USA Inc. v. Great Am. Music Show, Inc., 970 F.2d
847, 849-50, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992). Here, all material facts to support
cancellation are established without dispute. The uncontroverted facts support summary
judgment in Petitioner’s favor, sustaining the Petition for Cancellation.

C. Summary Judgment is Proper in This Case

Petitioner has brought this Cancellation proceeding because it has been refused
registration of the mark THE BLANKET LADY on the grounds of confusing similarity with the
subject Registration for the identical mark. As set forth in the Declaration of Ms. MacKellar, Ex.
A, Petitioner has prior rights to this mark based on use since at least as early as 1978, long before
Registrant’s first use of 1996. If Registrant is permitted to retain this registration, Petitioner will
be deprived of its right to register and exercise its exclusive rights to THE BLANKET LADY.
Moreover, use of these identical marks by both Registrant and Petitioner will cause confusion
with Petitioner’s goods. Consumers will perceive the marks and/or the underlying goods/
services to be the same, or related. Any defects in Registrant’s services/goods would negatively
reflect on Petitioner’s goods as a result of the confusion or presumed association. Finally,
Registrant will theoretically be entitled to expand into related goods/services by virtue of its
issued Registration, in direct conflict with Petitioner’s prior rights. All of this has, and will
continue to cause harm to Petitioner. See Declaration of Ms. MacKellar, Ex. A.

As a result of this real, ongoing and irreparable damage to Petitioner, the record is

uncontroverted that the registration should be cancelled.



1. Registrant’s Mark is Likely to Cause Confusion

The USPTO, deemed the expert in evaluating likelihood of confusion between marks, has
already determined the marks are likely to be confused. See Ex. C (Trademark Office Action
dated May 24, 2011). The Examiner relied on In re E.I DuPont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973), and determined that confusion was likely.

The Examiner was correct' — the marks are identical, and the respective goods/services
are nearly identical. The application of the above DuPont factors clearly establishes that the
coexistence of the Registration and Petitioner’s pending Mark is likely to cause confusion to the
public.

Significantly, there is no evidence to support Registrant’s denial of likelihood of
confusion, and the record stands without any contradiction on the issue of likelihood of
confusion. Moreover, if there is, as a matter of law, no likelihood of confusion, then the refusal
of Petitioner’s application on these grounds should be withdrawn, thereby permitting Petitioner’s
own application to register.

2. The Record is Undisputed that
Petitioner Has Priority of Nearly 20 Years

Petitioner’s first use of the Blanket Lady began in 1978. See MacKellar Declaration,
with all supporting photos and other evidence. In contrast, by Registrant’s own admission, its
first use was in 1996 or 1993, but no earlier, as purported in certain documents recently provided
in Initial Disclosures. There is no dispute that Petitioner’s earlier use (by decades) gives it

priority over Registrant, and that the Registration should be cancelled.

. Alternatively, if the Examiner is deemed incorrect, and no confusion is found likely, then the § 2(d) refusal should
be withdrawn, and Petitioner’s pending Application should be permitted to register.



Moreover, the existence of Registrant’s Registration does not establish priority of rights
in Registrant; it establishes just the opposite: that Petitioner has priority of nearly twenty years.
Moreover, with the Registration just having issued, it is clearly subject to cancellation.

3. Summary Judgment in Favor of
Petitioner is Appropriate in This Case

Rule 56 of the Federal Rules of Civil Procedure provides that summary judgment is
appropriate when there is no genuine issue as to any material fact and the moving party is
entitled to judgment as a matter of law. The U.S. Supreme Court has clearly endorsed the use of
summary judgment as a preferred procedural tool in many cases. “Summary judgment procedure
is properly regarded not as a disfavored procedural shortcut, but rather as an integral part of the
Federal Rules as a whole, which are designed to secure the just, speedy and inexpensive
determination of every action.” Celotex Corp. v. Catrett, 477 U.S. 317, 327 (1986). As set forth
in detail above, no genuine factual issues exist regarding Petitioner’s case to cancel this
Registration.

Summary judgment promotes judicial economy by eliminating unnecessary trials, and is
favored in those cases with issues which are not the subject of genuine factual disputes. See,
Pure Gold, Inc. v. Syntex (U.S.4.) Inc., 222 USPQ 741 (CAFC 1984). In Twrner Entertainment
Co. v. Nelson, 38 USPQ2d 1942, 1944 (TTAB 1996), the TTAB granted summary judgment
sustaining the opposition and refusing registration, stressing that “the question of likelihood of
confision has been held by the U.S. Court of Appeals for the Federal Circuit to be one of law
and unquestionably may be resolved by way of summary judgment under appropriate
circumstances.” In applying the DuPont factors, the Board held in Twrner, supra, that “opposer
has demonstrated the absence of a genuine issue of material fact and that it is entitled to

judgment as a matter of law.” Id at 1944. See also, National Football League v. Jasper



Alliance Corp., 16 USPQ 1212 (TTAB 1990) (opposition sustained on motion for summary
judgment); Bongrain International (American) Corporation v. Moqguet Ltd., 230 USPQ 626
(TTAB 1986) (granting summary judgment sustaining opposition, noting the arbitrary nature of
the ALOUTTE mark, the fact that both items are food items, and that the marks may be
perceived as endorsed or sponsored by one another.)

Here, the USPTO has performed an evaluation of all the DuPornt factors, and has
concluded that a likelihood of confusion exists between these marks. It is this very
determination which has served as the basis of denying Petitioner’s own application, and
effectively granting Registrant the sole exclusive rights to the mark THE BLANKET LADY. As
a result of the likelihood of confusion found and relied on by the USPTO, this Board should also
find likelihood of confusion as a matter of law in this proceeding. The harm to Petitioner follows
without question. If the USPTO’s determination of likelihood of confusion is permitted to stand,
Petitioner is and will continue to be harmed by the Registration. Summary Judgment is
appropriate and respectfully requested.

As a matter of law, the record in this cancellation proceeding supports summary
judgment at this time, and such an order is respectfully submitted.

Respectfully submitted,

BYM/W

Julie A. Greenberg

GIFFORD, KRASS, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.

2701 Troy Center Drive, Ste. 330

P.O. Box 7021

Troy, MI 48007

(248) 647-6000

(248) 647-5210 (Fax)

litigation@patlaw.com




Attorneys for Petitioner

Dated: fa',{/‘[ﬂ I/ﬂD[!
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the foregoing PETITIONER’S MOTION
FOR SUMMARY JUDGMENT and BRIEF IN SUPPORT OF PETITIONER’S MOTION FOR

SUMMARY JUDGMENT was deposited as First Class Mail, postage prepaid in an envelope
addressed to:

Elliott J. Stein
Stevens & Lee, P.C.
100 Lenox Drive, Suite 200
Lawrenceville, New Jersey 08648-2332

on this 6th day of December, 2011,

do

Stephanie Goelde

CERTIFICATE OF ELECTRONIC FILING

I hereby certify that the foregoing PETITIONER’S MOTION FOR SUMMARY
JUDGMENT and BRIEF IN SUPPORT OF PETITIONER’S MOTION FOR SUMMARY
JUDGMENT were electronically filed with the TTAB on this 6th day of December, 2011.

Ao Mty

Stephanid Goelde
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,969,3'26
Date of Registration: May 31, 2011

MacKellar Associates, Inc.,
d/b/a The Blanket Lady,

Petitioner,

VS. Cancellation No. 92054229

The Blanket Lady, LLC,

Registrant.

DECLARATION OF BARBARA MACKELLAR

I, Barbara MacKellar, declare the following to be true and correct:

1. I am the proprietor of THE BLANKET LADY, Petitioner in the instant
cancellation proceeding, and I conduct all of its business. I have personal knowledge of the facts
set forth herein. If called as a witness, I would testify to these .facts.

2. The Blanket Lady began making and selling personalized blankets in about 1978.

3. In about 1978, I became known as “The Blanket Lady” and I adopted the
trademark for my business, and for goods sold in connection with my business. Since that time,
all products which have been sold by The Blanket Lady have been sold in connection with the
mark THE BLANKET LADY.

4. The products which have been sold over the years by The Blanket Lady have
typically been personalized knit blankets incorporating the name of the recipient (such as a
newborn baby), and they often incorporate the date which was being commemorated (such as the

baby’s birthdate). Other goods sold by THE BLANKET LADY commemorate other milestones,



such as anniversaries or high school or college graduations. I have attached hereto as Ex. 1
representative photos of a number of blankets which have been made and sold by The Blanket
Lady, many of which feature the year in which the product was made. The photos attached as
Ex. 1 all were sold prior 1996, Registrant’s claimed first use date.

5. Over the years, The Blanket Lady has expanded its product line to include a
number of other products, some personalized, some not. These include, by way of example only,
towels, pet blankets, toys, ratties, plush toys, diaper bags, baby clothes, bibs, and other items.

6. The Blanket Lady always packages goods in packaging marked with THE
BLANKET LADY. A photo showing the representative packaging is attached hereto as Ex. 2.

7. Originally, The Blanket Lady accepted telephone orders for purchases by
customers. The orders have been sold throughout the U.S. and Canada. Over the years, its
business has expanded to become Internet based, and it maintains a highly professional, multi-
page website featuring goods and ordering options in connection with its retail services. Copies

of the website of The Blanket Lady (www.blanketlady.com) are attached hereto as Ex. 3.

8. In 2007, I was interviewed by a reporter from The Detroit Free Press about THE
BLANKET LADY. A copy of the article which was published shortly thereafter is attached
hereto as Ex. 4. The facts in the article are all correct.

0. I received a copy of a story about my business written by a family friend, a copy
of which is attached hereto as Ex. 5. The facts in the story are correct.

10. 1 applied for U.S. Trademark Registration on February 25, 2011, through my
attorney. The application was assigned Serial No. 85/248,871. The application has been refused
on the grounds of confusing similarity with a prior pending application for THE BLANKET
LADY, which has now registered and is Registration which is the subject of this cancellation

proceeding,.



11.  The Registration which is the subject of this cancellation proceeding is causing
harm to my business in the following ways:

a. The Registration is barring The Blanket Lady from obtaining federal registration

of its own mark, even though The Blanket Lady used its mark extensively for
many years {since 1978) before the first use of the Registrant (1996).

b. The Blanket Lady has invested substantial funds and effort into establishing
goodwill and promoting THE BLANKET LADY mark. Use of the identical mark
for the related goods or services by the Registrant is likely to cause confusion
among customers and potential customers of The Blanket Lady.

c. Any damage or defect in Registrant’s goods or services might be afiributed to The
Blanket Lady as a result of this confusion, which would cause barm to my.
company.

d. The Blanket Lady might become limited in the future in its attempts to pursue an
anticipated expansion of goods and services as a result of the Registration.

e The harm to The Blanket Lady is irreparable in nature,

The undersigned being warned that willful false statements and the like are punishable by
finé of imprisonment, or both, under 18 U.8.C. 1001, and that such willful false statements and
the like may jeopardize the validity of the application or document or any registration resulting
therefrom, declares that all statements made of my own knowledge are true; and all statements

made on information and belief are believed to be true.

Fantrim (L [2M/57 4

Barbara MacKellar

Dated: /02/7 ///
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to
MacKellar Declaration























































































































































































