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PRELIMINARY STATEMENT 

 Tgikuvtcpv"Unggr"Kppqxcvkqpu."Kpe0"*ÐTgikuvtcpvÑ+"submits this reply brief in support of 

TgikuvtcpvÓu"Etquu-Motion to Quash the Notice of Deposition of Jane Martin for failure to 

disclose Ms. Martin in PevkvkqpgtÓu"Rtgvtkcn"Fkuenquwtgu."Oqvkqp"hqt"c"Rtqvgevkxg"Qtfgt"Rwtuwcpv"

to Rules 26(c)(1)(B) and 32(a)(5)(A) of the Federal of Civil Procedure, and to Stay Proceedings 

Pending a Decision on the Motion and Cross-Motion *vjg"ÐEtquu-OqvkqpÑ+.  Those portions of 

the Cross-Motion that sought a protective order and a stay of proceedings are moot as a result of 

vjg"DqctfÓu"Lcpwct{"7."4236"Qtfgt."yjkej"jgnf"vjcv"Ou0"OctvkpÓu"fgrqukvkqp"yqwnf"pqv"iq"

forward on January 6, 2014 and also suspended these proceedings pending a decision on 

RgvkvkqpgtÓu"Oqvkqp1 and the Cross-Motion, and are not further addressed herein2. 

 TgikuvtcpvÓu"Etquu-Motion should be granted because RgvkvkqpgtÓu"hcknwtg"vq"fkuenqug"Ou0"

Octvkp"cu"c"ykvpguu"kp"kvu"Rtgvtkcn"Fkuenquwtgu"ycu"pqv"Ðlwuvkhkgf,Ñ"cpf"vjg"tgeqtf"engctn{"

eqpvtcfkevu"RgvkvkqpgtÓu"encko"vjcv"kv"fkf"pqv"ÐfkueqxgtÑ"vjg"Ðtgngxcpeg"qh"Ou0"OctvkpÓu"eqpuwogt"

kpvgtcevkqpu"ykvj"Qxgtuvqem0eqo"0"0"0"wpvkn"tgegpvn{0Ñ" RgvkvkqpgtÓu"ncvguv"ghhqtv"vq"gzrnckp"kvu"hcknwtg"

fkuenqug"Ou0"Octvkp"kp"uwrrngogpvcn"Kpkvkcn"Fkuenquwtgu"qt"kp"RgvkvkqpgtÓu"Rtgvtkcn"Fkuenquwtgu"ku"

just as disingenuous as its initial unsupported explanation.  In its fgekukqp"qp"RgvkvkqpgtÓu"Oqvkqp"

hqt"Uwooct{"Lwfiogpv"cpf"TgikuvtcpvÓu"Etquu-Oqvkqp"hqt"Uwooct{"Lwfiogpv"*vjg"ÐUwooct{"

Lwfiogpv"FgekukqpÑ+."fcvgf"Oc{"35."4235, tjg"Dqctf"engctn{"jgnf"vjg"Eqorkncvkqp"vq"dg"Ðqh little 

probative value in the absence of testimony from the customers themselves as to whether they 

ygtg"eqphwugf"cpf."kh"uq."yjcv"ecwugf"vjgkt"eqphwukqp0Ñ""Jwtvcfq"Tgrn{"Fgen0."Gz0"C"cv"rcig"34"

                                                 
1 All terms previousn{"fghkpgf"kp"TgikuvtcpvÓu"Dtkgh"kp"Qrrqukvkqp"vq"RgvkvkqpgtÓu"Oqvkqp"cpf"kp"uwrrqtv"qh"vjg"Etquu-
Motion are used herein without further explanation. 
2 Registrant notes vjcv"RgvkvkqpgtÓu"uvcvgogpv"vjcv"Tgikuvtcpv"ocfg"pq"ghhqtv"vq"oggv"cpf"eqphgt"rtkqt"vq"moving for a 
protective order is not accurate.  See Tgrn{"Fgenctcvkqp"qh"Ktgpg"O0"Jwtvcfq"*ÐJwtvcfq"Reply Fgen0Ñ+."̨ 3 and 
Exhibit B0""Tgikuvtcpv"gockngf"Rgvkvkqpgt"vq"qdlgev"vq"vjg"ncem"qh"cfgswcvg"rtkqt"pqvkeg"qh"Ou0"OctvkpÓu"fgrqukvkqp"
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(emphasis added).  Accordingly."RgvkvkqpgtÓu claim that it did not have reason to know until after 

the Overstock.com deposition that it needed to depose the individuals identified in the 

Compilation strains credibility.  

ARGUMENT 

I.   Petitioner Had An Obligation To Disclose Ms. Martin In Supplemental Initial 
Disclosures and In Its Pretrial Disclosures And Its Failure To Do So Was 
Neither Substantially Justified, Nor Harmless.   

 
 The rules governing discovery and pretrial disclosures in proceedings before the Board 

are clear, as are the cases interpreting and applying those rules.  Petitioner had an obligation to 

disclose Ms. Martin in supplemental Initial Disclosures and in its Pretrial Disclosures if it 

intended to take and rely upon her testimonial deposition in this proceeding.  See Carl Karcher 

Gpvgtrtkugu."Kpe0"x0"EctnÓu"Dct"("Fgnkecvguugp."Kpe0, 98 U.S.P.Q. 2d 1370, 1372 n.4 (TTAB 

2011); see also Jules Jurgensen/Rhapsody, Inc. v. Peter Baumberger, 91 U.S.P.Q. 2d 1443 

(TTAB 2009); Spier Wines (PTY) Ltd. v. Ofer Z. Shepher, 105 U.S.P.Q. 2d 1239, 1242 (TTAB 

2012).  Failure to disclose witnesses in pretrial disclosures can result in an order precluding a 

party from using that information or ykvpguu"cv"vtkcn."Ðunless the failure was substantially justified 

or is harmless.Ñ  Spier Wines (PTY) Ltd., 105 U.S.P.Q. 2d at 1242  (quoting Fed. R. Civ. P. 

37(c)(1)).  Pqvcdn{."RgvkvkqpgtÓu"Ðqdnkicvkqp"vq"ugtxg"kpkvkcn."gzrgtv"cpf"rtgvtkcn"fkuenquwtgu"ctg"

independent requirements of the [Trademark Rules],Ñ"cpf"pqv"qpgu"Ðvjcv"ecp"be ignored simply 

because some information about a testifying individual may be known to the adverse party or 

rctvkgu0Ñ""Jules Jurgensen/Rhapsody, Inc., 91 U.S.P.Q.2d at 1445; see also Spier Wines (PTY) 

Ltd., 105 U.S.P.Q. 2d at 1243.  

 Applying the factors set forth in Great Seats, Inc. v. Great Seats, Ltd. to this matter, it is 

                                                                                                                                                             
and further suggested a joint call to the Interlocutory Attorney assigned to the proceeding.  Petitioner ignored that 
email and never responded.  Id.  
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engct"vjcv"RgvkvkqpgtÓu"hcknwtg"vq"fkuenqug"Ou0"Octvkp"cu"c"ykvpguu"kp"uwrrngogpvcn"kpkvkcn"

disclosures or in its Pretrial Disclosures was neither substantially justified nor harmless.  See 

Great Seats, Inc. v. Great Seats, Ltd., 100 U.S.P.Q. 2d 1323, 1327 (TTAB 2011) (Board 

considers following factors in deciding if failure to disclose was substantially justified or 

jctonguu<"Ð3+"vjg"uwtrtkug"vq"vjg"rctv{"cickpuv"yjqo"vjg"gxkfgpce would be offered; 2) the ability 

of that party to cure the surprise; 3) the extent to which allowing the testimony would disrupt the 

trial; 4) importance of the evidence; and 5) the non-fkuenqukpi"rctv{Óu"gzrncpcvkqp"hqt"kvu"hcknwtg"

to disclose the evidgpeg0Ñ+0""  

 The first and second factors ygkij"kp"TgikuvtcpvÓu"hcxqt0""RgvkvkqpgtÓu"hcknwtg"vq"kfgpvkh{"

Ms. Martin in its Initial Disclosures, any supplemental disclosures or its Pretrial Disclosures did 

indeed result in surprise to Registrant.  See Spier Wines (PTY) Ltd., 105 U.S.P.Q. 2d at 1244.  As 

a result of PetitionerÓu"hcknwtg"vq"supplement its initial disclosures or discovery responses to 

identify Ms. Martin as a person with discoverable information upon whom Petitioner might rely 

to support is claims, Registrant did not have the opportunity to take discovery as to Ms. Martin.  

TgikuvtcpvÓu"kpcdknkv{"vq"fq"uq"was directly caused by RgvkvkqpgtÓu"hcknwtg"vq"satisfy its disclosure 

obligations as to Ms. Martin, and cannot be attributed to any inaction by Registrant.  See Spier 

Wines (PTY) Ltd., 105 U.S.P.Q. 2d at 1243.   

 Petitioner continues to blithely and incorrectly assert that Registrant will not be 

prejudiced because Tgikuvtcpv"yknn"jcxg"vjg"qrrqtvwpkv{"vq"Ðetquu-examine Ms. Martin during 

Ms. MartkpÓu"vguvkoqp{"fgrqukvkqpÑ"cpf"Ðvq"ecnn"Ou0"Octvkp"cu"c"ykvpguu"fwtkpi its own 

testimony period.Ñ  This assertion evidences a lack of comprehension of the significant 

differences between a discovery deposition and a testimonial deposition.  See TBMP § 404.09.  

Hktuv."vjg"ueqrg"qh"TgikuvtcpvÓu"etquu-gzcokpcvkqp"yknn"dg"nkokvgf"d{"vjg"ueqrg"qh"RgvkvkqpgtÓu"
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direct examination.  RgvkvkqpgtÓu"gttqpgqwun{"eqpvgpfu"vjcv"such limited scope will not result in 

prejudice to Registrant because Ms. MartinÓu"vguvkoqp{"ku"tgngxcpv"vq"vjg"ÐuqngÑ issue of actual 

confusion and that Petitioner will examine Ms. Martin on this topic, thereby affording Registrant 

the ability to effectively question Ms. Martin.  RgvkvkqpgtÓu"Qrrqukvkqp"cv";"p0"70""Tgikuvtcpv."

however, has the right to question Ms. Martin about other issues that are not within the scope of 

c"fktgev"gzcokpcvkqp"qp"vjg"ÐuqngÑ"kuuue of actual confusion, such as the history and substance of 

cnn"qh"Ou0"OctvkpÓu"eqoowpkecvkqpu"ykvj"Rgvkvkqpgt"cpf1qt"RgvkvkqpgtÓu"eqwpugn."Ou0"OctvkpÓu"

general familiarity with trademarks, her buying habits, the care and attention Ms. Martin pays to 

rwtejcugu"vjcv"ujg"ocmgu."Ou0"OctvkpÓu"familiarity with Oxgtuvqem0eqoÓu"ygdukvg."vjg"htgswgpe{"

qh"Ou0"OctvkpÓu"qp-line purchases."cpf"Ou0"OctvkpÓu"visual perceptions, among others.  

 In addition, Petitioner ignores the reality that if Registrant cross-examines Ms. Martin or 

fgrqugu"jgt"fwtkpi"TgikuvtcpvÓu"vguvkoqp{"rgtkqf."such testimony, in its entirety, will become 

part of the record, regardless of the substance of that testimony.  See TBMP § 404.09.  Registrant 

would be placed at risk of eliciting testimony on the record that is damaging, without the 

qrrqtvwpkv{"vq"gzrnqtg"vjg"pcvwtg"cpf"uwduvcpeg"qh"Ou0"OctvkpÓu"vguvkoqpy in a discovery 

deposition and thereafter determine, based upon that testimony, what, if any, questions to ask 

Ms. Martin during the testimony period.  This will result in clear prejudice to Registrant.   

 RgvkvkqpgtÓu"eqpvkpwgf"cuugtvkqp"vjcv"Tgikuvtcpv"jcf"pqvkeg"qh"Ou0"OctvkpÓu"gzkuvgpeg"cpf"

vjgtghqtg"ecppqv"eqornckp"vjcv"kv"ku"uwtrtkugf"d{"RgvkvkqpgtÓu"uwffgp"ghhqtv"vq"vcmg"Ou0"OctvkpÓu"

testimony deposition is flawed cpf"kipqtgu"vjcv"RgvkvkqpgtÓu"fkuenquwtg"qdnkicvkqp"ku"cp"

independent requirement of the Trademark Rules.  See Jules Jurgensen/Rhapsody, Inc, 91 

U.S.P.Q.2d at 1445; see also Spier Wines (PTY) Ltd., 105 U.S.P.Q. 2d at 1243 (obligation to 

ugtxg"rtgvtkcn"fkuenquwtgu"ku"kpfgrgpfgpv"cpf"ecppqv"dg"kipqtgf"ukorn{"Ðdgecwug"uqog"
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information about a vguvkh{kpi"kpfkxkfwcn"oc{"dg"mpqyp"vq"vjg"cfxgtug"rctv{"qt"rctvkgu0Ñ+.  In 

addition, the Compilation is 85 pages, includes numerous purported customer communications, 

and provides the full name and address or other contact information for at least 29 individuals.  

Absent a disclosure by Petitioner that it was relying upon any particular individual identified in 

the Compilation as a witness, Registrant has no obligation or incentive to depose each of these 

purported customers.  Furthermore, Ou0"OctvkpÓu"vguvkoqp{"rwtrqtvgfn{"dgctu"qp"vjg"kuuwg"qh"

likelihood of confusion.  Petitioner, not Registrant, bears the burden of proving likelihood of 

confusion in this proceeding.  It makes little practical sense to suggest that Registrant had an 

obligation to depose Ms. Martin in the absence of any designation by Petitioner of Ms. Martin as 

a person with discoverable information upon whom Petitioner might rely or as a trial testimony 

witness.  

 The third faevqt"cnuq"ygkiju"kp"TgikuvtcpvÓu"hcxqt0""Cllowing the deposition of Ms. Martin 

at this juncture undoubtedly will disrupt the trial.  Registrant is entitled to take a discovery 

deposition of Ms. Martin and to conduct other discovery relating to Ms. Martin.  If the Board 

rgtokvu"Rgvkvkqpgt"vq"cogpf"kvu"Rtgvtkcn"Fkuenquwtgu"cpf"vcmg"Ou0"OctvkpÓu"vguvkoqp{"fgrqukvkqp."

Registrant requests that discovery be reopened for the limited purpose of allowing Registrant3 to 

depose Ms. Martin and conduct any follow-up discovery Registrant requires as a result of Ms. 

OctvkpÓu"vguvkoqp{"cpf"RgvkvkqpgtÓu"dgncvgf"fgukipcvkqp0""Such additional discovery will disrupt 

the currently-scheduled trial.   

 The fourth factor also weighs in favor of Registrant.  Even if Ms. Martin testifies that she 

ycu"eqphwugf"cu"c"tguwnv"qh"TgikuvtcpvÓu"DQFKRGFKE"("Fgukip"vtcfgoctm."yjkej"ku"vjg"uwdlgev"

                                                 
3 Registrant respectfully submits that Petitioner should not be permitted to take any further discovery in the event 
that vjg"Dqctf"itcpvu"RgvkvkqpgtÓu"Oqvkqp"cpf"chhqtfu"Tgikuvtcpv"vjg"qrrqtvwpkv{"vq"fgrqug"Ou0"Octvkp"cpf"eqpfwev"
related discovery.  If the Board resets the trial periods, Registrant further requests that Petitioner only be permitted 
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of this proceeding, Ms. Martin would be the sole witness on this issue.  A single instance of 

consumer confusion is not persuasixg"gxkfgpeg"qh"c"nkmgnkjqqf"qh"eqphwukqp0""Ð]Q_ypgtujkr"qh"c"

vtcfgoctm"fqgu"pqv"iwctcpvgg"vqvcn"cdugpeg"qh"eqphwukqp"kp"vjg"octmgvrnceg0Ñ"" Scott Paper Co. v. 

UeqvvÓu"Nkswkf"Iqnf."Kpe0, 589 F.2d 1225, 1231 (3d Cir. 1978) (noting 19 instances of 

ÐeqphwukqpÑ over period of four years insufficient to establish likelihood of confusion).  As such, 

Ou0"OctvkpÓu"vguvkoqp{."uvcpfkpi"cnqpg."ku"pqv"uwhhkekgpvn{"korqtvcpv"vq"RgvkvkqpgtÓu"ecug0""Kp"

cffkvkqp."vjg"cnngigf"korqtvcpeg"qh"Ou0"OctvkpÓu"vguvkoqp{"ku"dwv"qpg"qf five factors to be 

considered, and it ujqwnf"pqv"ygkij"jgcxkn{"kp"RgvkvkqpgtÓu"hcxqt."rctvkewnctn{"dgecwug"Rgvkvkqpgt"

has created this situation by its own conduct.   

 The fifth and final factor weighs decidedly in favor of Registrant.  Petitioner, despite two 

attempts at crafting an excuse, has failed to come forward with a plausible explanation for its 

failure to identify Ms. Martin in supplemental initial disclosures or in its Pretrial Disclosures.  

Rgvkvkqpgt"jcu"rnckpn{"mpqyp"Ou0"OctvkpÓs identity since February 10, 2012 and has had the full 

uwduvcpeg"qh"Ou0"OctvkpÓu"purported communication with Overstock.com as of that same date.  

RgvkvkqpgtÓu"Oqvkqp"hqt"Uwooct{"Lwfiogpv"fktgevn{"tghwvgu"RgvkvkqpgtÓu"gzrncpcvkqp"ocfg"kp"kvu"

Motion and, indeed, completely discredits that explanation.     

 RgvkvkqpgtÓu"rgtukuvgpeg"kp"cuugtvkpi"vjcv"kv"ycu"Ðwpcyctg"qh"vjg"tgngxcpegÑ"qh"Ou0"

OctvkpÓu"kpvgtcevkqpu"ykvj"Qxgtuvqem0eqo"cpf"jgt"Ðrqvgpvkcn"vq"ugtxg"cu"c"ykvpguuÑ"wpvkn"chter 

Petitioner deposed a representative of Overstock.com is unavailing.  In its reply in support of its 

Motion and its response to the Cross-Oqvkqp"*vjg"ÐQrrqukvkqpÑ+."Rgvkvkqpgt"pqy"enckou"vjcv"kv"

failed to identify Ms. Martin in its November 2013 Pretrial Disclosures because Petitioner 

intended to have Overstock.com authenticate the Compilation as a business record and thereafter 

                                                                                                                                                             
vq"vcmg"Ou0"OctvkpÓs deposition because Petitioner, as of January 17, 2014, will have already had the benefit of a 60 
day testimony period in this matter. 
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rely upon the Compilation as evidence of consumer confusion.  Petitioner asserts that it only 

realized the need for testimony from Ms. Martin after Petitioner deposed Overstock.com and 

concluded it would not be able to authenticate the Compilation as a business record.   

 However, this new and belated excuse is directly belied by the Summary Judgment 

Decision.  Hurtado Reply Decl., Exhibit B.  In the Summary Judgment Decision, the Board held 

that the Compilation need not be authenticated as a business record pursuant to Fed. R. Evid. 

:25*8+"dgecwug"kv"ycu"cfokuukdng"wpfgt"vjg"Ðuvcvg"qh"okpfÑ"gzegrvkqp"vq"vjg"jgctuc{"twng, 

embodied in Fed. R. Evid 803(3).  The Board went on to state, in no uncertain terms, that the 

Eqorkncvkqp"rtqfwegf"d{"Qxgtuvqem0eqo"ycu"Ðqh"nkvvng"rtqdcvkxg"xcnwg"kp"vjg"cdugpeg"qh"

testimony from the customers themselves as to whether they were confused and, if so, what 

ecwugf"vjgkt"eqphwukqp0Ñ""Jwtvcfq"Tgrn{"Fgen0."Gz0"C"cv"rcig"340"" 

 Given this plain statement from the Board, Petitioner undeniably knew no later than May 

13, 2013, when the Board issued the Summary Judgment Decision, that it needed to elicit 

testimony from the customers themselves as to whether they were confused and, if so, why they 

were confused.  Furthermore, discovery was subsequently reopened in the proceeding and 

Petitioner could have amended its initial disclosures and deposed Ms. Martin during that time.  

Accordingly."RgvkvkqpgtÓu"latest explanation for its failure to disclose Ms. Martin in its Pretrial 

Disclosures, which were served more than five months after the date of the Summary Judgment 

Decision, is no more truthful or plausible than its initial explanation.     

 A balancing of the Great Seats hcevqtu"guvcdnkujgu"vjcv"RgvkvkqpgtÓu"hcknwtg"vq"fkuenqug"Ou0"

Martin in its Pretrial Disclosure or in supplemental Initial Disclosures was not substantially 

justified or harmless.  The surprise and resultant prejudice to Registrant is clear.  As such, the 

Cross-Motion should be granted.   
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II. Each Of The Cases Relied Upon By Petitioner Is Distinguishable.   

 The cases relied upon by Petitioner in its Opposition are distinguishable and do not 

uwrrqtv"RgvkvkqpgtÓu"rqukvkqp.  In Galaxy Metal Gear, Inc. v. Direct Access Technology, Inc., the 

ykvpguu"cv"kuuwg."yjkng"pqv"fkuenqugf"kp"qrrqugtÓu"kpkvkcn"fkuenquwtgu."ycu"fgrqugf"d{"opposer 

during the discovery period.  91 U.S.P.Q.2d 1859, 1860-61 *VVCD"422;+0""CrrnkecpvÓu"cvvqtpg{"

attended that discovery deposition, cross-gzcokpgf"vjg"ykvpguu"cpf"jcf"Ðvyq"oqtg"oqpvju"

tgockpkpi"kp"vjg"fkueqxgt{"rgtkqfÑ"vq"qdvckp"cffkvkqpcn"fkueqxgt{"tgncvkpi"vq"vjg"ykvpguu."kh"

necessary.  Id. at 1860.  Based upon these facts, the Board concluded that the discovery 

deposition transcript of the witness could be introduced by Opposer at trial.  Id. at 1861.  Here, 

Tgikuvtcpv"fkf"pqv"jcxg"vjg"qrrqtvwpkv{"vq"vcmg"Ou0"OctvkpÓu"fkueqxgt{"fgrqukvkqp"qr obtain other 

fkueqxgt{"eqpegtpkpi"Ou0"Octvkp"dgecwug"Tgikuvtcpv"jcf"pq"pqvkeg"qh"RgvkvkqpgtÓu"kpvgpv"vq"tgn{"

upon Ms. Martin as a witness in this proceeding. 

 In Sheetz of Delayctg."Kpe0"x0"FqevqtÓu"Cuuqeu0"Kpe0, the parties stipulated to proceed 

under ACR and further stipulated that they would not make pretrial disclosures.  108 U.S.P.Q.2d 

1341, 1344 (TTAB 2013).  The parties in this proceeding have not entered into a stipulation 

foregoing their respective obligations to serve pretrial disclosures identifying the witnesses upon 

whom they may rely during their respective testimony periods. 

 Vjg"DqctfÓu"wptgrqtvgf"fgekukqp"kp"Alcatraz Media, Inc. v. Chesapeake Marine Tours, 

Inc., Cancellation No. 92050879, dated March 24, 2011, also is unavailing.  See Hurtado Reply 

Decl., Exhibit C.  In that proceeding, petitioner identified in its initial disclosures two 

corporations with discoverable information, without naming particular individuals at those 

corporations.  Id. at 12-13.  During discovery, petitioner served affidavits from officers of each 

of the corporations to place registrant on notice of the individualsÓ identity and the content of 
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their anticipated testimony.  Id.  Petitioner named these individuals in its pretrial disclosures and, 

during its testimony period, petitioner served notices of testimonial depositions for the two 

individuals.  Registrant moved to quash the noticed testimonial depositions, arguing that they 

ygtg"pqv"urgekhkecnn{"pcogf"kp"rgvkvkqpgtÓu"kpkvkcn"fkuenquwtgu0""Id. at 1.  The Board denied 

TgikuvtcpvÓu"oqvkqp"vq"suash, finding that there was no prejudice to registrant as a result of 

petitioner including the individual witnesses in its pretrial disclosures and seeking to take their 

testimonial depositions.  Id. at 13.  This case is, on its face, clearly distinguishable from the facts 

before the Board on the Cross-Motion.   

CONCLUSION 

 In view of the ctiwogpvu"ocfg"kp"TgikuvtcpvÓu"dtkgh"kp"uwrrqtv"qh"vjg"Etquu-Motion and 

the foregoing arguments, PetitionerÓu"Oqvkqp"should be denied and RegistrcpvÓu"Etquu-Motion 

should be granted.   

Dated:  January 17, 2014    MCCARTER & ENGLISH, LLP 
       Attorneys for Registrant 
       Sleep Innovations, Inc. 
 
 

       By:  
        Scott. S. Christie 

        Irene M. Hurtado
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CERTIFICATE OF SERVICE 
 

 The undersigned hereby certifies that a true and correct copy of the foregoing Reply Brief 

In Further Support of Motion to Quash and the Reply Declaration of Irene M. Hurtado, with 

Exhibits, was served on counsel for Petitioner by electronic mail and regular  mail on the 17th 

day of January, 2014, as follows: 

 

Amy Sullivan Cahill 
Stites & Harbison PLLC 
400 West Market Street, Suite 1800  
Louisville, KY 40202-3352 
acahill@stites.com 

 

 

         
        Irene M. Hurtado 
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  Petitioner, 

  v.  

SLEEP INNOVATIONS, INC., 

  Registrant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

Cancellation No. 92054201 
 
 

 
REPLY DECLARATION OF IRENE M. HURTADO 

 
 IRENE M. HURTADO, of full age, declares as follows pursuant to 28 U.S.C. §1746: 

1. I am an attorney of the State of New Jersey and am an associate at the Firm of 

McCarter & English, LLP.  This Reply Declaration is submitted in further support of 

TgikuvtcpvÓu"Etquu-Motion to Quash the Notice of Deposition of Jane Martin for failure to 

fkuenqug"Ou0"Octvkp"kp"RgvkvkqpgtÓu"Rtgvtkcn"Fkuenquwtgu"and to Suspend Proceedings Pending 

Disposition of the Motion and Cross-Motion *vjg"ÐEtquu-OqvkqpÑ+. 

2. Attached hereto as Exhibit A is a true and correct copy of vjg"DqctfÓu"fgekukqp"qp"

RgvkvkqpgtÓu"Oqvkqp"hqt"Uwooct{"Lwfiogpv"cpf"TgikuvtcpvÓu"Etquu-Motion for Summary 

Judgment in this proceeding, dated May 13, 2013.     

3. On January 7, 2014, counsel for Petitioner advised me that she intended to 

proceed with the deposition of Jane Martin on January 10, 2014, despite the fact that the Board 

had not yet ruled on PetitionetÓu"Oqvkqp"hqt"Ngcxg"vq"Uwrrngogpv"Rtgvtkcn"Fkuenquwtgu"cpf"

Motion to Conduct Deposition Telephonically.  That same day, I responded and advised counsel 

for Petitioner that Registrant objected to the deposition of Ms. Martin and suggested that counsel 
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jointly call the Interlocutory Attorney assigned to the proceeding.  Counsel for Petitioner never 

responded to that communication.  A true and correct copy of the January 7, 2014 email 

exchange between counsel for Registrant and counsel for Petitioner is attached hereto as Exhibit 

B.   

4. Attached hereto as Exhibit C is a true and correct copy of an unreported Board 

decision in Alcatraz Media, Inc. v. Chesapeake Marine Tours, Inc., Cancellation No. 92050879, 

dated March 24, 2011.  

 Executed this 17th day of January, 2014, in Newark, New Jersey. 

 

         
         Irene M. Hurtado 
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