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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
              
 
Medtronic, Inc., 
   Petitioner, 
 v. 
 
Snow/Wood LLC, 
   Registrant. 

Cancellation No. 92054196

  
 

OPPOSER’S MOTION TO STRIKE REGISTRANT’S SECOND DEFENSE AND 
MEMORANDUM IN SUPPORT THEREOF  

  
 

MOTION  

Pursuant to Rule 12(f) of the Federal Rules of Civil Procedure and Sections 506.01 and 

506.02 of the Trademark Trial and Appeal Board Manual of Procedure, Petitioner Medtronic, 

Inc., respectfully requests the Board to enter an order striking Registrant Snow/Wood LLC’s 

second defense in Registrant’s Answer and Defenses. 

 Despite the fact that Registrant sent Petitioner a cease and desist letter demanding that 

Petitioner stop using the term “patient ambassador,” Registrant’s defense asserts that Petitioner 

has not been and will not be damaged and, therefore, Petitioner lacks standing. 

 Petitioner has, in fact, been damaged, and, more importantly for purposes of this motion, 

has sufficiently plead its damage and its standing.  Accordingly, Petitioner respectfully requests 

that Registrant’s second defense be stricken.  Registrant should not be permitted to first threaten 

Petitioner and then claim that its threat was not intended to adversely affect Petitioner. 

Petitioner’s motion is based upon the following facts and legal analysis, and the files and 

the pleadings related to this matter. 
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MEMORANDUM OF LAW 

 To have standing, the Board has stated that “[a]ll that is necessary . . . is that the ‘person’ 

bringing the opposition establish conditions and circumstances from which damage to it from the 

opposed mark can be assumed.”  FBI v. Societe: “M. Bril & Co.,” 172 U.S.P.Q. 310 (T.T.A.B. 

1971).  The CCPA, the Board and the Federal Circuit have consistently de-emphasized 

“standing” or “damage” in inter partes oppositions and cancellations.  Lanham Act §13 gives 

standing to oppose to “any person who believes that he would be damaged.”  15 U.S.C.A. § 

1063.  The courts have interpreted that statutory preamble to merely require that the opposer or 

petitioner demonstrate a real interest in the proceeding.  Federated Foods, Inc. v. Ft. Howard 

Paper Co., 544 F.2d 1098, 192 U.S.P.Q. 24 (C.C.P.A. 1976). 

 The only purpose of a standing requirement is to weed out “intermeddlers” from those 

with “a personal interest in the outcome beyond that of the general public.”  Lipton Industries, 

Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 U.S.P.Q. 185 (C.C.P.A. 1982); Jewelers 

Vigilance Committee, Inc. v. Ullenberg Corp., 823 F.2d 490, 2 U.S.P.Q.2d 2021 (Fed. Cir. 1987) 

(opposer had standing because it was “more than a meddlesome party”).  The focus has shifted to 

whether there is a reasonable basis for the opposer’s “belief” in damage.  Selva & Sons, Inc. v. 

Nina Footwear, Inc., 705 F.2d 1316, 217 U.S.P.Q. 641 (Fed. Cir. 1983) (dictum); Rosso & 

Mastracco, Inc. v. Giant Food, Inc., 720 F.2d 1263, 219 U.S.P.Q. 1050 (Fed. Cir. 1983) 

(dictum).  In 1991 the Board summarized the state of the law on standing to oppose: 

The standing question is an initial and basic inquiry made by the Board in every 
inter partes case: that is to say, standing is a threshold inquiry. … [T]here is a low 
threshold for a plaintiff to go from being a mere intermeddler to one with an 
interest in the proceeding. The Court [of Appeals for the Federal Circuit] has 
stated that an opposer need only show “a personal interest in the outcome of the 
case beyond that of the general public.” . . . Once this threshold has been crossed, 
the opposer may rely on any ground that negates applicant's right to the 
registration sought. 
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Estate of Biro v. Bic Corp., 18 U.S.P.Q.2d 1382 (T.T.A.B. 1991). 
 
 Thus, the Board has concluded that there is no requirement that any type of actual 

damage be pleaded and proved in order to establish standing or to prevail in an opposition or 

cancellation proceeding.  Harjo v. Pro Football, 30 U.S.P.Q.2d 1828 (T.T.A.B. 1994) 

(Petitioners, representing native Americans, sought to cancel registration of REDSKINS for a 

football team on grounds of disparagement and scandalousness; standing found:  “[A] party may 

establish its standing to oppose or to petition to cancel by showing that it has a real interest in the 

case, that is, a personal interest beyond that of the general public.”). 

 Petitioner has sufficiently alleged facts that would, if proved, establish that it has 

standing to maintain the proceeding.  Petitioner has also sufficiently alleged facts that would, if 

proved, establish that it has a valid ground for cancelling the registration of the mark. 

 In paragraph 6 of the Petition to Cancel, Petitioner alleged 

Petitioner has also used the term “patient ambassador” for a number of years in 
connection with various programs designed to connect persons diagnosed with a 
disease or medical condition with other persons with the same disease or condition 
who have first-hand experience in the treatment of the disease or condition. 

In paragraph 7 of the Petition to Cancel, Petitioner alleged: 

Petitioner owns U.S. Registration No. 3,554,655 for the mark REAL DIABETES 
CONTROL, used in connection with, among other services, services described as 
“medical consultation services, namely, patient ambassador program to 
communicate medical information with people with diabetes.”  (Emphasis added.) 

In paragraph 8 of the Petition to Cancel, Petitioner alleged: 

In a June 14, 2011, letter, Registrant demanded that Medtronic cease and desist 
any further use of the term “patient ambassador.” 

In paragraph 9 of the Petition to Cancel, Petitioner alleged: 

Continued registration of the term “patient ambassador” is causing and/or will cause 
damage to Medtronic by, among other things, interfering with Medtronic’s right to 
use the term or variations of the term in connection with various programs designed 
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to connect persons diagnosed with a disease or medical condition with other persons 
with the same disease or condition who have first-hand experience in the treatment 
of the disease or condition, including, but not limited to, use of the term in 
connection with its mark REAL DIABETES CONTROL. 

 Despite those very clear and precise pleadings, and despite Registrant admitting in its 

Answer and Defenses that it sent its cease and desist letter, Registrant’s second defense states 

that “Petitioner has not been and will not be damaged by the continued registration of 

Registrant’s mark and, therefore, lacks standing to cancel the Registration.” 

 A cease and desist letter alone is sufficient to create standing.  For instance, in Ipco Corp. 

v. Blessings Corp., 5 USPQ2d 1974 (TTAB 1988), the Board found the opposer had standing as 

the result of the applicant’s cease and desist letters it sent to the opposer.  Similarly, in Southern 

Snow Manufacturing, Inc. v. Snowizard Holdings, Inc., 2009 TTAB LEXIS 692, Cancellation 

No. 92044522 (TTAB Dec. 10, 2009), the Board found that petitioner’s standing was established 

by the cease and desist letter that the respondent sent to the petitioner.  These are not isolated 

cases. 

 Simply put, Registrant sent a cease and desist letter to Petitioner threatening 

consequences for Petitioner’s continued use of the term “patient ambassador,” and Petitioner 

sufficiently alleged those facts that would, if proved, establish that it would be damaged and that 

it has standing to maintain the proceeding.  Registrant has a real interest in the outcome of the 

proceedings, that is, a personal interest.  Simply put, Petitioner has standing.1 

                                                 
1  In its letter, Registrant wrote that, because Medtronic’s use of the term “patient ambassador” 
“is a direct infringement of [Registrant’s] rights, we demand that Medtronic cease and desist 
from any further use” of the term.  Registrant demanded that Medtronic 

1. remove all infringing content from the website www.medtronic.com and any 
other marketing materials; 

2. immediately cease the use and distribution of any materials; and 

3. deliver-up for destruction all unused or undistributed copies of the materials. 
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 While motions to strike are not favored and a defense will not be stricken if the 

insufficiency of the defense is not clearly apparent, in this case, there is no doubt that Petitioner 

properly and unequivocally established its standing and, therefore, the insufficiency of 

Registrant’s defense is clearly apparent.  Registrant should not be permitted to first threaten 

Petitioner and then claim that its threat neither intended nor caused damage to Petitioner. 

 Accordingly, Registrant respectfully requests that the Board to strike Registrant’s second 

defense, and grant such other and further relief as the Board deems appropriate. 

     Respectfully submitted, 

Dated:  August 23, 2011       
Dean R. Karau 
Cynthia A. Moyer 
FREDRIKSON & BYRON, P.A. 
Suite 4000 
200 South Sixth Street 
Minneapolis, Minnesota  55402 
Tel.: (612) 492-7178/7167 
Fax: (612) 492-7077 
E-mail: ip@fredlaw.com; dkarau@fredlaw.com; 
cmoyer@fredlaw.com 
 
Attorneys for Petitioner 

 

                                                                                                                                                             
See Exhibit 1 attached hereto.  Registrant then reserved all rights to further legal action, 
threatening that it “is prepared and intends to take whatever action is necessary to protect its 
Marks. . . [and] hope[s] that this issue can be resolved promptly so that further legal action may 
be avoided.”  Id. 
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CERTIFICATE OF SERVICE  
 
 I hereby certify that a true copy of Opposer’s Motion To Strike Registrant’s Second 
defense And Memorandum In Support Thereof was served on Registrant counsel of record, 
Christina L Demory, by mailing it to the correspondent address of record, PO Box 16216, 
Wilmington, NC 28408, by first-class mail, postage prepaid, this 23rd day of August, 2011.  
 

      
             Dean R. Karau 
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