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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
____________________________________ 
      ) 
Valeritas, Inc.,     ) In the matter of U.S. Reg. No. 3,895,432 
      )  
  Petitioner,   ) For the Mark:  VGO 
      )  
 v.     ) Filing Date: March 2, 2010 
      )  
VGo Communications, Inc.   ) Registration Date:  December 21, 2010 
      )  
  Respondent.   ) Cancellation No.:  92054171 
____________________________________) 
 

REDACTED: PETITIONER’S MOTION TO COMPEL AND EXTEND DISCOVERY 
 

Pursuant to Rule 2.120(d)(2) of Trademark Rules of Practice, and Rule 37 of the Federal 

Rules of Civil Procedure, Petitioner, Valeritas, Inc., (“Valeritas”), by and through its undersigned 

attorneys and pursuant to Rule TMEP §§ 403.04, hereby moves the Board for an order (i) 

compelling Respondent, VGo Communications, Inc. (“VCI” or “Respondent) to comply with its 

discovery obligations, and (ii) extend discovery through December 31, 2014.  In support of this 

Motion, Petitioner states as follows: 

FACTUAL BACKGROUND 

Petitioner has made good faith efforts to obtain discovery responses from Respondent 

without the Board’s intervention but has been unsuccessful.  Petitioner served a First Set of 

Requests for Admissions, Interrogatories, and Production of Documents and Things on 

December 21, 2011 and a Second Set of Requests for Admissions, Interrogatories, and 

Production of Documents and Things on August 29, 2012.  Respondent’s responses were due on 

January 25, 2012 and October 4, 2012 respectively (30 days from the date of service plus five 
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additional days because the requests were served by mail; see Trademark Trial and Appeal Board 

Manual of Procedure (“TBMP”) §§ 113.05 and 403.03; 37 C.F.R. §§ 2.119(c) and 2.120(a)).  

Petitioner consented to a 30-day extension followed by a 14-day extension to respond to 

discovery requests for the first discovery requests.  Thus, the responses to the first set were due 

on March 11, 2012.   VCI’s responses and certificates of service are dated March 8, 2012 for the 

first set of discovery requests and October 2, 2012 for the second set of discovery.  However, the 

responses were deficient as discussed in more detail below.  Copies of all the relevant 

Interrogatories, Requests, and Responses are attached hereto as Exhibit 1. 

On August 2, 2012, Petitioner sent a letter outlining the deficiencies in Respondent’s 

discovery requests to Respondent, and requested that Respondent remedy the deficiencies within 

ten business days.  Respondent responded to the letter on August 22, 2012 and submitted an 

Amended Response to Interrogatory No. 2.  See Exhibit 2. 

After deposition of Tom Ryden under Rule 30(b)(6) and in anticipation of the deposition 

of Doug Geer, an independent consultant for Respondent, Petitioner sent a letter of deficiency on 

August 13, 2013 to Respondent requesting certain documentation that was clearly deficient after 

the Rule 30(b)(6) deposition.  A second letter was sent on September 3, 2013 to follow up on the 

request.  See Exhibit 3.  While Respondent did produce the documentation on September 12, 

2013 and September 16, 2013, it is clear that Respondent is and has been engaging in a pattern of 

not producing all relevant discoverable information.   

Between October 2, 2012 and August, 2014, Petitioner and Respondent engaged in a 

good faith effort to settle the instant matter.  During this time, Petitioner did not actively pursue 

the remedy of the deficiencies in Respondent’s discovery responses, including the scheduling of 

depositions of Ned Semonite, Respondent’s V.P. of Marketing for Respondent who was 



 

{M0681689.1 } 3 

 

identified as the person who selected VCI’s mark, and Bern Terry, Respondent’s V.P. of Sales 

for Respondent.1   

After it was clear to Petitioner that the matter would not settle despite good faith 

attempts, on August 14, 2014 (four days after suspension of this proceeding was effectively 

lifted) Petitioner sent another letter outlining the deficiencies in Respondent’s discovery requests 

to Respondent, and requesting that Respondent remedy the deficiencies within five business 

days.  Respondent received the letter on August 18, 2014 and responded via email on August 27, 

2014.  Respondent received further correspondence on September 10, 2014, which Respondent 

anticipates receiving but has not yet received.  See Exhibit 4. 

Respondent’s letter to supplement its responses was received today, which is the close of 

discovery.  Notably, Respondent has produced no emails (with the exception of e-mail 

exchanges with Doug Greer) in response to Petitioner’s Requests for Production prior to the 

close of discovery. 

On August 13, 2014, Petitioner sought and received documents through discovery from 

PositiveID Corporation relating to its collaboration with VCI.  See Exhibit 5.  Respondent has 

denied that it collaborated with PositiveID Corporation, and has failed to produce documents 

relating to PositiveID Corporation.  It is clear, however, that such documents exist (see Exhibit 

5)  and are discoverable.  Respondent is baldly shirking its discovery obligations. 

Not only are Respondent’s discovery requests deficient, some of its responses are 

inconsistent with its promotional material available publicly. For example, Respondent deposed 

                                                           
1 Petitioner served several Notices of Depositions for both Bern Terry and Ned Semonite, which were never 
scheduled due to scheduling conflicts.  
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Thomas Ryden under Rule 30(b)(6) on June 24, 2013.  His deposition contained the following 

series of questions and answers: 

The questions Petitioner asked during the deposition2 were based on an interview that 

was given by Mr. Ryden on June 15, 2013 entitled “Tom Ryden, VGo Cofounder & COO Talks 

About Robotic Telepresence and IBM Watson is Big Data”3 hosted by Jim Collison.  During this 

interview, which occurred nine days prior to the deposition, Mr. Ryden states VCI’s “primary 

applications are in education and healthcare” and “healthcare is really our largest market.”  This 

statement is inconsistent to the statement made during the deposition. See Exhibit 6, p. 41-44. 

ARGUMENT 

Pursuant to Trademark Rule 2.120(3) and Fed. R. Civ. P. 37(a), a party is entitled to file a 

motion to compel with the Board when an adverse party has failed to complete a discovery 

requirement in a TTAB proceeding. See, TBMP § 523.01, citing, inter alia, Jain v. Ramparts, 

Inc., 49 U.S.P.Q.2d 1429 (T.T.A.B. 1998); MacMillan Bloedel Ltd v. Arrow-M Corp., 203 

U.S.P.Q. 127 (T.T.A.B. 1976).  As discussed below, Respondent has failed to respond to 

Petitioner’s Interrogatories and Requests for Production prior to the close of discovery dispite 

multiple attempts.  Petitioner has been more than reasonable in granting Respondent time within 

which to respond to its requests. Accordingly, Petitioner respectfully requests that the Board 

issue an order compelling Respondent to respond fully to Petitioner’s Interrogatories and 

Requests, and that the Board grant additional time for discovery and reset the schedule for this 

                                                           
2
 “Q. Is it a true statement that VCI’s primary applications are in education and health care? A. No Q. Is that a true 

statement?A. No. Q. Is it a true statement that healthcare is VCI’s largest market? A. I think it is a significant 
market.  I think other than education growing this year I think last year it might have been the largest market but it 
varies. Q. Was health care VCI’s largest market earlier this month? A. Earlier this month? Q. Yes. A. No. 
 
3
 See http://www.youtube.com/watch?v=oBNhG80toM8, accessed September 10, 2014 

http://www.youtube.com/watch?v=oBNhG80toM8
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proceeding, in order to explore whatever information Respondent provides Petitioner as a result 

of the Board’s order.   

Petitioner has not received the supplemented discovery referenced in Respondent’s letter 

dated September 10, 2014 and therefore has been unable to review them to see whether the 

responses are sufficient.  Therefore, as the close of the (September 10, 2014), the following 

discovery requests remain deficient: 

Interrogatories 
 

Interrogatory No. 2 requests that VCI identify each and every good and/or service 
advertised, promoted, distributed, offered, and/or sold by VCI in the United States under 
or in connection with VCI’s Mark, and for each such good or service, state: (a) The date 
of first use in commerce of VCI’s Mark in connection with the identified good or service; 
(b) The sales by unit volume, by month and year, for each year since such sales began; 
(c) The gross revenue, by month and year, for each year since such sales began; (d) The 
approximate annual dollar amount expensed each year to date by VCI in advertising and 
promoting each identified good or service under VCI’s Mark; and; (e) The approximate 
annual dollar amount VCI expects to be spent in advertising and promoting VCI’s goods 
and/or services in connection with VCI’s Mark for each year from 2012 through 2016. 
VCI initially objected to the Interrogatory on the grounds that the information that 
constitutes confidential or private business information.   

 
VCI’s response to this interrogatory is deficient in two ways.  First, on August 22, 2012, 

VCI responded by providing the gross revenues for the years 2010 and 2011.  VCI also provided 

its advertising and sales expenses for 2010 and 2011 (and projected expenses through 2015).  

VCI is required to supplement its response with information for the years 2012, 2013, and 2014. 

Second, VCI stated that it would provide documents and things responsive to Interrogatory 2(b) 

and (c) but has not produced these documents and things. 

 
Interrogatory No. 15 requests that VCI state all facts concerning VCI’s relationship with 
companies in the field of treating, evaluating, diagnosing, and/or counseling patients with 
diabetes, including but not limited to PositiveID Corporation.   
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Respondent has objected to this Interrogatory by stating the term “relationship” is 

unclear. The term relationship is not unclear, and encompasses all companies VCI has or had a 

business relationship with.  VCI’s response is deficient because it only addressed “ongoing” 

business relationships and not all companies it has or had a business connection with, including 

but not limited to the joint demonstration with PositiveID Corporation. See Exhibit 7. 

 
Interrogatory No. 16 requests VCI state all facts concerning the joint demonstration 
with PositiveID Corporation’s wireless communication device for diabetes management 
operating in conjunction with VCI’s robotic telepresence.   

 
VCI’s response is deficient because it fails to state all facts, including but not limited how 

the demonstration was conducted or how PositiveID Corporation “invited” VCI to do a joint 

presentation.  Further, it stated that the demonstration was “not in conjunction with PositiveID 

Corporation’s wireless communication device,” which is contradictory to the article found on 

VCI’s website, which states “[t]he companies will demonstrate PositiveID’s iglucose wireless 

communication device for diabetes management operating in conjunction with Vgo’s robotic 

telepresence…” and contradictory to documents produced in this litigation by PositiveID 

Corporation See Exhibit 7. 

Interrogatory No. 17 requests that VCI state all facts concerning VCI’s connection with 
ExL Pharmaceutical Conferences.   

 
Upon information and belief, Respondent was connected with, attended, or otherwise 

engaged in a conference or similar exhibit. VCI objected to this Interrogatory by stating the term 

“connection with” is unclear, and as such, states that it has “no connection” with ExL 

Pharmaceutical Conferences. The phrase “connection with” is not unclear. VCI’s response is 

deficient because it fails to state whether VCI has been a sponsor or had an exhibit at any of 
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ExL’s conferences or has in any way been involved with or participated in ExL Pharmaceutical 

Conferences.    

Requests for Production of Documents and Things   
 

Request for Production No. 1 seeks production of documents and things concerning 
VCI’s selection, adoption and creation of VCI’s Mark.   
 
In its response on March 8, 2012, VCI responded that it will produce non-privileged and 

otherwise non-objectionable documents and things responsive to this Request. On August 22, 

2012, VCI responded by claiming this request is outside the scope of the proceeding because 

Valeritas petitioned to cancel VCI’s Standard Character Mark.  VCI’s VGO Design Mark is 

within the scope of this proceeding because the logo design appears in VCI’s Specimen of Use. 

See Exhibit 8.  Therefore, VCI must produce documents and things responsive to this Request 

for VCI’s Mark, which includes VCI’s VGO Design Mark, yet it has failed to do so. 

While VCI provided some documentation concerning the creation of the logo design and 

correspondence with Doug Geer, it has failed to provide any other communication or 

documentation concerning the creation and selection of either the VGO Standard Character Mark 

or the VGO Design Mark.   

 
Request for Production No. 3 seeks production of documents and things concerning any 

formal or informal trademark searches or investigations concerning VCI’s Mark.  
 

VCI has produced only documents and things for VCI’s Mark in standard characters.   

While VCI provided some documentation of formal or informal trademark searches or 

investigation of the VGO Standard Character Mark, it failed to provide such documentation for 

VCI’s VGO Design Mark.  Further, it failed to produce any correspondence or other 
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documentation concerning the trademark searches for either VCI’s VGO Standard Character 

Mark or the VCI’s VGO Design Mark.  

 
Request for Production No. 17 seeks production of documents and things concerning 
any advertisements VCI placed in any magazine or other publication in any format, 
whether print, online, or in any other format.   

 
In its response dated March 8, 2012, VCI responds that it will produce non-privileged and 

otherwise non-objectionable documents and things responsive to this Request.  Then, on August 

22, 2014, VCI responded by objecting to the production as burdensome and oppressive. It 

produced representative samples of its advertisements.  VCI’s response is insufficient because it 

did not produce all documents and things (including advertisements on the radio and/or 

television), and more specifically, all advertisements related to healthcare.   

 
Request for Production No. 18 seeks production of documents and things concerning 
any news or feature stories about VCI and/or products sold under VCI’s Mark that have 
appeared in any magazine or other publication in any format, whether print, online, or in 
any other format.   

 
VCI’s response to this Request is insufficient. For example, VCI’s product was featured 

in a Sports Illustrated article and while VCI produced the online version of the article, VCI failed 

to produce the printed version of the article, which may contain the VCI Design Mark.  Further, 

VCI failed to produce any articles or press releases concerning its partnership with Positive ID 

Corporation.  Finally, VCI failed to produce documents and things of any news or feature stories 

about VCI and/or products sold under the VCI Mark that have been covered by television and/or 

radio.  VCI is obligated to produce all documents and things in its possession, custody, or 

control.  VCI must produce documents and things responsive to this Request. 
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On August 22, 2014, VCI responded by objecting to the production as burdensome and 

oppressive. It produced representative samples of its news and/or feature stories.  VCI’s response 

is insufficient because it did not comply with the request to produce all documents and things 

(including news and/or feature stories on the radio and/or television), and more specifically, all 

documents and things concerning any news or feature stories, which are related to healthcare.   

   
Request for Production No. 20 seeks production of documents and things concerning 
VCI’s marketing plans for VCI’s mark.  VCI responds that it will produce non-privileged 
and otherwise non-objectionable documents and things responsive to this Request.   

 
On September 16, 2013, VCI provided its business plans for the years 2008 and 2011.  

VCI is required to supplement its response with information for the years 2012, 2013, and 2014, 

as well as provide any other documents and things concerning its marking plans. 

 
Request for Production No. 22 seeks production of documents and things concerning or 
identifying VCI’s competitors in the marketplace.   

 
VCI has responded that it will produce non-privileged and otherwise non-objectionable 

documents and things responsive to this Request.  On August 22, 2014, VCI stated that it 

inadvertently omitted VGO 000664-670 from the production of documents.  The document 

produced is an article entitled “The Boss is Robotic, and Rolling Up Behind You.”  While the 

article discusses robotic telepresence companies, it does not clearly identify VCI’s competitors in 

the marketplace.   As a result, VCI has still not complied with the Request for Production No. 22.  

 
Request for Production No. 29 seeks production of documents and things describing the 
channels of trade for the distribution of VCI’s goods and/or services under VCI’s Mark.  
VCI responds that it will produce non-privileged and otherwise non-objectionable 
documents and things responsive to this Request.   
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On August 22, 2012, VCI produced articles and information located on its website.  

While these documents may reference VCI’s channels of trade for the distribution of VCI’s 

goods, they do not describe the channels of trade for the distribution of VCI’s goods and/or 

services under VCI’s Mark.   VCI must produce documents and things responsive to this 

Request, including without limitation information concerning medical organizations, hospitals, 

clinics, healthcare professionals, and/or organizations and institutions in which VCI’s goods 

and/or services are used in the course of diagnostic, treatment, and/or care. 

 
Request for Production No. 32 seeks production of documents and things concerning 
contracts or agreements with affiliates, agents, licensees, distributors, dealers, 
manufacturers’ representatives, doctors, wholesalers, and/or retailers through whom VCI 
markets and sells its goods and services under VCI’s Mark.   

 
VCI responds that it will produce non-privileged and otherwise non-objectionable 

documents and things responsive to this Request.  On August 22, 2012, VCI responded that it 

“will provide documents they can find responsive to this request.”  Petitioner has not received 

any documents.  

Request for Production No. 37 seeks production of documents and things identifying 
each and every employee and/or agent of VCI’s charged with responsibility for VCI’s 
Mark and/or describing any such employee’s or agent’s duties with respect to VCI’s 
Mark.   
 
VCI has responded by stating that there is no such documentation.  However, based on 

other discovery request responses, it is clear that Ned Semonite selected VCI’s VGO Design 

Mark. See Exhibit 1.4  Also, other discovery request responses demonstrate there were other 

employees involved in the selection of VCI’s VGO Design Mark. See Exhibit 6, p. 16.5 

                                                           
4 See Registrant VGO Communications, Inc.’s Responses to Petitioner Valeritas, Inc.’s First Set of Interrogatories to 
Registrant; Response to Interrogatory No. 1, p. 4 
5
 “Q. Who conceived the logo.  

A. Well, I think it was a group effort.  
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Therefore, VCI is required to produce documents and things identifying these employees and/or 

agent that were involved in the process of selecting VCI’s VGO Design Mark. 

 
Request for Production No. 46 seeks production of documents and things identified in 
VCI’s Responses to Valeritas’ Second Set of Interrogatories.   

 

VCI has responded that it will produce non-privileged and otherwise non-objectionable 

documents and things responsive to this Request.  VCI is obligated to produce all documents and 

things in its possession, custody, or control.  VCI must produce documents and things responsive 

to this Request. VCI has not produced documents identified in Valeritas’ Second Set of 

Interrogatories for Interrogatory No. 9, Interrogatory No. 14, Interrogatory No. 15, Interrogatory 

No. 16, or Interrogatory 17.  

REQUEST FOR RELIEF 
 

Petitioner moves this Board for an order compelling Respondent within fifteen (15) days 

from the date of the Order to fully and completely respond to all of Petitioner’s Interrogatories 

and Requests for Production, including each Interrogatory and each Request for Production, 

without objections regarding burden, vagueness, confidentiality, or relevance. 

Petitioner further requests that, following the disposition of the Motion to Compel, the 

Board grants additional time for discovery and reset the schedule for this proceeding, in order to 

explore whatever information Respondent provides Petitioner referenced in Respondent’s letter 

dated September 10, 2014 and as a result of the Board’s order.  There are extraordinary 

circumstances present here, namely Respondent’s refusal to fulfill its discovery obligations, and 

                                                                                                                                                                                           

Q. Tell me all the people involved in the group effort.  
A. It was probably Grinnell, Time, myself, Ned, Doug Geer. I’m sure others contributed.” 



 

{M0681689.1 } 12 

 

the parties’ prior good faith attempts to settle this matter which merit additional time for 

discovery. 

 
 
 
Date: September 10, 2014   VALERITAS, INC. 
 
      By its attorneys, 
 

MORSE, BARNES-BROWN & PENDLETON, 
P.C. 

       
     By:   /Sheri S. Mason/____________________________ 
      Sheri S. Mason 
      Thomas F. Dunn 
      CityPoint 
      230 Third Avenue, Fourth Floor 
      Waltham, MA  02451 
      Tel: (781) 622-5930 
      Fax: (781) 622 5933 
      Email: ttab@mbbp.com 
 

mailto:ttab@mbbp.com
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CERTIFICATE OF SERVICE 
 

 I, Sheri S. Mason, certify that a copy of the foregoing MOTION TO COMPEL AND 
EXTEND DISCOVERY was served on: 
 

Michael J. Bevilacqua, Esq. 
Barbara A. Barakat, Esq. 
Wilmer Cutler Pickering Hale & Dorr LLP 
60 State Street 
Boston, Massachusetts  02109 

       
by placing same with the U.S. Postal Service, via of first class mail, postage pre-paid, this 10th 
day of September 2014. 
 
 
 

/Sheri S. Mason/_______________________________ 
Counsel for Valeritas, Inc. 







































































































































































































































































 

 

 

 

   

August 2, 2012 
 
VIA FED EX AND EMAIL 
 
Michael J. Bevilacqua, Esq. 
Barbara A. Barakat, Esq. 
Wilmer Cutler Pickering Hale & Dorr LLP 
60 State Street 
Boston, Massachusetts  02109 
 
Re: Valeritas, Inc. v. VGO Communications, Inc. 
 TTAB Cancellation No. 92054171 
 Our Ref.:  VALTM-ADV001 
 
Dear Mr. Bevilacqua: 
 
We write regarding deficiencies in VGO Communications, Inc.’s (“VCI” or “Respondant”) 
responses to Valeritas, Inc.’s (“Valertias” or “Petitioner”) first set of requests for admissions, 
interrogatories, and production of documents and things in the above-referenced trademark 
opposition proceeding before the Trademark Trial and Appeal Board (“TTAB”).  It is imperative 
that we resolve these deficiencies as soon as possible. 
 
If VCI does not agree to remedy the deficiencies promptly, Valeritas will have no choice but to 
file with the TTAB a motion to compel full and accurate responses.  Accordingly, we request 
you remedy these deficiencies within 10 days of receipt of this letter.  The deficiencies in those 
responses are set forth below in some detail. 
 
We served the first set of requests for production of documents on December 21, 2011.  Thus, 
the responses were due on January 25, 2012 (30 days from the date of service plus five additional 
days because the requests were served by mail; see Trademark Trial and Appeal Board Manual 
of Procedure (“TBMP”) §§ 113.05 and 403.03; 37 C.F.R. §§ 2.119(c) and 2.120(a)).  We 
consented to a 30-day extension followed by a 14 day extension to respond to discovery requests.  
Thus, the responses were due on March 11, 2012. VCI’s responses and certificates of service are 
dated March 8, 2012.  However, the responses were deficient as discussed in more detail below. 
 
Specific deficiencies in VCI’s discovery responses include, but are not necessarily limited to, the 
following: 
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Interrogatories 
 
Interrogatory No. 1 requests that VCI state all facts concerning VCI’s adoption of VCI’s Mark, 
including, but not limited to (a) identifying all personal who were involved in the selection of the 
mark and state such person’s role in the selection of the mark; (b) identifying the date or dates 
upon which the mark was selected; and (c) stating whether any trademark searches were 
conducted with the adoption of the mark, and if so, identifying the person(s) who conducted the 
search(es), whether or not such person(s) were attorneys, and identifying any search reports that 
were generated as a result of the search(es).    

VCI’s Mark is defined as “any mark allegedly owned by VCI that includes the word VGO in any 
form, including but not limited to the VGO mark as depicted in the following design: 

 

for use on ‘robotic video and audio communication hardware; computer software for use in 
connection with audio and video communication systems.’”   
 
It is unclear from VCI’s response whether Ned Semonite selected both the standard character 
mark and the VGO mark depicted in the above design (hereinafter “VCI’s VGO Design Mark”).  
Therefore, VCI must respond to this interrogatory concerning both the VGO standard character 
mark and VCI’s VGO Design Mark. 
 
Interrogatory No. 2 requests that VCI identify each and every good and/or service advertised, 
promoted, distributed, offered, and/or sold by VCI in the United States under or in connection 
with VCI’s Mark, and for each such good or service, state: (a) The date of first use in commerce 
of VCI’s Mark in connection with the identified good or service; (b) The sales by unit volume, 
by month and year, for each year since such sales began; (c) The gross revenue, by month and 
year, for each year since such sales began; (d) The approximate annual dollar amount expensed 
each year to date by VCI in advertising and promoting each identified good or service under 
VCI’s Mark; and, (e) The approximate annual dollar amount VCI expects to be spent in 
advertising and promoting VCI’s goods and/or services in connection with VCI’s Mark for each 
year from 2012 through 2016.  VCI objected to the Interrogatory on the grounds that the 
information that constitutes confidential or private business information.  To the extent that 
information is confidential and/or private, a response is still required.  Second, VCI stated that it 
would provide documents and things responsive to Interrogatory 2(b) and (c) but has not 
produced these documents and things.  
 
The Verification is missing the printed name of the signatory.  Therefore, VCI must confirm if 
that the signatory is Tom Ryden, who is listed as the C.O.O. on VCI’s website, or if not, the 
identity of the signatory. 
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Requests for Production of Documents and Things 
 
VCI’s responses to Valeritas’ first set of requests for production of documents and things are 
also insufficient.  In VCI’s March 8, 2012 responses, in some cases VCI identified specific 
documents and things that it had in its possession but would produce at a later date.  Valeritas 
has not received these documents and things.  In other cases, VCI failed to produce all 
documents requested.   
 
Request for Production No. 1 seeks production of documents and things concerning VCI’s 
selection, adoption and creation of VCI’s Mark.  VCI responds that it will produce non-
privileged and otherwise non-objectionable documents and things responsive to this Request.  
VCI is obligated to produce all documents and things in its possession, custody, or control.   VCI 
must produce documents and things responsive to this Request for VCI’s Mark, which includes 
VCI’s VGO Design Mark. 
 
Request for Production No. 2 seeks production of documents and things concerning VCI’s 
research regarding registrability and clearance of VCI’s Mark.  VCI responds that it will produce 
non-privileged and otherwise non-objectionable documents and things responsive to this 
Request.  VCI produced documents and things for VCI’s Mark in standard characters.  VCI is 
obligated to produce all documents and things in its possession, custody, or control.   VCI must 
produce documents and things responsive to this Request for VCI’s Mark, which includes VCI’s 
VGO Design Mark. 
 
Request for Production No. 3 seeks production of documents and things concerning any formal 
or informal trademark searches or investigations concerning VCI’s Mark.  VCI responds that it 
will produce non-privileged and otherwise non-objectionable documents and things responsive to 
this Request.  VCI produced documents and things for VCI’s Mark in standard characters.  VCI 
is obligated to produce all documents and things in its possession, custody, or control.   VCI 
must produce documents and things responsive to this Request for VCI’s Mark, which includes 
the VCI’s VGO Design Mark. 
 
Request for Production No. 5 seeks production of documents and things concerning any other 
trademark VCI considered adopting for use in association with any of its goods or services.  VCI 
responds that it will produce non-privileged and otherwise non-objectionable documents and 
things responsive to this Request.  VCI is obligated to produce all documents and things in its 
possession, custody, or control.  VCI must produce documents and things responsive to this 
Request, including without limitation any and all designs and/or logos that were considered. 
 
Request for Production No. 7 seeks VCI to produce two samples of each and every good upon 
which VCI uses VCI’s Mark.  VCI responds that it will produce non-privileged and otherwise 
non-objectionable documents and things responsive to this Request.  VCI is obligated to produce 
all documents and things in its possession, custody, or control.  VCI must produce documents 
and things responsive to this Request for VCI’s Mark, which includes VCI’s VGO Design Mark.  
Valeritas will accept as an initial response detailed photographs of the products, packaging, and 
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copies of all the documents shipped with the products, including without limitation all instances 
in which the VCI Mark, including VCI’s VGO Design, is displayed on the products and 
packaging.  Valeritas reserves the right to inspect product samples. 
 
Request for Production No. 9 seeks production of documents and things concerning VCI’s 
corporate ownership structure.  VCI responds that it will produce non-privileged and otherwise 
non-objectionable documents and things responsive to this Request.  VCI is obligated to produce 
all documents and things in its possession, custody, or control.  VCI must produce documents 
and things responsive to this Request. 
 
Request for Production No. 17 seeks production of documents and things concerning any 
advertisements VCI placed in any magazine or other publication in any formation, whether print, 
online, or in any other format.  VCI responds that it will produce non-privileged and otherwise 
non-objectionable documents and things responsive to this Request.  While VCI submitted some 
documents, the submission is insufficient because it failed to include any advertisements that 
were placed in magazines or heard on the radio and/or on television.  VCI is obligated to produce 
all documents and things in its possession, custody, or control.  VCI must produce documents 
and things responsive to this Request. 
 
Request for Production No. 18 seeks production of documents and things concerning any news 
or feature stories about VCI and/or products sold under VCI’s Mark that have appeared in any 
magazine or other publication in any format, whether print, online, or in any other format.  VCI 
responds that it will produce non-privileged and otherwise non-objectionable documents and 
things responsive to this Request.  While VCI submitted some documents, the submission is 
insufficient.  For example, VCI’s product was featured in a Sports Illustrated article and while 
VCI produced the online version of the article, VCI failed to produce the printed version of the 
article, which may contain the VCI Design Mark.  Further, VCI failed to produce any articles or 
press releases concerning its partnership with Positive ID Corporation.  Finally, VCI failed to 
produce documents and things of any news or feature stories about VCI and/or products sold 
under the VCI Mark that have been covered by television and/or radio.  VCI is obligated to 
produce all documents and things in its possession, custody, or control.  VCI must produce 
documents and things responsive to this Request. 
 
Request for Production No. 20 seeks production of documents and things concerning VCI’s 
marketing plans for VCI’s Mark.  VCI responds that it will produce non-privileged and 
otherwise non-objectionable documents and things responsive to this Request.  VCI is obligated 
to produce all documents and things in its possession, custody, or control.  VCI must produce 
documents and things responsive to this Request. 
 
Request for Production No. 22 seeks production of documents and things concerning or 
identifying VCI’s competitors in the marketplace.  VCI responds that it will produce non-
privileged and otherwise non-objectionable documents and things responsive to this Request.  
VCI is obligated to produce all documents and things in its possession, custody, or control.  VCI 
must produce documents and things responsive to this Request. 
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Request for Production No. 24 seeks production of documents and things the circumstances 
under which VCI first learned of Valeritas and/or Valeritas’ VGO mark.  VCI responds that it 
will produce non-privileged and otherwise non-objectionable documents and things responsive to 
this Request.   The only documents and things produced containing Valeritas’ VGO mark was 
VCI’s search results; however it is unclear whether this is when VCI first learned of Valeritas’ 
VGO mark.  VCI is obligated to produce all documents and things in its possession, custody, or 
control.  VCI must produce documents and things responsive to this Request. 
 
Request for Production No. 29 seeks production of documents and things describing the 
channels of trade for the distribution of VCI’s goods and/or services under VCI’s Mark.  VCI 
responds that it will produce non-privileged and otherwise non-objectionable documents and 
things responsive to this Request.  VCI is obligated to produce all documents and things in its 
possession, custody, or control.  VCI must produce documents and things responsive to this 
Request, including without limitation information concerning medical organizations, hospitals, 
clinics, healthcare professionals, and/or organizations, institutions, and/or health care 
professionals that use VCI’s goods and/or services in the course of diagnostic, treatment, and/or 
care. 
 
Request for Production No. 32 seeks production of documents and things concerning contracts 
or agreements with affiliates, agents, licensees, distributors, dealers, manufacturers’ 
representatives, doctors, wholesalers, and/or retailers through whom VCI markets and sells its 
goods and services under VCI’s Mark.  VCI responds that it will produce non-privileged and 
otherwise non-objectionable documents and things responsive to this Request.  VCI is obligated 
to produce all documents and things in its possession, custody, or control.  VCI must produce 
documents and things responsive to this Request. 
 
Request for Production No. 37 seeks production of documents and things identifying each and 
every employee and/or agent of VCI’s charged with responsibility for VCI’s Mark and/or 
describing any such employee’s or agent’s duties with respect to VCI’s Mark.  VCI responds that 
it will produce non-privileged and otherwise non-objectionable documents and things responsive 
to this Request.  VCI is obligated to produce all documents and things in its possession, custody, 
or control.  VCI must produce documents and things responsive to this Request. 
 
We look forward to your supplementation of discovery requests to resolve the deficiencies 
within 10 days of receipt of this letter. 
 
Sincerely, 

 
Sheri S. Mason 
 
cc:  Thomas F. Dunn, Esq. 














































































































































































































































































































