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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 3,513,161
Mark: SPEEDRY

JACQUES MORET, INC,, X
Petitioner,
- against - Cancellation No. 92054121
SPEEDO HOLDINGS B.V.,
Respondent.
X

RESPONDENT’S MOTION TO DISMISS
FOR INSUFFICIENT SERVICE

Pursuant to Rule 12(b)(5) of the Federal Rules of Civil Procedure and Trademark Rules
of Practice 2.111, 2.126 and 2.127, Respondent Speedo Holdings B.V. (“Speedo’”) hereby
moves to dismiss the Petition to Cancel filed by Jacques Moret, Inc. (“Petitioner™).

Speedo is the owner of the registration at issue in this proceeding, U.S. Reg. No.
3,513,161 for the mark SPEEDRY (the “Registration”). Because Petitioner failed to serve a copy
of its Petition to Cancel (the “Petition’) on Speedo, as expressly required by the Trademark
Rules of Practice and precedent established by the Trademark Trial and Appeal Board (the

“Board”), the cancellation proceeding has not been properly instituted and should be dismissed.'

! Pursuant to Trademark Rule 2.116(a), a party may raise the defense of insufficient service of
process under Fed. R. Civ. P. 12(b)(5). See Chocoladefabriken Lindt & Sprungli Ag, Opp. No.
91187963, 2009 WL 4079139 (T.T.A.B. July 30, 2009). Rule 12(b) allows the affirmative
defense of insufficient service to be presented by motion to be filed prior to, or concurrently with,
the defendant’s answer. See id.
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STATEMENT OF FACTS

On June 16, 2011, Petitioner, acting through its attorney Howard F. Mandelbaum of
Levine & Mandelbaum, filed the Petition by means of the Board’s Electronic Filing System
(ESTTA). The Petition is comprised of the completed electronic ESTTA form and a three-page
.pdf document attached by Petitioner entitled “Petition to Cancel.” The only Certificate of
Service in the filing is at the end of the ESTTA form, and states: “The undersigned hereby
certifies that a copy of this paper has been served upon all parties, at their address of record by
First Class Mail on this date,”® with Counsel’s electronic signature appearing below.

Speedo, a company organized and existing under the laws of the Netherlands, never
received a service copy of the Petition at its address of record in Amsterdam or anywhere else. In
response to an inquiry by the undersigned counsel,’ Petitioner’s attorney of record advised on
July 13, 2011 that:

“[s]ervice was made on Brad D. Rose, Esq., who represented to [Petitioner] that

his firm, Pryor Cashman LLP, has been retained as new counsel to Speedo

Holdings B.V.”

Exhibit A (July 13,2011 email exchange between A. Strickland and H. Mandelbaum). However,
neither Mr, Rose nor any other Pryor Cashman attorney is a Domestic Representative (or, for that

matter, Correspondent of Record or Attorney of Record) in connection with the Registration. See

Exhibit B (printout of TARR record for Registration No. 3,513,161).

2 Petitioner’s counsel did not include in the .pdf attachment a separate Certificate of Service
identifying the name and address of the party upon whom service was purportedly made.

3 The inquiry was sent after Speedo learned of the proceeding from the notice sent to its address
of record by the TTAB.
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ARGUMENT

Petitioner failed to serve the Petition on Speedo. Accordingly, the cancellation
proceeding should be dismissed.

Trademark Rule of Practice 2.111(a) provides that a cancellation proceeding is
commenced “by filing in the Office a timely petition for cancellation with the required fee,” but
mandates:

The petition must include proof of service on the owner of record for the

registration, or the owner’s domestic representative of record, at the

correspondence address of record in the Office ....

37 C.FR. § 2.111(a). However, affixing proof of service to the document without actually
effecting service in accordance with the rules is insufficient to commence the proceeding. See
Springfield Inc. v. XD, 86 U.S.P.Q.2d at 1063 (“Proof of service is meaningless in the absence of
actual service in accordance with the statements contained in the proof of service™).

Trademark Rule of Practice 2.111(b) provides further, in pertinent part:

Petitioner must serve a copy of the petition, including any exhibits, on the owner

of record for the registration, or on the owner’s domestic representative of record,

if one has been appointed, at the correspondence address of record in the Olffice.

The petitioner must include with the petition for cancellation proof of service,

pursuant to § 2.119, on the owner of record, or on the owner’s domestic

representative of record, if one has been appointed, at the correspondence address

of record in the Office.

37 C.F.R. § 2.111(b) (emphasis added). Thus, a cancellation proceeding has not been instituted
if a copy of the petition (with any exhibits) is not served on the owner of the mark in question, or
its domestic representative, at the correspondence address of record listed in the Office records.

C.f Springfield Inc. v. XD, 86 U.S.P.Q.2d 1063 at n.2 (T.T.A.B. 2008) (opposition “dismissed

as a nullity” where “opposer did not comply with the service requirement of the rules”).
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Here, as reflected on the TARR system,’ Speedo is the owner of the Registration, the
address of record is Speedo’s address in Amsterdam (Claude Debussylaan 24, Md Amsterdam
1082, Netherlands), and Speedo has appointed no domestic representative. And counsel for
Petitioner has admitted that he did not serve Speedo at its correspondence address of record. See
Exhibit A.

Service of a courtesy copy of the petition for cancellation on Pryor Cashman LLP
— which was never Speedo’s Domestic Representative (or even Counsel of Record) for the
Registration — does not comply with Trademark Rule 2.111, which established a straightforward
rule for service.’

Accordingly, the Petition was not properly served and the cancellation proceeding should
be dismissed.

CONCLUSION

For the foregoing reasons, Defendant respectfully requests the Board to exercise its
authority under Rule 12(b)(5) and dismiss the cancellation proceeding against Speedo for

improper service.

* The Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) provides: “To
determine the correspondence address of the owner of record of the registration, the petitioner
may consult the Office’s Trademark Applications and Registrations Retrieval (TARR) system,
accessible through http.//tarr.uspto.gov.”

5 Registrant does not dispute that Brad Rose advised Petitioner’s counsel that he was new
counsel to Speedo, and that Brad Rose received the copy. But the rules do not provide for
service on an attorney for the registrant unless the attorney is reflected in the Office’s records as
the registrant’s Domestic Representative. Registrant also does not dispute that it received notice
of this proceeding by means of the Board’s notification — which was properly sent to, and
received at, its address of record in Amsterdam. However, this also does not excuse petitioner’s
obligation to properly serve the petition in accordance with the Board’s rules.
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Respectfully submitted,

Dated:  New York, New York FROSS ZELNICK LEHRMAN & ZISSU, P.C.
July 26,2011 w @ /M m
By: ( Y
S. Mende

J . Xllison Strickland
Alexander L. Greenberg

866 United Nations Plaza

New York, New York 10017

Tel: (212) 813-5900

Email: cmende@frosszelnick.com

Attorneys for Defendant Speedo Holdings B.V.
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EXHIBIT A



From: Howard F Mandelbaum [mailto:howard.mandelbaum@levman.com]

Sent: Wednesday, July 13, 2011 2:22 PM

To: Allison Strickland; mail@levman.com

Subject: RE: Jacques Moret, Inc. v. Speedo Holdings B.V., Canc. No 92-054,121 (Our Ref: PDBH
USA TC-11/05963)

Dear Ms. Strickland,

Service was made on Brad D. Rose, Esq., who represented to us that his firm, Pryor Cashman
LLP, has been retained as new counsel to Speedo Holdings B.V.

Sincerely,

Howard F. Mandelbaum
Levine & Mandelbaum
222 Bloomingdale Road, Suite 203
White Plains, NY 10605
Tel: (914) 421-0500
(212) 588-9800
Fax: (914) 840-1234
howard.mandelbaum@levman.com

From: Allison Strickland [mailto:astrickland@fzlz.com]

Sent: Wednesday, July 13, 2011 1:52 PM

To: 'mail@levman.com'’

Subject: Jacques Moret, Inc. v. Speedo Holdings B.V., Canc. No 92-054,121 (Our Ref: PDBH USA
TC-11/05963)

Attn: Howard F. Mandelbaum, Esq.

Dear Mr. Mandelbaum:

We represent Speedo Holdings, B.V. Our client received a notification from the
Trademark Trial and Appeal Board regarding a cancellation petition that was instituted
against its registration No. 3,513,161 for the mark SPEEDRY.

The document includes a Certificate of Service indicating that service was made upon all
parties. Can you kindly advise to what address the service copy of the cancellation
petition was mailed to Speedo Holdings, B.V.?

Thank you.

Very truly yours,
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J. Allison Strickland
Fross Zelnick

866 United Nations Plaza
New York, NY 10017
212-813-5967 (direct)

The information contained in this email message may be privileged, confidential,
and protected from disclosure. Any unauthorized use, printing, copying,
disclosure or dissemination of this communication may be subject to legal
restriction or sanction. If you think that you have received this email message
in error, please reply to the sender.
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EXHIBIT B



Thank you for your request. Here are the latest results from the TARR web
server.
This page was generated by the TARR system on 2011-07-18 12:11:47 ET

Serial Number: 77074971 Assignment Information Trademark Document
Retrieval

Registration Number: 3513161

Mark

SPEEDRY

(words only): SPEEDRY

Standard Character claim: Yes

Current Status: A cancellation proceeding is pending at the Trademark Trial and
Appeal Board. For further information, see TTABVUE on the Trademark Trial and
Appeal Board web page.

Date of Status: 2011-06-16

Filing Date: 2007-01-03

Transformed into a National Application: No

Registration Date: 2008-10-07

Register: Principal

Law Office Assigned: LAW OFFICE 111

If you are the applicant or applicant's attorney and have questions about this
file, please contact the Trademark Assistance Center
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at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2008-09-02

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Speedo Holdings B.V.

Address:

Speedo Holdings B.V.

Claude Debussylaan 24

1082 MD Amsterdam

Netherlands

Legal Entity Type: Company

State or Country Where Organized: Netherlands

GOODS AND/OR SERVICES

International Class: 025

Class Status: Active

Clothing, namely, shirts, blouses, singlets, bathing caps, vests, skirts, dresses,
tracksuits, sweaters, wetsuits for water skiing, underwear, t-shirts, running shorts,
water shorts, crop tops, bra tops, unitards, leotards, biking shorts, athletic shorts,
leggings, warm-up jackets, warm-up pants, sweatshirts, sweatpants; footwear;
headgear, namely, hats and caps; swimwear

Basis: 1(a)

First Use Date: 2008-03-31

First Use in Commerce Date: 2008-03-31

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION
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(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to
"Trademark Document Retrieval' shown near the top of this page.

2011-06-16 - Cancellation Instituted No. 999999

2010-12-28 - Review Of Correspondence Complete

2010-12-28 - Case Assigned To Post Registration Paralegal

2010-10-14 - PAPER RECEIVED

2008-10-07 - Registered - Principal Register

2008-09-02 - Law Office Registration Review Completed

2008-08-21 - Allowed for Registration - Principal Register (SOU accepted)
2008-08-05 - Statement Of Use Processing Complete

2008-07-23 - Use Amendment Filed

2008-08-05 - Case Assigned To Intent To Use Paralegal

2008-07-23 - TEAS Statement of Use Received

2008-07-22 - Applicant/Correspondence Changes (Non-Responsive) Entered
2008-07-22 - TEAS Change Of Owner Address Received

2008-03-25 - NOA Mailed - SOU Required From Applicant

2008-01-01 - Published for opposition

2007-12-12 - Notice of publication

2007-11-26 - Law Office Publication Review Completed
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2007-11-26 - Approved For Pub - Principal Register
2007-11-23 - Teas/Email Correspondence Entered
2007-11-23 - Communication received from applicant
2007-11-23 - Assigned To LIE

2007-10-18 - TEAS Response to Office Action Received
2007-07-05 - Notification Of Letter Of Suspension E-Mailed
2007-07-05 - LETTER OF SUSPENSION E-MAILED
2007-07-05 - Suspension Letter Written

2007-06-30 - Teas/Email Correspondence Entered
2007-06-30 - Communication received from applicant
2007-06-30 - TEAS Response to Office Action Received
2007-04-24 - Non-final action e-mailed

2007-04-24 - Non-Final Action Written

2007-04-24 - Assigned To Examiner

2007-01-09 - Notice Of Pseudo Mark Mailed

2007-01-08 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Brian R. McGinley

Correspondent
SPEEDO HOLDING BV
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CLAUDE DEBUSSYLAAN 24

MD AMSTERDAM, 1082 NETHERLANDS
Phone Number: (816) 460-2400

Fax Number: (816) 531-7545
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CERTIFICATE OF SERVICE

I hereby certify that on this 2&" day of July 2011, I caused a true and correct copy of the
foregoing Respondent’s Motion to Dismiss Cancellation for Insufficient Service to be served by
First Class U.S. mail, postage prepaid, on Petitioner’s counsel of record, Howard F.
Mandelbaum, Levine & Mandelbaum, 222 Bloomingdale Road, Suite 203, White Plains, NY
10605.

///ffx'"ﬁw/'g/ Q&L&\

“ Alexander L. Greenb

(FOB28076.4 )



