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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Emailability, LLC
Entity Limited Liability Company Citizenship Texas
Address 13810 Skyline Dr.

Austin, TX 78732
UNITED STATES

Attorney Edward Nunes

information Bambi Faivre Walters, PC

1201 Jamestown Rd.

Williamsburg, VA 23185

UNITED STATES

ed@bfwpc.com Phone:757-253-5729

Registration Subject to Cancellation

Registration No 3728211 | Registration date | 12/22/2009

Registrant AWeber Communications, Inc.

3103 Philmont Ave. Ste. 200 ATTN: Tom Kulzer
Huntingdon Valley, PA 19006

UNITED STATES

Goods/Services Subject to Cancellation

Class 035. First Use: 2009/01/01 First Use In Commerce: 2009/01/01

All goods and services in the class are cancelled, namely: Advertising and commercial information

services, via the internet

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Genericness Trademark Act section 23

Abandonment Trademark Act section 14

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is merely descriptive Trademark Act section 2(e)(1)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE

Word Mark EMAIL DELIVERED



http://estta.uspto.gov

Goods/Services Email enhancement services, namely, enhancing the email services
provided by others.

Attachments Petition to Cancel 6.9.11.pdf ( 5 pages )(8047179 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /edward nunes/
Name Edward Nunes
Date 06/10/2011




BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Emailability, LLC,
Plaintiff
V.

AWeber Communications, Inc., Cancellation No.:

Registrant

Trademark Registration No.: 3728211
Registered: December 22, 2009
Mark: EMAIL MARKETING DELIVERED

Petition to Cancel

Plaintiff Emailability, LLC, a Texas limited liability company with its principle place of
business located at 13810 Skyline Dr., Austin, TX 78732, believes it is being damaged by the
registration of the mark EMAIL MARKETING DELIVERED, as identified by USPTO
Registration No. 3728211, registered on December 22, 2009 by AWeber Communications, Inc.
(“AWeber™), a Pennsylvania corporation located a‘; 3103 Philmont Ave. Ste. 200, Huntingdon

Valley, Pennsylvania 19006.

The grounds for this Petition to Cancel are as follows:

1. Plaintiff has been continuously using the mark EMAIL DELIVERED (“Plaintiff’s

Mark™) since August of 2008.



2. Plaintiff uses Plaintiffs Mark in connection with products and services designed to

enhance and compliment user’s experience with email services.

3. Registrant has listed its date of First Use in Commerce on its USPTO Registration for

EMAIL MARKETING DELIVERED (“Registrant’s Mark™) as January 1%, 2009.

4. On April 11th, 2011 AWeber sent a commﬁnication to 1&1 Internet, Inc., the company
that hosts Plaintiff’s website. In this letter AWeber stated that Plaintiff’s Mark
“constitutes trademark infringement” and Plaintiff’s website should be taken down
because its use will result in consumer confusion. On April 21% AWeber sent a
communication to Plaintiff stating that AWeber is considering commencing a proceeding
under the Uniform Domain Name Dispute Resolution Policy (UDRP) for the purpose of
having Plaintiff’s domain registration cancelled.. The inability of Plaintiff to operate its

website will result in substantial harm to Plaintiff.

5. Since commencing use of the Plaintiff’s Mark, Plaintiff has created and continues to
create goodwill in connection with its mark. Plaintiff has expended significant time,
money, and resources in the establishment of goodwill through the advertisement and

promotion of its mark.

6. Plaintiff’'s Mark has become recognized throughout the United States with the high
quality products and services of Plaintiff. As such, the goodwill associated with

Plaintiff’s Mark has made Plaintiff’s Mark a valuable asset to Plaintiff.

7. Plaintiff began its use of the mark EMAIL DELIVERED prior to Registrant’s use of the

mark EMAIL MARKETING DELIVERED.



10.

11

12.

13.

14.

15.

16.

Plaintif’s Mark and Registrant’s Mark have a similar appearance and commercial

impression.

Plaintiff’s Mark and Registrant’s Mark operate in similar channels of trade and target

similar consumers in the promotion of their goods and services.

Registrant’s Mark is confusingly similar to Plaintiff’s Mark as defined in 15 USC §

1052(d).

. Upon information and belief, there was no bona fide use in commerce by the Registrant

of Registrant’s Mark prior to filing their use-based application under 15 USC § 1051(a)

on May 28™, 2009.

Upon information and belief, the Registrant committed fraud upon the USPTO in its

procurement of a registration for Registrant’s Mark.

Registrant is primarily engaged in the business of email marketing services and computer
software connected therewith. Registrant use of its mark has been solely in connection

its email marketing and related services.

Registrant’s Mark is generic, or in the alternative, merely descriptive under 15 USC

1052(e), of the goods and services used in connection with Registrant’s Mark.
Registrant’s Mark has not acquired distinctiveness.

Upon information and belief, Registrant does not use Registrant’s mark on its website or

with any other promotional material it displays to the public.



17. Upon information and belief, Registrant has ceased use of Registrant’s Mark without

intent to resume use of the mark.

18. Upon information and belief, Registrant has not used Registrant’s Mark in the preceding

three years.
19. Registrant has abandoned Registrant’s Mark as defined in 15 USC § 1127 due to nonuse.

WHEREFORE, Plaintiff prays that this Petition to Cancel will be sustained and Registrant’s

registration for the mark EMAIL MARKETING DELIVERED be cancelled.

Date: June 9, 2011 ij ly, Submitted,

Edward Nunes

Attorney for Plaintiff
Bambi Faivre Walters, PC
1201 Jamestown Rd

PO Box 5473 (23188)
Williamsburg, VA 23185
Phone: 757-208-0266
Fax: 757-345-5412



Certificate of Service

I hereby certify that on June 9™ 2011 a copy of the foregoing Petition to Cancel was served on
the Defendant via certified mail, return receipt requested to the following address:

Claudia Rast

Butzel Long

350 S. Main St., Suite 300
Ann Arbor, MI 48104

ot Y

Edward Nunes




