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MA

R

CUS
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.

D.
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7
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N
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BE

F

ORE

THE TRADEMARK TR

I

A

L

AND APPEAL BOARD
9

1 UNIMU

NDO

CORPORATION,
o a F

lor

i

da

C

o

rp

o

ration,
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) Re

g

istration

No. 3889485
)
) REGISTRANT'S SUPPLEMENTAL
) MEMORANDUM OF LAW IN SUPPORT
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OTION

TO DISMISS PETITIONE

R
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C
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) "TE

L

EMUNDO"

)

-

-
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e

g

i

strant,
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I
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,

a
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r
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Co

rp

o

r

ation,

2 Pe

titioner

.

1

3 CO
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NO

W

Registrant UNIMUNDO CORPORATION by and throu

g

h

MAR

C

US

F

ON

T

A

IN

,

1
J

.

D

.

,

P

resident

and CEO, in pr

o

s

e

and files thi

s

REGISTRANT'S SUPPLENIENTAL

4
NIEMO

R

ANDUM

OF LAW IN SUPPORT OF MOTION TO DISMISS PETITIONE

R

'S

FI

R

ST

1
ANlE

NDE

D

PETITION TO CANCEL; ALTERNAT

I

VE

L

Y

MOTION FOR AN OR

DE

R

T

O

STR

IK

E

5

AN

Y

R

EF

E

REN

CE

T

O

"TELEMUNDO"
1

6
I. INTRODUCTION

1
A

.

Petitioner first alle

g

es

that Registrant Fraudulently Obtained Registrati

o

n

f

o

r

T

he

Mark

,

which Contains Insufficient Fa

c

tual

Matter and Should be Dism

iss

ed

7
1

.

"~4

.

O

n

o

r

abo

ut

Mar

c

h

31

,

2010

,

Unimundo Corp. ("Regis

t

rant")

fil

e

d

an ap

p

li

c

ation

wi

t

h

th

e

1

1



I ,

1 Un

i

te

d

St

a

tes

Patent and Tradema

r

k

Office for registration ofthe word mark U1\

i

'

IMUNDO

for

2 "tel

e

vi

s ion

and in

t

ernet

broadcasting" in International Class38

,

based on alleged use in inter

s

t

a te

3 c

om

m

e rce

a

s

o

f

Mar

c

h

28

,

2010

.

This application was assigned Serial Number850036

6

8.

The

4 application included a de

c

laration

sign

e

d

by Marcus Fontain, Presid

e

nt

and CEO ofUnim

u

nd

o

Corp.

,

5
which sta

te

s

under penalty of perjury that Registrant had been using the Mark in comm

erce

as of the

6

7

8

9

filing dat

e

o

f

the a

pplication

.

~ 5

.

On July 29

,

2010

,

in response to an Office Action

,

Marcus Fon

t

ain

filed anothe

r

de

c

la

r

ation

reiterating that the Mark had been used as of March28,2010 in co

nn

e

ct

ion

with an "

internet

broadcast

i

ng

t

e

levision

network

.

"

~ 6. On De

ce

mber

14, 2011

,

the Ma

r

k

was

r

eg

ist

e

red

with the USPTO

,

as Registration No

.

3

,

889,485

.

~ 7. Prior to commencing this cance

l

lation

1

o proce

e

din

g

,

Petiti

o

ner

investigated Respond

e

nt's

all

e

ged

use of the Mark using internet se

a

rch

e

ngine

s

1 and internet archives. Petitioner also car

e

fully

reviewed Respondent's website and public

a

tion

mat

eri

al

.

1 Pet

i

ti

o

ner's

inv

e

stigation

r

e

vealed

that Respondent was not using the Mark on all of the g

o

ods

and

1 s

e

rvic

e

s

listed in t

he

application or in d

e

claration

filed by Mr

.

Fontain

.

~8. B

ase

d

on P

etitio

n

er

's

2 investigation, the Mark was not used in connection with "tel

e

vision

broadcasting" or a

n

"intern

et

1 bro

a

d

c

asting

t

e

levision

n

e

twork"

as of March28

,

2010,

as alleged in the application and the declarations

3
f

i

led

by Registrant in support of th

e

application for th

e

Mark. ~ 9

.

Upon information and beli

e

f,

a

n

d

1

4

1

upon the results of Petitioner's investigation

.,

the verified statements signed by Marcus F

o

nt

ai

n,

P

re

sid

ent

a

nd

C

E

O

ofUnimund

o

Corp

.,

and submitted with and in connection to the application for the Mark

co

n

t

a

in

knowingly false ma

t

erial

misrepresentations of fact a

n

d

such statemen

t

s

wer

e

m

ade

w

ith

th

e

5

intent to dec

e

ive

the United States Patent and Trad

e

mark

Office ("USPTO") and theref

o

r

e

con

sti

t

ute

1

6 f

ra

ud

in t

he

procu

r

ement

of a regist

r

ation.

Specificall

y,

Respondent knew that the Mark was not in use

1 in c

o

nnecti

o

n

with all of the g

o

ods

and services identified i

n

the appli

c

ation

at the tim

e

th

e

a

p

p

l

ication

7 was filed and the verifi

e

d

statements were submitted, and Respondent made such false

,

mate

r

i

a

l

1 m

isr

e

pres

entations

of fact with the intent to de

ce

ive

the USPTO. ~10.But for these m

a

terial

a

n

d

willful
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f
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1 with Petitioner or that the Mark and its related services are a joint v

enture

between Petitioner and

B

.

The Fir

s

t

Amended Petition in

c

ludes

a Second set of Allegations t

hat

UNIMUNDO
Mark is Likely to Cause Consumer Confusion with Petitioner's Registered and Senior
Marks

,

which C

o

ntains

Insufficient F

actua

l

M

atter

and Should be Dismissed

1 misrepresentations

,

the Mark would not ha

v

e

been registered for al

l

the goods and services listed in the

2 regi

s

tratio

n

certificate. 11. Based on the acts described herein

,

Respondent committed fraud in its efforts

3 to p

r

ocure

r

e

gistration

of the Mark

.

"

4

5

6
1

.

"~

12.

Upon i

n

formation

and belief, the registration of the Mark is a blatant attempt to

7
c

apit

a

liz

e

o

n

the g

o

odwill

and tremendous name recognition of the P

e

titioner

.

In a baldly crude fashion

,

8
R

e

g

is

trant

h

a

s

att

e

mpted

to get a fre

e

ride by combining Petitioner's Registered Marks with the name of
9

the second largest Spanish language television broadcaster in the US - Telemundo. Consumers who see
I

o th

e

"Frank

en

stein"

mark that Registrant has created are likely to think either that the Mark is affiliated

1 Telemundo

.

~13

.

Regist

r

ation

and use of the Mark has and will continue to cause dam

age

and h

ar

m

to

I th

e

Petiti

o

ner

.

"

2 C

.

The First Amended Petit

i

on

Includes a Third set of Allegations that the UNIMUNDO .
Mark is Likely to Dilute Petitioner's Famous Marks by Blurring and Tarnishment

,

which Contains Insufficient Factual M

atter

and Should be D

i

smissed

1

3

1 1

.

"

~14.

Re

g

istr

a

tion

and use of the Mark is a misappropriation of Petitioner's uniqu

e

,

valuable

4 and exclusi

v

e

rights to the Petitioner's Registered Marks

.

Registration ofthe Mark on the principal

1 register has and will likely continue to cause damage and harm to the Petitioner as a result of

,

am

o

ngst

5 oth

e

r

things

,

dilution by blurring and tamishment

.

~ 15

.

Petitioner's Registered Marks became famous

I long befo

r

e

Registrant fi

l

ed

its application for th

e

Mark

.

~ 1

6.

Registrant

'

s

use of the M

ar

k

in co

n

nect

i

on

6
with marketing

,

distribution, and promotion of Registrant's website and s

e

rvi

c

es,

which do not incl

u

de

1
t

h

e

servi

ce

s

cited in th

e

application

,

is likely to cause dilution by b

l

urring

by impairing the

7
distinctiveness of Petitioner '

s

Registered marks. ~ 17. Registrant

'

s

use of the in c

o

nn

ec

tion

with
I

1



4

I I

1 m

ar

keting,

,

and promotion ofRegist

r

ant

' s

website and services

,

which do not include the

2 se

rvices

cited in the application

,

is like

ly

to cause di

l

ution

by tarmish

m

ent

by harming the reputation a

nd

3 goodwill associated w

ith

Petitioner

'

s

Registered M

arks

."

5

6

D. Any referen

c

e

to Telemundo should be Ordered Striken and an Order directin

g

Univisi

o

n

to Refrain from Using the name Telemundo as the Stalking Hors

e

s

hould

Issue
and additionally, becau

s

e

it Contains Insufficient F

actua

l

M

a

tter

and Should be D

is

missed

7 1. T

el

emund

o

is ne

i

ther

a complainant he

r

e

n

or

a part o

f

this l

it

i

gatio

n.

Univision is n

ot

T

elemundo

8 and the attor

n

e

ys

f

o

r

Univi

s

i

o

n

do no

t

r

e

present

T

el

e

mundo

.

9

1

2. A

d

ditionally

,

Telemundo is not he

r

e

to represent i

t

s

e

lf

for good reas

o

n

.

3

.

O

n

th

e

issue of

U

ni

v

ision

persisten

t

boo

t

st

r

apping

it

se

l

f

to T

elemundo

a stalking h

or

se

i

s

hi

g

h

ly

o
prejudicial to U

N

IMU

N

DO,

it i

s

inflammatory and outrageou

s.

1

1

1

2

4

.

U

n

ivision

is not Telemundo and the attorneys for Uni

v

ision

do not rep

re

s

e

nt

T

ele

m

u

ndo.

5

.

T

el

emun

d

o

is not h

e

re

to r

epresent

i

tself

for good reaso

n.

6

.

Uni

vi

s

i

on

co

ntin

uo

us

a

t

tempt

t

o

capitalize on th

e

n

ame

Telemundo w

it

hout

o

f

fe

r

ing

one sh

r

ed

of r

e

li

able

eviden

ce

and/

o

r

clear pr

o

of

o

f

t

his

fa

l

se

allegation is l

egally

wrong

,

ma

l

i

c

ious

an

d

ou

tr

a

g

eous

1

3 and the Boa

r

d

should order Univision t

o

cease and desist to continue to us

e

of the us

e

o

f

t

he

na

me

1 T

elemundo

i

n

t

his

p

r

ocee

d

ings.

4

1

5

E. The Board Admonish

e

d

Learned Counsel f

or

U

n

i

vision

to S

t

op

Making Unsupported
and Unsubstantiated Allegations U

pon

information and belief, which Contain

s

Insuff

ic

i

e

nt

Fa

c

tual

Matter and Should be Dismis

s

ed

1

.

"~

12.

Upon information and belief, the r

egistration

of the Mar

k

i

s

a b

l

atant

att

e

mpt

t

o

1 capitaliz

e

on the goodwil

l

and tremendous name r

ecognition

o

f

t

h

e

Petitione

r

.

In a ba

l

dl

y

crude fas

h

io

n

,

6
Registrant has attempted to get a free r

i

de

by combining Petitioner

'

s

Registered Marks with the

1

7

8

I

n

ame

of t

he

second largest Spanish languag

e

tel

e

vision

b

roadcaster

in the US - Tel

e

mundo.

Consumers

who see the "Frankenste

i

n

"

mark that Regist

r

an

t

has cre

a

ted

are like

l

y

to t

hi

nk

.

either that the Mar

k

i

s

Page 4 o

f
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I I

I

1 af

fil

i

a ted

wi

t

h

P

eti

ti

o ner

or th

a

t

th

e

Mark and its relat

e

d

s

e

rvices

are a joint v

e

ntur

e

between P

e

t

i tioner

2 a

n

d

Telemundo."

3 2

.

The continued legal arguments by Learned Counsel for Univision on behalf o

f

a third pa

rty

n

o

t

4 a p

art

o

f

this lit

iga

t

io

n

i

s

m

i

sleading

and highly prejudicial

.

5 3. T

o

fur

t

her

d

e

m

o

nstrate

to the Board

,

Univision

'

s

il

l

intentions and the vexatious n

a

tur

e

of

6
U

ni

v

isio

n,

th

e

y

are not sure if the

y

are dealing w

it

h

t

he

i

ssues

of Telefutura or Telemundo

.

The att

o

rn

e

y

7

8

9

f

or

U

n

i

vision

c

onfused

T

ele

mundo

at page 2 line 3 of the response, with Telefutu

r

a

.

4

.

The mer

e

m

e

ntion

of the name Te1emundo in these proceedings is legal

l

y

improper a

nd

t

h

e

B

o

ar

d

sh

o

uld

put an end to it

.

1

o 5

.

T

h

e

Boar

d

sh

o

uld

issue an Order direc

t

ing

Univis

i

on

cease and desist from any furth

e

r

u

se

o

f

1 the na

m

e

T

ele

m

u

ndo

because Univis

i

on

is not T

elemundo

;

U

niv

i

sion

does not own Te

l

emun

do

no

r

are

1 t

he

At

t

or

ne

ys

for Univision representing T

elemundo

.

1 6

.

Univision ha

s

made makes t

he

false and mislead

i

ng

allegation t

hat

somehow U

N

IMU

N

DO

2 u

s

ed

w

ord

s

fro

m

Univision and Tel

e

mundo

and put them together to create the mark UNIMUN

D

O

to

1 c

on

f

u

se

the public by c

r

eating

"

blurring

and tamis

h

ment

.

"

Th

i

s

allegation is preposte

ro

us!

3
II

.

D

ISC

U

S

SION

1

4

1

A

.

Motion to Dismiss Petitioner's First Amended P

etition

- The Legal Standard

1

.

In considering a motion to dismiss under F

ederal

R

u

l

e

of Ci

v

il

Procedure 12(

b

)

(6)

,

t

he

c

our

t

mu

st

"tak

e

a

l

l

factual allegations as t

rue

and draw al

l

reasonab

l

e

i

nferences

in f

avor

of the p

lai

n

tiff"

5

o

-

. ,

Inc.

,

490 F.3d 92

,

96

(1

st

Cir

.

2007)

;

see also

.

1

6 568 F

.

3d

263

,

266 (1st Cir. 2009

)

.

A motion to dism

i

ss

should be deni

e

d

if a plain

t

iff

has

1 s

ho

wn"

a pl

a

usib

le

entitlement to r

e

lief"

l

550 US

.

544, 5

59

(20

07

);

see a

lso

7 Morales

-

Tanon

1:1O

-

-

.

WDocument 18 Filed09

/

2

7

111;

-

1 et

t,

524 F.

3d

15

,

1

8

(1

st

C

ir.

2008

)

(applying the Be

ll

AtL stan

d

ar

d

t

o

a

8 Page

S

o

f

8
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I

7

1

8 Page 6 o

f

8

1 claim under 42 U

S

.

C.

§

1

983

);

R

o

d

r iguez-Ortiz,

490 F

.

3d

at 9

5

-

96

(applying th

e

Bel

l

Atl

.

S

tandard

to a

2 claim under the P

r

iv

ate

Sec

uriti

e

s

Litigation Reform Act)

.

F

e

deral

Rule ,

of

Civ

i

l

P

rocedure

8(a) (2)

3 requ

i

res

that a c

omp

lain

t

i

ncl

ud

e

a "sh

o

rt

and plain stat

e

m

e nt

of the c

l

a

im

s

how

i

n g

th

at

th

e

pleader i

s

4 entitled to relief." T

his

pl

eadi

n

g

s

t

a

ndard

do

e

s

n

o

t

r

e

qu

i

re

"d

e

t

a

iled

f

act

u

a

l

a

ll

ega

ti

ons,"

bu

t

does require

5 "more than labe

l

s

and co

n

cl

usions

.

.

.

, and a formulai

c

r

e

citation

of th

e

e

lement

s

o

f

a cause o

f

action

6
will n

ot

do .... " 550 US

.

at 5

5

5

.

A court may disr

e

g

a

rd

"bald a

sse

rti

o

ns,

unsupportab

l

e

7

8

conclusions, and opprob

ri

ou

s

epith

e

ts."

In Inc

.

,

5

3

5

F.3d 4

5

,

5

2

(1st Ci

r

.

20

0

8

).

2. "To survi

v

e

a mo

t

io

n

to di

s

mi

s

s,

a complaint mu

s

t

c

o

ntain

suffici

e

nt

factual matte

r,

accepted as
9

true

,

to s

t

ate

a c

laim

to r

e

li

ef

that is pl

a

u

s

ible

on its face." 1

29

S

.Ct

.

19

3

7

,

19

4

9

1

o (2009)(emphasis ad

d

e

d).

"

Wh

e

r

e

a c

omplaint

pl

e

ad

s
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I I

I

1 PROOF OF SERVICE

2 I MARCUS FONT AIN, on this date have caused to be served upon Petitioner by depositing one

3 copy in the United States Mail, First Class Mail

,

postage prepaid REGISTRANT

'

S

SUPPLEMENTAL

4 MEMORANDUM OF LAW IN SUPPORT OF MOTION TO DISMISS PETITIONER'S FIRST

5 AMENDED PETITION TO CANCEL; ALTERNATIVELY MOTION FOR AN ORDER TO STRIKE

6

7

8

9

o

2

1

3

1

4

1

5

1

6

1

7

1

8

1

ANY REFERENCE TO "TELEMUNDO" addressed to

:

1

Jorge Arciniega
Ellie Hourizadeh
Attorneys at Law
McDermott Will & Emery LLP
2049 Century Park East

,

Suite 3800
Los Angeles, CA 90067
Tel

:

(310) 551

-

9321

Fax: (310) 277-4730
ehourizadeh@mwe

.

com

1

1

1

Trademark Trial and Appeal Board
US. Patent and Trademark Office
P.O

.

Box 1451 Alexandria, VA 22313

-

1451

Executed Friday, April 14, 2012
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