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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Univision Communications Inc.
Entity Corporation Citizenship Delaware
Address 5999 Center Drive
Los Angeles, CA 90045
UNITED STATES
Attorney Jorge Arciniega
information McDermott Will & Emery LLP

2049 Century Park East, Suite 3800

Los Angeles, CA 90077

UNITED STATES

jarciniega@mwe.com, ehourizadeh@mwe.com Phone:310-551-9306

Registration Subject to Cancellation

Registration No

3889485 | Registration date | 12/14/2010

Registrant

UNIMUNDO CORP

14859 MOORPARK ST, SUITE 103
SHERMAN OAKS, CA 91403
UNITED STATES

Goods/Services Subject to Cancellation

Class 038. First Use: 2010/03/28 First Use In Commerce: 2010/03/28
All goods and services in the class are cancelled, namely: TELEVISION AND INTERNET

BROADCASTING

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 1624073 Application Date 02/16/1990

No.

Registration Date | 11/20/1990 Foreign Priority NONE
Date

Word Mark UNIVISION

Design Mark

Description of NONE



http://estta.uspto.gov

Mark

Goods/Services

Class 038. First use: First Use: 1977/12/01 First Use In Commerce: 1997/12/01
television broadcasting services

U.S. Registration | 1672807 Application Date 03/28/1990

No.

Registration Date | 01/21/1992 Foreign Priority NONE
Date

Word Mark UNIVISION

Design Mark

I UNIVISION
W

Description of
Mark

NONE

Goods/Services

Class 038. First use: First Use: 1989/11/22 First Use In Commerce: 1989/11/22
television broadcasting services

U.S. Registration | 2518239 Application Date 08/12/1999

No.

Registration Date | 12/11/2001 Foreign Priority NONE
Date

Word Mark UNIVISION

Design Mark

Description of NONE

Mark

Goods/Services

Class 038. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

Providing on-line chat rooms and real-time group discussion for transmission of
messages among computer users concerning music, film, theater and
entertainment arts and media, travel and vacation destinations, sports and
recreation, health and fitness, news and current events, games, hobbies,
business and finance, shopping and consumer services and other topics of
general interest

Class 042. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01




Computer services, namely, providing search engines for obtaining data on a
global computer network and creating and maintaining specialized web sites for
others featuring web site links to multiple business entities with e-commerce
functionality; computer services providing customizes on-line web pages
featuring user-defined information, which includes search engines and on-line
web links to news, weather, sports, current events, reference materials and
customized e-mail messages, all in a wide range of user-defined fields; and on-
line information services, namely, providing databases and web site links to
other content providers in the fields of music, film, theater and related
entertainment arts and media, travel and vacation destinations, sports and
recreation, health and fitness, news and current events, games, hobbies,
business and finance, shopping and consumer services, and other topics of
general interest

U.S. Registration | 2518240 Application Date 08/12/1999

No.

Registration Date | 12/11/2001 Foreign Priority NONE
Date

Word Mark UNIVISION

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

Providing web sites used to place on-line orders in the fields of music, film,
theater and related entertainment arts, clothing and footwear, health and beauty,
home furnishings, home electronics, tools and home improvement, home
decoration, electrical appliances, jewelry, games, toys and sporting goods;
promoting the goods and services of others by preparing and placing
advertisements on web sites accessed through a global computer network;
dissemination of advertising for others via an on-line electronic communications
network; and online directory services, namely, providing website links to third
party web sites concerning music, film, theater and related entertainment arts
and media, travel and vacation destinations, sports and recreation, health and
fithess, news and current events, games, hobbies, business and finance,
shopping and consumer services and other topics of general interest via a
website accessed through a global computer network

U.S. Registration | 2528166 Application Date 08/12/1999

No.

Registration Date | 01/08/2002 Foreign Priority NONE
Date

Word Mark

UNIVISION.COM




Design Mark

UNIVISION.COM

Description of
Mark

NONE

Goods/Services

Class 038. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

PROVIDING ON-LINE CHAT ROOMS AND REAL-TIME GROUP DISCUSSION
FOR TRANSMISSION OF MESSAGES AMONG COMPUTER USERS
CONCERNING MUSIC, FILM, THEATER AND ENTERTAINMENT ARTS AND
MEDIA, TRAVEL AND VACATION DESTINATIONS, SPORTS AND
RECREATION, HEALTH AND FITNESS, NEWS AND CURRENT EVENTS,
GAMES, HOBBIES, BUSINESS AND FINANCE, SHOPPING AND CONSUMER
SERVICES AND OTHER TOPICS OF GENERAL INTEREST

Class 042. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

COMPUTER SERVICES, NAMELY, PROVIDING SEARCH ENGINES FOR
OBTAINING DATA ON A GLOBAL COMPUTER NETWORK AND CREATING
AND MAINTAINING SPECIALIZED WEB SITES FOR OTHERS FEATURING
WEB SITE LINKS TO MULTIPLE BUSINESS ENTITIES WITH E-COMMERCE
FUNCTIONALITY; COMPUTER SERVICES PROVIDING CUSTOMIZED ON-
LINE WEB PAGES FEATURING USER-DEFINED INFORMATION, WHICH
INCLUDES SEARCH ENGINES AND ON-LINE WEB LINKS TO NEWS,
WEATHER, SPORTS, CURRENT EVENTS, REFERENCE MATERIALS AND
CUSTOMIZED E-MAIL MESSAGES, ALL IN A WIDE RANGE OF USER-
DEFINED FIELDS; AND ON-LINE INFORMATION SERVICES, NAMELY,
PROVIDING DATABASES AND WEB SITE LINKS TO OTHER CONTENT
PROVIDERS IN THE FIELDS OF MUSIC, FILM, THEATER AND RELATED
ENTERTAINMENT ARTS AND MEDIA, TRAVEL AND VACATION
DESTINATIONS, SPORTS AND RECREATION, HEALTH AND FITNESS,
NEWS AND CURRENT EVENTS, GAMES, HOBBIES, BUSINESS AND
FINANCE, SHOPPING AND CONSUMER SERVICES, AND OTHER TOPICS
OF GENERAL INTEREST

U.S. Registration | 2518241 Application Date 08/12/1999

No.

Registration Date | 12/11/2001 Foreign Priority NONE
Date

Word Mark UNIVISION.COM

Design Mark

UNIVISION.COM

Description of

NONE




Mark

Goods/Services

Class 035. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

Providing web sites used to place on-line orders in the fields of music, film,
theater and related entertainment arts, clothing and footwear, health and beauty,
home furnishings, home electronics, tools and home improvement, home
decoration, electrical appliances, jewelry, games, toys and sporting goods;
promoting the goods and services of others by preparing and placing
advertisements on web sites accessed through a global computer network;
dissemination of advertising for others via an on-line electronic communications
network; and online directory services, namely, providing website links to third
party web sites concerning music, film, theater and related entertainment arts
and media, travel and vacation destinations, sports and recreation, health and
fithess, news and current events, games, hobbies, business and finance,
shopping and consumer services and other topics of general interest via a
website accessed through a global computer network

U.S. Registration | 3568848 Application Date 07/28/2008

No.

Registration Date | 02/03/2009 Foreign Priority NONE
Date

Word Mark UNIVISION RADIO

Design Mark

UNIVISION Radio

Description of
Mark

The mark consists of the stylized wording "UNIVISION RADIO"; to the left of the
wording is a fanciful design of the letter "U" comprise of three triangles with
curved sides and a square.

Goods/Services

Class 035. First use: First Use: 2003/09/23 First Use In Commerce: 2003/09/23

Providing advertising services for others; Promoting the goods and services of
others by distributing advertising materials through radio stations, radio
networks, the internet, global computer networks, and wireless communication
devices

Class 038. First use: First Use: 2003/09/23 First Use In Commerce: 2003/09/23

Radio, internet and wireless broadcasting services, nhamely, the audio and video
transmission of live and pre-recorded events over radio frequencies, over global
computer networks and via wireless communication devices

Class 041. First use: First Use: 2003/09/23 First Use In Commerce: 2003/09/23

Entertainment services, namely, radio programming services and production of
radio programs in the field of music, news, sports, health and wellness, finance,
immigration, current events and entertainment; Entertainment services, namely,
television and radio programming and production of television and radio
programs in the field of music, news, sports, health and wellness, finance,
immigration, current events and entertainment designed to be transmitted over
global computer networks and via wireless communication devices

U.S. Registration | 3483636 Application Date 08/22/2007

No.

Registration Date | 08/12/2008 Foreign Priority NONE
Date

Word Mark

UNIVISION MA#VIL




Design Mark

UNIVISION MOVIL

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2004/10/26 First Use In Commerce: 2004/10/26

Downloadable ringtones, music, photographs, images, electronic games, audio
files, video files, film clips, and other multimedia materials via mobile phones
and other hand-held or wireless devices; downloadable podcasts to mobile
phones and other hand-held or wireless devices in the field of news and
entertainment programs

U.S. Registration | 3570072 Application Date 09/02/2008

No.

Registration Date | 02/03/2009 Foreign Priority NONE
Date

Word Mark

U UNIVISIONMA- A#A- VA 1A L

Design Mark

Sy UNIVISION

m-oOo-v:

Description of
Mark

The mark consists of the stylized word "UNIVISION" with the stylized word
"MOVIL" underneath it, and with the fanciful design of the letter "U" to the left of
both word.

Goods/Services

Class 009. First use: First Use: 2004/02/29 First Use In Commerce: 2004/02/29

Downloadable ringtones, music, photographs, images, electronic games, audio
files, video files, film clips, and other multimedia materials via mobile phones
and other hand-held or wireless devices; downloadable podcasts to mobile
phones and other hand-held or wireless devices in the field of news and
entertainment programs

U.S. Registration | 3736267 Application Date 04/17/2009

No.

Registration Date | 01/12/2010 Foreign Priority NONE
Date

Word Mark

RADIOCADENA UNIVISION




Design Mark

A " RadioGadena
W UNIVISION

Description of
Mark

The mark consists of the black stylized wording "RADIOCADENA UNIVISION"
to the left of the wording is a fanciful depiction of a tulip, intended to represent
the letter "U" in applicant's corporate name. The colors purple, green, blue and
red each fills one of the 3 quarter-circles and the one square that comprise the
tulip starting with the upper left and moving clockwise.

Goods/Services

Class 041. First use: First Use: 2004/05/17 First Use In Commerce: 2004/05/17

Education and entertainment services, namely, radio programming services and
production of radio programs in the field of music, current events, variety, news,
talk shows, listener call-in, contests, sweepstakes, giveaways, prize promotions,
and traffic reports

U.S. Registration | 3703908 Application Date 02/26/2009

No.

Registration Date | 11/03/2009 Foreign Priority NONE
Date

Word Mark

Design Mark

u

Description of
Mark

The mark consists of a fanciful depiction of a tulip, intended to represent the
letter "U". The colors PURPLE-(Pantone 265 C), GREEN (Pantone 354 C),
BLUE (Pantone 299 C) and RED (Pantonel788 C) each fills one of the 3
guarter-circles and the one square that comprise the tulip, and are all claimed as
a feature of the mark.

Goods/Services

Class 009. First use: First Use: 2005/04/30 First Use In Commerce: 2005/04/30

prerecorded audio-video recordings in the form of audio-video tapes, audio-
video cassettes and audio video discs featuring music, and/or comedy, drama,
action, adventure, and/or animation motion pictures

U.S. Registration | 3780080 Application Date 02/20/2009

No.

Registration Date | 04/27/2010 Foreign Priority NONE
Date

Word Mark NONE




Design Mark

Description of
Mark

The mark consists of a fanciful depiction of a tulip, intended to represent the
letter "U". The colors PURPLE-(Pantone 265 C), GREEN (Pantone 354 C),
BLUE (Pantone 299 C) and RED (Pantonel788 C) each fills one of the 3
guarter-circles and the one square that comprise the tulip, and are all claimed as
a feature of the mark.

Goods/Services

Class 035. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

Advertising, marketing and promotional services; Online retail store services
featuring consumer products and entertainment related products, namely,
ringtones, music sound recordings, calendars and posters; Providing on-line
directory information services also featuring hyperlinks to other web sites; On-
line directory listings for advertising for the entertainment industry, in the fields of
music, television programs, celebrities, films, games, theatre, arts and sports
Class 041. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01
Providing online non-downloadable publications in the nature of directories, and
searchable databases pertaining to the entertainment industry, featuring music,
television programs, celebrities, films, games, theatre, arts, and sports;
Providing information and news in the field of sports, entertainment, and current
events via the Internet and by means of wireless handheld devices

Class 042. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01

Providing weather information via the Internet and by means of wireless
handheld devices

U.S. Registration | 3714485 Application Date 02/20/2009

No.

Registration Date | 11/24/2009 Foreign Priority NONE
Date

Word Mark U

Design Mark

Description of
Mark

The mark consists of a fanciful depiction of a tulip, intended to represent the
letter "U". The colors PURPLE-(Pantone 265 C), GREEN (Pantone 354 C),
BLUE (Pantone 299 C) and RED (Pantonel788 C) each fills one of the 3
guarter-circles and the one square that comprise the tulip, and are all claimed as
a feature of the mark.




Goods/Services

Class 038. First use: First Use: 2003/09/23 First Use In Commerce: 2003/09/23
Radio broadcasting

U.S. Registration | 3714486 Application Date 02/20/2009

No.

Registration Date | 11/24/2009 Foreign Priority NONE
Date

Word Mark U

Design Mark

Description of
Mark

The mark consists of a fanciful depiction of a tulip, intended to represent the
letter "U" in applicant's corporate hame. The colors PURPLE-(Pantone 265 C),
GREEN (Pantone 354 C), BLUE (Pantone 299 C) and RED (Pantone1788 C)
each fills one of the 3 quarter-circles and the one square that comprise the tulip,
and are all claimed as a feature of the mark.

Goods/Services

Class 038. First use: First Use: 1989/11/30 First Use In Commerce: 1989/11/30
Television broadcasting

U.S. Registration | 3830142 Application Date 02/20/2009

No.

Registration Date | 08/10/2010 Foreign Priority NONE
Date

Word Mark U

Design Mark

Description of
Mark

The mark consists of a fanciful depiction of a tulip, intended to represent the
letter "U" in Owner's corporate name. The colors PURPLE-(Pantone 265 C),
GREEN (Pantone 354 C), BLUE (Pantone 299 C) and RED (Pantone1788 C)
each fills one of the 3 quarter-circles and the one square that comprise the tulip,
and are all claimed as a feature of the mark.

Goods/Services

Class 035. First use: First Use: 1989/11/30 First Use In Commerce: 1989/11/30

Planning, organizing and conducting health fairs for commercial and business
purposes, job fairs, and information fairs relating to topics of general interest to
the Hispanic community for commercial purposes; Providing legislation and




public policy information

Class 036. First use: First Use: 1989/11/30 First Use In Commerce: 1989/11/30
Providing information in the field of finance

Class 041. First use: First Use: 1989/11/30 First Use In Commerce: 1989/11/30

Educational and entertainment services, namely, television and radio
production, programming and distribution; production of live music concerts and
other live entertainment events, namely, game shows, variety shows, comedy
shows, and talent contests; production of national holiday festivities in the nature
of music concerts for Cinco de Mayo and Independence Day celebrations;
Providing news in the nature of current event reporting; Entertainment services,
namely, providing pre-recorded music, video, games, photos, images, and
entertainment related news and information via television, radio, a global
computer network, and wireless networks

Class 044. First use: First Use: 1989/11/30 First Use In Commerce: 1989/11/30
Providing information in the field of health and wellness

Class 045. First use: First Use: 1989/11/30 First Use In Commerce: 1989/11/30
Providing legal information relating to laws, regulations, consumer rights,
immigrant rights, and legal issues pertaining to the Hispanic community in

general; Planning, organizing and conducting information fairs regarding
consumer legal rights and immigrant legal rights
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /sl
Name Ellie Hourizadeh
Date 05/26/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

UNIVISION COMMUNICATIONS INC., )
Petitioner, i

V. g Cancellation No.
UNIMUNDO CORP., %
Registrant. i

RE: Registration No. 3889485
MARK: UNIMUNDO
Filed: March 31, 2010
Registration Date: December 14, 2010

PETITION TO CANCEL

Univision Communications Inc., a California corporation with a principal place of
business at 5999 Center Drive, Los Angeles, California 90045 (“Petitioner”), by and through its
attorneys, hereby seeks cancellation of Registration No. 3889485 for the word mark
UNIMUNDO (“Mark”) on the grounds that (i) the application for the Mark contains knowingly
false material representations of fact by the Registrant, (ii) the Mark is likely to cause consumer
confusion with respect to Petitioner’s family of marks and (iii) the Mark dilutes Petitioner’s
family of famous marks by blurring and tarnishment.

A. Petitioner Has Standing

1. Petitioner is the leading Spanish-language media company in the United States
with a diverse business portfolio that includes television, radio, film, internet, mobile media,
wireless and merchandising. Petitioner has been delivering news and entertainment to Spanish-

speaking audiences throughout the United States since at least as early as the late 1970s.

DM_US 28738530-3.072922.0016



2. Petitioner, directly and through its controlled subsidiaries, owns a family of
UNIVISION and “U” marks including Reg. Nos. 1624073, 1672807, 1610165, 2518239,
2518240, 2528166, 2518241, 3568848, 3483636, 3570072, 3736267, 3703908, 3780080,
3714485, 3714486, and 3830142 (collectively “Petitioner’s Registered Marks™).

3. Petitioner’s Registered Marks are famous and widely recognized by Spanish and
English-speaking audiences throughout the globe. The public identifies the Petitioner as the
source of, or as being in some way associated with, goods and services that bear the Petitioner’s
Registered Marks.

B. Registrant Fraudulently Obtained Registration for the Mark

4. On or about March 31, 2010, Unimundo Corp. (“Registrant”) filed an application
with the United States Patent and Trademark Office for registration of the word mark
UNIMUNDO for “television and internet broadcasting” in International Class 38, based on
alleged use in interstate commerce as of March 28, 2010. This application was assigned Serial
Number 85003668. The application included a declaration signed by Marcus Fountain, President
and CEO of Unimundo Corp., which states under penalty of perjury that Registrant had been
using the Mark in commerce as of the filing date of the application.

5. On July 29, 2010, in response to an Office Action, Marcus Fountain filed another
declaration reiterating that the Mark had been used as of March 28, 2010 in connection with an
“internet broadcasting television network.”

6. On December 14, 2011, the Mark was registered with the USPTO, as Registration

No. 3,889,485.

DM_US 28738530-3.072922.0016



7. Upon information and belief, as of the date the application was filed to the
present, the Mark has not been used in connection with “television broadcasting” or an “internet
broadcasting television network™ as alleged in the declarations filed by Registrant in support of
the application for the Mark.

8. Upon information and belief, the verified statements signed by Marcus Fontain,
President and CEO of Unimundo Corp., and submitted with and in connection to the application
for the Mark contain knowingly false material representations of fact, and therefore constitute
fraud in the procurement of a registration.

9. But for these material and willful misrepresentations, the Mark would not have
been registered.

C. The Mark is Likely to Cause Consumer Confusion with Petitioner’s Registered and

Senior Marks

10.  Upon information and belief, the registration of the Mark is a blatant attempt to
capitalize on the goodwill and tremendous name recognition of the Petitioner. In a baldly crude
fashion, Registrant has attempted to get a free ride by combining Petitioner’s Registered Marks
with the name of the second largest Spanish language television broadcaster in the US —
Telemundo. Consumers who see the “Frankenstein” mark that Registrant has created are likely
to think either that the Mark is affiliated with Petitioner or that the Mark and its related services
are a joint venture between Petitioner and Telemundo.

11.  Registration and use of the Mark has and will continue to cause damage and harm

to the Petitioner.

DM_US 28738530-3.072922.0016



D. The Mark is Likely to Dilute Petitioner’s Famous Marks by Blurring and

Tarnishment

12.  Registration and use of the Mark is a misappropriation of Petitioner’s unique,
valuable and exclusive rights to the Petitioner’s Registered Marks. Registration of the Mark on
the principal register has and will likely continue to cause damage and harm to the Petitioner as a
result of, amongst other things, dilution by blurring and tarnishment.

13.  Petitioner’s Registered Marks became famous long before Registrant filed its
application for the Mark.

14. Registrant’s use of the Mark in connection with marketing, distribution, and
promotion of Registrant’s website and services, which do not include the services cited in the
application, is likely to cause dilution by blurring by impairing the distinctiveness of Petitioner’s
Registered marks.

15. Registrant’s use of the Mark in connection with marketing, distribution, and
promotion of Registrant’s website and services, which do not include the services cited in the
application, is likely to cause dilution by tarnishment by harming the reputation and goodwill
associated with Petitioner’s Registered Marks.

WHEREFORE, Petitioner prays that said Registration No. 3889485 be cancelled and this
petition be sustained in favor of Petitioner, with costs and legal fees awarded, if appropriate,

pursuant to the Federal Rules of Civil Procedure and the Rules of the PTO and the TTAB.

DM_US 28738530-3.072922.0016



The requisite filing fee prescribed by 37 C.F.R. § 2.6(a)(17), should be charged to
Deposit Account No. 501946. If there are any additional fees due in connection with this
Petition to Cancel, they should also be charged to Deposit Account No. 501946, and any excess
fees should be credited to same.

All correspondence relating to this matter should be directed to the undersigned attorneys
for Petitioner.

Respectfully submitted,

UNIVISION COMMUNICATIONS INC.

Dated: May 26, 2011 By: /s/
Ellie Hourizadeh
Attorneys for Petitioner

MCDERMOTT WILL & EMERY LLP
2049 Century Park East, 38th Floor
Los Angeles, CA 90067-3208
Telephone: (310) 551-9321

Facsimile: (310) 277-4730

DM_US 28738530-3.072922.0016



CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing PETITION TO CANCEL upon
Registrant by depositing one copy thereof via First Class Mail, in the United States mail, postage

prepaid, on May 26, 2011 addressed as follows:

UNIMUNDO CORP.
14859 Moorpark St., Unit 103
Sherman Oaks, CA 91403-2591

By: /s/
Ellie Hourizadeh
McDermott Will & Emery LLP
2049 Century Park East, Suite 3800
Los Angeles, CA 90067
Tel: (310) 551-9321
Fax: (310) 277-4730
Email: ehourizadeh@mwe.com

Attorneys for Petitioner
Univision Communications Inc.
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