Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA399326

Filing date: 03/22/2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92053604

Party Defendant
John's Repair, Inc.

Correspondence | JOHN'S REPAIR INC
Address 301 N MAIN ST

LE SUEUR, MN 56058
UNITED STATES

Submission Answer

Filer's Name Daniel J. Kelly

Filer's e-mail dkelly@winthrop.com, lolson@winthrop.com, trademark@winthrop.com
Signature /Daniel J. Kelly/

Date 03/22/2011

Attachments Answer_Cancel.pdf ( 5 pages )(122979 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No.: 3,915,734
For the mark: EXCELSIOR-HENDERSON
Registered on the Principal Register on February §, 2011

Excelsior-Henderson Motorcycles,

V.

Petitioner,

Cancellation No. 92/053,604

John’s Repair, Inc.,

Registrant.

ANSWER

John’s Repair, Inc., (“Registrant”), for its Answer to the Petition to Cancel, states and

alleges as follows in like-numbered paragraphs:

1.

2.

3.

4.

Denied.
Denied.
Denied.

Registrant is without sufficient information to admit or deny the allegation in

Paragraph 4 of the Petition to Cancel; therefore, specifically denies the same.

5.

Registrant is without sufficient information to admit or deny the allegation in

Paragraph 5 of the Petition to Cancel; therefore, specifically denies the same.

6.

Registrant is without sufficient information to admit or deny the allegation in

Paragraph 6 of the Petition to Cancel; therefore, specifically denies the same.

7.

Registrant is without sufficient information to admit or deny the allegation in

Paragraph 7 of the Petition to Cancel; therefore, specifically denies the same.



8. Admitted.
9. Admitted.
10. Admitted.
11.  Admitted.
12.  Admitted.
13.  Admitted.
14.  Admitted.

Count I
Likelihood of Confusion

15. Registrant incorporates paragraphs 1 through 14 as if fully set forth herein.

16. Denied.
17. Denied.
18.  Denied.
19.  Denied.

Count II
Fraud in the Procurement of U.S. Reg. No. 3915734

20.  Registrant incorporates paragraphs 1 through 19 as if fully set forth herein.

21.  Admitted.

22.  Denied.

23.  Denied.

24.  Admitted that Registrant filed the instant application on December 4, 2009; the
remainder of the allegations are denied.

25.  Admitted.

26. Denied.



27. Denied.

28. Denied.

AFFIRMATIVE DEFENSES

1. Petitioner has failed to state a claim for which relief can be granted because he
abandoned his rights to the EXCELSIOR-HENDERSON mark in connection with motorcycles,
motorcycle parts, maintenance and repair of motorcycles and motorcycle parts, and related goods
and services.

2. Petitioner has failed to state a claim for which relief can be granted because he
has not alleged his EXCELSIOR-HENDERSON mark is distinctive.

3. Petitioner does not have priority of use in the EXCELSIOR-HENDERSON mark.

4. Petitioner’s claims are barred under the doctrines of laches, estoppel, and/or
acquiescence.
5. Registrant reserves the right to add further defenses and amend its Answer as the

circumstances warrant.

WHEREFORE, Registrant respectfully requests that the Trademark Trial and Appeal
Board:

1 Deny Petitioner’s Petition to Cancel Reg. No. 3,915,734; and

2 Award Registrant any further relief the Board deems just and equitable.



Respectfully Submitted,

WINTHROP & WEINSTINE, P.A.

v £ / /

Dated: March 22, 2011 %‘*J { l /Qﬁé

Daniel J. Kelly v /

225 South Sixth Street

Suite 3500

Minneapolis, MN 55402

(612) 604-6400 (Telephone)

(612) 604-6800 (Facsimile)

ATTORNEYS FOR REGISTRANT



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No.: 3,915,734
For the mark: EXCELSIOR-HENDERSON
Registered on the Principal Register on February &, 2011

Excelsior-Henderson Motorcycles,

Petitioner,
V. Cancellation No. 92/053,604
John’s Repair, Inc.,

Registrant.

CERTIFICATE OF SERVICE BY MAIL

This is to certify that on this 22nd day of March, 2011, I served by e-mail a true and
correct copy of the following document:

1. Answer to Petitioner’s Petition to Cancel.

in the above-captioned action to the following, with his consent, at the last known address, to-
wit:

Matthew H. Swyers

The Swyers Law Firm, PLLC

344 Maple Avenue West, Suite 389
Vienna, VA 22180

Daniel J. Kelly U

), - /&%
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