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l. PRELIMINARY STATEMENT

Contrary to Petitioner’s posturing and unsubstaediallegations, allegations, this is not a
case about the supposed abandonment by Regisehhabo, LLC (“Del Taco”) of its NAUGLES
trademark over a decade ago. Rather, at its toiejs a case about an individual, Petitioner
Christian M. Ziebarth (“Petitioner”), who believld had identified an opportunity to make money
by stealing from Del Taco and attempting to cajméabn over 30 years of rights, goodwill, and
recognition in the NAUGLES trademark owned by Dak®. Unfortunately for Petitioner, Del
Taco’s continued use and ownership of its NAUGLESl¢mark stood in the way of Petitioner’'s
plans, thus leading to the filing of Petitioneraskless Cancellation Petition, and this four-year
proceeding, all in an attempt to justify Petitiosdslatant and willful infringement of Del Taco’s
rights in its NAUGLES mark.

Petitioner bears the burden in this proceeding aif only proving that Del Taco has
abandoned its registration for NAUGLES, Registrafin. 1,043,729 forestaurant service@he
“Registration”) with no intent to resume use, bigbahat Petitioner even has standing to bring this
proceeding. Even a cursory review of the evidericecord demonstrates clearly that Petitioner has
failed to meet his burden on both elements.

A. Del Taco Never Abandoned Use of Its NAUGLES Mark

First and foremost, Petitioner has patently failedset forth_anyevidence whatsoever
establishing that Del Taco has abandoned its NAUStrBdemark and Registration. Petitioner’s
entire claim of abandonment rests @irele1989 newspaper article. The remainder of Pegtisn
“evidence” in support of Petitioner’s allegatiorisbandonment is nothing more than the unabashed
hearsay of Petitioner and his handful of withessesipletely unsupported statements. Specifically,

the single piece of actual evidence produced byiétatr in support of his case states that Del Taco



converted two of its NAUGLES branded restauranf@d¢bTaco restaurants, with plans to convert
other locations then “underway.” What Petitioneneeniently ignores though, is the explicit

statement in this very sanagticle that an advertising campaign promotingdbality of the Del

Tacoand Naugles brands woultbntinue As such, Petitioner’s sole piece of eviden@pport of

Petitioner’s allegation of abandonment actuallyregply contradictéis claims that the article

establishes that Del Taco has abandoned all use NAUGLES mark.

Indeed, continuously since the closure of the NAWESILbranded restaurariig Del Taco,

which occurred six years later in 1995el Taco has made consistent and ongoing uses of i
NAUGLES trademark through various means includirygdvertising and marketing materials; 2)
on its website; and 3) on clothing sold in conrattiith Del Taco’'sestaurant servicesAll of
these ongoing uses of Del Taco’s NAUGLES mark @extly connected to, and in furtherance of
therestaurant servicegffered by Del Taco, and are and have been opeatlerto the public. As
such, Petitioner's completely baseless claim ohdbament is patently false and Petitioner has
clearly failed to meet his burden of proof.

Furthermore, the evidence of record definitivelstablisheshat there is considerable

goodwill in Del Taco’s NAUGLES mark and ongoing ogaition by the public of the NAUGLES
mark as belonging to and associated with Del Taboparticular, Del Taco has offered and
continues to offer a NAUGLES “secret” menu, whasstomers can find items originally sold only
in NAUGLES branded restaurants. It is beyond delfzt the public associates the NAUGLES
mark and the “secret” menu with Del Tamuad its restaurant servicedue to Del Taco’s continued
use of its NAUGLES mark.

Indeed, itis this very goodwill and public recatpn in the NAUGLES mark that Petitioner

has openly admitted in his cross-examination aagb#ie reason he brought the cancellation



proceeding. Petitioner wants to be associatedMalhTaco’s NAUGLES brand. Petitioner has in
fact admitted that the consuming public associdfieNAUGLES mark with Del Taco, yet he has
also stated his goal of obtaining the NAUGLES mfarkhis own competing use. Petitioner has
even gone so far as to create a Twitter accourgntheé NAUGLES mark where he is still, to this
day, attempting to correct consumer confusion Ipgagedly telling consumers that he is not Del
Taco despite the abandonment Petitioner now allegdsplace years earlier. The fact that two
decades after Del Taco allegedly abandoned the NAS3rademark consumers still recognize the
mark as being associated with Del Taco is highbpptive of not only Del Taco’s continued use of
the mark, but also the ongoing, longstanding anticderable goodwill in the NAUGLES mark
owned by Del Taco.

Predictably, and no doubt in recognition of the kvesss of his case, Petitioner dedicates the
majority of his trial brief to a fruitless attem discredit, refute, and/or outright dismiss the
extensive evidence of continued use of the NAUGht&8k. However, Petitioner cannot establish
any reasonable basis upon which to exclude orghsdeDel Taco’s clear evidence of its continued
use of its NAUGLES mark presented by Del Taco duiia trial period.

B. Petitioner Lacks Standing to Bring This Cancelldon Petition.

Finally, Petitioner lacks standing to bring thi®peeding before the Board. Petitioner’s
standing is based on his filing of an intent to application for the mark NAUGLES on May 17,
2010, under Serial No. 85/040746 fwafeteria and restaurant servicélsereafter “Petitioner’s
Application” or the “Application”). This Applicatin was refused registration due to a likelihood of
confusion with Del Taco’s Registration for its NAUES mark. Setting aside Petitioner’s self-
serving statements and unsupported hearsay, thal astidence of record and documentation

reveals that Petitioner ha bona fideintent to use the NAUGLES mark in commerce at time t



he filed the Application and that in fact, Petitois Application was filed in bad faith. Petitiane
had no financing, no business plans, no partnerghgsical real estate, no location leases, na prio
experience in the restaurant industry, no capitakuppliers or supply chain network, no planned
promotional materials, no corporation or compamestablished channels of trade, and no contracts
for goods or services. In addition, Petitioner wasl aware of Del Taco’s ownership of its
NAUGLES mark for restaurant services at the timiiofy of Petitioner’s Application. Petitioner’s
desire to infringe on the known rights of Del Tawl use this Cancellation proceeding to justify his
blatant and willful infringement of Del Taco’s NAWES mark do not constitute the requitemha
fideintent to use to support the filing of the Applicat Accordingly, Petitioner has no standing to
bring this proceeding and this Cancellation progegdhould also be dismissed on this basis.

In short, Petitioner has failed to meet his buraligoroof to establish: 1) that Del Taco in fact
abandoned use of its NAUGLES mark without an intemesume use; and 2) that Petitioner even
has appropriate standing to bring this proceeding.

. PROCEDURAL HISTORY

Del Taco’s NAUGLES trademark has been registendid the US Trademark Office since
July 13,1976. In 1988, the NAUGLES brand, tradesausiness and all assets were purchased by
the predecessor company that eventually becamé&dael, LLC.

On May 17, 2010, Petitioner, as an individuagdikn intent to use application for the word
mark NAUGLES, Serial No. 85/040746, foafeteria and restaurant servicas Class 43. An
Office Action refusing registration of PetitioneApplication was issued on September 3, 2010 on
the basis of a likelihood of confusion with Del ©&cRegistration as well as a refusal that the mark
as identified in the intent to use Application igyparily merely a surname. Petitioner waited until

December 20, 2010 to file his petition to cancelRegistration on the sole allegation that Del Taco



had abandoned all use of its NAUGLES mark, withment to resume use. A Final Office Action
issued on Petitioner’s Application on January 1,2and the Application was later suspended on
June 3, 2011 in light of this proceeding. In therfyears since the petition was first filed, taetips
have conducted discovery, including the exchangetefrogatories and production of documents.

Throughout this proceeding, Petitioner has beébhetately uncooperative in all aspects of
his dealings with Registrant, particularly with pest to discovery. Petitioner's intentional
withholding of documents and information in discoveelating to his standing forced Del Taco to
file several motions requesting that the Board ofeletitioner to adhere to and participate in
discovery in good faith under the Trademark Rulesthe Federal Rules of Evidence.

In January 2012, the Board first ordered Petitidagrovide full responses to Del Taco’s
interrogatories relating to his standing as sehfar Del Taco’s discovery requestSeeBoard
Order on Motion to Compel issued on January 2122@oc. 17. After further deliberate
noncompliance by Petitioner, Del Taco ultimatelgdia Motion for Sanctions against Petitioner on
August 22, 2012 seeking redress for Petitionerfulievasiveness and non-compliancee
Motion for Sanctions filed August 22, 2012, Doc. Zhe Board once again agreed that certain of
Petitioner’s objections and conduct in respondedbTaco’s discovery requests were insufficient
and improper.SeeBoard Order on Motion for Sanctions issued on Ddmmi 2, 2012, Doc. 33.
Petitioner was specifically advised that “the iptesing of objections to [Registrant’s] discovery
requests after the Board’s ruling that these regwesre relevant is improper” and that Petitioner’s
inconsistent responses to certain discovery reguegtesent “an attempt by petitioner to evade his
discovery obligations.’ld.

After receiving Petitioner’s Pretrial Disclosurdé¥gl Taco was shocked to discover that

Petitioner had willfully withheld additional inforation and witnesses from his discovery respgnses




forcing Del Taco to file yeanother Motion for Sanctions seeking protection againgitiéaer’s

evasive and noncompliant discovery tacti&eMotion for Sanctions filed on March 22, 2013,
Doc. 45. The Boardgain partially granted the motion on the grounds thatitl®ner’s pretrial
disclosures were insufficient and that Petitiomdetl to name certain witnesses until after theeclo
of discovery. As a result, the Board struck Patiér's pretrial disclosures entirely with respect t
one witness.SeeBoard Order on Motion for Sanctions issued on Aud2s 2013, Doc. 49. The
Board also instructed Del Taco to notify the Baarits brief if Petitioner’s evidence and arguments
at trial exceeded the scope of information providgdPetitioner during discoveryd.

The parties then proceeded with their respectiaétirstimony periods during which Del
Taco was once again astounded to discover dusmgass-examination of Petitioner that there were
yet additionalrelevant documents, including several email exghanthat had been deliberately
withheld by Petitioner from his discovery responges subsequently referenced and relied upon by
Petitioner in his testimony.

. THE EVIDENCE OF RECORD
The record before the Board consists of the falgwevidence submitted by the parties:

A. Petitioner’s Evidence

1. Testimony. Affidavit of Petitioner Christian M. Ziebarth ancBibits A-Q thereto,
Confidential Exhibit R to Ziebarth Affidavit (herefter “Ziebarth Aff.”); (Docs. 57, 58); Affidavit
of Robert Hallstrom and Exhibit H thereto (Doc. §B8¢reinafter “Hallstrom Aff.”); Affidavit of
Daniel Dvorak (Doc. 60) (hereinafter “Dvorak Aff,”Cross Examination Testimony of Noah
Chillingworth and Exhibits thereto, [confidentiabgion of Cross-Examination Testimony from

Noah Chillingworth] and Exhibits 30-31 (Docs. 85)86ereinafter “Chillingworth Cross Exam”).



2. Discovery Documents Del Taco’'s Answers to Interrogatories and Del afac

Answers to Requests for Admissions (Docs. 50-54.)
3. Other. “Adios to Naugles” Orange County Register Newspayrécle (Doc. 55.)

B. Del Taco’s Evidence

1. Testimony. Cross Examination Testimony of Petitioner ChristirZiebarth and
Exhibits thereto, [confidential portion of Crossdaxination Testimony of Ziebarth and Exhibit R
thereto] (Docs. 76-77) (hereinafter “Ziebarth Cré&ssam”); Cross Examination Testimony of
Robert Hallstrom and Exhibits thereto (Doc. 64)réeafter “Hallstrom Cross Exam”); Cross
Examination Testimony of Daniel Dvorak and Exhilitereto, [Confidential portion of Cross
Examination testimony of Daniel Dvorak and ExhRithereto] (Doc. 73, 74) (hereinafter “Dvorak
Cross Exam”); Affidavit of Noah Chillingworth andxEibit 29 thereto, [confidential portion of
Cross Examination Testimony of Noah ChillingwortideéExhibits 30-31 thereto] (Docs. 78-79)
(hereinafter Chillingworth Aff.”)

2. Discovery Documents. Petitioner's Answers to Interrogatories and Retgiéor

Production of Documents and Petitioner’'s AnswerReguests for Admission (Docs. 65-72).
3. Other. NAUGLES Trademark Registration No. 4,261,951 fatleing (Doc. 63)
(hereinafter “Del Taco’s Clothing Registration”;r8enshots from Del Taco’s web pages (Doc. 77).
V. STATEMENT OF THE ISSUES
There are two issues before the Board in thisgeding:
1) Whether Del Taco’s NAUGLES Registration No. B9 and trademark for “restaurant
services” has been abandoned under 15 U.S.C. 8titf2dut an intent to resume use, and

therefore should be cancelled; and



2) Whether Petitioner has standing to seek carnm®llaf Registrant's NAUGLES mark,
Registration No. 1,043,729.
V. RECITATION OF THE FACTS

A. Del Taco’s Ongoing and Continuous Use of the NAGLES Trademark Since Taking
Ownership of the Mark Two Decades Ago

Registrant Del Taco, LLC is the owner and operatarchain of well-known and successful
Mexican restaurants operating under the DEL TAC@aand based in California with locations
throughout the United States. In 1988 Del Tacaiaed the business and all assets of a smaller

restaurant chain then doing business under the NAES3Irademark and bran&eeChillingworth

At 1 2. |, o
e, -
T 5.
!

Del Taco’'s NAUGLES trademark has been used in cctiorewithrestaurant servicely
Del Taco and its predecessors in interest sinieaat as early as December 19, 1970, as averred as
the date of first use in the RegistratidBeeRegistrant’'s NAUGLES Registration No. 1,043,729.
The Registration issued on July 13, 197&. Del Taco acquired the NAUGLES assets, business,
trademark and all accompanying goodwill in 198&| Bel Taco has continued to this day to use its
NAUGLES mark in connection with Del Taca’sstaurant services. The Registration was most
recently renewed by Del Taco on May 22, 2006 amsbiglue for renewal until May of 201&ee
Registrant’'s NAUGLES Registration No. 1,043,729.

Though Del Taco’s actual use of its NAUGLES tradékrhas evolved over the last two
decades, Del Taco has continuousted its NAUGLES trademark directly in connectiath its

restaurant servicesSee generallyChillingworth Aff. and Exhibits thereto; Chillingwth Cross



Exam. When Del Taco first acquired the NAUGLESIbess assets, trademark and goodwill, the
NAUGLES mark was used as the name of free-starmdistqurants, as well as on marketing and
advertising materials in connection withstaurant servicesDel Taco eventually closed the last
NAUGLES branded restaurant in October 1995. GCiglorth Aff. § 2. However, and despite

Petitioner’s unsupported claims, this closure of NMZLES branded restaurants did not in any way

represent the cessation of all usage of the NAUGIa# forrestaurant servicesld.

On the contrary, Del Taco continued to use its NBAIES trademark in advertising and
marketing for Del Taco’sestaurant serviceisnmediately following the closureSee, e.gDoc. 77;
Doc. 85 at Exhibit 11; Chillingworth Aff. 1 2, 4;& Chillingworth Cross Exam 58:8-59: {jjjjj:2-
B =< inthe lone article cited btitioner as Petitioner’s single piece of evideoice
Del Taco’s supposed abandonment, Del Taco explisidtes that it “will continue” to use an ad
campaign focusing on the “quality of Del Taco araubles food” and that many items from the
Naugles menu will continue to be served. Doc.tgh 8. Del Taco did indeed move forward with
such advertising for itestaurant servicemcluding campaigns using the phrase VIVA NAUGLES
VIVA DEL TACO. Doc. 85 at Exhibit 11; Chillingwolnt Cross Exam 58:8-59:14. Chillingworth
Aff. § 3. Del Taco also ran commercials featuritsgNAUGLES trademark and promoting its
connection with Del Taco and itestaurant services Chillingworth Cross Exam 130:9-2@el
Taco further incorporated other aspects of the NABS restaurants throughout its Del Taco
branded restaurants as part of its use of its NAHB&trademark following the closure of the
NAUGLES branded restaurants. Chillingworth Crosar»s8:8-59: 1/ . 7. 130:9-20;

Chillingworth Aff. § 6-8

! Petitioner claims in his brief that Del Taco Exhildil is unsubstantiated by Mr.
Chillingworth’s testimony. See Petitioner’s Brip§y. 36-37. However, this Exhibit was also filed
with the Trademark Office in 1996 with the requifettion 8 and 9 renewal thereby making it of
record in this proceedingSeeRegistrant’'s NAUGLES Registration No. 1,043,729.



Indeed, among one of Del Taco’s most popular dspefcits restaurant servicess its
“secret” NAUGLES menu, which allows customers tb @ and purchase NAUGLES food items,
such as the “bun taco.” Chillingworth Aff. 1 6-Chillingworth Cross Exam 103:17-104:17,
B 130:21-131:6. This is one of the maostessful examples of the ongoing use and
consumer recognition of the NAUGLES trademark, draand business as part of Del Taco’s

restaurant servicethat has continued through to the pregsein after closure of the NAUGLES

branded restaurants As Mr. Chillingworth testified in his cross-exaration, the concept of a

“secret” menu is a popular way for restaurant chdilkke Del Taco to capitalize on the “viral”
marketing aspect of the menu in connection withas®ociated trademark. Chillingworth Cross
Exam 88:18-89:21, 103:17-104:17, 107:12-17, 114:23:2, |l 7. 130:21-131:6, 131:23-
132:3. [, -
T,
I,

In addition to its standard marketing efforts, Dato also has used its NAUGLES trademark
on its website to promote Del Taco'sstaurant servicesDoc. 77, Exhibits 16-28 thereto;
Chillingworth Cross Exam 37:20-39:4n fact, it was a screenshot of this website ushgewas
recognized and accepted by the Trademark Offidteamost recent renewal of the Registration by
Del Taco on May 22, 2006eeRegistrant's NAUGLES Registration No. 1,043,729adldition to
this website advertising, Del Taco also has offedle&&flJGLES branded clothing for sale in
connection with itsestaurant service further heighten public awareness of its NAUGL&and
and Del Taco’s connection with its NAUGLES tradekiaChillingworth Aff. § 2; Chillingworth

Cross Exam 11:15-24, 14:4-15:8, 21:22-22:24. Relolalso has an active federal registration for

10



its NAUGLES trademark in connection with clothingmely, shirts, t-shirts, hats, and jacketsed
on its ongoing use of the markeeDel Taco’s Clothing Registration.

Simply put, Del Taco’s continued use of its NAUGLE&Jemark as described herein has
resulted in one undisputable fact: Del Taco is synwous with NAUGLES in the minds of the
public. Chillingworth Aff. | 8.

B. Del Taco’s Planned Use of the NAUGLES Trademarksoing Forward.

In addition to the extensive and ongoing use ttaibove, since 2009 Del Taco has been

planning larger, more interactive marketing campsigrominently featuring its NAUGLES

trademark. Chillingworth Cross Exa®8:18-89:21. | GGG D!
N 2y
1,
'
- i
e, Al of

this evidences not only ongoing use by Del TactsdlAUGLES trademark, but also an ongoing
intent by Del Taco to continue and further expandhsuse. Simply put, Petitioner has fallen
woefully short of meeting his burder establishing abandonment, while Del Taco hasgmted
evidence that is more than sufficient to establisitontinued use and intended future use of its

NAUGLES trademark || NG

C. Petitioner’'s Interest in Del Taco's NAUGLES Trademark and Alleged Bona Fide
Intent to Use the Mark in Commerce

Petitioner is a web developer and blogger witlexperience whatsoever in the restaurant
industry. Ziebarth Cross Exam 12:12-16:16. Retdr has written blog posts about Del Taco, the

NAUGLES trademark, and Del Taco’s ownership of M&UGLES trademark, but has never
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worked in a Del Taco or a Naugles restauréhtindeed, it was through his blog that Petitionest fi
identified what he believed to be a lucrative basgopportunity to capitalize on the goodwill and
recognition in the NAUGLES trademark owned by Detd.ald. at 16:17-18:18.

Just five months before filing Petitioner’s Appliaen on May 17, 2010, Petitioner has
admitted he was openly recognizing Del Taco’s caed ownership of the NAUGLES trademark.
Ziebarth Cross Exam 75:13-18. For example, Pagticlaims that he met with Barbara Caruso, an
outside Del Taco public relations representativiéh the express intention of pitching his ideas to
Del Taco regarding a marketing campaign for the NBABS brand, which, unbeknownst to
Petitioner, Del Taco was already independently kigieg? Ziebarth Aff. { 2-3, 5, 10-18;
Ziebarth Cross Exam 61:9-62:12, 81:12-17; Chilliogthr Cross Exam 93:16-25, 98:20-99:2.

When Petitioner ultimately realized that Del Tado ot intend to hire him or otherwise
engage him as a consultant for Del Taco, Petitideeided to proceed without Del Taco and attempt
to capitalize on the goodwill in Del Taco’s NAUGLE&demark on his own. Ziebarth Aff. { 12-
14. As stated in his affidavit, Petitioner “leadnte legal concept of abandonment” and simply
“decided” that Del Taco had abandoned the NAUGL&a8damark on the sole basis that Del Taco no
longer had restaurants named NAUGLHES; see alscChillingworth Aff. 1 3, 8, 12; Petitioner’s
Response to Interrog. No. 4 (Doc. 67); Petitiondrsml Brief at 10-11 (Doc. 89). Petitioner

concluded on this single fathhat he could take the NAUGLES trademark from Dato and

capitalize on the goodwill Del Taco’s predecessoisterest had created, that Del Taco had legally

% Though Petitioner claims he thought the meetingtweell and that Barbara Caruso, the Del
Taco representative he met with, was receptivestadeas, correspondence from Ms. Caruso to
other Del Taco employees suggests otherwise. #lelizross Exam 71:7-72:13, Exhibit 4
thereto. This is just one of many inconsisteniid2etitioner’s hearsay filled testimony without
any documentation or substantiation to supporstagements and claims.
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acquired, and that Del Taco subsequently had maedand built up in the NAUGLES trademark
since 1988.

Petitioner made this determination on his own, dasdirely on the facthat he sent an

unsolicited email to Mr. Chillingworth on Linked[to which Mr. Chillingworth did not respond)
and had a conversation with Ms. Caruso. ZiebafthfA7, 12; Exhibit E thereto; Ziebarth Cross
Exam 79:17-25. (Q: Essentially, what I'm askingMsu based your determination as to Del Taco’s
lack of interest in using the mark based on yopeerences with Ms. Caruso and your one e-mail to
Mr. Chillingworth; is that correct? A: At least ¢nose two things. Q: But those are the only two
things you reference in your affidavit; correct? Y&s, | believe. Maybe.”) Petitioner conducted n

actual investigatiomnd made nquiries as to Del Taco’s usage of the NAUGLESknaor has

he taken such actions to datgee id

Petitioner ultimately filed Petitioner’s Applicah@n an intent to use basis on May 17, 2010.
Ziebarth Aff. 4, Exhibit A thereto. The Applioan was filed personally by Petitioner without
assistance of an attorney and named Petitioner individual capacity as the owner of the mark.
Id. Despite claiming to havel®mna fideintent to use the mark as of May 17, 2010, anditeeBel
Taco’s repeated requests for relevant informahaooughout discovery in this proceeding, Petitioner
has not produced a single shred of evidence denadingt hisbona fidentention to use Del Taco’s
NAUGLES mark. As of May 17, 2010, Petitioner hagino funding or capital to open a restaurant;
2) no corporation or company formed to operatesirn@ss; 3) no employees; 4) no planned menu or
restaurant concepts; 5) no locations under contattdase; 6) no operating agreements; 7) no
contracts for operation of a restaurant; 8) nongaig; 9) no financing; 10) no formalized businegss o

marketing campaigns; and 11) no documentation whats to evidence his claim of a bona fide
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intent to use the NAUGLES mark in connection va#tfieteria and restaurant servicelsl. at 45:4-
47:18, 119:21-120:1Xkee alsdoc. 33 at p. 8.

In short, as of May 17, 2010, Petitioner had nautloented plans, proof, or evidence of any
kind to support édona fidantent to use the NAUGLES mark aside from Petititsgtated intention
to infringe and capitalize on Del Taco’s ownersbti@and recognized goodwill in the NAUGLES
trademark, which Petitioner admittedly knew to ened by Del Taco. Ziebarth Aff. 45:4-47:18,
119:21-120:11see alsddoc. 33 at p. 8.

All that Petitioner has submitted to support hisgg¢dbona fidantent to use the NAUGLES
mark are his unsupported claims of vague “convinssit with various individuals regarding his
hopes to use Del Taco’s NAUGLES trademéeke e.gZiebarth Aff. 1 5. Notably, onI$ of these

conversations actually took plapégor to the filing of Petitioner’'s Application and one of the

conversations was Petitioner’s initiation of a dsgion about Petitioner’s desire fopotential

partnership with Del Taco regarding its NAUGLES brand. Id. at §1 6, 8, and 12Moreover, all

but two of these claimed conversations are comigletesubstantiated and not supported by any
actual evidence or corroborated testimony. Formgte, Petitioner claims to have spoken with
Barbara Caruso, William “Bill” O’Dell, Jeff Naugldosh Maxwell, and Nancy Luna regarding his

alleged hopes to use Del Taco’s NAUGLES mark, gearsingle one of these individuals submitted

an affidavit to suppor®etitioner’'s unabashed hearsay as to these altegedersations.” Ziebarth

Aff. § 5; Ziebarth Cross Exam 25:2-26:18.

In fact, only two of the individuals Petitioner otes to have had these conversations with
submitted affidavits in this proceeding, namelya@és Robert Hallstrom and Daniel Dvordéee
Docs. 59-60. Yet even these affidavits providéelgupport for Petitioner’s self-serving statements

For example, Mr. Hallstrom on cross-examination itehehthat all of his discussions with Petitioner
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were extremely vague and not specific in any wéadallstrom Cross Exarh7:4-14, 22:3-23:3.

Moreover, though Petitioner claims Mr. Hallstronieoéd financing during their discussions in

2010, Mr. Hallstromdenies ever_agreeing to provide any financing Ziebarth Aff., | 14;

Hallstrom Cross Exam 33:22-24 (“Q: Did you everesgto provide financial backing for Mr.
Ziebarth's Noggles [sic] venture? A: No"Therefore, Petitioner has provided no credible@wvie,
and in fact, his own witnesses have directly cahttad his hearsay testimony, and Petitioner has
produced absolutely no documentation to supposdlleégedoona fidantent to use the NAUGLES
mark in commerce as of May 17, 2010.

D. Petitioner’s Willful Infringement of Del Taco’s NAUGLES Mark and the Substantial
Goodwill in the NAUGLES Trademark Owned by Del Tacoto Date

Since filing his petition for cancellation, Patitier has engaged in a campaign to willfully

infringe Del Taco’s NAUGLES mark through a websitevww.nauglestacos.coamd operation of

a Twitter account using the handle “Senor Naugl&e&Ziebarth Aff. { 18; Ziebarth Cross-Exam
84:20-86:14, 91:21, 92:8-93:15, 95:24- 96:8, 10tRA3:24, Exhibits 5-10 thereto. The intent
behind this campaign is to further the lucrativet(bltimately unlawful) business opportunity
Petitioner identified based on the substantial golbdn Del Taco’'s NAUGLES mark which
Petitioner now conveniently alleges Del Tao abaeddwo decades earlieiSeeZiebarth Cross-

Exam 84:20-86:14, 91:21-93:15, 95:24-96:8, 100:23:24; Exhibits 5-10 thereto.

I, 0
I 111
I .

I P-titioner also openly dtted in his cross examination that he wants the

public to believe that his associated with the NAUGLES restaurants thaieyweeviously owned
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and operated by Del Taco, and the branding andeglenof which are still used and incorporated in
Del Taco’s business today. Ziebarth Cross Exam2®24. (“Q: So when people think of
NAUGLES, you want them to think of your venturethst correct? A; Yes.”).

Yet, the very reason that the NAUGLES tradematsksueh valuable goodwill is due to the
continued use and promotion by Del Taco of its NAIES mark, as discussed above. Petitioner
admits that there is a public association withNIR&JGLES trademark for restaurant services, while
also admitting that he himself has not actuallg#tl any restaurant services under the NAUGLES
trademark or otherwise. Accordingly, no such “pulvecognition” could be associated with
Petitioner in any event. Even as of 2014, fouryexdter the filing of Petitioner's cancellation
petition andiwo decadesafter Petitioner claims Del Taco abandoned all afsks NAUGLES
trademark, Petitioner admits that consumers di@ptnly recognizing the NAUGLES mark and

brand as belonging to and associated with Del Texen on Petitioner’'s own Twitter accouSee

Ziebarth Cross-Exam 84:20-86:14, 91:21-93:15, 99&4, 100:21-103:24; Exhibits 5-10 thereto.
VI. ARGUMENT

A. Petitioner Bears the Burden of Proof and Petitiner Has Failed to Meet This Burden

Petitioner bears the burden of proof in a cangehigiroceedingSee On-line Careline Inc.
v. America Online In¢.56 U.S.P.Q.2d 1471, 1476 (Fed. Cir. 2000) (bexalis registration is
presumed to be valid, the party claiming abandotnmeast rebut this presumption by a
preponderance of the evidence). Petitioner mustegpiby a preponderance of the evidebodh:
1) that Registrant abandoned use of its mark; atith2 Registrant has no intent to resume useeof th
mark. 1d.; 15 U.S.C. §1127.

Because a finding of abandonment works as an imtaty forfeiture of rights, courts

uniformly agree that parties asserting abandonrfaset a 'stringent,’ ‘heavy,' or 'strict burden of
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proof.” See e.g. Stilson & Assocs. v. Stilson Consultimyu@rLLC,129 Fed. Appx. 993, 995 (6th
Cir. 2005);Cumulus Media, Inc. v. Clear Channel Communicatibns,304 F.3d 1167, 1175 (11th
Cir. 2002);Electro Source, LLC v. Brandess-Kalt-Aetna Groap,,458 F.3d 931, 935 n.2 (9th Cir.
2006). Both prongs of the abandonment analysist be strictly proved by the party alleging
abandonment in order to find a mark owner has atrzed its mark. United States Jaycees v.
Philadelphia Jaycee$39 F.2d 134, 139 (3d Cir. 1981).

Use of a mark is defined as “the bona fide useichsnark made in the ordinary course of
trade, and not made merely to reserve a rightamthark.” Id. While nonuse for three consecutive
years is prima facie evidence of abandonment, sobave held that the specific factual
circumstances of a particular case can precludedaenent (even after long periods of non-use).
See, e.gCrash Dummy Movie, LLC v. Mattel, In@4 U.S.P.Q.2d 1315 (Fed. Cir. 2010). If the
party claiming abandonment establishes a prima tase of abandonment, then the burden of proof
shifts to the registrant to rebut that prima fa@se by producing evidence showing either that it i
fact had used the mark during the relevant tinguiestion, or that it intended to resume use of the
mark. Id. However, the party claiming abandonment bearsuttimmate burden of proving
abandonment by a preponderance of the evidédce.

Here, Petitioner has wholly failed to meet his laurtb prove that Del Taco has abandoned
use of the NAUGLES trademark without an intent ésume use. Petitioner's sole piece of
admissible evidence in support of Petitioner'sgdleon of abandonment is a single newspaper
article about the closure of NAUGLES branded restats. However, this same article further states
that Del Taco intends to continue using the NAUGIHEShd. In addition, Del Taco hastablished

(and thus rebutted any evidence of alleged abandot)ry a preponderance of the evidence that it
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has noabandoned its NAUGLES mark, and that it has alvmagsan intent to continue and expand
use of its NAUGLES mark.

B. The Evidence Demonstrates that Del Taco Has NAbandoned Use of its NAUGLES
Trademark with No Intent to Resume Use

1. Del Taco Has Continuously Used Its NAUGLES MarlSince 1988 in Connection
with Its Restaurant Services

Not only does Petitioner’s claim of abandonmeittfacause Petitioner has failed to meet
his burden of proof, but it also fails because Tado has provided more than sufficient evidence of
its continued use of its NAUGLES trademark sinceawting the mark in 1988. Use in commerce
means “the bona fide use of a mark in the ordinatyse of trade, and not made merely to reserve a
right in the mark.” 15 U.S.C. 8§ 1127. If use dfademark is made in good faith, “even minor or
sporadic uses of [the mark] will defeat” an abandent claim. Electro Source458 F.3d at 935
(“even a single instance of use is sufficient aglagnclaim of abandonment of a mark if such use is
made in good faith”).

As detailed herein, Del Taco has continued toarse® capitalize on the goodwill of its
NAUGLES mark since 1988 by using it in advertisimg;ommercials, on the Del Taco website, and
through sales of clothing bearing the NAUGLES tradek, all such promotional activities done in
connection with Del Taco'estaurant servicesChillingworth Cross Exam 11:15-24, 37:20-39:4,
130:9-20; Chillingworth Aff. 2. These undispufadts alone are sufficient to defeat Petitioner’s
claim of abandonment, yet there is even more eceleh use of Del Taco’s NAUGLES mark in
connection with itgestaurant servicethrough Del Taco’s well-known and popular NAUGLES
“secret” menu offered and promoted by Del Tacotsnrestaurants and well recognized by the

public. Chillingworth Aff. ] 6-7; Chillingworth @ss Exam 103:17-104:17, 130:21-131:6.
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Petitioner would have the Board hold that becddskeTaco closed the last NAUGLES
branded restaurant in 1995, such action constifuteabandonment of Del Taco’s NAUGLES
trademark sufficient to justify cancellation of tRegistration. According to Petitioner, all other
uses apart from use of the mark as the name sfaumant are insufficient to show trademark use for
restaurant serviceg§eePetitioner’s Trial Brief at 17-20. However, Peiiier’s proposition simply
is not supported by well established case law.

Courts are clear that continued use of a mark é&p kg the goodwill associated with the
mark goes against a finding of abandonment. Cmulus Media, Inc. v. Clear Channel
Communications, Incthe Eleventh Circuit rejected a claim of abandennbased solely on the fact
a radio station had changed its name and ceasadimgfto itself as THE BREEZE. 304 F.3d at
1169. The court found that the trademark ownerdficiently continued to use THE BREEZE
simply by using the mark on radio station mateniattuding an outdoor sign at its headquarters,
business cards, and promotional materidts.at 1174. This use alone was sufficient to cause
consumers to maintain “a continuing associationthef mark with the trademark owndd. In
short, the court found that “considerable goodwal€trued to the trademark owner as a result of
their continued usage in this manner such thaal@donment claim was negated.

Other circuits and courts have also declined td fabandonment in similar situations,
especially in cases where an entity has changedite or primary mark but still referred to itsedf
the “former” entity or built up the history surrading the use of the former nam&ee, e.g., Am.
Ass’n for Justice v. Am. Trial Lawyers AssB98 F. Supp.2d 1129, 97 U.S.P.Q.2d 1614 (D. Minn.
2010) (finding that when plaintiff changed its nafme@m ATLA to AAJ that plaintiff had not
abandoned use of ATLA because it identified itaslfformerly” the ATLA on its website, and in

advertising; court held that use of the designatformerly” to capitalize on the goodwill of the
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mark constituted bona fide usd)ljian Energy Corp. v. Alltel Corp344 F.Supp.2d 1176, 1187
(S.D. lowa 2004) (“[d]espite a name change, a treat& may still possess significant goodwill and
remain a valuable asset to a company... [Even] wihere are extensive efforts to notify the public
of [a] name change, there is still the possibilitgt goodwill remains in the marks”).

Moreover, in the restaurant context specificallye wf a trademark as the name of the
business is not required to demonstrate use ofrl m@onnection withrestaurant servicedor
example, menus or bags for carrying food usedstatgants have been found to be sufficient use of
a mark forrestaurant servicesSee In re Azteca Restaurant Enterprises, BzU.S.P.Q.2d 1209,
1211 (T.T.A.B. 1999 menu specimen accepted as use of mark for restaseavices)]n re
Kentucky Fried Chicke@orporation, 170 U.S.P.Q. 51, 54 (T.T.A.B. 197XB4ge of mark on bags
carrying food identifies restaurant services).

Just as the radio station@umulus Mediait is undisputed that Del Taco has continued to
use and capitalize on the goodwill of its NAUGLE&rkby using it in advertising, commercials,
the Del Taco website, and through sales of clothaaying the NAUGLES trademark in connection
with Del Taco’srestaurant servicesChillingworth Cross Exam 11:15-24, 37:20-39:408320;
Chillingworth Aff. § 2. The recognition of the NARLES “secret” menu by the public and the
“viral” nature of the campaign further demonstrétes continued goodwill and recognition in the
NAUGLES mark owned exclusively by Del Taco. Cimgiivorth Aff. §1 6-7; Chillingworth Cross
Exam 103:17-104:17, 130:21-131:6€onsumers know to “ask” for the secret NAUGLES menu

items not in other restauranisit only in Del Taco restaurants Id. The fact that Del Taco closed

the last NAUGLES branded restaurant in 1995 doeswamy way establish the abandonment of its
NAUGLES trademark, especially in light of the contbus and ongoing use of the NAUGLES

trademark by Del Taco since that time.
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Recognizing the deficiency in his arguments, ek predictably attempts to discredit each
of these instances of actual use by Del Taco &effbuse. Token use is the use of a mark made
“merely to reserve aright” in the marEmergency One, Inc. v. American FireEagle, 1288 F.3d
531, 56 U.S.P.Q.2d 1343 (4th Cir. 2000) (holdirat tme recycled American Eagle truck with an
AMERICAN EAGLE nameplate over the course of threarng is token use). However, minor use
of a trademark made in good faith without interdibandon the mark does mainstitute token use.
See Electro Source, LLE58 F.3d at 938. The evidence of Del Taco’'s useesil995 in this
proceeding is hardly “token.” Del Taco’s adverigimaterials and references on its website are not
“trivial” or token usages$. Chillingworth Aff. § 2; Chillingworth Cross Exar87:20-39:4. Del
Taco’s commercials featuring the NAUGLES mark addified to by Mr. Chillingworth are not
“token” uses. Chillingworth Cross Exam at 130:9-Z0e| Taco’s sales of clothing in connection
with its restaurant servicebearing the NAUGLES trademark are not “token” us&ee, e.g.,
Chillingworth Aff. I 2; Chillingworth Cross Exam 113-14:15. Finally, Del Taco’s NAUGLES
“secret” menu is not a token use.

Contrary to Petitioner’s suggestion, Del Taco'sgjss detailed herein and as established by
the evidence of record, provide concrete examgl#tgeaneans by which Del Taco is continuing to

use its NAUGLES trademark. This ongoing use, bitiBeer's own admission, has resulted in

® Petitioner's half-hearted attack on the amountdyeatising evidence submitted by Del

Taco as proof of abandonment is disingenuous &wlahl. SeePetitioner’s Trial Brief, pg. 35.
Petitioner would require Del Taco to keep recorddlonarketing and advertising campaigns for
two decades and produce web evidence from befoteT@m even had a website. Such a
requirement is illogical given the decades of tabéssue and disingenuous given Petitioner’s
deliberate withholding of documents in discoveryhat Del Taco can produce evidence of
advertising and web usage from each dedaddich it allegedly had abandoned the NAUGLES
mark speaks “volumes” when compared to the paltigesce submitted by Petitioner to support
his allegations of abandonment.
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significant consumer recognition and the extengoedwill associated with Del Taco’'s NAUGLES
mark in the minds of the consuming public.

Del Taco’s ongoing use of its NAUGLES trademarllso demonstrated by the public’s
reaction to Petitioner’s deliberate infringementiedf NAUGLES trademark on his Twitter account.
SeeZiebarth Cross Exam 89:4-91:21, 92:8-93:15, 959548, 100:21-103:24 (“Q: So when people
think of Naugles, you want them to think of younuare; is that correct? A: Yes.”). The fact that
consumers still recognize and associate the NAUGtEB&mark with Del Taco in 2014, two
decades after Petitioner claims Del Taco abandas®RAUGLES mark, demonstrates the strength
and ongoing goodwill in the mark owned by Del Ta¢d. Such was also the caseGamulus
Media where the party claiming abandonment had usechtvk THE BREEZE as the name for a
competing radio stationCumulus Media304 F.3d at 1174. The court found that the usthby

newcomer was actually confusing consuntesause the public still associated the mark itsth

original owner.ld. Here, Petitioner is intentionally confusing com&us through his infringing use
of Del Taco’s NAUGLES mark on his Twitter accountighrough his false claims of connection to
the NAUGLES restaurants previously owned and opdray Del TacoSeeZiebarth Cross Exam
89:4-91:21, 92:8-93:15, 95:24- 96:8, 100:21-103:RA#& goal in these actions is simple: to steal for
his profit and benefit all of the goodwill and stgth in the NAUGLES mark established and
maintained by Del Taco and its predecessor inesteand recognized by the public as belonging to
Del Taco. The goodwill and strength of NAUGLE Syekist today due to Del Taco’s ongoing use
of its mark as detailed herein.

By his own acknowledgement of the evidence of ussgnted by Del Taco, Petitioner is
expressly admitting that Del Taco has continuagstits NAUGLES trademark in commerce since

1995. The evidence of use set forth herein by Deto consists of concrete evidence of
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longstanding and ongoing use by Del Taco of its KRAIES trademark that is far from “token” or
even “minor.” Petitioner has patently failed toetleis burden to demonstrate that Del Taco has
abandoned all use of its NAUGLES trademark, andeMdel Taco, in fact, has established its
ongoing use of its NAUGLES mark. As such, Petitionas failed to establish the first prong of the
abandonment analysis.

2. Even if the Del Taco Had Stopped Use of Its NAUGS Trademark, Petitioner

Has Failed to Meet His Burden of Proving that Del &ico Did So With No Intent
to Resume Use

The second required prong of the abandonment asdb@ises on whether there was an
intent to resume use of the mark. 15 U.S.C. §14e® also, e.g., Cumulus Media, 1804 F.3d at
1173. A general allegation is not enough to pribve second prong, there must be evidence of
definite acts indicating an intention to permangstbp using the markSee, e.g., Acme Valve &
Fittings Co. v. Wayne386 F. Supp. 1162, 183 U.S.P.Q. 629 (S.D.Tex41@itent not to resume
use found from discontinuance of manufacture, shileventory and failure to renew registration).
The question of intent to not resume use is arefisg¢ly factual question that depends on both the
industry or market in which the [product] is used @he particular circumstances of the trademark
owner.” MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITIONS 17:21. Assumin@rguendoQ
that Petitioner could somehow prove that Del Taad hbandoned all use of its NAUGLES
trademark; his claim for abandonment still failsdngse he cannot prove that any such abandonment
was done with the intent to not resume use.

As noted above, Petitionersole piece of legitimate evidenté support of his claim of
abandonment is a newspaper article from 1989 gttitat Del Taco was converting two NAUGLES

branded restaurants, with plans underway to cormotbdrs. SeeDoc. 55; Ziebarth Aff. § 19-20;

* Apart from the self-serving, unsubstantiated, anderified claims of Petitioner and his
witnesses in their affidavits.
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Petitioner’'s Trial Brief at 9. The actual text thie article, though explicitly states that an ad
campaign focusing on the quality of Del Taamod Naugles would continue. Doc. 55 at p. 2.
Therefore, Petitionerown evidence establishes Del Taco’s intention to cwoiusing its
NAUGLES trademark. That Del Taco did, in fact, tone using the NAUGLES mark in the

manner describad the article submitted by Petitionerfurther demonstrates the actual intentions

of Del Taco with respect to its NAUGLES trademark.
1 1
1, - s

The case dExxon Corp. v. Humble Exploration €892 F. Supp. 1226 (N.D. Tex. 1984) is
instructive and helpful in this regard. Exxon Corpghe court found that Exxon had not abandoned
use of its HUMBLE trademark where Exxon presentedence that its marketing department had
developed proposals for using the HUMBLE mark ineatising campaignsExxon Corp 592
F.Supp. at 1227-30. Specifically, the court st#tatithe proposals showed “Exxon’s intent to make
more than token use of HUMBLE.Id. at 1230.

Similarly, the Federal Circuit i@rash Dummy Movitound that Mattel had always intended
to resume use of its CRASH DUMMIES mark, even tholtattel had clearly not used the mark in

commerce for a number of years. 601 F.3d at 13jiecifically, the court was persuaded by the
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fact that Mattel had: 1) entered into discussiorih wetailers for sale of other toys under the
CRASH DUMMIES marks (even though those discussfelhghrough); 2) recorded an assignment
of the mark with the Trademark Office; and 3) ergghgn significant internal research and

development efforts, including brainstorming idéasthe toys and marketindd. at 1391-92.

N
|
I 0. oreover, Del Taco hagtakéve steps with the Trademark Office to
secure its rights in the NAUGLES mark, just as Madid inCrash Dummy MovieNot only did
Del Taco renew the Registration in 2008, also obtained a registration for NAUGLES in
connection withclothingin 2011. See, e.g.Chillingworth Aff. § 2; Chillingworth Cross Exam
12:13-14:15; Del Taco’s Clothing Registration. Wleupled with the actual use made by Del
Taco described herein, the Board clearly has beesepted with definitive evidence against a
finding of abandonment which go well beyond thedssions and internal research that were found
to be sufficient to defeat an abandonment claithenMattel caseCrash Dummy Movie01 F.3d
at 1230.

Indeed, unlike iMattel or Exxon Del Taco has made actual udghe NAUGLES mark

since 1995 on its website, in advertising, and lmthing sold in connection with Del Taco’s
restaurant servicesChillingworth Aff. § 2; Chillingworth Cross Exal®i7:20-39:4. Advertising
featuring a mark, including touting the “historyf’ @mark has previously been held to go directly
against a finding of abandonmer8ee, e.g., Oland’s Breweries Ltd. v. Miller Brewibgmpany
189 U.S.P.Q. 481 (T.T.A.B. 1975) (finding that thner’s continued advertising of the mark

SCHOONER, even though it ceased selling its bematymts under the mark, was intent to harvest

> A renewal supported by the website usage discues®ih that was accepted and approved
by the Trademark OfficeSeeRegistrant’'s NAUGLES Registration No. 1,043,729.

25



the goodwill therein; the court noted that although owner’s advertising was not necessarily
sufficient to establish “technical trademark usewas enough to establish intent to use the nrark i
the future).

In fact, the Board has previously held that mem afsa mark on various brochures over
several years “negates any intent to abandon thie’ fmathe trademark ownet.oren Cook Co. v.
The Acme Engineering and Mfg. Cqor@l6 U.S.P.Q. 517, 519 (T.T.A.B. 1982). The Board
Loren Cooknoted that while the mark owner may have not nitadnical” trademark use of the
mark, the use on promotional items was certainbugh to draw an inference that the owner never
intended to abandon the mail. at 520. Similarly, the Fourth Circuit held thaea though the use
and promotion of a mark on hats, t-shirts, andratierchandise was not enough to establish use for
fire trucks, such use and promotion of the marklothing was persuasive evidence of the mark
owner’s intent to resume usemergency One, Inc. v. Am. FireEagle, L&28 F.3d 531, 535 (4th
Cir. 2000).

Even assuming for the sake of argument that DedFarse as described herein is somehow
not sufficient to defeat Petitioner’s claim of adanment outright, Del Taco’s use of its NAUGLES
trademark in advertising, on clothing, and its 0§NAUGLES on its website most certainly
establish Del Taco’s intentions to resume use we#pect to its NAUGLES markSee, e.g.,
Chillingworth Cross Exam 37:20-39:4. Simply putete isno evidence that Del Taco ever
abandoned its NAUGLES mark with an intent not tsurae use.

While Petitioner would erroneously have the burgiewed on Del Tacbthe law is clear

that Petitionermust prove the ultimate facts pertaining to thiegdd abandonment.Otto

® “Del Taco has produced no testimony nor documgremidence establishing that it has
made any attempt to incorporate the brand NAUGLES its current restaurants or restaurant
services.” Petitioner’s Trial Brief at 9.
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International Inc. v. Otto Kern Gmh83 U.S.P.Q. 1861, 1863 (T.T.A.B. 2007). Dméy evidence
Petitioner has set forth to support his claim cdradbonment are self-serving statements in three
affidavits, including one from Petitioner, and agle newspaper article published in 1989.

Petitioner’s statements are filled with rampantreag and speculatiorSeeRegistrant’'s Separate

Statement of Objections attached as Appendirita. [ GG <<
.
&
Petitioner even admitted that he based his cormtusi abandonment solely on the closure of a

handful of NAUGLES branded restaurants near hirhovit any further investigatiorm herefore, in

terms of concrete evidence, Petitioner is left anityr the newspaper article from 1989 to support
his claim of abandonment.

The newspaper article supposedly quoted the CHaebTaco at the time, stating that Del
Taco had converted two NAUGLES locations into Detda and was planning on similarly
converting other NAUGLES restaurants in the futur@eeDoc. 55; Ziebarth Aff. § 19-20;
Petitioner’s Trial Brief at 9. From this, Petitiemhas improperly and illogically extrapolated that
simply because Del Taco had converted two rest&inai 989 and was planning to convert others
that Del Taco intended to forever abandon its NAEBESLmark.ld. This one newspaper article is
hardly evidence of a “publicly declared” inten&isandon the mark as suggested by Petitioner. Doc.
55; Petitioner’s Trial Brief at 32. Instead, Petiter has only established that in 1989 Del Taco
closed two NAUGLES branded restaurants while ggrating numerous others, with the express
intention to continue using its NAUGLES mark in adising and in other aspects of Del Taco’s

ongoing restaurant services. ($3&c. 55 at p. 2 specifically stating “items fronadgyles’ menu
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will either survive or be reformulated for the Dehco menu” and that Del Taco was currently
planning “an ad campaign focusing on the qualitpef Taco and Naugles food will continue.”)
Therefore, Petitioner’s evidence falls far shorthaf stringent burden placed on Petitioner to prove
abandonmentSee Cumulus Medi&04 F.3d at 1175.

Instead of presenting credible evidence to supiperclaim of abandonment, Petitioner
devotes the majority of his brief to a futile attarto discredit Del Taco’s evidence of continuee us
of its NAUGLES trademark. These arguments, whikative, are wholly unfounded and not
supported by the law or evidence.

For instance, Petitioner argues that Del Taco’s pages showing use of NAUGLES are not
“concrete, commercial use” and have limited proletialue. Petitioner’s Trial Brief at 16-17. Yet
courts have held that such usage in reference @part of the “history” of the mark) is sufficten
to show at least an intent to resume use of th&.n&ee, e.g., Am. Ass’n for Justie& U.S.P.Q.2d
at 1616 (plaintiff identified itself as “formerlythe old trademark on its website, in advertisements
and in advertisements even constituted bona fidg Gsimulus Media304 F.3d at 1175.

Petitioner also argues that Del Taco’s clothingstegtion for NAUGLES is “token use” and
cannot cure “past abandonment’ at 23. Again, courts have found that use of &marclothing
indicates an intent to resume use of the mark atlean class See, e.g., Emergency One, 28
F.3d at 535 (finding that plaintiff's “continuousgmotion of the brand by using it on hats, T-shirts
tote bags, and souvenir nameplates” was evidenseroé intent to resume use for firetrucks and
rescue vehicles).

Petitioner then argues that Del Taco’s next ren@ivile NAUGLES mark in 2006 is “not
probative.” Petitioner’s Trial Briedit 39-40. Again though, courts have found evideridetent to

resume use when a mark owner updates its regstrégince a mark owner presumably would not
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concern itself with a registration if it indeedentled to abandon use of the mark completely).
Crash Dummy Movie, LLLGBO01 F.3d at 1391 (finding that Defendant wouldl mave recorded a
trademark assignment at the USPTO unless it intetal@ise the registered mark in commerce
“within the foreseeable future”).

Petitioner even argues (despite evidence to thearghthat there is “no such thing” as the
NAUGLES *“secret” menu available at Del Taco, thal Daco’s internal marketing presentations
from 2009 and 2010 are not “probative” and weresnégreen lighted,” yet Petitioner has no way of
knowing or proving the veracity of his baselessgggitions. Petitioner’s Trial Brief at 26-29.

Finally, Petitioner argues that Del Taco’s testimoggarding ongoing use and advertising,
answers to discovery, and various other evidencesefis “self-serving” and not probative to
whether Registrant abandoned use of the miarkat 30-39. Unfortunately for Petitioner, the fact
that the concrete evidence presented by Del Tags at support Petitioner’s case does not mean it
is “not probative” to the question of abandonmédittis is especially true given the deavflractual
concrete evidence set forth by Petitioner to meebtrden of proving his baseless claim.

Instead, by arguing against every piece of evidesftered by Del Taco based on bald
allegations that they are not “probative” or arelf'serving” or “do not actually exist,” Petitioner
essentially has conceded that Del Thas provided evidence of the continuing use to datesof
NAUGLES trademark. But ultimately, it is not Deado’s burden to bear. Petitioner has the sole
burden of proving that Del Taco has abandonedMJ@LES mark without intent to resume usage
by a preponderance of the eviden€an-line Careline InG.56 U.S.P.Q.2d at 1476. Simply put,
Petitioner has put forth nevidence that establishes that Del Taco has abaddase of its
NAUGLES trademark. See Cumulus Medi&04 F.3d at 1175. Therefore, this cancellation

proceeding should be dismissed in its entiretyairof of Del Taco.
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C. Petitioner Does Not Have Standing to Bring thi€ancellation Proceeding

Alternatively, the Board can dismiss this procegain the grounds that Petitioner has failed
to demonstrate sufficient standing to bring thsgeleding at all. Standing is an issue which meist b
established by a petitioner in every inter pacgse. See Lipton Industries, Inc. v. Ralston Purina
Co, 670 F.2d 1024, 213 U.S.P.Q. 185, 189 (C.C.P.82)19The facts regarding standing... must
be affirmatively proved. Accordingly, [petitionag not entitled to standing solely because of the
allegations in its [pleading]”). Standing is adshold inquiry directed solely to establish a iis
interest in the litigationSee Frank Salacuse v. Ginger Spirits, |dd. U.S.P.Q.2d 1415 (T.T.A.B.
1997). Here the evidence is clear that Petitidieenot have &dona fidantent to use NAUGLES as
a trademark when Petitioner's Application was fid May 17, 2010. Therefore, Petitioner’'s
Application is voidab initio and Petitioner does not have standing to brirgggloceedingSeel5
U.S.C. §1051(b).

Trademark Act Section 1(b), 15 U.S.C. 81051 (b}estthat a person who has a “bona fide
intention, under circumstances showing the gooth faf such person, to use a trademark in
commerce” may apply for registration of the madk. A determination of whether an applicant has
a bona fide intention to use the mark in commescani objective determination based on all the
circumstances. Lane Ltd. v. Jackson International Trading C83 U.S.P.Q.2d 1351, 1355

(T.T.A.B. 1994). Thabsence of any documentary evidenan the part of an applicant regarding

such intentonstitutes objective prootthat is sufficient to prove that the applicankkaa bona fide

intention to use its mark in commer&e=e Commodore Electronics Ltd. v. CBM Kabushikskai
26 U.S.P.Q.2d 1503, 1507 (T.T.A.B. 1993nda Motor Co. v. Winkelmanfi0 U.S.P.Q.2d 1660
(T.T.A.B. 2009);Boston Red Sox Baseball Club LP v. Sherm8&nU.S.P.Q.2d 1581 (T.T.A.B.

2008);L.C. Licensing Inc. v. BermaB6 U.S.P.Q.2d 1883 (T.T.A.B. 2008). The Board $tated
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that an applicant must have a bona fide intenséothe mark in commerce, which includes the intent
to use the mark “in the ordinary course of tradel, ot made merely to reserve a right in the mark.”
Commodore Electronics Ltd. v. CBM Kabushiki Kajg&U.S.P.Q.2d 1503, 1507 (T.T.A.B. 1993).

Early in this proceeding the Board in this casedtthat Petitioner “may be required to go
beyond the mere pendency of his applications atabksh his entitliement to file the application
upon which his standing claim is based.” Doc.d®,3-4. In response, Petitioner merely argues
that he has taken multiple “concrete” steps tohgefproposed NAUGLES restaurants off of the
ground prior to the filing of Petitioner's Appligan, but this is not supported by any evidence or
testimony’ Petitioner’s Trial Brief at 41.

Petitioner has producenh documentary evidence to support his contentionabaf May
17,2010 he had a good faith intention to actusslythe NAUGLES mark in commerce. Petitioner
hadno business plango prior experience in the restaurant industiy capital,no financing,no
contracts for services)o leases for location3)o businesses formed to support a ventage,
partnersno identified employees or types of employees, mndecipes to even make food in his
supposed restaurant. Ziebarth Cross Exam 45:4-27:86-22:2,118:1-7,119:21-120:11. Infact,
when Petitioner filed his application he did noeeknow whether he was going to be offering

restaurant services despite the fact that his egtpnwas for restaurant services SeeZiebarth

Cross Exam 116:6-23.
The Board is clear that a mere application or statgs that a party hadana fidentent to
use absent further documentatismot enoughto show “intent to use” the mark in commerce.

SmithKline Beecham Corp. v. Omnisource DDS |970U.S.P.Q.2d 1300 (T.T.A.B. 2018atch

" The only document Petitioner has produced reggri supposed “business plans” were
created in 2012, well aftethe filing date of Petitioner’'s application andetitart of this
cancellation proceedingseeDoc. No. 57-58, Exhibit R.
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AG (Swatch SA) (Swatch Ltd.) v. M.Z. Berger & @068 U.S.P.Q.2d 1463, 1471-77 (T.T.A.B.
2013) (documentary evidence, testimony and othesrdeevidence do not support applicant’s
claimed bona fide intent to us&pirits International B.V. v. S. S. Taris ZeytinAéytinyagi Tarim
Satis Kooperatifleri Birligi 99 U.S.P.Q.2d 1545, 1548-49 (T.T.A.B. 2011) (leck bona fide intent

to use found where there was no documentary evejeart affirmative statement that no such
documents exist, and no other evidence to expdaidf documentary evidence). Evidence bearing
on bona fide intent is “objective” in the sense iha evidence in the form of real life facts aoyl

the actions of the applicant, not solely by appitsauncorroborated testimony as to its subjective
state of mind. The issue is not resolved simplybtitioner testifying “I did truly intend to usegth
mark at some time in the future.”d@ARTHY ON TRADEMARKS AND UNFAIR COMPETITION, 819:14
(4th ed. 2009).

In the instance case, all Petitioner can show #ediling date of Petitioner’s Application is
that he had an intention to profit from the exteasgoodwill and recognition in Del Taco’s
NAUGLES trademark and intentionally infringe on O&lco’s rights. Further, given Petitioner’s
actual prior knowledge of Del Taco’s rights and ewahip of its NAUGLES mark as expressly
admitted by Petitioner, the Board can also find Betitioner lacked hona fideintent to use the
mark identified in his Application, because the Apgition was filed in bad faith, with an intent not

to makebona fideuse of the mark in commerce, but rather, to $tksaNAUGLES mark from Del

Taco to support his unlawful infringing condudiiii
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Given that no documentary evidence exists to supjmitioner’s allegetdona fideintent to
use the NAUGLES mark, Petitioner relies instead onlalleged conversations and uncorroborated
hearsay with third parties in his brief and affidaPetitioner claims to have had “conversations”
with several individuals regarding his “intent” dépen a restaurant under Del Taco’'s NAUGLES
trademark.See, e.gZiebarth Aff. 5. Yet only two of these reporiedividuals actually filed
affidavits in support of Petitioner’s claims. Moker, the testimony of these individudiges not

actually support the statements Petitioner claims they made. ekample, Mr. Robert Hallstrom

on cross-examination admitted that all of his déstons with Petitioner were extremely vague and

not specific in any way Hallstrom Cross Exam 17:4-14, 22:3-23Noreover, though Petitioner

claims Mr. Hallstrom offered financing during theliscussion in 2010, Mr. Hallstrom denies any

such offer was madéd. at 33:22-34:2. Mr. Hallstrom also repeated|yestato concrete plangere

ever made with Petitioner, and all conversationsevextremely vague. Hallstrom Cross Exam
17:4-14; 22:3-23:3. (“Q: And to date do you have afficial involvement with Mr. Ziebarth’'s
[Naugles] venture? A: No. Q: And why is that? As fust never materialized. Nothing ever came
about of it. Q: The [Naugles] venture or your re&t? A: Anything.”).

Recognizing the deficiencies in his proof of stagdPetitioner attempts to use the infringing
registration of the website www.nauglestacos.condanuary 2010 to support the fact that he
“intended” to use the mark. Ziebarth Cross Exanl&¥:10; Ziebarth Aff. 17, Exhibit K, L
thereto; Petitioner’s Trial Brief at 10-13, 41. \ever, just one month before registering the websit
and five months before filing his intent-to-use Apation, Petitioner was claiming to have

discussions with Del Taco representatives regaraipgrtnership between Petitioner and Del Taco
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using Del Taco’'sNAUGLES trademark, which by the nature of sucltdssions, Petitioner was
acknowledging Del Taco owned. Ziebarth Cross EXam3-18. (“Q: So in December 2009 you
were still reaching out to Del Taco; is that cotPe&: Yes.”). In fact, Petitioner’'s website simply
consisted of an “introductory paragraph” that stdateat the NAUGLES fast food chain was once
owned by Dick Naugle in 1970 and that “plans aiedpenade to bring the chain back.” Based on
Petitioner’s own admissions, at this time, Petiiobelieved that it was Del Ta@dho may “bring
the chain back”™—hopefully with Petitioner’s involwent. Ziebarth Cross Exam 84:1-87:10;
Ziebarth Aff. 17, Exhibit K, L thereto. Agaimase law is clear that simply stating one’s subjecti

intent,no_matter how “sincere,” does not amount to showing evidence that thead@na fide

intent to use the mark.See, e.g., SmithKline Beecham Corp. v. Omnisoui@& DLG 97
U.S.P.Q.2d 1300 (T.T.A.B. 2010).

Petitioner also points to his Twitter page as ew@eof his “intent to use” NAUGLES for
restaurant services. Ziebarth Aff.  18. The Tevipage, as discussed herein, constitutes nothing
more than a blatant and willful infringement of O@co’s rights in the NAUGLES trademark and a
deliberate attempt to confuse the pubBeeZiebarth Cross Exam 89:4-91:21, 92:8-93:15, 95:24-
96:8, 100:21-103:24 (“Q: So when people think ofijlas, you want them to think of your venture;
is that correct? A: Yes.”). Petitioner cannot mfaeture ébona fidegood faithintent to use a mark
from abona fidebad faithintent to pirate and infringe Del Taco’s rights.

In sum, the evidence of record is devoid of a €nghred of documentary evidence
demonstrating a good failona fideintent by Petitioner to use the NAUGLES mark in coence.
The record is replete with evidence of Petitionartended infringement of Del Taco’s rights, but
this is not abona fideintent to use a mark in commerce. In short, athefdate of filing of

Petitioner’s Application, May 17, 2010, Petitiorm&dno business plango capital,no financing,
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no contracts for serviceg leases for locationgo businesses formed to support a ventoce,
partnersno identified employees or types of employees, mndecipes to even make food in his
supposed restaurant. Ziebarth Cross Exam 45:4-#n86-22:2, 118:1-7, 119:21-120:11.
Petitioner therefore hat bona fideintent to use the NAUGLES mark in commerce as efiling
of Petitioner’s Application, and Petitioner’'s Apgdition therefore is voidb initio. Accordingly,
Petitioner has no standing to bring this proceedimgthe Board can also dismiss this petition for
cancellation on this basis.
VIl. CONCLUSION

As demonstrated herein, this is not a case reagarthie alleged abandonment of the
NAUGLES mark by Del Taco two decades ago. Rathisran unlawful attempt by one individual
to profit from the extensive goodwill and recogmitiin the NAUGLES mark owned by Del Taco
and justify his own blatant and willful infringemieaf Del Taco’s rights. The undisputed facts in
this case establish that not only does Petiticazk $tanding to even bring this proceeding, buemor
importantly, that Petitioner has wholly failemimeet the stringent burden placed upon himdeer
abandonment in this proceeding. The only singtegdf concrete evidence presented by Petitioner
is a lone newspaper article which expressly comttadPetitioner’s own claims. In contrast, Del
Taco has presented numerous pieces of evidencend&aing its continued and ongoing use of its
NAUGLES mark to date, as well as its extensive retnky plans for its intended use of the
NAUGLES mark moving forward. Petitioner’s unlawéitempt to use this proceeding to steal from
Del Taco its valuable intellectual property simpgnnot stand.

Therefore, for the reasons set forth herein, RegisDel Taco, LLC respectfully requests
that the Board deny this petition for cancellato dismiss Petitioner’s claims and this proceeding

in their entirety.
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Dated: September 29, 2014 / April L Besl /

April L. Besl

Joshua A. Lorentz
DINSMORE & SHOHL LLP
255 East Fifth Street
Cincinnati, Ohio 45202
(513) 977-8527-direct
(513) 977-8141-fax
april.besl@dinsmore.com

Attorneys for Respondent
Del Taco, LLC
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| HEREBY CERTIFY that a copy of the foregoing wassby certified first-class mail, with
courtesy copy via email, on this 29th day of Seftem2014, to Kelly K. Pfeiffer, Amezcua-Moll
Associations PC, Lincoln Professional Center, 1822incoln Ave. Suite 203, Orange, CA 92865.

/ April L Besl /
April L Besl

7282912v1
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APPENDIX A

DEL TACO'S OBJECTIONS TO PETITIONER’'S TESTIMONY AND EVIDENCE

Pursuant to TBMP § 707.03(c), a party may raidestuntive objections to testimony and
evidence in or with a party’s trial brief. TBMRB81.03 provides that evidentiary objections raised
in a party’s trail brief must be presented in aasafe appendix. Accordingly, Del Taco hereby
submits the following objections to Petitioner’stimony and exhibits. Del Taco also maintains the
objections raised in its trial brief, during thess-examination of Mr. Noah Chillingworth, and
during the redirect examinations of Mr. Ziebarth, Mallstrom, and Mr. Dvorak.

OBJECTIONS

1. Objections Related to Alleged Statements Made by Titd Parties to Petitioner.

Del Taco objects to all testimony by Petitionetaalleged statements made by third parties
to Petitioner as these statements constitute irexilohe hearsay under Federal Rules of Evidence
801 and 802. The Rules provide that a “stateno¢hér than the one made by the declarant while
testifying at trial or hearing, offered in evident® prove the truth of the matter asserted,” is
inadmissible hearsay. Fed. R. Evid. 801(c). Debladdresses each of the alleged conversations in
turn below.

a. Alleged Statements by Barbara Caruso

Petitioner has provided testimony as to an allegedersation with Barbara Caruso in July
2008 where Ms. Caruso supposedly made statemergapport of his ideas for Del Taco’s
NAUGLES mark and agreed to advocate to Del Tachi®behalf. Ziebarth Aff. § 6. Petitioner’s
testimony regarding these alleged statementseaseatfffor the truth of the matter asserted, namely,
that Ms. Caruso supported his ideas for Del Tab#&)GLES mark and had reached out to Del

Taco on his behalfld. Ms. Caruso has not provided any testimony inghi€eeding, whether by



live testimony or affidavif. Therefore, Petitioner’s testimony regarding HeEged statements is
hearsay under the Federal Rules and this testinstioyld be stricken from the record as
inadmissible.

b. Alleged Statements by Jeff Naugle

e, 05
T, 5
e, -
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Petitioner also has entered into evidence emadged|ly, between him and Mr. Jeff Naugle.
SeeZiebarth Aff. 1 9-11; Exhibit G thereto. The pitwition against the admission of hearsay under
the Federal Rules of Evidence does not just apyiystimony; it applies to documents as wske,
e.g., Exxon Corp. v. Fill-R-Up Sys., In&82 U.S.P.Q. 443, 445 (T.T.A.B. 1974). Petitiohas
offered the emails allegedly from Mr. Jeff Naugbee&idence directly for the truth of the statements
contained therein, namely, the opinions and intdrakesistance from Jeff Naugle to Petitioner.
Ziebarth Aff. 11 9-11; Exhibit G thereto.

Mr. Naugle has not provided any testimony himselthis proceeding, whether by live
testimony or affidavit. Therefore, Petitioner'sdar. Dvorak’s testimony regarding the alleged

statements of Mr. Naugle and the emails submitdekibit G are hearsay under the Federal Rules

and this testimony as well as Exhibit G shouldtoielken from the record as inadmissible.

8 Petitioner requested that Ms. Caruso testify @rblhalf in this regard personally, noting
that if he won he would want to talk to her aboRtwork for his new ventureSeeDocs. 75-76,
Exhibit 4 thereto. However, Ms. Caruso declinesirequest.ld.



c. Alleged Statements by John Joseph Naugle

Petitioner has also submitted testimony regardiatgsents allegedly made by Mr. John
Joseph Naugle regarding support for his infringiegture using Del Taco’s NAUGLES trademark.
Ziebarth Aff. 1 15. Specifically, Petitioner clasrthat Mr. John Joseph Naugle has made statements
regarding recipes for Petitioner’s infringing biess venture.ld. These alleged statements are
again offered for the truth of the matter assetiedein; namely, the support and provision of regip
by Mr. John Joseph Naugle.

Mr. John Joseph Naugle has not provided any testrhonself in this proceeding, whether
by live testimony or affidavit. Therefore, Petiigr’s testimony regarding the alleged statements of
Mr. John Joseph Naugle is hearsay under the Feldalas and this testimony should be stricken
from the record as inadmissible.

d. Alleged Statements by Bill Naugle

Petitioner has also submitted testimony regarditeged statements made by Mr. Bill
Naugle as to additional support for Petitionerginging venture using Del Taco’'s NAUGLES
trademark. Ziebarth Aff.  16; Exhibit J there®etitioner claims in his testimony and in emails
submitted into evidence that Mr. Bill Naugle hasdmatatements to Petitioner via email regarding
his alleged support of Petitioner’s venture inchgdproviding recipes, a website, and Petitioner’'s
intentions in wrestling ownership of Del Taco’s NSUES mark for his profitld.; seealso Exhibit
J. Petitioner again offers these statements &irttih of the matter asserted therein and fotinero
purpose.

Mr. Bill Naugle has not provided any testimony hatisn this proceeding, whether by live
testimony or affidavit. Therefore, Petitioner’stimmony regarding the alleged statements of Mt. Bl
Naugle and the emails submitted as Exhibit J aaeslay under the Federal Rules and his testimony,

as well as Exhibit J, should be stricken from theord as inadmissible.



2. Objections Related to Testimony Regarding Petitions Alleged Conversations with
Mr. O’Dell.

Del Taco objects to testimony by Petitioner regagdiis alleged conversations with Mr.
O’Dell in light of the Board Orders on December 2@12 (Doc. 33) and on August 12, 2013 (Doc.
49). Ziebarth Aff. 1 8. In the December 12, 2@r2er, the Board specifically forbid Petitioner
from exceeding the “information provided duringatigery” in his evidence and argument at trial.
SeeDoc. 33. The Board later held on August 12, 203 Petitioner had failed to properly disclose
Mr. O’Dell’s identity during the discovery periot@dtherefore an estoppel sanction to prevent Mr.
O’Dell from testifying was warrantedSeeDoc 49.

In the Ziebarth Affidavit, Petitioner provides t@sony as to at least five conversations with
Mr. O'Dell as evidence to support not only his géd standing but also the alleged abandonment by
Del Taco of its NAUGLES trademark. Ziebarth Af8JUnder the Board Orders of December 12,
2012 and August 12, 2103, because Petitioner’srtesy regarding Mr. O’Dell is relying on
evidence that has already been found to have Ibegrmoperly withheld from discovery, it should
therefore be stricken from the record as inadmisSib

3. Objections to “Adios to Naugles” Orange County Regiter Newspaper Article (Doc.
55.)

Del Taco objects to Petitioner’s reliance on “AdiosNaugles” Orange County Register
Newspaper Article (Doc. 55.), for the truth of thatters asserted therein. The Board has held that
Internet evidence is admissible only for what ibwh on its facei.e., that the information was
available to the public at the time accessed, anas evidence for truth of the statements made
therein.See Raccioppi v. Apoggee, IrE7,U.S.P.Q.2d 1368, 1371 (T.T.A.B. 199%)¢ als@ MBP

§704.08(b) (“They can be used to demonstrate Wwigatlbcuments show on their face; however,

% In the December 12, 2012 Board Order the Boardas®d that Del Taco provide copies of
its discovery requests and Petitioner’s resporséisase requests if Petitioner’s evidence and
testimony exceeded the scope of his discovery regsoSeeDoc. 33. Del Taco has filed these
documents with the Board under a Notice of ReliaismEDocs. 65-72. Therefore, because these
documents are already of record before the Boasad, Taco will not burden the Board by
reproducing them as an attachment to these objexctio
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documents obtained through the Internet may naskd to demonstrate the truth of what has been
printed”); TMBP § 704.08(c) (“Even if properly madf record, however, such materials are only
probative of what they show on their face, notlh@ truth of the matters contained therein, urdess
competent witness has testified to the truth ohsuatters”).

Here, Petitioner is not using the article to shbat such information was available to the
public as of the date of the publication. Instda&ljs relying on the newspaper article “Adios to
Naugles” for the truth of the matter asserted tingeneamely, that Del Taco has abandoned its
NAUGLES trademarR® Accordingly, the Board should not consider “AdtosNaugles” Orange
County Register Newspaper Article (Doc. 55)asof of Del Taco’s alleged abandonment of its
NAUGLES trademark.

4. Objections to Improper Opinion Testimony by Petitioner.

Del Taco objects to all testimony given by Petiéoregarding his conclusions as to the legal
abandonment of Del Taco’s NAUGLES trademark by Tado and sufficiency as Del Taco’s 2006
renewal of the Registration as improper opiniotiri@sny under Federal Rule of Evidence 701.
Ziebarth Aff. 1 3, 21. Rule 701 provides that V@jnesses may only provide opinions that are

rationally based on their personal perception, faél the jury, anchot based on specialized

knowledge SeeFed. R. Evid. 701tnterwoven, Inc. v. Vertical Computer Sy2013 U.S. Dist.
LEXIS 100790 (N.D. Cal. July 18, 2013).

It is well established that laypersons cannot prerstatutes or give legal opinionSee
e.g., United States v. EI-Mezabt4 F.3d 467, 511 (5th Cir. 2011)nited States v. Ahmed72
F.3d 427, 434 (6th Cir. 200650wden v. BNSF Ry. G®80 F. Supp. 2d 1106, 1117 (E.D. Mo.

2013). Here, Petitioner has offered testimonymigg his analysis and conclusions regarding Del

19 This is in stark contrast to the Twitter accousftered by Del Taco which are not offered
to prove that the public clearly believes NAUGLEStill owned and used by Del Taco, but to
show statements by Petitioner, a party opponedti@show that the impact of his statements are
meant to counteract public sentiment. Ziebarths€exam 88:5-93:15, 95:24-96:8, 101:13-
106:6; Exhibits 5-10 thereto.



Taco’s use of its NAUGLES trademadplased on the law of abandonment and the rules of ¢h

Trademark Office. Ziebarth Aff. §1 3, 21-22. Indeed, Petitionefact states in his Affidavit that

he learned “legally” that “Del Taco had most likalyandoned its use of the NAUGLES markd’

at 1 3. Petitioner further offers specific opinitastimony as to his analysis and conclusions
regarding the legal legitimacy and sufficiency @&l Daco’s renewal of its Registration in 2006.

at 11 21-22. These opinions are lem@hions that require interpretations of statates rules that
are not based on Petitioner’s general personaépéaon.

Therefore, Petitioner’s testimony regarding hisnagms as to the legal sufficiency of Del
Taco’s use and potential abandonment of its NAUGIESK as well as the sufficiency of Del
Taco’s renewal of the Registration in 2006 is ingenday witness testimony and should be stricken
under Rule 701 as inadmissible.

5. Objections to Testimony Regarding Jeff Naugles Badeon Evidence Not Disclosed
in Discovery and in Violation of the Board Order of December 12, 2012.

Del Taco further objects to all testimony by Petigr based on documents and evidence not
disclosed during discovery. As noted previousig Board issued an Order on December 12, 2012
on Del Taco’'s Motion for Sanctions specifically batding Petitioner from exceeding the
“information provided during discovery” in his e@dce and argument at trigheeDoc. 33. The
Board noted that if Petitioner did exceed his bayr2el Taco was to advise the Board of such
actions with its trial brief.

Petitioner has offered testimony regarding allegauversations and interactions with Jeff
Naugles that are based on documents and evideatev#ts never produced to Del TacBee
Ziebarth Aff. 1 9; Ziebarth Cross Exam 28:17-29:1ddeed, Petitioner’'s own affidavit testimony

claims that Mr. Jeff Naugle contacted him via veriticorrespondence through his blog. Ziebarth

1 As noted above, all copies of Del Taco’s discoveruests and Petitioner’s responses to
those requests have been filed with the Board uadéotice of Reliance by Del Taco for the
Board’s review.SeeDocs. 65-72.
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Aff. 9. However, Petitioner produced no suclglgost even though it is still in the possessiah an
control of Petitioner. Ziebarth Cross Exam 28:8712.

Petitioner further admitted on cross-examinaticat the emails attached to the Ziebarth
Affidavit did not constitute all emails allegedlgtwwveen him and Mr. Jeff Naugléd. at 34:6-19,
35:16-37:9, 38:10-23, 39:21-25. Additional emaigsst discussing potential operators and the
transfer of recipes to Petitioner allegedly betweiemand Mr. Jeff Naugleld. Petitioner admitted
that these unproduced emails have not been dedtrayd did in fact discuss his intended
NAUGLES branded venturdd. at 34:5-19.

Del Taco’s discovery requests specifically sougfarmation regarding Petitioner’s intent to
use the NAUGLES mark; sources of sponsorship, fupndr support; communications with third
parties relating to Del Taco; communications witird parties relating to Petitioner's use of
NAUGLES; communications with third parties relatio Petitioner’s intended products under the
NAUGLES mark; communications and documents relatingcipes; all documents relating at all to
Petitioner’s intended use of NAUGLES, and all doeuts relating to the basis for Petitioner’'s
allegations in his cancellation petitioBeeDocument Requests Nos. 5, 10, 22-27, availablees D
65, 67-68, 71-72. Therefore, these emails shoale lbeen produced to Del Taco. Petitioner’'s
reliance on these emails in forming his testimorgy Affidavit therefore exceeds the scope of
information provided during discovery.

Based on the Board Order of December 12, 201 silmony by Petitioner regarding Mr.
Jeff Naugle relying on the documents and evidemtgroduced in discovery should be stricken
from the record as inadmissible.

RESPONSES TO OBJECTIONS RAISED BY PETITIONER

Evidentiary objections to trial evidence must bised in a party’s main brief. TBMP 88

707.03(c) and 801.03. The failure to raise sugeations in the party’s main brief will constituae

waiver of such objectiondd.; see also Productos Lacteos Tocumbo S.A. de CRaleteria La
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Michoacana Inc.98 U.S.P.Q.2d 1921, 1928 (T.T.A.B. 2011) (objetta the basis that the witness
had not been previously disclosed waived wherear@wed in main brief and raised for first time
in rebuttal brief);Kohler Co. v. Baldwin Hardware Corp32 U.S.P.Q.2d 1100, 1104 (T.T.A.B.
2007) (objection raised at trial waived when petigr waited until its reply brief to renew
objections). Here, Petitioner has only objectetht following evidence: 1) cross-examination
testimony of Petitioner regarding his knowledg®efTaco’s use of NAUGLES on clothing, and 2)
the content of Twitter posts made after Petiticiled his intent to use application. All other
objections have therefore been waived and Del Taltaespond to each of these objections in
turn*® See Wet Seal Inc. v. FD Mngmt. Ir&2,U.S.P.Q.2d 1629 (T.T.A.B. 2007).

A. Testimony Elicited During the Cross Examinationof Petitioner Christian

Ziebarth Regarding Del Taco’s Clothing Registrationand Del Taco’s Offer
for Sale of NAUGLES Clothing.

Petitioner objects to the inclusion of all testingdyy Petitioner in his cross-examination
regarding Del Taco’s registration of the NAUGLES rindor clothing goods and Del Taco’s
contention that it is offering for sale NAUGLES time basis that such testimony is allegedly
“outside the scope of direct examination.” Petiéios interpretation of the Federal Rules of
Evidence on this point is disingenuous and inadeura

Federal Rule of Evidence 611(b) states that crgammation “should not go beyond the
subject matteof the direct examination and matters affectirghtness’s credibility.” Federal
Rule Evid. 611(b). The subject matter of thightion is alleged abandonment of the NAUGLES
trademark by Del Taco. In particular, Petitiorestified in numerous places throughout his direct
testimony introduced by affidavit about: 1) Petigo's belief that Del Taco had “most likely

abandoned its use of the NAUGLES mark;” 2) Pet#éitsinvestigation into the use and/or alleged

12Because Petitioner has improperly filed his olijerst as part of his Motion to Strike, in an
abundance of caution Del Taco submitted these nsgsas part of its Opposition to Petitioner’s
Motion to Strike. SeeDoc. No. 90. Del Taco also includes these resmoasepart of this
Appendix A, as is the normal course of responsesutite Trademark Rules and Trademark
Board Manual of Procedure.
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abandonment of the NAUGLES mark by Del Taco; antth&)extent and ways in which Petitioner
intends to use the NAUGLES mark for restaurantisesv See e.gZiebarth Aff. 1 3, 5, 8, 12, 19,

21-22. The scope of cross-examination is meadwyéldesubject matter and the topics covered

under the direct examination rather than specHtulsts introduced during testimony. 45 A.L.R.

Fed. 639. Implicit in Rule 611(b) is thall evidence relevant to theubject matter of direct

examination igvithin the scope of cross-examinatidd.; see also, e.g., United States v. Beechum
582 F.2d 898 (5th Cir. 1978) (stating all evidetiw is relevant to the subject matter of the direc
examination is within the scope of cross-examimgtprovided the evidence is admissible).
Sustaining Petitioner’s objection and allowing atier to exclude highly relevant evidence
because Petitioner did not specifically refereree éxact registration or reference Del Taco’s
ongoing use of its NAUGLES trademark on clothingisaffidavit would inappropriately limit the
cross-examination and cause undue prejudice toTRaeb. Even though Petitioner did not
specifically discuss Del Taco’s clothing registatin his affidavit, the line of questioning regagl
Del Taco’s use of NAUGLES on clothing speaks toghpposed “knowledge” by Petitioner of the
alleged abandonment and the extent of the investigaonducted by Petitioner regarding Del
Taco’s ongoing use of its NAUGLES mark. Counsel el Taco specifically stated during
Petitioner’s cross-examination testimony that is\waportant to explore the knowledge of Petitioner
as to the extent of Del Taco’s use of NAUGLES inmection with various goods and servicBse
Ziebarth Cross Exam 112:7-113:9. If Petitionermidtl want information introduced regarding the
nature of his beliefs, his investigation into Dek®® use of its NAUGLES trademark, and his
beliefs regarding the alleged abandonment of th&dMRES mark by Del Taco, Petitioner should
not have made these subjects part of his diretritesy. Del Taco’s cross-examination in this case
merely further explored subject matter, which wast fintroduced by Petitioner in his direct

testimony.



Essentially, Petitioner’s testimony regarding Delcd’s ongoing use of its NAUGLES
trademark on clothing is highly relevant to thisggeding. Petitioner’s objection is nothing more
than an attempt to exclude relevant and damagindeeee that directly refutes Petitioner’'s
contention that Del Taco has abandoned use ofAtdBLES mark thereby justifying cancellation
of the registration. Del Taco therefore asserds this objection is improper and unfounded and
therefore, should be overruled.

B. All Testimony Elicited During Cross-Examination Concerning the Content of
Twitter Posts Made after Petitioner filed Petitione’s Application.

In an attempt to exclude evidence highly relevanhée continuing goodwill in Del Taco’s
NAUGLES mark, Petitioner objects to the relevantglbtestimony regarding Petitioner’s “Sefior
Naugles” Twitter account and various pages assatiaierewith that were posted or published after
Petitioner filed his intent-to-use application. tiener is correct that, under Federal Rule of
Evidence 401, evidence is relevant if “(a) it hag eendency to make a fact more or less probable
than it would be without the evidence and (b) tet fs of consequence in determining the action.”
Fed. Rule Evid. 611(b). However, what Petitioraisfto recognize is that the Twitter pages
highly relevant to the issue of abandonment. ¢t the Twitter pages illustrate that consumers are
still publicly recognizing the goodwill associatedth Del Taco’s NAUGLES mark, and that the
consuming public (even in 2013—many years afteralleged abandonmergiill associates the
NAUGLES mark with Del Taco. This idirect evidence of the fact that Del Taco hast
abandoned its NAUGLES trademark.

Petitioner’s Twitter pages are highly relevantiis proceeding as they clearly demonstrate
that goodwill in Del Taco’s NAUGLES mark continuéand has continued since long before
Petitioner filed Petitioner's Application) and tigaodwill is directly associated with Del Tacolas t
source. The marketplace perception and recogrbyamonsumers is highly relevant to the ultimate
guestion of whether abandonment has taken pl&ee, e.gDefiance Button Machine, Co. v. C&C
Metal Products Corp225 U.S.P.Q. 797 (2d Cir. 1985)dARTHY ON TRADEMARKS AND UNFAIR
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CoMPETITION 8§ 17:15. Consumer perceptions of Del Taco's NAESLtrademark and its
association with Del Taco are highly probative mstproceeding given the allegations of
abandonment by Petitioner. The evidence is higigvant to demonstrate the continuing goodwill
in the mark held by Del Taco and that consumersy/well mistakenly think that a new use of that
mark by another is a renewed use by the former, ustich is exactly what is happening with
Petitioner’s infringing Twitter account pages. CORRTHY ON TRADEMARKS AND UNFAIR
COMPETITION § 17:15.

Ultimately, there is no prejudice to Petitionerr has Petitioner sufficiently articulated any
such prejudice, which is likely to result from thelusion of the Twitter pages into evidence, excep
for the fact that this evidence tends to help Detd's case. This is not a sufficiently basis upon
which to exclude this evidence. Petitioner shaudtl be permitted to exclude this evidence as
irrelevant simply because it support’s Del Tac@sipon and the Board should overrule Petitioner’s

objection to this evidence.

Dated: September 29, 2014 / April L Besl /
April L. Besl
Joshua A. Lorentz
DINSMORE & SHOHL LLP
255 East Fifth Street
Cincinnati, Ohio 45202
(513) 977-8527-direct
(513) 977-8141-fax
april.besl@dinsmore.com
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Del Taco, LLC

Xi



