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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 3,041,791 for the mark FACEBOOK, Registration No.
3,801,147 for the mark FACEBOOK, Registration No. 3,814,888 for the mark FACEBOOK, and
Registration No. 3,881,770 for the mark FACEBOOK.

EVERCLEAR COMMUNICATIONS, INC., March 31, 2011
Petitioner,

V. Cancellation No. 92053454

FACEBOOK, INC.,

Registrant.

EVERCLEAR COMMUNICATIONS, INC.’S MEMORANDUM IN OPPOSITION TO
FACEBOOK, INC.’S MOTION TO DISMISS UNDER RULE 12(b)(6).

Petitioner Everclear Communications Inc. (“Everclear”), through its undersigned counsel,
requests that Registrant Facebook, Inc.’s (“Facebook™) motion to dismiss the Petition for
Cancellation filed by Everclear under Federal Rules of Civil Procedure Rule 12(b)(6) be denied.
Everclear further requests these cancellation proceedings be consolidated with the co-pending
Opposition Proceeding (No. 91191915) to Everclear’s application to register the mark
TALKBOOK (the “Opposition™).!

I. STATEMENT OF THE FACTS

A. THE PARTIES
Everclear is a small privately owned communications company headquartered in

Winnipeg, Canada. Everclear offers long distance communications services between computers,

! Facebook has agreed to consolidate the Opposition and Cancellation in the event any of the Cancellation claims
survive the present motion. (Everclear Ex. 14).



smartphones and standard telephones via the Internet. These services are offered by Everclear
under the marks GUERRILLATEL and TALKBOOK.

Facebook is a multi-billion dollar company that hosts a social networking website.
Facebook is ultimately a well-funded trademark bully trying to monopolize all use of the terms
“Face” and “Book” as demonstrated by the numerous trademark oppositions and court
proceedings it has filed and the claims it has otherwise asserted.?

B. THE DISPUTE

In January of 2008, Everclear adopted and began to use the TALKBOOK mark for its
communications services. It had previously offered and continues to offer basically the same
services under the GUERRILLATEL mark, but to a different market segment. The
TALKBOOK mark was adopted because it is suggestive of an important aspect of the service,
namely the service allows the user to easily create a virtual phone book on their computer or
smartphone, simply click on a listing in the virtual phone book to initiate a call, and then talk or
otherwise communicate with the party called. In addition to contact information inputted by
customers directly at talkbook.com, directory information from a variety of sources such as on-
line directories and social networking sites may be included in the virtual phone book. In fact,
early on, with Facebook’s knowledge and consent, the TALKBOOK service was advertised and
deployed on Facebook’s social networking site, and contact information entered by users on
Facebook could be shared by the mutual customers of the parties, with their consent, as part of

the virtual phone book directory used by an Everclear customer.

> This type of conduct has been brought under the scrutiny of Congress and is currently the subject of an inquiry by
the USPTO. (USPTO website survey location: http://www.uspto.gov/trademarks/bullies_survey.jsp). Sen. Patrick
Leahy stated on January 28, 2010, “I have become concerned, however, that large corporations are at times abusing
the substantial rights Congress has granted them in their intellectual property to the detriment of small businesses.”
156 Cong. Rec. 8349 (daily ed. Jan. 28, 2010).



On October 22, 2008, Everclear filed U.S. Trademark Application Serial No. 76/693,743
to register the mark TALKBOOK. The U.S. Patent and Trademark Office (“USPTO”) published
the TALKBOOK mark for opposition on March 17, 2009. On April 7, 2009, Facebook filed a
first request for extension of time to oppose. On July 14, 2009, Facebook filed a second request
for extension of time to oppose. On September 14, 2009, Facebook filed a Notice of Opposition,
Trademark Opposition No. 91191915. On November 5, 2009, Facebook filed an Amended
Notice of Opposition. (See TM App. S.N. 76/693,743 and docket for Opposition No.
91191915))

In the Amended Notice of Opposition, Facebook identified three trademark registrations
of the FACEBOOK mark owned by Facebook, namely U.S. Trademark Registration Nos.
3,041,791; 3,122,052 and 3,659,516. (Opposition No. 91191915, Docket No. 6). Facebook also
identified five then-pending applications for registration. (Id.) As grounds for the Opposition,
Facebook alleged: (1) the TALKBOOK mark is confusingly similar to the FACEBOOK mark;
(2) use and registration of the TALKBOOK mark will dilute the FACEBOOK mark; (3)
Everclear had not used the TALKBOOK mark on all the claimed services; and (4) fraud on the
USPTO. All of the material allegations set forth in the third and fourth Counts of the Amended
Notice of Opposition are based “On information and belief...” (Id at 9 44 and 48-50).

On January 8, 2010, Everclear filed an Answer. (Opposition No. 91191915, Docket No.
10). The Answer denies various allegations made by Facebook and asserts certain affirmative
defenses. (Id.) The Answer did not include a counterclaim. At that time, Everclear had no
knowledge of facts sufficient to support a counterclaim for fraud on the USPTO related to any of

Facebook’s then-existing registrations.



C. THE DISCOVERY OF FACEBOOK’S FRAUD

On November 19, 2009, the TTAB entered an amended scheduling order in the
Opposition. (Opposition No. 91191915, Docket Nos. 8-9). Under this order, discovery was set
to open on February 7, 2010 with initial disclosures due on March 9, 2010. (Id.) On March 18,
2010, after Initial Disclosures were exchanged, Everclear served discovery requests in the form
of Admission Requests, Interrogatories and Requests for Production of Documents. (Everclear
Exs.’ 1-3). The document requests, in particular, sought materials related to Facebook’s
origination, selection and development of the FACEBOOK marks (Request No. 3), use of the
FACEBOOK mark (Request Nos. 4-6), use of the FACEBOOK mark by third parties (Request
Nos. 7-8), advertising and promotional documents using the FACEBOOK mark (Request Nos.
16 and 20), the individuals who have ever been associated with the development and marketing
of products and services under the FACEBOOK mark (Request No. 21), documents identifying
the goods and services offered under the FACEBOOK marks and the period of time during
which Facebook offered each such goods or service (Request No. 34), and documents related to
whether Facebook’s use of the mark has been exclusive (Request No. 52), among others.
(Everclear Ex. 3).

On April 22, 2010, Facebook provided written responses and objections to the discovery
requests. (Everclear Exs. 4-6). Facebook did not produce any documents pursuant to any of
Everclear’s document requests November 8, 2010. (Everclear Ex. 7). Facebook identified Mark
Zuckerberg as Facebook’s founder in its written responses to Everclear’s interrogatories.

(Everclear, Ex. 5 at Response to Interrogatory No. 12.)

? Everclear Exhibits are attached to the Declaration of James T. Nikolai in Opposition to Registrant Facebook, Inc.’s
Motion to Dismiss.



In September 2010, counsel for the parties attempted to resolve a number of the then-
existing discovery issues including developing a schedule for taking depositions after documents
had been produced. Counsel indicated a desire to take the deposition of Facebook founder Mark
Zuckerberg, the only person known by Everclear to be currently affiliated with Facebook who
was also involved with the predecessor of Facebook in February of 2004. Facebook registrations
allege first use of the mark and first use of the mark in commerce on February 4, 2004.
(Everclear, Ex. 8).

Facebook objected to producing Mr. Zuckerberg, claiming taking his deposition would be
“an abuse of discovery”, even though Mr. Zuckerberg has personal knowledge of the facts
relevant to the adoption of the FACEBOOK mark and use of the mark in 2004. (Everclear Ex.
9). Facebook, instead, offered to provide, the deposition testimony of Jonathan Ehrlich,
Facebook’s Director of Consumer Marketing. (Id.) According to published reports, Mr. Ehrlich
did not join Facebook until January of 2010. As such, he has no personal knowledge, like Mr.
Zuckerberg does, of the relevant events occurring in February 2004. Finally, according to
published reports, Mr. Ehrlich is no longer employed by Facebook.

In about September of 2010, evidence came to the attention of Everclear suggesting that
statements made by or on behalf of Facebook to the USPTO in connection with its efforts to
register the FACEBOOK mark were untrue. On September 30, 2010, counsel for Everclear sent
to counsel for Facebook a letter describing certain facts uncovered which were inconsistent with
Facebook’s USPTO filings and again requesting Mr. Zuckerberg, among others, be made
available for deposition purposes. (Everclear Ex. 10).

On November 9, 2010, the very day Everclear received the first documents produced by

Facebook, Everclear began a review of the documents produced. Facts supporting a fraud claim



are contained within the documents produced at that time, and more specifically documents
which, until that time, were unavailable to Everclear. These documents demonstrated that
Facebook and the attorneys involved in securing Facebook’s trademark registrations had prior
knowledge of material facts never disclosed to the USPTO and contrary to the representations
they made to the USPTO.*

By way of example and without limitation, the documents produced by Facebook
demonstrated that both it and its attorneys were aware of the rights held by others to use the term
FACEBOOK for identical services before they filed (1) Registrant’s Request for Amendment of
the Mark Under Section 7(e) which resulted in the registered mark of U.S. Trademark
Registration No. 3,041,791 being changed from THEFACEBOOK to FACEBOOK; and (2) the
applications which resulted in the grant of U.S. Trademark Registration Nos. 3,801,147
3,814,888; and 3,881,770.

On November 17, 2010, counsel for the parties had a telephone conference to discuss a
variety of issues. (Nikolai Decl., § 13). During this conference, Everclear’s attorney described
the fraud allegations and asked if Facebook would stipulate to an amendment to the pleadings in
the Opposition. (Id) Facebook’s counsel responded that he would need to see the proposed
amendment first. (Id.)

On November 29, 2010, after the Thanksgiving holiday, counsel for Everclear forwarded
to Facebook’s counsel a draft amended answer in the Opposition which included counterclaims

for fraud. (Everclear Ex. 12). On December 3, 2010, Facebook’s counsel sent an e-mail related

* Given that Facebook marked these documents “confidential” and the protective order in the opposition (Opposition
No. 91191915, Docket No. 17) restricts the use and disclosure of documents so marked, Everclear is not in a
position to produce such documents in connection with this proceeding. Facebook, however, is requested to provide
the TTAB with Production Document Nos. FB-000001 - 06 as an example.



to the proposed amendment to Everclear’s counsel indicating Facebook would “not consent to its
filing”. (Everclear Ex. 13).

Worthy of note is the following statement made by Facebook’s counsel in the December

3, 2010 e-mail:

Everclear’s two proposed counterclaims for fraud also fail to

satisfy the pleading requirements for alleging fraud on the PTO.

Nearly all of the factual allegations are stated “on information and

belief” and such allegations cannot satisfy the Rule 9 requirements

for pleading fraud. Asian and Western Classics v. Selkow, 92

U.S.P.Q.2d 1478 (T.T.A.B. 2009) (allegations “on information and

belief” insufficient to satisfy fraud pleading standards under Bose).

Absent specific verifiable factual allegations sufficient to meet its

burden under Rule 9, Everclear’s proposed amendment would be

futile and subject to a motion to dismiss, strike or for judgment on

the pleadings.
(Id.) This position is, of course, entirely inconsistent with the position Facebook took when it
filed its own Amended Notice of Opposition and based its allegations “on information and
belief”. (Opposition No. 91191915, Docket No. 6, 944, 48-50).

On December 17, 2010, still trying to secure Facebook’s consent to an amendment to the
pleadings in the Opposition, Everclear sent another draft Amended Answer to the Notice of
Opposition to Facebook’s counsel. (Everclear Ex. 14). When Facebook did not consent, the
present cancellation proceeding was initiated seeking cancellation of Facebook’s registration.

The cancellation proceeding was filed, in lieu of a motion to amend the pleadings in the
Opposition, for several reasons. First, the cancellation petition references four registrations
owned by Facebook. Only one of these was pleaded in the Opposition. The other three did not
mature into registrations until either June 8, 2010 or July 6, 2010. Second, the other registration,

Registration No. 3,041,791, which is the subject of the cancellation proceeding, was granted on

January 10, 2006. Thus, the five-year period established by 15 USC § 1064(1) for filing a



petition to cancel was due to expire for U.S. Trademark Registration No. 3,041,791 on January
10, 2011. Briefing and obtaining a decision on a contested motion to amend the pleadings in the
Opposition could not be completed by that date. Third, proceeding in this fashion was consistent
with 37 CFR § 2.106(b)(2). The facts were not known at the time the answer in the opposition
was filed. This rule permits an attack on the validity of a registration to be presented either as a
counterclaim or as a separate petition for cancellation.
II. ARGUMENT

In order to withstand a motion to dismiss for failure to state a claim upon which relief can
be granted, a pleading only need allege such facts as would, if proved, establish that (1)
petitioner has standing to maintain the proceeding and (2) a valid ground exists for cancelling a
registration. Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007). The
“valid ground” for cancellation of the registration must be a statutory ground which negates the
registrant’s right to maintain the subject registration. Petroleos Mexicanos v. Intermix S.A., 97
USPQ2d 1403, 2010 WL 5574284 (TTAB 2010). Fraud is a valid ground for cancellation of a
registration. 15 USC § 1064(3).

A. THE PETITION IS NOT BARRED BY THE COMPULSORY
COUNTERCLAIM RULE.

A party attacking the validity of a pleaded registration may do so by counterclaim, or by

separate petition. Trademark Rule 2.106(b)(2)(ii). (Emphasis added). Any such attack must be

brought either (1) as part of the original answer; or (2) promptly after the grounds are learned.
Turbo Sportswear, Inc. v. Marmot Mountain Ltd., 77 USPQ2d 1152, 2005 WL 3316576*2
(TTAB 2005).

1. Counts II and III

Facebook does not assert Counts II and III of Everclear’s Petition for Cancellation are



“compulsory counterclaims” and they certainly are not because those Counts relate to
registration granted after the answer to the Notice of Opposition was filed. In fact, Facebook has
never sought to amend the pleadings in the opposition to include the three registrations which are
the subject of Counts II and III of the Petition for Cancellation even though it listed the
applications which resulted in the grant of those registrations in its Amended Notice of
Opposition.

The TTAB’s compulsory counterclaim rules do not apply to registrations not pleaded in
the opposition. M. Aron Corp. v. Remington Products, Inc., 222 USPQ2d 93 (TTAB 1984)
(“[A]n opposer may not, by failing to plead a registration upon which he intends to rely, deprive
an applicant of his right to petition to cancel the registration, either by counterclaim or by
separate petition, at such time as the oppose sees to rely upon the registration.”)

2. Count I

As in M. Aron Corp., Everclear is not a mere intermeddler but rather has a real interest in
cancelling the registration which is the registration identified in Count I, whether Everclear seeks
to do so by way of counterclaim in the opposition, or as allowed by Rule 2.106(b)(2)(ii), by way
of a separate petition for cancellation. /d. Nor can it be said the petition was untimely filed,
given when and how Everclear learned of the facts supporting and set forth in Count I. Further,
Facebook has not even suggested that any unfair surprise or prejudice has occurred.

Facebook’s fraud on the USPTO did not fully come to light until November 2010 and
Everclear immediately acted to assert the claim. Specifically, Everclear learned through
discovery and its own independent investigation that:

° Facebook had not offered classified or online chat rooms for registered

users of transmission of messages on or before February 4, 2004. (See



Petition for Cancellation at 9 3).

o Facebook had not offered its services in interstate commerce on the date
claimed because it then only offered these to students at Harvard
University. (See Petition for Cancellation at § 4).

° Facebook originally adopted the mark THEFACEBOOK to distinguish its
services from similar goods and services offered by Harvard University
and other colleges and universities who used the term “facebook” in
connection with a student directory including photographs of each student.
(See Petition for Cancellation at § 6).

e Facebook knew that other colleges and universities published a
“facebook” (i.e., student directory with photographs) for their students in
print and online when Facebook filed papers to amend Registration No.
3,041,791 and filed applications to secure Registration Nos. 3,801,147;
3,814,888; and 3,881,770 all for the mark FACEBOOK. (See Petition for
Cancellation at 9 7).

° Facebook knew and withheld information material to its request to amend
the mark from THEFACEBOOK to FACEBOOK. (See Petition for
Cancellation at § 11).

Facebook controlled the information and documents related to many of these facts and did not
produce any documents until November 8, 2010.

Second, Everclear acted promptly to bring its petition for cancellation. Whether delay is
undue should take into account the actions of the other parties and the possibility of any resulting

prejudice. Baker v. D.C. Pub. Schs., 720 F.Supp.2d 77, 83 (D.D.C. 2010). Facebook produced

10



over 9,000 pages of documents on November 8, 2010, and Everclear immediately began going
through these 9,000 pages. Prior to filing the cancellation, Everclear twice drafted proposed
amended counterclaims in the Opposition proceeding, and provided these to Facebook, seeking
Facebook’s consent to file the Amended Answer and Counterclaim. Everclear did so on
November 29, 2010 and December 17, 2010.

Only after Facebook refused twice to consent to the filing of an Amended Answer and
Counterclaim and because the period of petitioning to cancel Registration No. 3,041,791 was set
to run out on January 10, 2011, did Everclear file the present petition for cancellation. Everclear
wanted to ensure that the petition was filed on a timely basis as required by statute. A contested
motion to amend the pleadings in the opposition could not be fully briefed by both parties in time
for Everclear’s motion to be heard and decided by January 10, 2011.

Based on the facts in this case, only one conclusion can be reached -- Everclear acted
promptly after the grounds for cancelling Registration No. 3,041,791 were learned. Any delay
was caused by Facebook, not Everclear.

B. EVERCLEAR’S PETITION MEETS THE PLEADING REQUIREMENTS
OF RULE 9(b)

Fraud in procuring a trademark registration occurs when an applicant knowingly makes
false, material representations of fact in connection with the trademark application. /n re Bose
Corp., 580 F.3d 1240, 1245 (Fed. Cir. 2009). The test is whether applicant “knew or should
have known” that the challenged statements in the application were false. Torres v. Cantine
Torresella S.r.l., 808 F.2d 46, 48, 1 USPQ2d 1483, 1485 (Fed. Cir. 1986); and Mister Leonard
Inc. v. Jacques Leonard Couture Inc., 23 USPQ2d 1064, 1065 (TTAB 1992). “Materiality” of
any false application statement is determined in the context of whether the false statement is

critical to the Trademark Examining Attorney’s decision to approve a mark for

11



publication. Standard Knitting, Ltd. v. Toyota Jidosha Kabushiki Kaisha, 77 USPQ2d 1917,
1926 (TTAB 2006).

Fed. R. Civ. P. 9(b) provides that “in all averments of fraud or mistake, the circumstances
constituting fraud or mistake shall be stated with particularity.” The Board has interpreted Rule
9(b) as requiring that the “pleader must state the time, place and content of the false
representation, the fact misrepresented and what was obtained or given up as a consequence of
the fraud.” Mitek Corp. v. Woods Industries Inc., 41 USPQ2D 1307 (TTAB 1996) (quoting . R.
Grace & Co. v. Arizona Feeds, 195 USPQ 670, 672 (Comm’r Pat. & Trademarks 1977)).

1. Count I

Count I of the Petition for Cancellation identifies specific statements set forth in the
original application resulting in Registration No. 3,041,791 which were false. (Petition, 99 1-4).
More specifically, Paragraph 1 quotes the recitation of services set forth in the original
specification as well as the claimed date of first use and the claimed date of first use in
commerce. Paragraph 3 asserts Facebook did not use the mark at all in connection with certain
of the services listed which are specified in Paragraph 3. Paragraph 4 asserts Facebook “never
provided any of the services listed in its application on or before February 4, 2004 in commerce.”
(Emphasis in the original). Paragraph 11 makes clear the registration was obtained as a
consequence of the fraud, namely Registration No. 3,041,791. These allegations are sufficient to
meet the Mitek standard.

Likewise, Paragraphs 5-11 recite facts related to the amendment filed in July of 2006 to
amend the mark from THEFACEBOOK to FACEBOOK. These paragraphs identify, and in fact
quote, assertions made by Facebook in the papers seeking the amendment which were false,

identify facts demonstrating the statements to be false and also specifically assert, “Facebook

12



also withheld information material to its request to amend the mark from THEFACEBOOK to
FACEBOOK?”. Paragraph 11 also identifies what was obtained by the fraud, namely the
amendment to the registration. Again, these pleadings meet the Mitek standard. Facebook’s
statements related to the date it used the mark in commerce and its statements related to the
services with which it used the mark on that date were material. A material misrepresentation is
one that, but for the misrepresentation, the registration would not have issued. See First
International Services Corp. v. Chuckles Inc., 5 USPQ2d 1628 (TTAB 1988) (“We find that
applicant committed fraud in its statement regarding the use of the mark on goods for which it
only intended to use the mark. There is no question that this statement was material to the
approval of the application by the Examining Attorney™); see also Standard Knitting, Ltd. v.
Toyota Jidosha Kabushiki Kaisha, 77 USPQ2d 1917, 1927 (TTAB 2006) (applicant’s
counterclaim petition to cancel granted because of fraud by opposer in procuring its pleaded
registrations, specifically, fraud found because of misrepresentations regarding extent of use of
the marks on the goods identified in the applications which resulted in issuance of opposer’s
pleaded registrations).

Likewise, Facebook’s misrepresentations and failure to disclose information in
connection with its petition to amend the registration were material. When the USPTO
determined that Facebook’s use of the article “THE” before “FACEBOOK” was immaterial, it
did not have all the facts. Specifically, Facebook did not tell the USPTO that the word “the” was
included as part of the mark to distinguish the mark from other contemporaneous uses of
FACEBOOK without the word “THE”. The USPTO could not have determined that the word
“THE” was how Facebook distinguished its services and goods from third party facebooks,

because it did not have all the information. Specifically, the USPTO did not have information

13



related to third-party facebooks offered by other colleges and universities which offered the same
services under the same name as Facebook. Facebook originally adopted THEFACEBOOK to
distinguish its services from those of colleges and universities with their own facebooks, and
from the facebook offered by Harvard University. This makes the reasons behind the alteration
material.

2. Counts II and III

Counts IT and IIT likewise meet the Mirek standard. Again both Counts II and III identify
the documents in which false representation were made and quote the statements in question.
Both Counts explain why the statements were false. Both Counts also explain what was obtained
as a consequence of the false representations, namely Registration Nos. 3,801,147; 3,814,888
and 3,881,770. This is all that is required to meet the Mitek standard.

The misrepresentations made by Facebook forming the basis for Counts II and I1I were
material. As a result of these misrepresentations, Facebook (1) secured three registrations for a
mark it never used on or before the date it claimed; (2) secured three registrations on an identical
mark that others were using and had the right to use in connection with related services; and (3)
secured three registrations covering services it never offered in commerce on or before the date it
claimed.

(a) FACEBOOK v. THEFACEBOOK

The three registrations giving rise to Counts II and III are for the mark FACEBOOK.
Two of the three claim a first use of FACEBOOK in February of 2004. The other asserts a first
use of FACEBOOK on February 4, 2004. Yet Facebook originally used THEFACEBOOK as a

mark and did not adopt FACEBOOK as a mark until later.
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37 CFR 2.32 sets forth the requirements for a complete application. These requirements
include a drawing meeting the requirements of 37 CFR 2.51. Further, 37 CFR 2.51 sets forth the
requirements for the drawing to be included in the application. The “drawing of the mark must
be a substantially exact representation of the mark as used (or as intended to be used) on or in
connection with the goods and/or services”. 37 CFR 2.88 sets forth the requirements for the
filing and contents of the statement of use. The statement of use must state “(ii) The mark is in
use in commerce, specifying the date of the applicant’s first use of the mark and first use of the
mark in commerce on or in connection with the goods or services identified in the notice of
allowance...” The mark referred to is not any mark, but rather the mark for which registration is
sought and shown in the drawings. Thus, a misrepresentation about the mark actually used is
material.

(b) Use of FACEBOOK by Others

An application for registration also must include a verified statement which alleges, “No
other person has the right to use the mark in commerce, either in the identical form or in such
near resemblance as to be likely, when applied to the goods or services of the other person, to
cause confusion or mistake or to deceive.”

A plaintiff claiming that the declaration or oath in a defendant’s application for
registration was executed fraudulently, in that there was another use of the same or a confusingly
similar mark at the time the oath was signed, must allege particular facts which, if proven, would
establish that:

(1) there was in fact another use of the same or a confusingly
similar mark at the time the oath was signed; (2) the other user had
legal rights superior to applicant’s; (3) applicant knew that the
other user had rights in the mark superior to applicant’s, and either

believed that a likelihood of confusion would result from
applicant’s use of its mark or had no reasonable basis for believing

15



otherwise; and that (4) applicant, in failing to disclose these facts
to the U.S. Patent and Trademark Office, intended to procure a
registration to which it was not entitled.

Intellimedia Sports Inc. v. Intellimedia Corp., 43 USPQ2d 1203, 1205 (TTAB 1997).

Everclear’s pleading meets this standard.

i There was third party use of a confusingly similar mark
at the time the oath was signed.

The Petition for Cancellation alleges that there were third party uses by Harvard
University and other colleges and universities of the mark FACEBOOK. (See Petition for
Cancellation at § 6). A number of third party educational directories referred to their directories
as “facebook™ to identify students in a social network. (Id.) Furthermore, many of these
facebooks were used online. (Id. at §7).

ii. Others have legal rights superior to Facebook’s.

Courts look to various factors when determining which party has the superior right of

ownership including:
1. Which party invented or created the mark;
2. Which party first affixed the mark to the goods;

Which party’s name appeared on packaging and promotional materials in
conjunction with the mark;

LI

4. Which party exercised control over the nature and quality of the goods on
which the mark appeared;

5. To which party did customers look as standing behind the goods (e.g., which
party received complaints for defects and made appropriate replacement or
refund; and,

6. Which party paid for advertising and promotion of the trademark product.

2 McCarthy On Trademarks and Unfair Competition §16:48 (4th ed. 2006). The Petition for

Cancellation shows that Harvard University and other colleges and universities created the mark

16



FACEBOOK and affixed the mark to their student directories. Harvard University’s name
appeared in conjunction with the mark, and Harvard University otherwise used the mark.
(Petition for Cancellation at Y 6-7).

iil, Facebook was aware of others’ superior third party use of
the mark and had no reason to believe there would be no
likelihood of confusion.

Just as others such as Harvard University had superior rights in the mark FACEBOOK,
Facebook was aware of those uses, which is why it originally adopted the mark
THEFACEBOOK.’ (Petition for Cancellation at 96). Facebook did not tell the USPTO about
others’ superior uses of the FACEBOOK mark. (Id. at §9 9-10). Furthermore, Harvard
University’s and others’ use of the mark FACEBOOK was for the same goods and services. (Id.
at § 22). Moreover, Harvard University and others continue to use the FACEBOOK mark for
their directories to this day. (Id. at §922 and 36). Furthermore, Everclear is in possession of
evidence produced by Facebook that Facebook knew of the rights of third parties to use
FACEBOOK . Facebook and its counsel were aware of such third party uses before the
November 7, 2006 filing date of the application resulting in the grant of Registration Nos.
3,801,147 and 3,814,888 and the June 29, 2006 filing date of the application resulting in the
grant of Registration No. 3,881,770. Because the prior uses were (a) for a mark the same in
sound, appearance, and connotation; and (b) for virtually the same goods and services, there is no

reason for Facebook not to believe that its use would not cause confusion with the facebooks

used by Harvard University and other schools.

* The Board can take judicial notice that Facebook’s founder, Mark Zuckerberg, attended Harvard University when
he created the Facebook website.
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iv. Facebook intended to procure a registration to which it
was not entitled.

A pleading of fraud on the USPTO must also include an allegation of intent. In re Bose,
91 USPQ2d at 1939-40. Although Rule 9(b) allows that intent may be alleged generally,
the pleadings must allege sufficient underlying facts from which a court may reasonably infer
that a party acted with the requisite state of mind. Exergen Corp. v. Wal-Mart Stores, Inc., 575
F.3d 1312, 1327, n.4 (Fed. Cir. 2009). “[I]n order to state a claim upon which relief can be
granted on the ground of fraud, it must be asserted that the false statements complained of were
made willfully in bad faith with the intent to obtain that to which the party making the statements
would not otherwise have been entitled.” Crown Wallcovering Corp. v. Wall Paper Mfis. Ltd.,
188 USPQ 141, 144 (TTAB 1975).

Facebook had the intent to procure registration of its mark by filing and prosecuting its
applications which resulted in the grant of the three registrations forming the subject matter of
not just Counts II and III, but all the Counts. (Petition for Cancellation at § 1). Facebook’s
failure to inform the USPTO constitutes a willful false claim with the intent to induce authorized
agents of the USPTO to grant the registrations. (Id at §11).

(c) Falsely Identified Services It Used in Commerce

Count II asserts Facebook did not use the mark (FACEBOOK or THEFACEBOOK) on
certain of the services listed as of the date identified in its statement of use. Count III asserts
Facebook did not use the mark (FACEBOOK or THEFACEBOOK) on any of the goods listed as
of the date specified in the statement of use. Fraud exists in either case.

Fraud may exist where no use of the mark was made on some of the goods or services
recited in a use-based application as of the filing date of the application, Maids to Order of Ohio

Inc. v. Maid-to-Order Inc., 78 USPQ2d 1899, 1905 (TTAB 2006), or an intent-to-use application
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as of the filing date of the statement of use. Medinol Ltd. v. Neuro Vasx, Inc., 67 USPQ2d 1205,
1209 (TTAB 2003). The law is clear that an applicant may not claim a Section 1(a) filing basis
unless the mark was in use in commerce on or in connection with all of the services covered by
the Section 1(a) basis of the application filing date. Hurley Int’l. LLC v. Paul and Joanne Volta,
82 USPQ2d 1339, (TTAB 2007). Use sufficient to support registration for a service mark occurs
“when it is used or displayed in the sale or advertising of services and the services are rendered
in commerce, or the services are rendered in more than one State or in the United States and a
foreign country and the person rendering the services is engaged in commerce in connection with
the services.” 15 U.S.C. § 1127. Commerce is defined as “all commerce which may lawfully be
regulated by Congress.” Id.
In Intermed Communications v. Chaney, 197 USPQ 501, 508 (TTAB 1977), the Board

discussed what constitutes use of a service mark in commerce:

Although the definition of use of a service mark in Section 45 is

less concrete than the definition ofuse of a trademark, it is

nonetheless clear that, at the very least, there must be an open and

notorious public offering of the services to those for whom the

services are intended. See Computer Food Stores Inc. v. Corner

Store Franchises, Inc. 176 USPQ 535 (TTAB 1973); Travelers

Petroleum, Inc. v. Selfway, Inc., 195 USPQ 578 (TTAB 1977). In

addition, mere publicity about services to be rendered in the future

does not lay a foundation for an application. The statute absolutely

requires not only the display of the mark in the sale or advertising

of the services, but also the rendition of those services in order to

constitute use of the service mark in commerce.
It is not sufficient that Facebook merely had a website that offered some of the services listed in
the statement of use, or even that it advertised and promoted services under the FACEBOOK

mark. As the Board held in The Greyhound Corporation, et al. v. Armour Life Insurance

Company, 214 USPQ 473, 474 (TTAB 1982):
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With respect to applicant’s use of the mark, it is well settled that
advertising of a service, without performance of a service, will not
support registration. For example, the announcement of a future
service does not constitute use as a service. The use in advertising
which creates a right in a service mark must be advertising which
relates to an existing service which has already been offered to the
public. [citation omitted]

(Emphasis added.). Facebook never provided any of the services listed in its application in
commerce on or before February 4, 2004, as Facebook asserted to secure Registration No.
3,881,770 (Petition for Cancellation §11). This allegation does not challenge the extent of the
use, but rather that there was no use in commerce. Only commerce that can be lawfully
regulated by the federal government under the Commerce Clause of the constitution is a “use in
commerce.” See TMEP § 901.03.

Moreover, the mark was not used at all on some of the claimed goods and services
identified in Registration No. 3,801,147 before the end of February 2004. If more than one item
of goods or services are specified in a particular class the date information does not have to relate
to all the items listed, but the application should designate the items to which the dates do
pertain. See TMEP 903.08 and 37 CFR 2.34(a)(1)(v). Facebook did not designate the items to
which its alleged date of first use pertained, leaving the Patent Examiner and the public to
erroneously conclude that the mark was used in connection with all the services specified in
February 2004.

Based on this pleading, Everclear alleges with particularity that Facebook knowingly,
with the intent to deceive the USPTO, made a material misrepresentation that it was using its
mark in commerce in the United States on the identified goods and services as of the time it filed
its statement of use, when no such use had been made. In view thereof, Everclear has sufficiently

set forth a claim of fraud. See Pefroleos Mexicanos, 2010 WL 5574284 at *5.
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C. EVERCLEAR HAS NOT MISCONSTRUED PROSECUTION PRACTICE

Facebook’s concluding arguments are ipsi dixit or ad hominem arguments attempting to
excuse Facebook’s utter failure to deal with the USPTO with candor. Facebook withheld
material information and made material misrepresentations related to the mark it was using and
when, and with respect to the rights of others. There are reasons why the applicable rules require
certain information to be provided and for that information to be verified. There is no question
that the rules are predicated on the materiality of the information to be provided.

More particularly, Count II is premised on three failures of Facebook: (a) Facebook’s
failure to notify the USPTO that the date of first use Facebook alleged did not apply to all the
services and designate the services to which the date did apply (see 9 15-20) as required by
TMEP § 903.08 and 37 CFR 2.34(a)(1)(v), see also 37 CFR 2.88(c) and 37 CFR 2.76(c); (b)
Facebook’s failure to use the mark FACEBOOK in connection with any of the services on the
date identified (see § 21); and (c) Facebook’s failure to advise the USPTO of the rights of others
to use the term FACEBOOK in connection with related goods and services (see § 22). Thus,
Count II pleads at least three separate and independent grounds for finding Facebook
fraudulently procured the registrations.

D. FACEBOOK’S MOTION SHOULD BE STRICKEN AS PREMATURE

Fed. Rule Civ. Pro. 12(d) provides:

(d) Result of Presenting Matters Outside the Pleadings.

If, on a motion under Rule 12(b)(6)or 12(c), matters outside the
pleadings are presented to and not excluded by the court, the
motion must be treated as one for summary judgment under Rule
56. All parties must be given a reasonable opportunity to present
all the material that is pertinent to the motion.

Facebook has presented matters outside the pleadings, namely the Declaration of Jeffrey T.

Norberg in Support of Registrant Facebook Inc.’s Motion to Dismiss and the exhibits thereto.
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Facebook’s Motion to Dismiss also relies on other matters outside the pleading, namely, the
record of Opposition No. 91191915. Its Motion should therefore be treated as a motion for
summary judgment. Visa International Service Association v. CKC Holding, Inc., 2005 TTAB
LEXIS 415 (Opposition No. 91164506, Cancellation No. 92044540) (September 7, 2005).
37 CFR 2.127 provides, in part:

(e)(1) A party may not file a motion for summary judgment until

the party has made its initial disclosures, except for a motion

asserting claim or issue preclusion or lack of jurisdiction by the

Trademark Trial and Appeal Board.
Facebook’s motion is not based on either issue preclusion, claim preclusion or lack of
jurisdiction by the Trademark Trial and Appeal Board. None of these terms appears in
Facebook’s motion papers. Instead, Facebook asserts Count I should have been brought as a
counterclaim. Of course, it makes more sense to simply consolidate the proceedings as Everclear
has requested. With respect to the remaining Counts, Facebook’s motion attacks the adequacy of
the pleadings and, more precisely, the factual basis for those pleadings rather than asserting
claim preclusion, issue preclusion or lack of jurisdiction. Thus, the motion can only be
entertained under the applicable rules after an initial disclosure is made by Facebook.

For these reasons, Facebook’s motion is untimely, should be denied, and this cancellation

proceeding should be consolidated with the co-pending Opposition proceedings. Facebook
should also be ordered to provide at least an answer and an initial disclosure related to the fraud

allegations made against Facebook.

II. CONCLUSION

In the matter before the TTAB, it is submitted that Everclear’s alleged facts are not far-
fetched and the likelihood that Facebook acted unlawfully is neither impossible nor implausible.

Facebook’s conduct, on its face, makes it entirely plausible that a fraud was committed upon the
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USPTO. For the aforementioned reasons, Everclear requests that (i) the motion to dismiss the

Petition for Cancellation filed by Everclear on the grounds that it fails to state a claim upon

which relief may be grant under Federal Rules of Civil Procedure Rule 12(b)(6) be denied, and

(ii) the Petition be consolidated with the Opposition in the interest of judicial economy. See

See’s Candy Shop, Inc. v. Campbell Soup Co., 12 USPQ2d 1395 (TTAB 1989).

Alternatively, in the event that the Board finds that Everclear’s Petition for Cancellation

fails to state a claim upon which relief can be granted, Everclear respectfully asks that the Board

grant Everclear leave to file an Amended Petition for Cancellation. See TBMP 503.03.

Date: M[ﬂ/\[‘/@\ 5(

, 2011

Respectfully submitted,
NIKOLAI & MERSEREAU, P.A.

~ fndealen

Jarhes T. Nikolai

Attorpey for Petitioner, Everclear
900-8econd Avenue So.

Suite 820

Minneapolis, MN 55402

(Phone: 612) 339-7461

Fax: (612) 349-6556
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 3,041,791 for the mark FACEBOOK, Registration No.
3,801,147 for the mark FACEBOOK, Registration No. 3,814,888 for the mark FACEBOOK, and
Registration No. 3,881,770 for the mark FACEBOOK.

EVERCLEAR COMMUNICATIONS, INC., March 31, 2011
Petitioner,

V. Cancellation No. 92053454

FACEBOOK, INC.,

Registrant.

DECLARATION OF JAMES T. NIKOLAI IN OPPOSITION TO REGISTRANT
FACEBOOK, INC.’S MOTION TO DISMISS

I, James T. Nikolai, hereby declare as follows:

1. I, James T. Nikolai, am a partner at the law firm of Nikolai & Mersereau, P.A.
representing Everclear Communications, Inc. (“Everclear”). I have personal knowledge of the
matters set forth herein, and as to those matters to which I do not have such knowledge, I have
made diligent inquiry to determine the accuracy of the statements set forth herein. I make this
Declaration freely and of my own will, and could and would testify competently thereto if called
as a witness in any proceeding.

2. Attached as Everclear Exhibit 1 to this Declaration is a true and accurate copy of
Applicant Everclear Communications, Inc.’s First Set of Requests for Admissions to Opposer
Facebook, Inc. in Trademark Opposition No. 91191915 dated March 18, 2010.

3. Attached as Everclear Exhibit 2 to this Declaration is a true and accurate copy of

Applicant Everclear Communications, Inc.’s First Set of Interrogatories to Opposer Facebook,

Inc. in Trademark Opposition No. 91191915 dated March 18, 2010.



4. Attached as Everclear Exhibit 3 to this Declaration is a true and accurate copy of
Applicant Everclear Communications, Inc.’s First Set of Request for Production of Documents
and Things to Opposer Facebook, Inc. in Trademark Opposition No. 91191915 dated March 18,
2010.

5. Attached as Everclear Exhibit 4 to this Declaration is a true and accurate copy of
Opposer Facebook, Inc.’s Responses to Applicant Everclear Communications, Inc.’s First Set of
Requests for Admission in Trademark Opposition No. 91191915 dated April 22, 2010.

6. Attached as Everclear Exhibit 5 to this Declaration is a true and accurate copy of
Opposer Facebook, Inc.’s Responses to Applicant Everclear Communications, Inc.’s First Set of
Interrogatories in Trademark Opposition No. 91191915 dated April 22, 2010.

7. Attached as Everclear Exhibit 6 to this Declaration is a true and accurate copy of
Opposer Facebook, Inc.’s Response to Applicant Everclear Communications, Inc.’s First Set of
Requests for Production of Documents and Things in Trademark Opposition No. 91191915
dated April 22, 2010.

8. Attached as Everclear Exhibit 7 to this Declaration is a true and accurate copy of
a letter from counsel for Facebook, Inc. (“Facebook™) to counsel for Everclear dated November
8, 2010 enclosing Facebook documents Bates labeled FB-000001—FB-009532.

9. Attached as Everclear Exhibit 8 to this Declaration is a true and accurate copy of
U.S. Trademark Registration No. 3,041,791.

10.  Attached as Everclear Exhibit 9 to this Declaration is a letter from counsel for
Facebook to counsel for Everclear dated September 14, 2010.

11.  Attached as Everclear Exhibit 10 to this Declaration is a true and accurate copy of

a letter I sent to counsel for Facebook dated September 30, 2010.



12. Attached as Everclear Exhibit 11 to this Declaration is a true and accurate copy of
Facebook’s Request for Amendment of the Mark Under Section 7(e), U.S. Trademark
Registration No. 3,041,791 filed on July 11, 2006.

13. On or about November 17, 2010, I was involved in a telephone conference with
counsel for Facebook to discuss a variety of issues related to Trademark Opposition No.
91191915. During this teleconference, I described a number of reasons Everclear believed that
U.S. Trademark Registration No. 3,041,791 was procured through fraud. I asked Facebook’s
counsel if Facebook would stipulate to an amendment to the pleadings in the opposition.
Facebook’s counsel responded that he would need to see a copy of the proposed amendment
before providing such a stipulation.

14.  Attached as Everclear Exhibit 12 to this Declaration is a true and accurate copy of
an e-mail I sent to Facebook’s counsel dated November 29, 2010 providing a draft of the
proposed Amended Answer and Counterclaim for filing in Trademark Opposition No. 91191915.

15.  Attached as Everclear Exhibit 13 to this Declaration is a true and accurate copy of
an e-mail from counsel for Facebook to me dated December 3, 2010.

16.  Attached as Everclear Exhibit 14 to this Declaration is a true and accurate copy of
an email I sent to Facebook’s counsel dated December 17, 2010 attaching a revised draft of the
proposed Amended Answer and Counterclaim in Trademark Opposition No. 91191915.

17.  Attached as Everclear Exhibit 15 to this Declaration is a true and accurate copy of
an email sent to me by Facebook’s counsel on February 8, 2011.

I declare under penalty of perjury that the foregoing statements are true and correct.

Executed in Minneapolis, Minnesota this 31* date oi\March, 2011. =

@nes T. Nikolai
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAI BOARD

In the matter of application Serial No. 76/693,743. Published
in the Official Gazette on March 17, 2009.

Facebook, Inc., March 18, 2010
Opposer,
V. Opposition No. 91191915
Everclear Communications Inc.,
Applicant.

APPLICANT EVERCLEAR COMMUNICATION INC.'S FIRST SET OF REQUESTS
FOR ADMISSIONS TO OPPOSER FACEBOOK, INC.

Pursuant to Federal Rules of Civil 36(a) and Rule 2.210 of
the Trademark Rules of Practice (37 CFR 2.120), Everclear
Communications Inc., (“Applicant”) submits the following
requests for admissions to Facebook, Inc. ("Opposer"). Pursuant
to Federal Rules of Civil Procedure 36(a), the truth of these
statements will be deemed admitted unless, within thirty (30)
days after service of this Request, or within such other time as
the TTAB may require, you have served written answers or
objections upon the undersigned as provided in that Rule.

DEFINITIONS
As used herein, "Everclear" means Everclear Communications

Inc. and its operating subsidiary GuerrillaTel Inc.

Everclear Comm., Inc. v. Facebook, Inc.
Cancellation No. 92053454

Everclear Ex. 1



REQUESTS FOR ADMISSION

Admission Request No. 1: Admit Everclear offers
communication services via the Internet under the TALKBOOK mark.

Admission Request No. 2: Admit Everclear has offered
communication services via the Internet since at least as early
as January 31, 2008 under the TALKBOOK mark.

Admission Request No. 3: Admit Everclear offers under the
TALKBOOK mark communication services via the Internet which
include the transmission of audio information.

Admission Request No. 4: Admit Everclear has offered under
the TALKBOOK mark communication services via the Internet which
include the transmission of audio information since at least as

early as January 31, 2008.

Admission Request No. 5: Admit since at least as early as
January 31, 2008 the communication services offered by Everclear
under the TALKBOOK mark included transmission of content heard
by the user through a speaker of a telephone.

Admission Request No. 6: Admit Everclear offers under the
TALKBOOK mark communication services via the Internet which
include transmission of video information via the Internet.

Admission Request No. 7: Admit Everclear has offered
communication services via the Internet which include
transmission of video information since at least as early as

January 31, 2008.



Admission Request No. 8: Admit since as early as January
31, 2008 the communication gervices offered by Everclear under
the TALKBOOK mark via the Internet included transmission of
content displayed on a video display of a computer or
smartphone.

Admission Request No. 9: Admit Everclear offers under the
TALKBOOK mark services via the Internet which include
transmission of data.

Admission Request No. 10: Admit Everclear has offered under
the TALKBOOK mark communication services via the Internet which
include transmission of data since at least as early as January

31, 2008.

Admission Request No. 11: Admit since as early as January
31, 2008 the communication services offered by Everclear under
the TALKBOOK mark via the Internet included the transmission of
data heard by a user through a speaker or seen by a user on a
video display.

Admission Request No. 12: Admit Everclear offers under the
TALKBOOK mark communication services via the Internet which
include transmission of image information.

Admission Request No. 13: Admit since at least as early as
January 31, 2008 Everclear has offered under the TALKBOOK mark
communication services via the Internet which include the

transmission of image information.



Admission Request No. 14: Admit since at least as early as
January 31, 2008 Everclear has offered under the TALKBOOK mark
communication services via the Internet which include the
transmission of information used to generate images on a display
of a computer or smartphone.

Admission Request No. 15: Admit Everclear offers under the
TALKBOOK mark communication services via the Internet which
include the transmission of voice information.

Admission Request No. 16: Admit Everclear has offered under
the TALKBOOK mark since at least as early as January 31, 2008
communication services via the Internet which include the
transmission of voice information.

Admission Request No. 17: Admit since at least as early as
January 31, 2008 Everclear has offered under the TALKBOOK mark
communication services via the Internet which include the
transmission of the information necessary for two users to carry
out a conversation with each other using their voices and
telephones.

Admission Request No. 18: Admit since at least January 31,
2008, the communication services offered by Everclear via the
Internet under the TALKBOOK mark could be used to transmit
recordings.

Admission Request No. 19: Admit since at least as early as

January 31, 2008, the communication services offered by



Everclear via the Internet under the TALKBOOK mark were used to

transmit recordings.

Admission Request No.

20: Admit you have

TALKBOOK as a trademark or service mark.

never used

Admission Request No. 21: Admit that you do not own all

trademarks currently registered with the U.S. Patent and

Trademark Office which consist of a single-syllabic term

combined with the term

“book” .

Admission Request No. 22: Admit your use of FACEBOOK began

after Sanyo Electric Co., LTD.

Registration No.

cassette tape recorders.

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

23: Admit the word
to your adoption of
24: Admit the word
to your adoption of
25: Admit the word
to your adoption of
26: Admit the word
to your adoption of
27: Admit the word
to your adoption of
28: Admit the word

to your adoption of

was granted U.S.

Trademark

1,417,288 for the mark TALK-BOOK for audio

"audiobook" was a
the FACEBOOK mark.
"bankbook" was a

the FACEROOK mark.
"bluebook" was a
the FACEBOOK mark.
"casebook" was a
the FACEBOOK mark.
"cashbook" was a
the FACEBOOK mark.
"checkbook™"

was a

the FACEBOOK mark.



Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

29: Admit the word
to your adoption of
30: Admit the word
to your adoption of
31: Admit the word
to your adoption of
32: Admit the word
to your adoption of
33: Admit the word
to your adoption of
34: Admit the word
to your adoption of
35: Admit the word
to your adoption of
36: Admit the word
to your adoption of
37: Admit the word
to your adoption of
38: Admit the word
to your adoption of
39: Admit the word
to your adoption of

40: Admit the word

to your adoption of

"codebook" was a
the FACEBOOK mark.
"cookbook" was a
the FACEBOOK mark.
"datebook" was a
the FACEBOOK mark.
"guidebook" was a
the FACEBOOK mark.
"handbook" was a
the FACEBOOK mark.
"hornbook" was a
the FACEBOOK mark.
"hymnbook" was a
the FACEBOOK mark.
"lawbook" was a
the FACEBOOK mark.
"logbook" was a
the FACEBOOK mark.
"matchbook" was a
the FACEBOOK mark.
"notebook" was a
the FACEBOOK mark.
"overbook™"

was a

the FACEBOOK mark.



Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

Admission Request No.

generic term in use prior

41: Admit the word
to your adoption of
42: Admit the word
to your adoption of
43: Admit the word
to your adoption of
44: Admit the word
to your adoption of
45: Admit the word
to your adoption of
46: Admit the word
to your adoption of
47: Admit the word
to your adoption of
48: Admit the word
to your adoption of
49: Admit the word
to your adoption of
50: Admit the word
to your adoption of
51: Admit the word
to your adoption of
52:

Admit the word

to your adoption of

"passbook" was a

the FACEBOOK mark.
"playbook" was a

the FACEBOOK mark.
"pocketbook" was a
the FACEBOOK mark.
"psalmbook" was a
the FACEBOOK mark.
"rebook" was a
the FACEBOOK mark.
"schoolbook" was a
the FACEBOOK mark.
"scrapbook" was a
the FACEBOOK mark.
"sketchbook" was a
the FACEBOOK mark.
"songbook" was a

the FACEBOOK mark.
"sourcebook" was a
the FACEBOOK mark.
"textbook" was a
the FACEBOOK mark.
"wordbook™"

was a

the FACEBOOK mark.



Admission Request No. 53: Admit the word "workbook" was a
generic term in use prior to your adoption of the FACEBOOK mark.

Admission Request No. 54: Admit the word "yearbook" was a
generic term in use prior to your adoption of the FACEBOOK mark.

Admission Request No. 55: Admit the word "blackbook" was a
generic term in use prior to your adoption of the FACEBOOK mark.

Admission Request No. 56: Admit there are presently more
than one thousand marks including "book" as a component which
have either been registered or are the subject of a rending
application for registration in the U.S. Patent and Trademark
Office.

Admission Request No. 57: Admit there are presently more
than two thousand marks including "book" as a component which
have either been registered or are the subject of a pending
application for registration in the U.S. Patent and Trademark
Office.

Admission Request No. 58: Admit there are presently more
than two thousand five hundred marks including "book" as a
component which have either been registered or are the subject
of a pending application for registration in the U.S. Patent and
Trademark Office.

Admission Request No. 59: Admit there are presently more
than three thousand marks including "book" as a component which

have either been registered or are the subject of a pending



































































































































































































































































































































































































































































































































































































