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Norberg, Jeffrey

From: Jim Nikolai [Jim.Nikolai@nm-iplaw.com]
Sent: Monday, November 29, 2010 12:10 PM
To: Norberg, Jeffrey
Cc: john@pozios.com
Subject: RE: Facebook v. Everclear Document Production
Attachments: Amended Answer to Notice of Opposition.pdf

Jeff‐ 
 
I hope you had a good Thanksgiving holiday.  I am attaching the Amended Answer and Counterclaim we previously 
discussed.  I would appreciate it if you would review this document and let me know if Facebook will consent to the 
filing of this amended pleading in the pending opposition.   
 
Please let me know as soon as possible. 
 
Thanks. 

 
 

From: Norberg, Jeffrey [mailto:jnorberg@cooley.com]  
Sent: Tuesday, November 09, 2010 3:19 PM 
To: Jim Nikolai 
Subject: RE: Facebook v. Everclear Document Production 
 
Thanks Jim – I will have our mail room look for it.  In the future, please direct all correspondence to me at Cooley’s Palo 
Alto office, in my signature block below. 
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From: Jim Nikolai [mailto:Jim.Nikolai@nm-iplaw.com]  
Sent: Tuesday, November 09, 2010 12:42 PM 
To: Norberg, Jeffrey 
Subject: RE: Facebook v. Everclear Document Production 
 
Here is a copy of the service letter and certificate of service.  If you can’t locate the disk I can try to e‐mail the 
documents to you, but it is quite a large file so I don’t know if it will go through. 
 

 
 

From: Norberg, Jeffrey [mailto:jnorberg@cooley.com]  
Sent: Tuesday, November 09, 2010 1:40 PM 
To: Jim Nikolai 
Cc: Weiand, Maria 
Subject: Facebook v. Everclear Document Production 
 
Jim: 
  
We still have not received Everclear’s document production.  Can you please reconfirm that it was sent on Friday and to whom? 
  
Sincerely, 
  

Jeffrey T. Norberg  
Cooley LLP • Five Palo Alto Square  
3000 El Camino Real • Palo Alto, CA  94306-2155  
Direct: 650-843-5889 • Fax: (650) 857-0663 • Cell: (415) 359-5656  
Bio: www.cooley.com/jnorberg  
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  ________________________________   
This email message is for the sole use of the intended recipient(s) and may contain confidential and privileged information. Any unauthorized review, use, 
disclosure or distribution is prohibited. If you are not the intended recipient, please contact the sender by reply email and destroy all copies of the original message. 
If you are the intended recipient, please be advised that the content of this message is subject to access, review and disclosure by the sender's Email System 
Administrator. 
 
IRS Circular 230 disclosure: To ensure compliance with requirements imposed by the IRS, we inform you that any U.S. federal tax advice contained in this 
communication (including any attachment) is not intended or written by us to be used, and cannot be used, (i) by any taxpayer for the purpose of avoiding tax 
penalties under the Internal Revenue Code or (ii) for promoting, marketing or recommending to another party any transaction or matter addressed herein. 

 

This email message is for the sole use of the intended recipient(s) and may contain confidential and privileged information. Any unauthorized review, use, 
disclosure or distribution is prohibited. If you are not the intended recipient, please contact the sender by reply email and destroy all copies of the original message. 
If you are the intended recipient, please be advised that the content of this message is subject to access, review and disclosure by the sender's Email System 
Administrator. 
 
IRS Circular 230 disclosure: To ensure compliance with requirements imposed by the IRS, we inform you that any U.S. federal tax advice contained in this 
communication (including any attachment) is not intended or written by us to be used, and cannot be used, (i) by any taxpayer for the purpose of avoiding tax 
penalties under the Internal Revenue Code or (ii) for promoting, marketing or recommending to another party any transaction or matter addressed herein. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of application Serial No. 76/693,743.  Published 

in the Official Gazette on March 17, 2009. 

 

Facebook, Inc., November 29, 2010 

 

Opposer, 

 

v.                                       Opposition No. 91191915      

 

Everclear Communications Inc., 

 

Applicant. 

 

----------------------------------- 

 

AMENDED ANSWER TO NOTICE OF OPPOSITION AND COUNTERCLAIM 

 

TTAB 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA 22313-1451 
 

 Everclear, Everclear Communications, Inc. (hereinafter 

"Everclear") in response to the First Amended Notice of 

Opposition (hereinafter "Notice of Opposition") filed by 

Opposer, Facebook, Inc. (hereinafter "Facebook"), denies each 

and every allegation contained in the Notice of Opposition 

unless specifically admitted herein below.  With respect to the 

numbered paragraphs contained in the Notice of Opposition, 

Everclear states as follows: 

1. Everclear admits the Facebook website allows computer 

users to communicate with existing friends, make new friends, 

organize groups and events and share their personal profiles, 
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statuses, activities, photos, links and videos, but denies the 

remaining allegations of Paragraph 1 of the Notice of 

Opposition.  

2. Everclear is without sufficient information to admit 

or deny the allegations of Paragraph 2 of the Notice of 

Opposition and therefore denies the same leaving Facebook to its 

proof.   

3. Everclear admits the allegations of Paragraph 3 of the 

Notice of Opposition. 

4. In response to Paragraph 4 of the Notice of 

Opposition, Everclear admits Facebook users are able to update 

their status and send items such as textual messages, links, 

photographs or video from mobile devices such as Blackberry and 

iPhone smartphones, but is without sufficient information to 

either admit or deny the remaining allegations of Paragraph 4 

and therefore denies the same leaving Facebook to its proof. 

5. Everclear admits the allegations of Paragraph 5 of the 

Notice of Opposition. 

6. Everclear is without sufficient information to admit 

or deny the allegations of Paragraph 6 of the Notice of 

Opposition and therefore denies the same leaving Facebook to its 

proof. 

7. Everclear admits the allegations of Paragraph 7 of the 
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Notice of Opposition, but denies the registration cited therein 

is valid and subsisting. 

8. Everclear admits the allegations of Paragraph 8 of the 

Notice of Opposition, but denies the registration cited therein 

is valid and subsisting. 

9. Everclear admits the allegations of Paragraph 9 of the 

Notice of Opposition, but denies the registration cited therein 

is valid and subsisting.   

10. Everclear admits the allegations of Paragraph 10 of 

the Notice of Opposition. 

 11. Everclear is without sufficient information to admit 

or deny the allegations of Paragraph 11 of the Notice of 

Opposition and therefore denies the same leaving Facebook to its 

proof. 

 12. Everclear denies the allegations of Paragraph 12 of 

the Notice of the Opposition. 

 13. Everclear is without sufficient information to admit 

or deny the allegations of Paragraph 13 of the Notice of 

Opposition and therefore denies the same leaving Facebook to its 

proof. 

 14. Everclear denies the allegations of Paragraph 14 of 

the Notice of Opposition. 

 15. Everclear admits the allegations of Paragraph 15 of 
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the Notice of Opposition. 

 16. Everclear admits the allegations of Paragraph 16 of 

the Notice of Opposition. 

 17. Everclear denies the allegations of Paragraph 17 of 

the Notice of Opposition. 

 18. Everclear denies the allegations of Paragraph 18 of 

the Notice of Opposition. 

 19. Everclear denies the allegations of Paragraph 19 of 

the Notice of Opposition. 

 20. Everclear denies the allegations of Paragraph 20 of 

the Notice of Opposition. 

 21. Everclear denies the allegations of Paragraph 21 of 

the Notice of Opposition. 

 22. Everclear does not understand the allegations of 

Paragraph 22 of the Notice of Opposition and therefore denies 

the same. 

 23. Everclear denies the allegations of Paragraph 23 of 

the Notice of Opposition. 

 24. In response to Paragraph 24 of the Notice of 

Opposition, Everclear restates its responses to Paragraphs 1 - 

23. 

 25. The allegations of Paragraph 25 of the Notice of 

Opposition are denied. 
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 26. Everclear denies the allegations of Paragraph 26 of 

the Notice of Opposition. 

 27. Everclear denies the allegations of Paragraph 27 of 

the Notice of Opposition. 

 28. Everclear denies the allegations of Paragraph 28 of 

the Notice of Opposition. 

 29. Everclear denies the allegations of Paragraph 29 of 

the Notice of Opposition. 

 30. Everclear denies the allegations of Paragraph 30 of 

the Notice of Opposition. 

 31. In response to Paragraph 31 of the Notice of 

Opposition, Everclear restates its responses to Paragraphs 1-30. 

32. Everclear denies the allegations of Paragraph 32 of 

the Notice of Opposition. 

33. Everclear denies the allegations of Paragraph 33 of 

the Notice of Opposition. 

34. Everclear admits that Facebook is the owner of the 

three registrations listed in Paragraphs 7 - 9 of the Notice of 

Opposition (but denies they are valid and subsisting) and the 

applications listed in Paragraph 10 of the Notice of Opposition, 

but otherwise denies the allegation of Paragraph 34 of the 

Notice of Opposition. 

35. Everclear does not agree with the characterization 
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made by Facebook in Paragraph 35 of the Notice of Opposition and 

therefore denies the same leaving Facebook to its proof. 

36. Everclear is without sufficient information to admit 

or deny the allegations of Paragraph 36 of the Notice of 

Opposition and therefore denies the same leaving Facebook to its 

proof. 

37. Everclear is without sufficient information to admit 

or deny the allegations of Paragraph 37 of the Notice of 

Opposition and therefore denies the same leaving Facebook to its 

proof. 

38. Everclear denies the allegations of Paragraph 38 of 

the Notice of Opposition. 

39. Everclear denies the allegations of Paragraph 39 of 

the Notice of Opposition. 

40. Everclear denies the allegations of Paragraph 40 of 

the Notice of Opposition. 

41. In response to Paragraph 41 of the Notice of 

Opposition, Everclear restates its responses to Paragraph 1-40. 

42. Everclear admits the allegations of Paragraph 42 of 

the Notice of Opposition. 

43. The allegations of Paragraph 43 of the Notice of 

Opposition mischaracterize the specimen submitted by Everclear 

which was found to be acceptable by the U.S. Patent and 
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Trademark Office.  However, Everclear does admit that one of 

many statements made in the specimen is: "Call your friends, 

phone to phone, via Talkbook." 

44. Everclear denies the allegations of Paragraph 44 of 

the Notice of Opposition. 

45. Everclear denies the allegations of Paragraph 45 of 

the Notice of Opposition. 

46. In response to Paragraph 46 of the Notice of 

Opposition, Everclear restates its responses to Paragraphs 1-45. 

47. Everclear admits the allegations of Paragraph 47 of 

the Notice of Opposition. 

48. Everclear denies the allegations of Paragraph 48 of 

the Notice of Opposition. 

49. Everclear denies the allegations of Paragraph 49 of 

the Notice of Opposition. 

50. Everclear denies the allegations of Paragraph 50 of 

the Notice of Opposition. 

51. Everclear denies the allegations of Paragraph 51 of 

the Notice of Opposition. 

52. In response to Paragraph 52 of the Notice of 

Opposition, Everclear prays this Opposition be denied and that 

registration of its mark be granted. 
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AFFIRMATIVE DEFENSES 

 1. Everclear's Talkbook mark and the marks asserted by 

Facebook are substantially different in sound, appearance, 

meaning, pronunciation, and overall commercial impression. 

 2. Facebook does not have the right to exclude others 

from using the "BOOK" component of its FACEBOOK marks.  There 

are currently more than 3000 registrations or pending 

applications for registration which include "book" as a 

component.  Facebook's marks are therefore weak and entitled to 

only a very narrow scope of protection. 

 3. The "TALK" component of the TALKBOOK mark 

distinguishes the TALKBOOK mark from those marks used by 

Facebook. 

 4. There is no likelihood of confusion between Facebook's 

marks and Everclear's TALKBOOK mark. 

5. Facebook bases its Notice of Opposition at least in 

part on various registrations and applications for registration 

of marks which it claims to own.  As set forth below, such 

registrations should be cancelled because Facebook has committed 

fraud on the U.S. Patent and Trademark Office in connection with 

the filing and prosecution of such applications and the securing 

of such registrations. 
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COUNTERCLAIM 

Applicant, Everclear Communications, Inc., believes that it 

is damaged by Registration No. 3,041,791, Reg. No. 3,801,147 and 

3,814,888 and hereby requests cancellation of same under the 

provisions of 15 U.S.C. § 1064(3).  As grounds for cancellation, 

Applicant asserts that: 

Count I 

U.S. Trademark Registration 3,041,791 

1. Facebook filed Application Serial No. 78/574,726 for 

the mark THEFACEBOOK on a use basis on February 24, 2005, 

claiming a date of first use and a date of first use in commerce 

of February 4, 2004, for the following services: “providing 

online directory information services featuring information 

regarding, and in the nature of, collegiate life, classifieds, 

virtual community and social networking” in International Class 

35 and “providing online chat rooms for registered users for 

transmission of messages concerning collegiate life, 

classifieds, virtual community and social networking” in 

International Class 38. 

2. The specimen submitted by Facebook to the PTO on 

February 24, 2005 with its application to register the FACEBOOK 

mark makes no mention of “classifieds” or “providing online chat 

rooms for registered users for transmission of messages”. 
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3. On information and belief, Facebook never used the 

FACEBOOK mark in connection with “classifieds” or “providing 

online chat rooms for registered users for transmission of 

messages” on or before February 4, 2004. 

4. On information and belief, Facebook never provided any 

of the services listed in its application on or before February 

4, 2004 in commerce.  On that date, Facebook only offered 

services to a limited number of people. 

5. On information and belief, on February 4, 2004 and for 

a period of time thereafter, the mark FACEBOOK was never used.  

Instead, Facebook used the mark THEFACEBOOK.  This is 

demonstrated by the original application filed on February 24, 

2005, the specimen submitted therewith and the original 

certificate of registration. 

6. On information and belief, Facebook adopted the mark 

THEFACEBOOK rather than FACEBOOK to distinguish its services 

from similar goods and services offered by Harvard University 

and other educational institutions using the term “facebook”.  A 

number of educational institutions before February 4, 2004 

routinely published directories called a “facebook” to help 

people identify others at the school.  Such books were used to 

help students and faculty search for people at the school, find 

out who is in a particular class, look up friends of friends, 
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and see pictures of people in a student’s social network. 

7. On information and belief, many such educational 

institutions which published a “facebook” in print form for 

years were, by February 4, 2004, also publishing their 

“facebooks” online or were in the process of doing so. 

8. On or about July 13, 2006, Facebook filed with the 

U.S. Patent and Trademark Office a request to amend the mark 

covered by the registration from THEFACEBOOK to FACEBOOK. 

9. The papers submitted with Facebook’s request 

demonstrate that Facebook asserted: “This amendment is proper 

under 37 C.F.R. § 2.173(a) because it does not materially alter 

the mark in that it only deletes the insignificant definite 

article “THE” from the mark.  As such, the modified mark 

contains the complete essence of the original mark and creates 

the same exact commercial impression.”  These papers also 

demonstrate Facebook never told the U.S. Patent and Trademark 

Office about others using the term “facebook” in connection with 

related goods and services and that the mark THEFACEBOOK was 

originally adopted to distinguish Facebook’s services from the 

goods and services offered by others using the term “facebook”. 

10. In filing its request to amend the mark, Facebook 

withheld material information from the U.S. Patent and Trademark 

Office. 
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11. On information and belief, Facebook has misrepresented 

the nature of its use in commerce of the mark THEFACEBOOK on the 

dates claimed in the application and at the time it submitted 

its application, and Facebook misrepresented when such use in 

commerce began in its application.  Facebook also withheld 

information material to its request to amend the mark from 

THEFACEBOOK to FACEBOOK.  On information and belief, Applicant 

has attempted to procure and then amend its registration of the 

FACEBOOK mark by false means and/or by knowingly and willingly 

making false and/or fraudulent declarations or representations 

to the PTO.  On information and belief, such false statements 

were made with the intent to induce authorized agents of the PTO 

to grant and then amend U.S. Trademark Reg. No. 3,041,791. 

12. In view of Facebook’s conduct, Registration No. 

3,041,791 should be cancelled. 

13. Facebook, in this opposition proceeding, is asserting 

this fraudulently procured registration as a basis for denying 

Applicant the registration it seeks for the mark TALKBOOK, all 

to the injury and damage of Applicant. 

Count II 

U.S. Trademark Registrations 3,801,147 and 3,814,888 

14. Applicant realleges and incorporates by reference 

Paragraphs 1-13 of this Counterclaim. 
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15. Facebook filed Application Serial No. 77/039,123 on 

November 7, 2006.  In this application Facebook sought 

registration for a number of goods and services under Section 

1(b) of the Trademark Act, including, among others, “electronic 

publishing services, namely, publication of text, audio, video 

and graphic works online” in International Class 41. 

16. On or about December 18, 2009, Facebook filed a 

Statement of Use in connection with Application Serial No. 

77/039,123.  On information and belief, this Statement of Use 

contains false and misleading statements made with the intent 

that such statement be relied upon by the PTO.  By way of 

example, Facebook’s Statement of Use includes the following: 

For International Class 041: 

Current identification: Electronic publishing 

services, namely, publishing of online works of 

others featuring user-created text, audio, video, 

and graphics; providing on-line journals and web 

logs featuring user-created content. 

 

This mark is in use in commerce on or in 

connection with all goods or services listed in 

the application or Notice of Allowance or as 

subsequently modified for this specific class 

 

The mark was first used by the applicant, or the 

applicant’s related company, licensee, or 

predecessor in interest at least as early as 

02/00/2004, and first used in commerce at least 

as early as 02/00/2004, and is now in use in such 

commerce.  The applicant is submitting one 

specimen for the class showing the mark as used 

in commerce on or in connection with any item in 

the class, consisting of a(n) The specimen is a 

page from Applicant’s website which reflects use 
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of Applicant’s mark in connection with the 

electronic publishing of online works of others. 

 

17. The Statement of Use filed by Facebook and signed by 

Richard Nessary, Facebook’s Lead Counsel, IP and Competition, 

included the following Declaration: 

Applicant requests registration of the above-

identified trademark/service mark in the United 

States Patent and Trademark Office on the 

Principal Register established by the Act of July 

5, 1946 (15 U.S.C. Section 1051 et seq., as 

amended). Applicant is the owner of the mark 

sought to be registered, and is using the mark in 

commerce on or in connection with the 

goods/services identified above, as evidenced by 

the attached specimen(s) showing the mark as used 

in commerce. 

 

The undersigned, being hereby warned that willful 

false statements and the like so made are 

punishable by fine or imprisonment, or both, 

under 18 U.S.C. Section 1001, and that such 

willful false statements may jeopardize the 

validity of the form or any resulting 

registration, declares that he/she is properly 

authorized to execute this form on behalf of the 

applicant; he/she believes the applicant to be 

the owner of the trademark/service mark sought to 

be registered, or, if the form is being filed 

under 15 U.S.C. Section 1126(d) or (e), he/she 

believes applicant to be entitled to use such 

mark in commerce; to the best of his/her 

knowledge and belief no other person, firm, 

corporation, or association has the right to use 

the mark in commerce, either in the identical 

form thereof or in such near resemblance thereto 

as to be likely, when used on or in connection 

with the goods/services of such other person, to 

cause confusion, or to cause mistake, or to 

deceive; and that all statements made of his/her 

own knowledge are true; and that all statements 

made on information and belief are believed to be 

true. 
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18. On information and belief, Facebook was not providing 

“electronic publishing services, namely, publishing online works 

of others featuring user-created...video” before the end of 

February 2004, the date claimed in the Statement of Use. 

19. An article published on February 9, 2004, in the 

Howard Crimson Newspaper quotes Mark Zuckerberg, Facebook’s 

Founder.  The article, in listing the features then being 

offered, does not include publishing user-created video.  The 

article further indicates, in a statement attributed to Mr. 

Zuckerberg, that the website thefacebook.com did not have the 

capability to upload videos. 

20. On information and belief, Facebook did not publish 

online works of others featuring user-created video until some 

time well after February of 2004. 

21. On information and belief, the mark FACEBOOK was never 

used on any goods or services before the end of February 2004 by 

Facebook.  At that time, the mark used was THEFACEBOOK. 

22. At the time Facebook filed its Application Serial No. 

77/039,123, and throughout the USPTO proceedings related to that 

application, Facebook never disclosed to the PTO that others 

were using the term “Facebook” for related goods and services, 

some of whom continue to do so to this day. 

23. On information and belief, Facebook misrepresented the 
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mark it was using, the nature of its use in commerce and the 

date it first used the mark or any mark in commerce related to 

the goods and services covered by Reg. No. 3,801,147.  On 

information and belief, Facebook attempted to procure and did 

procure Reg. No. 3,801,147 by knowingly and willingly making 

false and/or fraudulent declarations or representations to the 

PTO, inter alia, falsely alleging in connection with its 

Application and in its Statement of Use, supported by a 

Declaration under 18 U.S.C. § 1001, that its first use of the 

FACEBOOK mark was in February 2004 for the claimed services, 

when no such use of the FACEBOOK mark was made until well after 

February 2004.  On information and belief, these false 

statements were made with the intent to induce authorized agents 

of the PTO to grant Reg. No. 3,801,147. 

24. On or about April 16, 2010, the PTO divided 

Application Serial No. 77/039,123 and assigned Serial No. 

77/979,375 to the child application.  The child application 

resulted in the grant of Reg. No. 3,801,147 and the parent 

application in the grant of Reg. No. 3,814,888. 

25. Registration No. 3,814,888 is also tainted by the 

false statements and fraudulent conduct of Facebook and its 

representatives.  That registration, like Reg. No. 3,801,147 

should therefore be cancelled. 
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26. Facebook is asserting, or is likely to assert, these 

fraudulently procured registrations in this opposition as a 

basis for denying Applicant registration of Applicant’s TALKBOOK 

mark all to the injury and damage of Applicant. 

 WHEREFORE, Applicant requests Facebook’s opposition be  

dismissed and Facebook’s Reg. Nos. 3,041,791; 3,801,147; and 

3,814,888 be cancelled. 

      Respectfully submitted, 

 

      NIKOLAI & MERSEREAU, P.A. 

 

 

 

      James T. Nikolai 

      Attorney for Applicant, Everclear 

      900 Second Avenue So. 

      Suite 820 

      Minneapolis, MN 55402 

      (Phone: 612) 339-7461 

Date:___________, 2010  Fax: (612) 349-6556 
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