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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SENSOCON, INC. )
)

Petitioner, ) Registration No. 3,397,050
)

v. ) Mark:  PRODUCT CONFIGURATION DESIGN
)

DWYER INSTRUMENTS, INC.) Cancellation No.   92053254
)

                Registrant-Respondent.)

RESPONDENT'S MOTION TO SUSPEND PROCEEDINGS 
DUE TO PRIOR PENDING CIVIL ACTION IN FEDERAL DISTRICT COURT

Pursuant to 37 CFR § 2.117(a) and Section 510.02(a) of the Trademark Trial and Appeal 

Board Manual of Procedure, Respondent Dwyer Instruments, Inc. ("Dwyer") submits this 

Motion to Suspend Cancellation Proceeding No. 92053254 until a final determination of the 

ongoing and prior civil action No. 3:09-cv-00010-TLS-CAN pending between the same parties 

in the United States District Court for the Northern District of Indiana, the determination of 

which will have a bearing on this proceeding.

In support of its Motion to Suspend, Respondent states as follows:

1. On January 7, 2009, Dwyer filed a lawsuit against Sensocon, Inc. (“Sensocon”) 

and Tony Kohl (the “Lawsuit”).  In its Complaint in the Lawsuit, Dwyer alleged the following:  

(i) trademark infringement of United States Trademark Registration No. 3,397,050 (the 

registration at issue in this cancellation proceeding); (ii) trademark infringement of United States 

Trademark Registration Nos. 694,229 and 946,287; (iii) unfair competition and false designation 

of original related to Sensocon’s use of these same registered marks; (iv) common law trademark 

infringement, false designation of original and unfair competition; (v) trade dress infringement; 

and(vi) copyright infringement.  On January 12, 2010 Dwyer filed a First Amended Complaint 
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adding a count for counterfeiting of the mark of Registration No. 3,397,050 (at issue in this 

Cancellation proceeding).  A copy of the First Amended Complaint is attached hereto as Exhibit 

1.

2. On October 4, 2010, Sensocon and Kohl filed their Revised Answer and 

Affirmative Defenses.  A copy is attached hereto as Exhibit 2.  In their Affirmative Defenses, 

Sensocon and Kohl alleged the following:  (i) U.S. Trademark No. 3,397,050 (at issue in this 

cancellation proceeding) is invalid and unenforceable (see p. 34, ¶9 of Exhibit 2); and (ii) 

Trademark No. 3,397,050 and related trade dress is functional, unprotectable under the common 

law, and not registerable under the Lanham Act (See p. 34, ¶10 of Exhibit 2).

3. The Lawsuit involves issues in common with and identical to those before the 

TTAB in Cancellation No. 92053254.  As in the Lawsuit, Sensocon alleges in the pending 

Cancellation that Dwyer’s registration is functional (Count I of the Cancellation), unprotectable, 

and was never registrable (Count II).  The issues raised in the Cancellation have already been 

pled, and will be determined by the District Court, in the Lawsuit.  The District’s Court’s 

determination of these issues will be binding on the Trademark Trial and Appeal Board.  Vining 

Indus., Inc. v. The Libman Co., Cancellation No. 23,564, 1996 TTAB LEXIS 455, at *5 (TTAB, 

July 16, 1996) (district court’s decision on validity of registered mark binding on TTAB).  As a 

result, judicial economy and the potential for inconsistent judgments strongly favor suspension 

of this Cancellation.  Id. at *6 (interest of judicial economy and possibility of inconsistent 

judgments supports suspension pending outcome of district court case); see also American 

Computer Associates, Inc. v. Model American Computer Corp., Cancellation No. 23,939, 2000 

TTAB LEXIS 706, at *2 (TTAB, Sept. 29, 2000) (cancellation proceeding suspended pending 

disposition of prior cancellation in which discovery was substantially complete); The Other 

Telephone Co. v. Connecticut Nat’l Telephone Co., Inc., 181 U.S.P.Q. 125, at 127 (TTAB, Feb. 
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11, 1974) (opposition suspended because both district court and TTAB case involved likelihood 

of confusion analysis); Farah v. Topiclear Beauty Products, Inc., Opposition No. 151,334, 2003 

TTAB LEXIS 405, at *16-17 (TTAB, Aug. 21, 2003); Softbelly’s, Inc. v. Ty, Inc., Opposition No. 

150,771, 2002 TTAB LEXIS 529, at *6 (opposition suspended because both district court and 

TTAB proceedings address issue of genericness).  

4. This request is made before the expiration of Respondent's period for filing its 

Answer (currently due on December 18, 2010).

[the remainder of this page is intentionally left blank]
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CONCLUSION

For the aforementioned reasons, Dwyer respectfully requests that all proceedings for 

Cancellation No. 92053254 be suspended until final determination of the pending civil action in

the District Court.

Respectfully submitted,

DWYER INSTRUMENTS, INC.

Date:  December 10, 2010 By ________________________________
Jonathan P. Froemel
Jeffrey R. Gray
Mark A. Hagedorn
BARNES & THORNBURG LLP
P.O. Box 2786
Chicago, Illinois 60606
312-357-1313
Fax: (312) 759-5646
Attorneys for Respondent



5

CERTIFICATE UNDER 37 CFR 1.10

I hereby certify that this document was filed electronically with the United States Patent 
and Trademark Office on December 10, 2010

____________________________________
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing RESPONDENT'S MOTION TO SUSPEND 
PROCEEDINGS DUE TO PRIOR PENDING CIVIL ACTION IN FEDERAL DISTRICT 
COURT was served by email and U.S. Mail, postage prepaid, upon:

Clifford W. Browning
Krieg DeVault LLP
One Indiana Square, Suite 2800
Indianapolis, IN  46204
cbrowning@kdlegal.com

this 10th day of December, 2010.

_________________________________

CHDS01 JWF 651322v1
























































































































































































