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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Internet Employment Linkage, Inc. d/b/a

HigherEdJobs
Cancellation No.: 92052698
Petitioner, Registration No.: 3,666,461
TrademarkHIGHER ED SPACE
V. Registered on: August 11, 2009

Registered by: AmeriCareers LLC
AmeriCareers, LLC

Registrant.

and

AmeriCareers, LLC
Counterclaim Petition to Cancel
Counterclaim Plaintiff, | Registration Nos.: 2688003 and 2781127

Trademarks:
V. Higher EdJobs.com (Registration No.
2,688,003) was issued on: Feb. 18, 2003
Internet Employment Linkage, Inc. Higher EdJobs.com (Registration No.

2,781,127) was issued on: Nov. 11, 2003.
Counterclaim Defendant.Registered by: Internet Employment
Linkage, Inc.

FIRST AMENDED
COUNTERCLAIM PETITION TO CANCEL
Registrant and Counterclaim Plainti#émeriCareers LLC (“AmeriCareers”),
through its undersigned attorney, moveantend Registrant’sdlinterclaim Petition to
Cancel Petitioner and Counterclaim Defamglénternet Employment Linkage Inc.’s
(“IELI") trademark registration for thenark “HigherEdJobs.com” (Reg. No. 2,688,003),

and trademark registration (Reg. No. 2,781,Mifh an alternative to amend the



registration (Reg. No. 2,781,127) by irtssy a disclaimer of the term
“HigherEdJobs.com”.

AmeriCareers LLC, a Michigalmited liability company having a principal place
of business at 5000 Northwind Dr., Su2tE8, East Lansing, Miajan 48823, believes
that it is or will be damaged by Bistration Nos. 2,688,003 and 2,781,127, and herein
petitions to cancel the same.

To the best of AmeriCareers’ knowleddeternet Employment Linkage Inc.
(“IELI"), having a principal place of businegs Oak Park, Illinois0301 is the current
owner of Registration Nos. 2,688,003 and 2,781,12%cigtion of IELI's registrations:
“‘HIGHEREDJOBS.COM” (Registratioho. 2,688,003) filed on March 30, 2001 and
registered on February 18, 2003 on the PpaicRegister in International Class 035 for
“Personnel placement and recruitment services for academic professionals and faculty;
providing access to data anc tability to manipulate data [ related data | related to
personnel placement and recruiting services, namely, employment candidate information,
job finding tools, institutional profiles andb posting data for academic professionals
and faculty; providing a website featuringarmation and weblinks in the field of
employment for academic professionals and faculty.” claiming its first use on December
10, 1996 and its fist use in commenreDecember 10, 1996. “HIGHEREDJOBS.COM”
and DESIGN (Registration No. 2,781,12if¢d March 30, 2001 and registered on
November 11, 2003 on the Principal Registenternational Class 035 for “Personnel
placement and recruitment services for academic professionals and faculty; providing
access to data and the ability to manipt#dta related to personnel placement and

recruiting services, namely, employmentdigate information, job finding tools,



institutional profiles and job posting ddta academic professionals and faculty;
providing a website featuring information andblinks in the field of employment for
academic professionals and faculty.” claiming its first use on December 01, 1999 and its

first use in commerce on December 01, 1999.

As grounds of this CounterclaiRetition, it is alleged that:

1. In IELI's Marks, “HigherEdJobs.com”, igeneric as it consistgimarily of the
term “higher ed jobs”,, which generically refers to Personnel placement and
recruitment services for academic pss®nals and faculty and all associated
services. In particular, “higher ed jobsi, “higher educatio jobs”, is a common
term used to name, describe or categdheeentire class of jobs in the field of
higher education. When referred to a servibe,term “higher egbbs”, or “higher
education jobs”, generically refeic employment, peosnel recruitment,
placement services, or related inforroatand resources in the academic field.
The term “higher ed jobs” is widely ed in the field for the above-mentioned
services. Furthermore, the top-level dom@LD) “.com” merely indicates an
Internet address for use by commercial;goofit organizationsand, in general,
adds no source identifying significance.

2. AmeriCareers has been and will continue to be damaged by the continued
existence of Registration No. 2,688,003 and Reg. No. 2781127 based upon the
merely generic nature of the Registered s applied to its services and IELI's
Cancellation Proceeding No. 92052698 fiteghinst AmeriCareers based on these

marks.



3. Based on the above, the trademadistration, Reg. No. 2688003, should be
cancelled, pursuant to Section 14 of Tmademark Act. [15 U.S.C. 81064 (3)].

4. Based on the above, the trademarksegtion, Reg. No. 2781127, which contains
both words and design should be cancelledtdilee genericness of the word part
of the mark for “HigherEdJobs.com”. Indfalternative, the ggstration (Reg. No.
2781127) should be amended to ingedisclaimer of the term

“HigherEdJobs.com”.

WHEREFORE, in pursuant to Section 14tloé Trademark Act. [15 U.S.C. 81064 (3)],
the Counterclaim PlaintiffAmeriCareers, prays:
5. That this Counterclaim Petin to Cancel be sustained.
6. That the trademark registration, drgtration No. 2688003, be cancelled.
7. That the trademark registration, Reasibn No. 2781127, be cancelled, and that
in the alternative, Registration No. 278112 7abeended to insert a disclaimer of

the term “HigherEdJobs.com”.

Date: _ 10/18/2010

Respectfully submitted,

By: /imf/

JEFFREY M. FURR

FURR LAW FIRM

2622 DEBOLT RD

UTICA, OH 43080
JeffMFurr@FurrLawFirm.com

Counsel for Registrannd Counterclaim Plaintiff



CERTIFICATE OF SERVICE

| hereby certify that the foregoing documenbeing deposited with the United States
Postal Service with sufficient postage as fitass mail, on the date set forth below in an
envelope addressed to:

ELIZABETH R. BURKHARD
HOLLAND & KNIGHT LLP

10 ST. JAMES AVENUE, 11TH FLOOR
BOSTON, MA 02116

Date: 10/18/2010

By: /imf/




