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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK T

Internet Employment Linkage, Inc. d/b/a
HigherEdJobs
Petitioner,
V.
AmeriCareers, LLC

Registrant.

and

AmeriCareers, LLC
Counterclaim Plaintiff,
V.

Internet Employment Linkage, Inc.

Counterclaim Defendanr

R IAL AND APPEAL BOARD

Cancellation No.: 92052698
Registration No.: 3,666,461
TrademarkHIGHER ED SPACE
Registered on: August 11, 2009
Registered by: AmeriCareers LLC

Counterclaim Petition to Cancel
Registration Nos.: 2688003 and 2781127
Trademarks:
HigherEdJobs.com(Registration No.
2,688,003) was issued on: Feb. 18, 2003
HigherEdJobs.com(Registration No.
2,781,127) was issued on: Nov. 11, 2003.
Registered by: Internet Employment
Linkage, Inc.

REGISTRANT AND COUNTERCLAIM PLAINTIFF'S OPPOSITION TO
COUNTERCLAIM DEFENDANT'S MOTION TO DISMISS REGISTRANT'S
COUNTERCLAIM

INTRODUCTION

Registrant and Counterclaim Plainti#meriCareers LLC (“AmeriCareers”),

through its undersigned att@y, respectfully submits this Reply to Petitioner and



Counterclaim Defendant, InteshEmployment Linkage, tn's (“IELI”) Motion to
Dismiss AmeriCareers’ Couatclaim filed October 1, 201pursuant to Rules 12(b)(6)
and 8(a) of the Federal Rules of Civil Procedure.

AmeriCareers respectfully requests ttiet Trademark Trial and Appeal Board
(“TTAB” or “the Board”) deny IELI's Moton to Dismiss AmeriCaers’ Counterclaim.
Contrary to IELI's assertions, AmeriCarsdras sufficient factual support to its claim
that IELI's word mark “HigherEdJobs.com” @& has become generic in connection with
its services and demanded tbe relief sought to cancdELI’s registrations, Reg. Nos.
2,688,003 and 2,781,127. In addition, AmeriCaretzarly has sufficient grounds on
which to cancel those two registrations soughte cancelled. AmeriCareers seeks to
cancel IELI’'s two registrationsn the ground with Section b4 the Trademark Act. [15
U.S.C. 81064 (3)]: a mark can be cancelledafat time if the registered mark becomes
the generic name for the goodsservices”. This is a valigtatutory ground for canceling
the registration after five years from the date of registration of the mark to be cancelled. It
is on this basis that the Board shouldyléhe instant motion to dismiss. In the
alternative, AmeriCareergquests the Board to allowmeriCareers to amend its
counterclaim petition if the Board determirthat AmeriCareers has not established a
valid ground or lacks sufficient factualmport in the pleading of AmeriCareers’

counterclaim petition.

I. APPLICABLE STANDARD TO DE NY MOTION TO DISMISS

A motion to dismiss for failure to stateckaim upon which relief can be granted is

a test solely of the legal suffency of a complaint. In ord¢o withstand such a motion, a



pleading need only allege such facts as dpoifijproved, establish #t the plaintiff is

entitled to the relief sought, that is, tlia} the plaintiff has standing to maintain the
proceeding, and (2) a valid ground existsdanceling the subject registration. The
plaintiff served with a motion to dismiss ff@ilure to state a clea upon which relief can

be granted need not respond by submitting fsromosupport of its pleading. Whether a
plaintiff can actually prove itallegations is a matter to be determined not upon motion to
dismiss, but rather at final hearing or umummary judgment, after the parties have had
an opportunity to submit evidence in suppartheir respective pasons. All of the

plaintiff's well-pleaded allegations must &ecepted as true, and the complaint must be
construed in the light most favotalio the plaintiff. TBMP § 503.0%oung v. AGB

Corp.,, 152 F. 3d 1277, 1370-80 (Fed. Cir. 1998).

II. ARGUMENT

1. AmeriCareers has a Standing

IELI did not dispute the fact that Amea€ers has a legal standing in this instant
Counterclaim Petition. AmeriCareers’ standingtinCounterclaim Petition is inherited
from the underlying cancellation proceedamya defendant. BhRegistrant and
Counterclaim plaintiff has stding to petition to cancel P&tiner’'s pleaded registrations,
by virtue of its position as defendant in the underlying cancellation proceeding. See, e.g.,

Ohio State University v. Ohio Universifyl USPQ2d 1289 (TTAB 1999).



2. AmeriCareers has a Valid Ground

AmeriCareer alleges thaELl's Marks, HigherEdJobs.com, are or have become
generic in connection with IELI's goo@sd services. AmeriCareers seeks to cancel
IELI's two trademark registration®eg. No. 2,688,003 and 2,781,127, on the ground that
the Marks are or have become genericannection with IELI's goods and services. This
is one of the statutory grounds for canceling titademark that has been registered for
over five years. See the Section 14 & Tmademark Act. [15 U.S.C. 81064 (3)]: A
petition to cancel a registratiaf a mark may be filed “atrgy time if the registered mark
becomes the generic name for the goodseorices.” Therefore, AmeriCareers has a

valid ground in its pleadingf the Counterclaim Petition.

3. AmeriCareers has Sufficient Factual Support

AmeriCareers has sufficiefdctual support in the pleads in its Counterclaim
Petition. The factual alggtions include that:

(1) IELI's marks, HigherEdJobs.com, consist primarily of the term “higher ed jobs”.
The term “higher ed jobs”, or “highedecation jobs”, is a common term to name
an entire class of employment informatemd related services in academic fields,
which are related to IELI's services. Thias made the term “higher ed jobs” fall
into the typical definition ofenericness. A mark is a generic name if it refers to
the class, genus or category of goods @nskrvices on or in connection with
which it is used. See In @ial-A-Mattress Operating Corp240 F.3d 1341, 57
USPQ2d 1807 (Fed. Cir. 20013€e In re A La Vieille Russie, Inc60 USPQ2d

1895 (TTAB 2001) (holding RUSSIANART generffor dealership services in the



field of fine art, antiqug, furniture and jewelry)Cont’l Airlines Inc. v. United
Airlines Inc, 53 USPQ2d 1385 (TTAB 1999) (holding E-TICKET generic for
computerized reservation and titlkeg of transportation servicedi re Log
Cabin Homes Ltd52 USPQ2d 1206 (TTAB 199 (holding LOG CABIN
HOMES generic for architectural designbefildings and retail outlets selling kits
for building log homes); TMEP 881209.01(c)sely. A term that is generic for a
type of goods has been held genericti@ service of selling primarily those
goods. Seén re A La Vieille Russie, Inc60 USPQ2d 1895 (TTAB 2001)
(holding RUSSIANART generic foart dealership services in the field of Russian
art); In re Log Cabin Homes Ltdb2 USPQ2d 1206 (TTAB 1999) (holding LOG
CABIN HOMES generic for architectural sign of buildings and retail outlets
featuring kits for constructinguildings, especially housesiy re Bonni Keller
Collections Ltd.6 USPQ2d 1224 (TTAB 1987) (ltbhg LA LINGERIE generic
for retail store services featuring clothinty);re Wickerware, In¢.227 USPQ 970
(TTAB 1985) (holding?WICKERWARE generic for mail order and
distributorship services featuring products made of wickene Half Price
Books, Records, Magazines, 225 USPQ 219 (TTB 1984) (holding HALF
PRICE BOOKS RECORDS MAGAZINES generic for retail book and record
store services); TMEP §1209.03(r).

(2) The term “higher ed jobs”, or “highedecation jobs”, is widely used by third
parties including competitors, consumers and media. A quick search on the
Internet will find the terms “higher gdbs” and “higher education jobs” have

been used by numerous third-partybsites, many of which provide services



similar to those of IELI. “[Clases haveaognized that competitor use is evidence
of genericness.BellSouth Corp. v. DataNational Cor@5 USPQ2d at 1558.

With so many others usirthe term “higher ed jobs” in the relevant services, the
relevant public could not distinguish the wdehe term “higher ed jobs” in IELI's
services from the use of the termdihers. IELI's marks are incapable of
distinguishing IELI's services from those of others.

(3) The continuous registration of IELI's M& would allow IELI to monopolize the
use of the useful and generic termgytier ed jobs” and “higer education jobs”
in the academic recruitment industry. The instant cancellation proceeding is a
clear indication of IELI's attempt tmonopolize the use tihe generic term
“higher ed jobs” or even the more geagerm “higher ed” in the industry. IELI
is not entitled to such a monopafthe use of a generic term.

(4) IELI's Marks, HigherEdJobs.com, consgdtthe generic term “higher ed jobs”
combined with the top-level domain (Tl.[extension “.com”. The presence of
“.com” in IELI's Marks, HigherEdJobs.com, does not make IELI's Marks non-
generic. The presence of “.com” mereidicates that it is a commercial entity.
See, e.glnteractive Products Corp. v. a2z Mobile Office Solutions, B&.,
USPQ2d 1321, 1322 (6th Cir. 2003), InGgberFinancial.Net, In¢.65 USPQ2d
1789 (TTAB 2002); In réMartin Container, Inc.65 USPQ2d 1058 (TTAB
2002). The TLD will be perceived by prospective customers as part of an Internet
address, and, therefore, has no seudentifying significance. Inre
CyberFinancial.Net In¢.65 USPQ2d 1789 (TTAB 2002)n re Hotels.com, L.P.

573 F.3d 1300, 1301, 1304, 91 USPQ2d 1532, 1533, 1535 (Fed. Cir. R0@9);



Oppedahl & Larsen LLP373 F.3d 1171, 1175-77, 71 USPQ2d 1370, 1373-74

(Fed. Cir. 2004)see alsarMEP 881209.03(m), 1215.01.

These facts are sufficietd support AmeriCareers’ claim that IELI's marks,
HigherEdJobs.com, are or have become geireconnection with its services and
should be cancelled. On a motion to dismiss under Rule 12(b)(6) for Failure to make a
claim, the facts alleged in the complaint are assumed to beMousmg v. AGB Corp
152 F. 3d 1377, 1379, 47 USPQ2d 1752, 1754 (FED. Cir. 18¢#)spec Co. v.
American Chain & Calbe Co., Inc531 F.2d 563, 566, 189 USPQ 420, 422 (CCPA
1976). Further, any disputed issues are ttoad favorably to the complaint, and all
reasonable inferences are drawn in favor of the complamtanced Cardiovascular
Systems, Inc. v SciMed Life Systems, 888 F.2d 1157, 1161, 26 USPQ2d 1038, 1041
(Fed. Cir. 1993);Interllimedia Sports, Inc., v. Intellimedia Corg3 USPQ2d at 1203,
1205 (TTAB 1997). AmeriCareers hagarly satisfied Fed. R. Civ. P. 8(a) to make the
claim for relief. IELI has misapplied tiewvombly / Igbatases and simply disregarded

the sufficient factual suppoirt AmeriCareers’ pleading.

4. Marks With Incontestable Status Can Be Cancelled If They Are Or
Become Generic

As described above, the term “higher eldg” is or has become a generic name in
connection with IELI's goods and services. “GNhcontestable right shall be acquired in
a mark which is the generic name for the goods or services or a portion thereof, for which
it is registered.” See the Section 15 of Tmnademark Act. [15 USC 81065 (4)]. Even if

IELI's marks have acquired incontestable ssathe marks are suajt to cancellation if



the marks are or become generic. “[T]he sa@gittion of an incontestable mark that is a
product design may be cancelledni& mark is generic”. Se8unrise Jewelry Mfg.

Corp., v. Fred S. A50 USPQ 2d 1532. The Section 14 of the Trademark Act. [15 U.S.C.
81064 (3)] has clearly stated that a petitiondaacel a registration @ mark may be filed

“at any time if the registered mark becomess gleneric name for the goods or services.”

5. Generic Term Should be Didaimed in the Design Mark

IELI's registration, Reg. Nad2,781,127, contains both word mark
“HigherEdJobs.com” and the design. Thark was registered on November 11, 2003
without any disclaimer. Because the terngtter ed jobs” is or becomes generic in
connection with IELI's services as de$&d above, the mark “HigherEdJobs.com” is
unregistrable and the regigiom should be cancelled. In taéernative, if the Board
finds that the design element in the stgition, Reg. No. 2,781,127 risgistrable, the
unregistrable portion (i.e. the term “HigherEdJobs.com”) should be disclaimed. “If a
mark is comprised in part of matter thatagplied to the goods/services, is generic or
does not function as a mark, the matter must be disclaimed to permit registration on the
Principal Register (includingegistration under 82(f) of th&ct) or on the Supplemental

Register.” TMEP §1213.03(b).

V. SHOULD THE BOARD GRANT THE MO TION TO DISMISS, IN THE
ALTERNATIVE, AMERICAREERS RE QUESTS LEAVE TO AMEND ITS
PLEADING

In the alternative, should the Boaddtermine that AmeriCareers has not

established a valid statutogyound or lacks sufficient fagal support in its Counterclaim



Petition for canceling IELI's two registration&meriCareers respectfully requests that
Board to allow it leave to amend the pleadiogupport its claim. It is well established
that the Board generally grants the petitioaeopportunity to filean amended pleading
in the event that the Board finds that thenptaint fails to state a claim upon which relief

can be granted. Sémterllimedia Sports, In¢43 USPQ2d at 1208.

V. CONCLUSION

For the foregoing reasons, the Board shouldydbe instant motion to dismiss. In the
alternative, should the Board determthat the motion to dismiss is granted,
AmeriCareers respectfully requests thatBloard to grant leave to further amend the

pleading.

Date: 10/18/2010

Respectfully submitted,

By: /imf/

JEFFREY M. FURR

FURR LAW FIRM

2622 DEBOLT RD

UTICA, OH 43080

JeffMFurr@FurrLawFirm.com

Counsel for Registrant and Counterclaim Plaintiff



CERTIFICATE OF SERVICE

| hereby certify that the foregoing documenbeing deposited with the United States
Postal Service with sufficient postage as fitass mail, on the date set forth below in an
envelope addressed to:

ELIZABETH R. BURKHARD
HOLLAND & KNIGHT LLP

10 ST. JAMES AVENUE, 11TH FLOOR
BOSTON, MA 02116

Date: _ 10/18/2010

By: /imf/

JEFFREY M. FURR

FURR LAW FIRM

2622 DEBOLT RD

UTICA, OH 43080
JeffMFurr@FurrLawFirm.com

Counsel for Registrannd Counterclaim Plaintiff
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