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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

____________________________________ 

      ) 

NATURAL SUPPLEMENTS AND  ) 

REMEDIES, INC.,     )  Cancellation No. 92052684 

     ) 

 Petitioner,  )   Reg. No.: 3237960  

  v.   ) 

      )   Mark:  VITAENERGY   

 NUTRISCIENCE CORPORATION,  ) 

      ) 

Registrant .  ) 

___________________________________ ) 

 

REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION  

AND 

COUNTERCLAIMS FOR CANCELLATION OF U.S. REG. NO. 2440741 

 

Registrant, Nutriscience Corporation (“Registrant”), through its undersigned attorneys, 

hereby submits its Answer and Counterclaims to the Petition to Cancel filed by Natural 

Supplements and Remedies, Inc. (“Petitioner”) against the registration of the mark 

VITAENERGY, Reg. No. 3237960, registered May 1, 2007, as follows: 

Unless otherwise expressly admitted herein, each allegation contained in the Petition to 

Cancel is denied. 

1. As to paragraph 1 of the Petition for Cancellation, Registrant admits that Petitioner 

is seeking to cancel Registration No. 3237960 for the mark VITAENERGY for the goods 

identified in such registration.  Registrant denies any other allegations in said paragraph. 

2. As to paragraph 2 of the Petition for Cancellation, Registrant lacks knowledge 

and information sufficient to admit or deny the allegations asserted in Paragraph 2 and therefore 

denies the same. 

3. As to paragraph 3 of the Petition for Cancellation, Registrant lacks knowledge 

and information sufficient to admit or deny the allegations asserted in Paragraph 3 and therefore 

denies the same. 

4. As to paragraph 4 of the Petition for Cancellation, Registrant admits that Exhibit 

A purports to be a printout from the USPTO TARR database for Registration No. 2440741.  As 
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to any remaining allegations of paragraph 4, Registrant lacks knowledge and information 

sufficient to admit or deny the allegations asserted in Paragraph 4 and therefore denies the same. 

5. As to paragraph 5 of the Petition for Cancellation, said paragraph contains 

conclusions of law to which no response is required.  As to all other allegations of Paragraph 5, 

Registrant denies each and every other allegation therein. 

6. As to paragraph 6 of the Petition for Cancellation, Registrant admits that Exhibit 

B purports to be a printout from the USPTO TARR database for Registration No. 3237960.  As 

to any remaining allegations of Paragraph 6, Registrant lacks knowledge and information 

sufficient to admit or deny the allegations asserted in Paragraph 6 or such allegations contain 

conclusions of law to which no response is required and Registrant denies the same in their 

entirety. 

7. As to paragraph 7 of the Petition for Cancellation, Registrant lacks knowledge 

and information sufficient to admit or deny the allegations asserted therein and therefore denies 

the same. 

8. As to paragraph 8 of the Petition for Cancellation, said paragraph contains 

conclusions of law to which no response is required or Registrant lacks information sufficient to 

admit or deny the allegations asserted in Paragraph 8 and therefore Registrant denies the same in 

their entirety. 

9. Denied. 

 

FIRST AFFIRMATIVE DEFENSE 

10. Petitioner’s Petition for Cancellation fails to set forth facts sufficient to entitle the 

Petitioner to the relief sought and should be dismissed pursuant to Rule 12(b)(6) of the Federal 

Rules of Civil Procedure.  

 

SECOND AFFIRMATIVE DEFENSE 

11. Petitioner’s claim’s is barred since there is no likelihood of confusion, mistake, or 

deception as the parties marks and their use is not confusingly similar.  
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THIRD AFFIRMATIVE DEFENSE 

12. Petitioner’s Claim is barred by the doctrine of unclean hands due to inequitable 

acts or conduct by Petitioner that directly relate to the subject matter of this action.  

 

FOURTH AFFIRMATIVE DEFENSE 

13. Petitioner has waived any and all claims against Registrant over the use of the 

VITAENERGY Mark.  

 

FIFTH AFFIRMATIVE DEFENSE 

14. Petitioner is not entitled to relief because Petitioner’s mark is generic or 

descriptive and incapable of serving as an indicator of source.  

 

SIXTH AFFIRMATIVE DEFENSE 

15. Petitioner lacks standing to bring this Cancellation.  

 

SEVENTH AFFIRMATIVE DEFENSE 

16. Petitioner’s claim is barred by the doctrine of estoppel.  Petitioner is estopped 

from canceling Registrant’s Mark through acts of Petitioner upon which Registrant relied to its 

detriment.  

 

EIGHTH AFFIRMATIVE DEFENSE 

17. Petitioner’s claim is barred by laches in that Petitioner’s delay in asserting 

its rights has caused injury or prejudice to Registrant.  

 

NINTH AFFIRMATIVE DEFENSE 

18. Petitioner abandoned its rights in its asserted trademark through non-use or by 

acts that caused the mark to lose its significance as an indicator of origin.  
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TENTH AFFIRMATIVE DEFENSE 

19. Petitioner’s claim is barred since acts or omissions by Petitioner implied 

Petitioner’s acquiescence in Registrant’s activities.  In addition Petitioner has acquiesced to the 

use of the Registered Mark by acquiescing to the long existence of Registrant’s Mark. 

 

ELEVENTH AFFIRMATIVE DEFENSE 

20. Petitioner’s claim is barred since Petitioner brought this action based on a 

fraudulently procured registration, due to fraudulent statements made during renewal.  

 

TWELFTH AFFIRMATIVE DEFENSE 

21. Petitioner’s claim is barred since Petitioner’s alleged mark is not inherently 

distinctive and purchasers do not associate the Petitioner’s mark with Petitioner alone.  

 

 

FIRST COUNTERCLAIM  

FOR  

ABANDONMENT OF REGISTRATION NO. 2440741 

 

1. Registrant-Counterclaimant, Nutriscience Corporation is a California corporation 

located at 1140 Highland Avenue, Suite 100, Manhattan Beach, CA 90266 (“Nutriscience”). 

2. Petitioner-Counterdefendant, Natural Supplements and Remedies, Inc., has 

alleged it is a corporation under the laws of Florida, having an address at 8770 S.W. 72nd Street 

#363, Miami, FL 33173 (“Natural”). 

3. Nutriscience is the owner of federal trademark registration No. 3237960 for 

VITAENERGY in International Class 5 for “Nutritional supplements; Dietary supplements; 

Herbal supplements; Mineral supplements; Multi-vitamins; Vitamins and minerals; Dietary and 

herbal supplements; Herbal and plant derived products, namely herbal nutritional supplements; 

Food supplements, namely, anti-oxidants, homeopathic supplements; Nutraceuticals for use as a 

dietary supplement; Dietary supplements, namely supplements containing botanicals; Herbal 

supplements for sports nutrition; Anti-oxidants; Homeopathic supplements; Vitamin and mineral 

supplements” (“960 Registration”) and Nutriscience has common law rights to the mark.  

4. On information and belief, Natural claims to be the owner of a federal trademark 

registration for the mark VITANERGY (“VITANERGY Mark”), which is currently registered 
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for services listed as “Distributorships in the field of pills, tablets, capsules, containing natural 

ingredients for providing nutrition and promoting health” which was issued U.S. Reg. No. 

2440741 by the USPTO. (“’741 Registration”). 

5. On information and belief, Natural and/or its predecessor-in-interest was not 

using the VITANERGY Mark for all of the services identified in the application, that eventually 

matured into the ’741 Registration, at the time of filing and had never used or had discontinued, 

without an intent to resume, any and all use of the VITANERGY Mark for the services listed in 

the application at the time of filing. 

6. On information and belief, Natural was not using the VITANERGY Mark for all 

of the services identified in the application at the time of filing and had never used or had 

discontinued, without an intent to resume, any and all use of the VITANERGY Mark for the 

services listed in the application at the time of filing. 

7. On information and belief, Natural has never used the VITANERGY Mark for all 

of the services listed in Application No. 75929208 that eventually matured into the ’741 

Registration. 

8. On information and belief, Natural has abandoned any use of the VITANERGY 

mark and therefore in no longer entitled to maintain its registration. 

9. Natural’s non-use of the VITANERGY mark for more than three (3) consecutive 

years is prima facie evidence of abandonment pursuant to Lanham Act 15 U.S.C. § 1127. 

 

 

SECOND COUNTERCLAIM  

FOR  

CANCELLATION OF U.S. REG. NO. 2440741 FOR FRAUDULENT RENEWAL 

 

10. Nutriscience hereby incorporates and realleges the allegations of paragraphs 1-9 

as if they were set forth herein. 

11.  On or about June 7, 2006, Natural, through its attorney, James F. Gossett, filed a 

Combined Declaration of Use and Incontestability under Sections 8 & 15 of the Lanham Act, to 

support the continued registration of the ‘741 Registration (“First Section 8 Declaration”).  A 

copy of the First Section 8 Declaration is attached as Exhibit A. 
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12. The specimen that was submitted with the First Section 8 Declaration was 

described in the declaration as a “label.”  A copy of the specimen as submitted with the First 

Section 8 Declaration is attached as Exhibit B. 

13. The specimen was not a label, but was instead digital artwork that was not proper 

under the Trademark Rules of Practice. See TMEP § 1301 04(b) and (c). 

14. The specimen submitted on June 7, 2006 in conjunction with the First Section 8 

Declaration clearly was also not being used by Natural for any of the services identified in the 

registration, much less for anything. 

15. The specimen submitted with the First Section 8 Declaration, even if it was in fact 

printed on labels, was not a proper specimen to show use of the mark on the services listed in an 

registration because a label cannot be used to show use on “Distributorships in the field of pills, 

tablets, capsules, powder mixes, syrups, hair tonics, sprays, and beverages containing natural 

ingredients for providing nutrition and promoting health in Class 35.” 

16. The Trademark Office issued a Post Registration Office Action on September 1, 

2006 rejecting the specimen submitted with the First Section 8 Declaration because inter alia, 1) 

the specimen did not show the mark identified in the registration, 2) the mark was materially 

altered, and 3) it appears the registered mark is no longer in use.  A copy of the office action is 

attached as Exhibit C. 

17. On or about June 8, 2007, Natural electronically submitted, during the “grace 

period,” a second “Combined Declaration of Use and Incontestability under Sections 8 & 15,” 

signed by James F. Gossett as “Attorney of Record.”  (“Second Section 8 Declaration”).  A copy 

of the Second Section 8 Declaration is attached as Exhibit D.  

18. The Second Section 8 Declaration indicates that the specimens submitted were 

“advertising.”  A copy of the specimens submitted with the Second Section 8 Declaration are 

attached as Exhibit E. 

19. The Second Section 8 Declaration stated that the mark was in use “on or in 

connection with all services listed in the existing registration …” (emphasis added).  The 

specimens were submitted together with a statement under oath under 37 C.F.R. § 2.20 that was 

signed on June 6, 2007 by Martin Pico, as Vice President of Natural.  A copy of the declaration 

by Martin Pico submitted with the Second Section 8 Declaration is attached as Exhibit F. 
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20. In fact, the specimens submitted with the Second Section 8 Declaration do not 

show use of the VITANERGY Mark for any of the services set forth in the registration as of the 

filing date of the Second Section 8 Declaration or during the relevant filing period, including the 

grace period.  

21. The Second Section 8 Declaration further alleges that the VITANERGY Mark 

was continuously used in commerce for 5 continuous years after the date of registration on all of 

the services listed in the registration. 

22. The Second Section 8 Declaration does not include any specimens of use to 

support use of the Petitioner’s mark in connection with “powder mixes, syrups, hair tonics, 

sprays, and beverages.” 

23. On April 21, 2010, Natural filed a Combined Declaration of Use and Application 

for Renewal of Registration of a Mark under Section 8 & 9 of the Lanham Act (“Renewal 

Declaration”).  In the Renewal Declaration, Petitioner deleted the words “powder mixes, syrups, 

hair tonics, sprays, and beverages” from the registration presumably because those services were 

no longer being offered or had never been offered.  This is an admission that at some point prior 

to the filing of the Renewal Declaration in 2010, Natural had not offered or was not offering any 

services related to “powder mixes, syrups, hair tonics, sprays, and beverages.”  A copy of the 

Renewal Declaration is attached as Exhibit G. 

24. If Natural was not using the VITANERGY Mark for “powder mixes, syrups, hair 

tonics, sprays, and beverages” when it submitted the First and Second Section 8 Declarations, 

then Natural knowingly made false statements with the subjective intent to deceive the 

Trademark Office and/or with reckless disregard for the statements’ truth or falsity which may be 

reasonably inferred from the facts above.  Such information regarding the intent and/or reckless 

disregard is without the sole possession of Natural and/or its authorized attorney James F. 

Gossett and cannot be obtained by Nutriscience absent discovery. 

25.  On July 12, 2007, the USPTO issued a “Notice of Acceptance of the Section 8 

Declaration and Notice of Acknowledgment of Section 15 Declaration.”  The Notice of 

Acceptance of the Section 8 Declaration and Notice of Acknowledgment of Section 15 

Declaration would not have been issued by the USPTO, but for what appear to be false 

statements of Natural or its authorized agent that the VITANERGY Mark was then in use for the 

services listed in the registration. 
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26. Natural fraudulently filed Section 8 Declarations of continued use in commerce. 

At the time Natural filed these declarations swearing current use of the mark for the named 

services, it knew or should have known that the mark had not been used for some or all of the 

services in commerce.  Registration No. 2,440,741 should be cancelled in its entirety for 

fraudulent filing by Natural of the First and Second Section 8 Declarations under Lanham Act 

Section 14. 

27. Natural fraudulently filed a Section 15 Declaration claiming incontestable rights 

for Natural’s VITANERGY Mark.  At the time Natural filed these declarations swearing 

continuous use of the mark for the named services for the five years prior, it knew or should have 

known that the mark had not been used for some or all of the services in commerce continuously 

over the prior five years.  Registration No. 2,440,741 should be cancelled in its entirety for 

fraudulent filing by Natural of a Section 15 Declaration.  

 

THIRD COUNTERCLAIM  

FOR CANCELLATION OF REGISTRATION NO. 2440741  

FOR FRAUDULENT RENEWAL UNDER SECTION 14 

 

28. Nutriscience hereby incorporates and realleges the allegations of paragraphs 1-27 

as if they were set forth herein. 

29. On April 21, 2010, Natural submitted a Combined Declaration of Use and 

Application for Renewal of Registration of a Mark Under Section 8 & 9 of the Lanham Act 

which was signed by Oliver A. Ruiz as “Attorney of Record.”  This Renewal Declaration 

attempted to also change the attorney of record to Oliver A. Ruiz.   

30. Immediately, prior to the filing of the Renewal Declaration, the attorney of record 

was James F. Gossett. 

31. On April 21, 2010, upon the filing of the Renewal Declaration, Oliver A. Ruiz 

was not properly authorized to sign the Renewal Declaration on behalf of Natural because a 

Power of Attorney cannot be signed by a qualified practitioner on behalf of his own client.  

TMEP § 605.01.  

32. The Renewal Declaration was an attempt by Oliver A. Ruiz to appoint himself as 

the attorney of record without proper authorization of Natural.   
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33. A signatory is presumed to be unauthorized to represent a registrant if the person 

signing as a new attorney is from a different firm, when the registrant previously appointed a 

qualified practitioner and no new power of attorney has been made of record.  

See TMEP § 611.04.  As a result, the Renewal Declaration is void. 

34. In conjunction with the filing of the renewal application and executed Renewal 

Declaration on April 21, 2010, Natural, through its attorney, Oliver A. Ruiz, submitted 

specimens that allegedly show current use of the VITANERGY Mark. 

35. The Renewal Declaration stated that the specimens consist of “scanned 

advertisements and photographs of the product and packaging label.”   

36. In support of the Renewal Declaration, Ruiz submitted a sworn statement 

pursuant to 18 U.S.C. § 1001 that the VITANERGY Mark was being used on the services 

identified in the Registration, except “powder mixes, syrups, hair tonics, sprays, and beverages.”   

37. In fact, the specimens of use were not in fact valid specimens showing use of the 

VITANERGY Mark as of the filing date or during the relevant filing period prior to such filing.  

38. One of the specimens submitted by Natural in support of the renewal is an 

advertisement clearly dated June 18, 2000.  Natural acquired the rights to the ‘741 registration in 

2003 pursuant to an assignment from “Vitaenergy, Inc.”  The Assignment appears to have been 

executed on 02/11/2003 and recorded in the USPTO on 03/25/2003 at Reel/Frame 2701/0779.  

The assignment was again recorded on 10/31/2003 at Reel/Frame 2855/0450.  Obviously, on its 

face, this advertisement specimen could not have been in use by Natural at any time prior to 

2003 and clearly was not used as an advertisement in 2010.  As such, it is not a proper specimen 

showing current use of the VITANERGY Mark. Even if Natural stepped into the shoes of its 

predecessors-in-interest, the use of an advertisement that is almost ten years old is improper.  A 

copy of the June 18, 2000 advertisement which was submitted as part of the renewal application 

is attached as Exhibit H. 

39. The second specimen submitted with the renewal application is a brochure which 

displays on the specimen the words “Vitanergy, Inc.”  The specimen also appears to be an old 

brochure used by Natural’s predecessor-in-interest.   A copy of the brochure which was 

submitted is attached as Exhibit I. 
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40. The specimen, on its face, confirms it could not have been in use as of April 21, 

2010 or at anytime during the allowable renewal period because it refers to “Vitanergy, Inc.” and 

not Natural. 

41. Vitanergy, Inc. was formed as a Florida Corporation on or about June 9, 1997.  A 

copy of the Articles as filed in the office of the Florida Secretary of State are attached as Exhibit 

J. 

42. On or about February 18, 2003, Vitanergy, Inc. changed its name to True 

Ingredients, Inc.  A copy of the name change with the Florida Secretary of State is attached as 

Exhibit K. 

43. On or about September 15, 2006, True Ingredients, Inc. was administratively 

dissolved.  A copy of a printout from the Florida Secretary of State confirming the same is 

attached as Exhibit L.  Therefore, Vitanergy, Inc. no longer existed prior to the dates the Second 

Section 8 Declaration and Renewal Applications were filed. 

44. The use of old specimens, not in use at the time of filing, which were previously 

used by a company that is now defunct, to support the Renewal Declaration for Registration No. 

2440741 constitutes fraud. 

45. The third specimen submitted with the Renewal Declaration consists of two 

pictures of a bottle which appears to contain capsules of a product sold under the brand 

URINOZINC.  The pictures of the specimens are taken in such a way such that the URINOZINC 

brand is hidden.  The term Vitanergy appears on the bottle as “Distributed by: Vitanergy.”  This 

use is not trademark use, is use on “goods” not “services,” and does not support a renewal of the 

Registration.  At most, such use is tradename use and not registrable as a trademark.  Moreover, 

the word “Vitanergy” is not part of the corporate name of Natural.  A copy of the specimens 

which are pictures of the bottle which was submitted are attached as Exhibit M. 

46. The filing on its face confirms that the Renewal Declaration contains false 

statements that allege Natural was using the VITANERGY Mark on the services listed in the 

Renewal Declaration of Use as of April 21, 2010.  Natural was not using the VITANERGY 

Mark for any of the services listed in the registration. 

47. Natural knew that it was not offering any services under the VITANERGY Mark 

when it filed the renewal application on April 21, 2010.  Yet Natural, through its authorized 

representative Oliver A. Ruiz, declared that it was doing so, despite the form’s warning that:  
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“The undersigned being hereby warned that willful false statements and the like are punishable 

by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false 

statements and the like may jeopardize the validity of this document, declares that he/she is 

properly authorized to execute this document on behalf of the Owner; and all statements made of 

his/her own knowledge are true and that all statements made on information and belief are 

believed to be true.” 

48. Natural and Oliver A. Ruiz both knew or should have known that the statements 

made in the Renewal Declaration were false.  Natural and Ruiz knowingly made such provably 

false material statements with the subjective intent to deceive the Trademark Office, and/or with 

reckless disregard for the statements’ truth or falsity, which may be reasonably inferred from the 

facts set forth above.  

49. Based on the false statements made by Natural and its attorney, the USPTO 

approved the Renewal Application for the ‘741 Registration. 

50. Natural’s and Ruiz’s acts constitute fraud on the United States Patent and 

Trademark Office and Natural’s renewal of the ‘741 Registration, for any or all of its original 

services, was fraudulent. 

51. Natural has filed the instant cancellation action against the 960 Registration, using 

the VITANERGY Mark and the ‘741 Registration as the basis for its Petition.  On this basis, 

Nutriscience is or will be damaged by the ‘741 Registration. 

52. United States Trademark Registration No. 2,440,741 should be cancelled in its 

entirety for fraudulent registration/renewal under Lanham Act Section 14. 

53. Petitioner is likely to be damage by the continued registration the VITANERGY 

Mark as it would impair Nutriscience’s ability to use the term VITAENERGY to describe its 

own products. 

53. Allowing the continued registration of VITANERGY by Natural would interfere 

with Nutriscience’s rights to the VITAENERGY Mark and its ‘960 Registration. 

54. If Natural is permitted to retain the ‘741 Registration sought to be cancelled by 

Nutriscience and, thereby, the prima facie exclusive right to use in commerce the mark 

VITANERGY on the services allegedly offered under the VITANERGY Mark, Nutriscience is 

likely to be damaged. 
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____________________________________________________________________________ 

CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that a true and correct copy of the foregoing 

“REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION AND 

COUNTERCLAIM FOR CANCELLATION OF U.S. REG. NO. 2440741” was served on 

August 16, 2010 by first-class mail, postage prepaid, to Petitioner’s counsel addressed as 

follows: 

 

    Oliver Alan Ruiz, Esq. 

    Malloy & Malloy, P.A. 

    2800 S.W. Third Avenue 

    Miami, FL 33129 

 

 

 ________________________   Dated:  August 16, 2010 

 Kurt Koenig 

 

 

____________________________________________________________________________ 

 

CERTIFICATE OF ELECTRONIC FILING 

 

I hereby certify that this correspondence is being transmitted by electronic mail to the 

United States Patent and Trademark Office via ESTTA on the date identified below. 

 

Dated: August 16, 2010 

 

 

______________________________ 

Kurt Koenig 

____________________________________________________________________________ 








































































































