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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Nautica Apparel, Inc., 

Petitioner, 

v. 

AirNautic Watch Company, 

Registrant. 
  

Cancellation No.: 92052625 

Mark:  AIRNAUTIC 

Reg. No.  3,640,791 

Reg. Date:  June 16, 2009 

 
Motion to Compel 

Registrant, AIRNAUTIC WATCH COMPANY, moves for an order requiring Petitioner, 

NAUTICA APPAREL, INC., to respond to Registrant's First Request for Production of 

Documents in accordance with Federal Rule of Civil Procedure 34 and the guidelines set forth by 

the Board and moves to stay all testimony periods pending a resolution of the discovery motion 

in accordance with TBMP § 510.03. 

Registrant's Memorandum 

Despite Petitioner instituting this proceeding to cancel Registrant's AIRNAUTIC mark, 

Petitioner has not complied in good faith with its discovery obligations under the Federal Rules 

of Civil Procedure by providing 13,000+ pages of uncategorized documents and elusive written 

responses to Registrant's discovery requests.  There is attached hereto as Registrant's Exhibit A, a 

copy of Registrant's First Request for Production of Documents and the associated responses of 

Petitioner.   

In an effort to resolve Registrant's concern for the manner of Petitioner's document 

production, Registrant's counsel contacted Petitioner's counsel to notify him of the burden 

Petitioner had imposed on Registrant's counsel by producing tens of thousands of unorganized 
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documents on a flash drive.  In response, Petitioner's counsel stated that the 13,439 unlabeled 

and uncategorized documents produced on a flash drive were properly produced in accordance 

with Fed.R.Civ.P. 34, and as an alternative to reviewing the documents as produced, Registrant's 

counsel could fly to New York or New Jersey to examine the 13,000+ documents "as kept in the 

ordinary course of business."  (See Letter attached as Registrant's Exhibit B).  

Because Registrant's efforts to resolve the parties' issues were unsuccessful, Registrant 

moves for an order requiring Petitioner to label and organize the 13,439 documents already 

produced on the flash drive and to fully respond to the following production requests: 12-14, 17-

21, 23, 24, 26, 27, 33, 34, 36-41, 44, 47-49, 49, 51, 52, 56, 59-65 and 67.   

1) Producing tens of  thousands of documents in no apparent order does not comply 
with Petitioner's obligation under Rule 34(b). 

 
It is well-established that a party may not simply dump on the requesting party large 

quantities of documents containing responsive as well as unresponsive documents.  See 

Fed.R.Civ.P. 34(b) and TBMP § 406.04.  The TTAB recently found that an opposer's 

identification of tens of thousands of pages documents in response to discovery requests with no 

index or guide was improper.  See Amazon Technologies, Inc. v. Wax, 95 U.S.P.Q.2d 1865, 1868 

(TTAB 2010); see also Wagner v. Dryvit Systems, Inc., 208 F.R.D. 606, 610 (D. Neb. 2001) 

(producing large amounts of documents in no apparent order does not comply with a party's 

obligation under Rule 34); Stiller v. Arnold, 167 F.R.D. 68, 71 (N.D. Ind. 1996) (“Producing 

7,000 pages of documents in no apparent order does not comply with a party's obligation under 

Rule 34(b)”).  In fact a plaintiff's conduct was found to be sanctionable when it produced 

approximately 9,000 documents without attempting to categorize them or relate the documents to 

discovery requests.  Govas v. Chalmers, 965 F.2d 298 (7th Cir.1992).  
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In light of the foregoing case law, it is clear that Petitioner's production of 13,000+ 

documents unlabeled and unorganized on a flash drive in response to Registrant's document 

requests is exactly the type of "game-playing" not tolerated by the Board.  As such, the TTAB 

should order Petitioner to organize and label the 13,349 documents already produced on the flash 

drive in a manner that complies with its duty to produce documents under Fed.R.Civ.P. 34. 

2) Petitioner has a duty to respond to all requests to the extent that the request is not 
objectionable. 

 
Additionally, upon further review of Petitioner's responses in connection with preparing 

this motion, it became abundantly clear that Petitioner had not responded in good faith.  With 

respect to the document requests to which Petitioner merely responded with general objections 

on the grounds that the requests were overly broad, "the responding party still has a duty to 

respond to the extent the request is not objectionable."  Aikens v. Deluxe Fin. Svs., Inc., 217 

F.R.D. 533, 539 (D. Kan. 2003) (emphasis in original).  As such, Petitioner must respond to the 

portions of the above-referenced requests that are not objectionable, and at the very least, 

Petitioner should be ordered to state whether the requested documents exist and will not be 

produced or do not exist at all. 

Furthermore, it is important to note that Petitioner has improperly objected to a number 

of document requests as being irrelevant or overbroad.  By way of example, Registrant notes the 

following document requests to which Petitioner objected on the grounds of irrelevance and/or 

overbreadth and failed to respond in accordance with Fed.R.Civ.P. 34: 

1) Request Nos. 21, 23 and 24 request the production of documents relating to 

relevant trademark search reports, investigations, and/or opinions pertaining to either the 

Petitioner's or the Registrant's respective marks.  It is unquestionable that search reports and the 

like are discoverable.  See Fisons Ltd. v. Capability Brown Ltd., 209 USPQ 167, 170 (TTAB 
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1980); Goodyear Tire & Rubber Co. v. Tyrco Industries, 186 USPQ 207, 208 (TTAB 1975) 

(whether applicant received opinions concerning adoption of mark is relevant and is not 

privileged and applicant must identify person, date and documents relating thereto); Miles 

Laboratories, Inc. v. Instrumentation Laboratory, Inc., 185 USPQ 432, 434 (TTAB 1975). Yet, 

Petitioner unacceptably objected to these requests on the grounds that they were "overbroad and 

unduly burdensome" and failed to state that it would produce non-privileged existing documents 

or that such documents did not exist. 

2)   Request no. 18 requests the production of documents related to Petitioner's 

actual or potential classes of customers.  The classes of customers for a party's involved goods or 

services are unquestionably discoverable.  See TBMP § 414(3).  However, the Petitioner 

objected to this request on the grounds that it was irrelevant and failed to respond that it would 

produce non-privileged existing documents or state that such documents did not exist.  

3) Requests Nos. 33, 34, 37 and 38 seek documents relating to various agreements 

between Petitioner and third parties regarding Petitioner's marks.  Information concerning 

agreements with third parties, including settlement and other contractual agreements between a 

responding party and third parties based on the responding party's involved mark, is 

discoverable. See Johnston Pump/General Valve Inc. v. Chromalloy American Corp., 10 

USPQ2d 1671, 1675 (TTAB 1988) (licensing agreements and arrangements between opposer 

and third parties and amount of sales thereto are relevant); American Society of Oral Surgeons v. 

American College of Oral & Maxillofacial Surgeons, 201 USPQ 531, 533 (TTAB 1979) 

(relevant to show admissions against interest, limitations on rights in mark, course of conduct 

leading to abandonment, that the mark has been carefully policed, etc.); Georgia-Pacific Corp. v. 

Great Plains Bag Co., 190 USPQ 193, 197 (TTAB 1976) (settlement agreements that have 
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avoided litigation may show limitations on party's rights in mark or reveal inconsistent 

statements); J.B. Williams Co. v. Pepsodent G.m.b.H., 188 USPQ 577, 580-81 (TTAB 1975) 

(identity of all civil and USPTO proceedings involving mark is not objectionable); and Johnson 

& Johnson v. Rexall Drug Co., 186 USPQ 167, 172 (TTAB 1975) (contacts with third parties, 

such as through litigation or agreements, based on pleaded mark for involved goods, are 

relevant).  

Moreover, it is important to note that that Petitioner's Petition to Cancel names 55+ 

marks, registered or applied for by Petitioner, that are allegedly at issue in this cancellation 

proceeding.  As such, Registrant's document requests pertaining to any goods and/or services 

identified in such applications or registrations is relevant and discoverable by Registrant. See 

Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167, 172 (TTAB 1975) (discovery requests 

concerning goods on which opposer uses a mark are proper to the extent that the scope of the 

inquiry is limited to the goods identified in the application or mentioned by the opposer during 

discovery).  Because Petitioner has set the breadth and scope of the goods and/or services at issue 

in this matter by naming 55+ marks in its Petition to Cancel, Petitioner cannot in hindsight claim 

that discovery pertaining to such goods and/or services is overbroad, unduly burdensome or 

irrelevant. 

  Further, Registrant directs the Board to Requests Nos. 59-65 for which Petitioner has 

provided especially inadequate responses.  In these document requests Registrant seeks 

documents that support various statements quoted from Petitioner's Petition to Cancel.  Certainly 

documents supporting the allegations made in the very filing that initiated this proceeding are 

relevant and discoverable.  Yet, Petitioner has responded to these requests by referring Registrant 

"to its Petition to Cancel and to case law."  Certainly this type of elusive response is not the type 



{WP763254;1}  Page 6 of 7 

of response that would contribute to liberal discovery as contemplated by the Federal Rules of 

Civil Procedure or under the Petitioner's duty to cooperate as laid out by the Board. 

Conclusion 
 

The foregoing provides clear evidence that Petitioner has not only improperly provided 

tens of thousands of unorganized and unlabeled documents on a flash drive in response to 

Registrant's requests, but has also failed to fully respond to a significant number of Registrant's 

requests. Therefore, Registrant respectfully moves the Board to order Petitioner to label and 

organize the 13,439 documents already produced on the flash drive and to fully respond to all of 

the requests to which Petitioner's response did not comply with the Federal Rules of Civil 

Procedure and the Board's instructions regarding responses to document requests. 

Good Faith Certification  
  

On April 11, 2011, Registrant's counsel made a good faith effort, through U.S. mail 

correspondence, to resolve the issues in this motion with Neil B. Friedman, counsel for 

Petitioner.  In an April 13, 2011 response, Mr. Friedman disagreed with Registrant's position, 

and thus, the issue here remains unresolved.  The undersigned hereby certifies that the above 

statements with respect to conversation with opposing counsel are true. 

Respectfully submitted, 

AKERMAN SENTERFITT 

Date: April 29, 2011 /Jennifer Parkins Rabin/ 
Jennifer Parkins Rabin, FL Bar No. 0965642 
222 Lakeview Avenue, 4th Floor 
West Palm Beach, FL  33401 
Telephone: (561) 653-5000 
Telefax: (561) 653-5333 
Attorney For Registrant 
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Certificate of Service 

  I HEREBY CERTIFY that a true and complete copy of the foregoing MOTION TO 

COMPEL has been served by mailing said true and complete copy on the April 29, 2011, via 

First Class Mail, postage prepaid to:   

    Neil B. Friedman 
    BAKER and RANNELLS, PA 
    575 Route 28, Suite 102 
    Raritan, New Jersey 08869 
     

 
     /Ashleigh Bholé/ 

      Ashleigh Bholé 
 

 
























































































