Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA350069

Filing date: 05/28/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92052344

Party Defendant
Arabica Funding, Inc.

Correspondence ARABICA FUNDING, INC.

Address 68 SOUTH SERVICE ROAD , SUITE 120
MELVILLE, NY 11747

UNITED STATES

Submission Answer

Filer's Name Elizabeth C. Buckingham

Filer's e-mail ip.docket@dorsey.com,buckingham.elizabeth@dorsey.com
Signature /Elizabeth C. Buckingham/

Date 05/28/2010

Attachments Registrant's Answer to Petition to Cancel .PDF ( 5 pages )(138744 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of U.S. Trademark Registration No. 3454826
Mark: CARIBREW CLUB
Registration Date: June 24, 2008

)
ROGER W.ZAK AND RHONDA I. ZAK, D/B/A, ) -

THE UNLIMITED/ALASKA HATS & APPAREL, )

Petitioners, Cancellation No. 92052344

V.

ARABICA FUNDING, INC.
Registrant.

)
)
)
)
)
)
)

REGISTRANT’S ANSWER TO PETITION TO CANCEL

Registrant, Arabica Funding, Inc. (“Registrant”), for its Answer to the Petition to Cancel
filed by Roger W. Zak And Rhonda 1. Zak, d/b/a The Unlimited/Alaska Hats & Apparel
(“Petitioners”) on April 20, 2010 (“Petition to Cancel”), states as follows:

1. Registrant is without information sufficient to form a belief as to the truth of the
allegation, contained in paragraph 1 of the Petition to Cancel, that CARIBREW was “first used
in March 1997,” and therefore denies all the allegations in that paragraph. Registrant notes,
however, that Petitioners’ Trademark Application Serial No. 77879326 claims a first use date of
April 4, 1997, and a date of first use in commerce of April 23, 1997.

2. Registrant notes that the document labeled “Enclosure 1 which was appended to
the Petition to Cancel appears to be an expired certification of registration in Alaska for a design
trademark containing the words CARIBREW “BLENDED FOR THOSE ON THE MOVE,”
but lacks information sufficient to form a belief as to the authenticity of this document and

denies the allegations contained in paragraph 2 of the Petition to Cancel.



3. Registrant notes that two documents appended to the Petition to Cancel appear to
be expired licensing agreements regarding “[t]he artwork known as “Caribrew™ Blended For
Those On The Move™,” but lacks information sufficient to form a belief as to the authenticity
and relevance of these documents and denies all the allegations contained in paragraph 3 of the
Petition to Cancel.

4. Registrant lacks information sufficient to form a belief as to the truth of the
allegations contained in paragraph 4 of the Petition to Cancel and therefore denies them.

5. Registrant lacks information sufficient to form a belief as to the truth of the
factual allegations contained in paragraph 5 of the Petition to Cancel and therefore denies them.
The remaining statements are legal conclusions to which no response is required.

6. Registrant notes that images of labels and mugs are appended to the Petition to
Cancel but lacks information sufficient to form a belief as to their authenticity and relevance and
denies all the factual allegations contained in paragraph 6 of Petition to Cancel.

7. Registrant denies all the factual allegations contained in paragraph 7 of the
Petition to Cancel. The remaining statements are legal conclusions to which no response is

required.



AFFIRMATIVE DEFENSES

As separate and affirmative defenses to the Petition to Cancel, Registrant alleges as

follows:

1. Petitioners’ Petition to Cancel fails to state a claim upon which relief can be
granted.

2. Petitioners lack standing to bring this proceeding.

3. Petitioners’ claims are barred by the doctrines of laches and estoppel.

4. Petitioners cannot claim exclusive rights in the CARIBREW mark and/or has

abandoned any right it may have once had in the CARIBREW mark due to lack of continuous
use and/or to its failure to police third party uses of similar marks and/or enforce its rights, if any,
against infringing uses.

5. Petitioners’ claims are barred by the doctrine of unclean hands.

6. Registrant’s prior registrations of marks substantially similar to CARIBREW for
substantially similar goods means that Registrant’s CARIBREW CLUB registration can cause
no additional injury to Petitioners and/or that Petitioners’ claim of priority is false.

Registrant reserves the right to amend its Answer to add additional or other defenses that
cannot now be articulated due to Petitioner’s failure to particularize its claims and/or the need for
further discovery regarding Petitioner’s claims.

WHEREFORE, Registrant prays for judgment dismissing the Petition to Cancel with

prejudice.



Dated: May 28, 2010.

DORSEY & WHITNEY LLP

By
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Elizabeth C. Buckingham 0
buckingham.elizabeth@dorsey.€om
Heather D. Redmond
redmond.heather@dorsey.com

50 South Sixth Street, Suite 1500
Minneapolis, MN 55402-1498
Telephone: (612) 340-2600

Attorneys for Opposer Arabica Funding, Inc.



CERTIFICATE OF SERVICE

I hereby certify that the foregoing document has been served via first-class mail, postage
pre-paid to Petitioners Roger W. Zak And Rhonda I. Zak, The Unlimited/Alaska Hats &
Apparel, 13428 E. Verda Drive, PO Box 4102, Palmer, Alaska, 99645-4102, this 28th day of
May, 2010.
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