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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Reg. No. 1,909,802: KING OF ROCK ‘N’ ROLL MUSIC

ELVIS PRESLEY ENTERPRISES, INC.

Petitioner,
V.

KING OF ROCK ‘N’ ROLL MUSIC,
INC.

)
)
)
)
) Cancellation No. 92052327
)
_ )
Registrant. )
)

PETITIONER’S COMBINED
REPLY BRIEF IN SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT AND
PETITIONER’S RESPONSE BRIEF IN OPPOSITION TO REGISTRANT’S
CROSS-MOTION FOR SUMMARY JUDGMENT

Registrant, King of Rock ‘N’ Roll Music, Inc. (“Registrant”), has abandoned use of its
KING OF ROCK ‘N’ ROLIL MUSIC mark (“Registrant’s Mark”) because it conceded it is not
using the mark in connection with all goods claimed in Registration No. 1,909,802 (the
“Registration”). The only available statutory remedy is cancellation. Registrant’s arguments for
maintaining its Registration despite this concession are legally irrelevant and do not create a
material issue of fact or entitle Respondent to judgment in its favor. Therefore, Petitioner’s
Motion for Summary Judgment should be granted and Respondent’s Cross Motion for Summary

Judgment denied.
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ARGUMENT
I Registrant Abandoned the Registered Mark Because it Stopped Use on Records and

Cassette Tapes

Registrant admits it no longer uses the mark for phonograph records! or cassette tapes.
Affidavit of Peter Bennett, Paragraphs 9, 11 and 12.

Registrant tries to deny that its use of the term phonorecord in the Registration means a
phonograph record by pointing to a technical definition of the term “phonorecord” in the U.S.
Copyright Act as:

. material objects in which sounds, other than those accompanying a motion
picture or other audiovisual work, are fixed by any method now known or later
developed, and from which the sounds can be perceived, reproduced, or otherwise
communicated, either directly or with the aid of a machine or device
[including] the material object in which the sounds are first fixed.

17 U.S.C. § 101. Since there is no dispute that Respondent does not use the mark with cassette
tapes, whether Registrant is using the mark with phonorecords, and thus whether phonorecord

means phonograph record or something more technical as offered by Respondent?, is not

material to this proceeding.

" The Registration uses the term “phonorecord” rather than “phonograph record.” Phonorecord is not currently
defined in the dictionary. However, a widely used dictionary generally available to the public at the time of
Registrant’s application filing date defines “phonorecord” as a “phonograph record.” See Webster’s Ninth New
Collegiate Dictionary, p. 884 (1988) (photocopy attached as Exhibit A).

? That said, Respondent’s definition must be rejected as it would render the identification of goods violative of
multiple provisions of the Trademark Manual of Examining Procedure (“TMEP”) and render the description of
goods nonsensical. An identification of goods is acceptable when it “describes the goods and/or services so that an
English speaker could understand what the goods and/or services are, even if the grammar or phrasing is not
optimal.” TMEP § 1402.01(a). “The language used to describe goods and/or services should be understandable to
the average person and should not require an in-depth knowledge of the relevant field.” /d. In fact, if the
identification includes a term of art in the field, such as the Copyright definition of phonorecord, then “if these terms
are not widely understood by the general population, the identification should include an explanation of the
specialized terminology.” TMEP 1402.01. Trademark examiners are tasked with scrutinizing applications for
specificity, clarity and accuracy, and to ensure that identification of goods and services are concise. TMEP §
1402.01. Further, Respondent’s interpretation would be prohibited since it is an identification of goods that
encompasses an entire class heading, TMEP § 1402.01. Finally, Registrant’s own affidavit represents that
Registrant’s Mark was used on three distinct goods at the time the application was filed: “compact discs, cassettes,
and phonorecords.”. Affidavit of Peter Bennett, Paragraph 6 (emphasis added).
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There is no evidence that Registrant intends to resume use of the mark for phonograph
records or cassettes. Thus, Registrant cannot rebut the presumption of abandonment that flows
from non-use. Rivard v. Linville, 133 F.3d 1446 (Fed. Cir. 1998); Imperial Tobacco Ltd. v.
Philip Morris Inc., 899 F.2d 1575 (Fed. Cir. 1990); General Motors Corp. v. Aristide & Co.,
Antiquaire de Marques, 87 USPQ2d 1179 (TTAB 2008) [precedential].

Unable to proffer any evidence that it intends to resume use of the mark for records or
cassettes, Registrant instead relies on a 51-year-old court of claims decision to claim that
Petitioner must prove that Respondent has an affirmative intent to abandon before a registrant
can be found to have abandoned its trademark registration. Hazeltine Corp. v. United States, 145
Ct. CL 138, 145 (1959). That case is inapposite and does not state the relevant legal standard.

In Hazeltine, the claims court was considering whether plaintiff could take a tax loss
deduction dating back to its earliest date of nonuse or whether such loss should run from the date
plaintiff affirmatively abandoned the registration at the United States Patent and Trademark
Office (“PTO”). The court reasoned that, while plaintiff had not used the marks at issue, the
plaintiff continued to list them as assets in its books until it expressly abandoned the mark at the
PTO, such that it could have made some use of them and claiming a tax loss would be
inappropriate. Id. This reasoning fits for a tax case, where actively maintaining an asset in
company books for the continued possibility of financial benefit makes claiming tax loss
unrcasonable. Professor McCarthy calls this “formally abandoned,” in that a company has taken
the affirmative step specifically “for tax write-off purposes.” 3 T. McCarthy, Trademarks and
Unfair Competition, § 17.1 (2010).

In addition to the incongruity between tax theory and trademark theory, Registrant’s

argument is unpersuasive because it is irreconcilable with the Lanham Act and modern
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trademark case law. The Lanham Act specifically defines a mark as abandoned when “its use
has been discontinued with intent not to resume such use.” 15 U.S.C. § 1127.

As the Fifth Circuit clarified:

There is a difference between intent not to abandon or relinquish and intent to

resume use in that an owner may not wish to abandon its mark but may have no

intent to resume its use. ... An “intent to resume” requires the trademark owner to
have plans to resume commercial use of the mark. Stopping at an “intent not to
abandon” tolerates an owner’s protecting a mark with neither commercial use nor
plans to resume commercial use. Such a license is not permitted by the Lanham

Act.

Exxon Corp. v. Humble Exploration Co., 695 F.2d 96 (5th Cir. 1983).

The only evidence of record, therefore, requires entry of judgment for Petitioner because
Respondent no longer uses the mark for all of the goods set forth in Class 9, the only class, of the
Registration and there is no evidence to support an intent to resume use for those goods.

IL. Cancellation of the Registration Is Required Remedy for Abandonment of a Mark

Contrary to clear statutory mandate, Registrant proposes that its abandonment of
Registrant’s Mark in connection with cassettes (and records) should result in striking the
abandoned goods from the registration and leaving the remainder of the class of goods in tact.
The only remedy available under the Lanham Act, however, is cancellation of the entire
Registration.

The Lanham Act provides that a registration shall be cancelled if, inter alia, it has
become generic, was obtained fraudulently or been abandoned. 15 U.S.C. 1064(3) (emphasis
added). The same section of the Lanham Act further instructs that if a mark becomes generic,
the appropriate remedy is to “cancel the registration for only those goods or services” for which

the mark has become generic. /d. No such remedy for cancelling less than the entire class of

goods or services is provided for the case of abandonment or fraud, and cannot properly be
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implied. It is a long-standing canon of statutory interpretation that “[w]here Congress explicitly
enumerates certain exceptions to a general prohibition, additional exceptions are not to be
implied, in the absence of evidence of a contrary legislative intent.” TRW Inc. v. Andrews, 534
U.S. 19, 20 (2001); Andrus v. Glover Constr. Co., 446 U.S. 608, 616-617 (1980).3

Registrant’s argument relies on an irrelevant likelihood-of-confusion case in which the
TTAB also addressed an allegation that applicant never used its mark with two of many goods
claimed in the application. £.I. du Pont de Nemours and Company v. Sunlyra International, Inc.,
35U.S.P.Q.2d 1787, 1791 (TTAB 1995). The Board did not make any finding as to whether the
applicant’s acts constituted abandonment or rose to the level of fraud. /d. Rather, the Board
relied upon applicant’s admission that the mark was never used with two of the goods claimed
and held that the application was void ab initio with respect to those two specific goods. /d.
Since this case did not address the statutory claim at issue here, it provides no support for

Registrant’s requested remedy.

* Since the statute treats cancellation on the grounds of fraud and abandonment the same, the clear law that in fraud
cases where cancellation of the entire registration is appropriate where the fraud reached only some of the good is
strong authority that cancellation based on abandonment should be treated the same. See Meckatzer Léwenbru
Benedickt Weifs KG v. White Gold, LLC, 95 USPQ2d 1185 (TTAB 2010) [precedential] (“A finding of fraud with
respect to a particular class of goods or services renders any resulting registration void as to that class”); See also
G& W Laboratories Inc. v. GW Pharma Ltd., 89 USPQ2d 1571, 1574 (TTAB 2009) [precedential]; Herbaceuticals,
Inc. v. Xel Herbaceuticals, Inc., 86 USPQ2d 1572 (TTAB 2008) [precedential].
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CONCLUSION

There is no genuine issue of material fact regarding Registrant’s failure to use its mark
with all goods in Class 9 and its lack of intent to resume use. Therefore, Registrant has
abandoned Registration No. 1,909,802, and, thus, the Registration should be cancelled.

Respectfully submitted,

~
Date: December 15, 2010 LOEB & LOFEB, LLP

Q :

s
F

Douglas N. Masters

Seth A. Rose

Rupen R. Fofaria

321 North Clark Street
Suite 2300

Chicago, Illinois 60654
Telephone: (312) 464-3100
Facsimile: (312) 464-3111
Attorneys for Pelitioner
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pho-nemics \-miks\ n pl but sing in constr (1936) 1 : a branch of lin-
guistic analysis that consists of the study of phonemes 2 : the struc-
ture of a language in terms of phonemes - pho-ne.miscist \-moa-sast\ n

phosnetic \fa-'net-ik\ adj [NL phoneticus, fr. Gk phonétikos, fr. phonein
to sound with the voice, fr. phoné voice] (1826) 1 a: of or relating to
spoken language or speech sounds b : of or relating to the science of
p Gnitics 2 : representing the sounds and other phenomena of
speecn:
rzprescnts the spoken language, that employs only characters of the
regular alphabet, and that is used in a context of conventional spelling
b : representing speech sounds by means of symbols that have one
value only . ¢ : employing for speech sounds more than the minimum
number of symbols necessary to ffre.sent the significant differences in
E(sp)elakcr;s speech — pho-net«i-cal \-i-kal\ adj — pho-neti-cal-ly \-i-

3-)Ié\ ady : s

phonetic alphabet-n (1848) .1: a set of symbols used for phonetic tran-
scription 2 : any of various systems of identifying letters of the alpha-
bet by means of code words in voice communication e

pho-ne-ti-cian \,fo-no-"tish-on also ,fan-a-\ n (1848) : a specialist in pho-
netics Y ;

pho-net-ics \fo-"net-iks\ n pl but sing in.constr (1836) 1 : the system of
speech sounds of a language or group of languages 2 a: the study
and systematic classification of the sounds made in spoken utterance
b: the practical appfiicaeion of this science to language study ;

pho«nic \'fdn-ik also 'fo-nik\ adj (1823) 1: of, relating to, or producin,
sound : AcousTiC 2 a:. of or relating to the sounds of speech b: o
or relatin.%‘ to phonics — pho-ni-cal-ly \-(s-}Ig\ adv .

pho-nics \'Tin-tks, I is also ‘{6-niks\ n pl but sing in constr (ca. 1683) 1
: the science of sound : ACOUSTICS 2: a method of teaching beginners
to read and pronounce words by learning the phonetic value of letters,
letter groups, and esp. syllables 4 e

pho-no \'fﬁ-z)nﬁ\ n, pl phonos (1909) : PHONOGRAPH :

pho-no-car-dio-gram \,fo-na-'kéird-g-a-,gram\ n [ISV] (1912) : a graphic
record of heart sounds made by means of a microphone, amplifier, and
alvanometer

phono.car-di-og-ra.phy \-kird-&-%g-ro-fé\ n (1916) : the process of
producing a phonocardiogram — pho-no-car-dio-graph \-'kird-g-a-
graf\ n-— pho-no-car.dio-graph-ic \-kird-g-o-'graf-ik\ adj

pho-nwgram \'fo-na-,gram\ n lilSV] {1860) 1 : a character or symbol
used to represent a word, syllable, 'of phoneme 2 : a succession of
orthographic letters that occurs with the same phonetic valué in several
words (as the ight of bright, fight, and flight) — pho-no.gram-mic or
phosno:grameic \,fo-na-'gram-ik\ adj — pho-no-gram:mi-cal-ly or pho-
no-gram-incul-ly \-i-k(a-)Ie\ ady

pho-no.graph \'fo-na-,graf\ n (1877) : an instrument for reproducing
sounds by means of the vibration of a stylus or needle following a spi-
ral groove on a revolving disc or cylinder ? ;

pho:nog-ra-pher \fo>-'nig-ra-for, {6-\ n (1851) : a specialist in phonogra-

phonemicist e :phosphorescently

hy
pﬁu-nu-graph-ic \f6-na-‘grafuik, 1 is also fin-a-\ adj (1828) 1 : of or
relating to phonography 2: of or relating to a phonograph ~- pho-no-
aphel.cal-ly \-i-k(a-)Ig\ adv :

pho-nog-ra.phy \fo-'niig-ra-fé, f6-\ n (1701) 1 : spelling based on pro-
nunciation 2 : asystem of shorthand writing based on sound

phosnolite \'fon-1-1t\ n][F, fr. Gghonoi’itk, fr. phon- 4+ -lith; fr. its ring-
ing sound when struck] (ca. 1828) : a gray or green volcanic rock con-
§isgil:1\g e‘:is_sentially of orthoclase and nepheline — pho-no-lit-ic \,fon-"1-
it-ik\ adj

pho-nol-o-gy \fo-'nil-o-j&, f6-\ n (1799) 1: the science of speech sounds
including esp. the history and theory of sound changes in a language or
in two or more related languages 2: the lphonehcs and _phonemics of
a language at a particular time — pho-no-log.i-cal \,fon-"I-'4j-i-kal also
Jfan-"I-\ aiso pho-no-log-ic \-ik\ adj — pho-no-logi-cally \-i-k(a-)le\ adv
~— pho-nol-o-gist \fs-'ndl-a-jost, f6-\ n

pho-non \'fo-nén\ n [phon- + -on (1932) : a quantum of vibrational
energy (as in a cryst

pho-no-rec-ord \'f6-no-,rek-ard\ n (1950) : a phonograph record

ipho-ny or pho-ney \'f6-n&\ adj pho-ni-er; -est [origin uni(nowp} (1900;
: not genuine or real: as a (1) : intended to deceive or mislead (2
: intended to defraud : COUNTERFEIT {a ~ $10 bill) {a ~ check) b
¢ arousing suspicion : probably dishonest {something ~ about his
alibi) ¢ : having no genuine existence : FICTITIOUS {~ publicity
storiesy d : FALSE. SHAM {a ~ name) {~ pearls) e : making a false
show: as (1) ¢ HYPOCRITICAL (2) : sPECIOUS (has a ~ poetic elegance —
New Republicy — pho-nidy \'fon-°I-€\ adv — pho-ni-ness \'f6-n&-nos\ n

2phony or phoney n, pl pho.nies (1902) : one that is phony 2

3phony or phoney vt pho-nied or pho-neyed; pho-ny-ing or ‘pho.ney-ing
(1949) : COUNTERFEIT, FAKE — often used with up {a paper phonied up
on the spur of the moment —-William Faulkner) i

-pho-ny \f->-ng, ,[fd-né\ also -phownia \'fG-né-a\ n comb form [ME
-phonie, fr. OF, fr. L -phonia, fr. Gk -phénia, fr. -phénos sounding —
more at -PHONE] 1 : sound (Lelephonyg 2 usu -phonia : speech disor-
der of a (specified) type {(dysphonia)

phoo-ey \'fii-e\ interj %imil_.] (1929) — used to express repudiation or
disgust :

pho-rate \'fo(a)r-at, 'fo(a)r-\ n [phosphorus + thionate] (1959) : a very
toxic organophosphate systemic insecticide C,H,0,PS; that is used
esp. in seed treatments

-phore \fo(a)r, fo(a)r\ n comb form FNL -phorus, fr. Gk -phoros, fr.
-phoros (adj. comb. form) carrying, fr. pherein to carry —— more at
BEAR] : carrier {gametophore)

-pho-ressis \fa-'ré-sas\ n comb form, pl -pho-resses \-séz\ [NL, fr. Gk
phorésis act of carrying, fr. phorein to carry, wear, freq. of pherein]
: transmission {electrophoresis)

phos- comb form [Gk phés-, fr. phos] : light {phosgene}

phos-gene \'faz-jen\ n [fr. its originally having been obtained by the
action of sunlight] {ca. 1812) : a colorless gas COCI; of unpleasant
odor that is a severe respiratory irritant

phosph- or phospho- comb form [phosphorus] 1 : phosphorus (phos-
hide) 2: phosphate {phosphofructokinase)

phos-pham-i.don \fis-‘fam-3-,d4n\ n [phosphate + amide + -on, of un-
known origin] (ca. 1960) : a contact and systemic organophosphorus
insecticide and miticide C;gH ,CINO,P ;

a : constituting an alteration of ordinary spelling that better,

phos-pha-tase \'fis-fa-,1as, -,taz\ n (1911); an cozy
the hydrolysis and synthesis of organic esters of
the transfer of phosphate groups to other compoundisy
PHOSPHATASE b i. ACID PHOSPHATASE ! G
phos-phate \'fas- fat\ n P—‘ , fr. acide phosphorigue ph
1 a: asalt or ester of a phosphoricacid b : an of
hos?horic acid in which the acid group is bound {0
oxyl grou% in a way that permits useful enérgy to
metabolism) 2 : a frivalent anion PO, derived
H,PO, 3: aphosphatic material used ?o; fertilizers
pho?hate group r (1953) : a group or radical deriv
acid H,PO, by removal of one or more hydrogen atomss
phosphate rock n (1890) : a rock that consists largely s
phate usu. together with other minerals (as calcium
1in making fertilizers, and is a source of phosphorus
phos-phatdic \fas-"fat-ik, -'fat-\ adj (1843) : of, rela
hosphoric acid or p! hates ¢~ fertilizers) © 8
phos-pha-tide \'Tis-fa-,tid\ n [ISV] (1884) : pHOSPH
tideic \,fas-fa-"tid-ik\ adj iR
phos-pha-ti-dyl \fas-fa-"tid-"1, fis-"fat-ad=1\ n (1941}
univalent groups (RCOO0),C;H,OPO(OH) that are
hatidic acids !
phos-pha.ti-dyl-cho-line \ fis-fo-,tid-?1-'k-len, ()i
1954) 1 LECITHIN i By
phos-pha-ti-dyl-eth-asnol-amine \-,eth-o-'nil-3-men,
: any of a group of phospholipids that occur es
iIr) the white matter of the central nervous system
in + :
phos-phadtize \'fis-fo- tiz\ vt -tized; -tizeing (1883) 1
phosphate or phosrhatcs 2. to treat with phos‘F_ oric sad]
hate — phos-pha-ti-za-tion \fds-fot-o-"2a-shon, - [at-{ a0
phos-pha-tu-ria \ fis-fo-"t(y)ur-g-2\ n [NL, Ir. ISV
-un‘aﬁh the excessive discharge of phosphm
phos-phene \ fen\ n [ISV phos- + Gk phainein
FANCY] (ca. 1860) : a luminous impression due to
retina ; #
phos-phide \-fid\ n [ISV] (1849) : a binary compon
usu. with a more electropositive element or group
phos-phine \-fén\ n [IS\E (1873) 1 : a colorless pai
as PH that is a weaker base than ammonia and,
umigate stored grain, 2 : any of various denyati
analogous to amines but weaker as bases i
phos-phite \-fit\ n (1799) : a or. ester of phosphorg
phos-pho-cre-atine \,fis-()o-'kré-o-1én\ n [ISV] (10
sH oIN;04P of creatine and phosphoric acid that is
brate rnuscfie where it is an energy source for muscle 8
phos-pho-di-es-ter-ase \-di-'cs-ta-,ras, -,raz\ n [phosph
(1932) : a phosphatase (as from snake venom) that.
some nucleotides) to hydrolyze only one of i
phosspho-enol-pyr-uvate \" 0-a-1n01-pi vl
(1956) : a salt or ester of phosphoenolpyruvicac
phos-pho-enol.pyr-uvic acid \-pi-,rii-vik-, -pila)r-
phosphate H,C=C(OPO;H l))(.“,OQH of the enol
that is formed as an intermediate in carbohydrale
reversible dehydration of phospho%lyccric‘ d)
phos-pho-fruc-to-ki-nase \'fas-(, 6, frak-10-'ki-nhs,
-niz\ n [phos_:};]h- + fructose + k ase] (1947) + an;
tions in carbohydrate metabolism and esp. i"'h'
|
\ o [p

the transfer of a second phosphate (as from A1
phos‘pho-%lu-co-mu-tase \-gli-ka-'myii-las, - tiz
mutase] (1938) : an enzyme that js found i all

and that catalyzes the reversible isomerization u?
to glucose-6-phosphate :
phos-?ho-glyc-er-al-de-hyde - glis-o-"ral-da-hid\ n {19

of glyceraldehyde C,H;0,
metabolism of uarbohycfmtes
hoseh 1 te \,fis-fo-"gl [phosph
phos-pho-glyc-er-ate \fis-fo-'glis-o-rat\ n [pho
(1901) : a salt or ester of phosphoglyceric acid
phos-pho-gly-cer-ic acid \-glis-,er-ik-\ n (1857) ; el
phosphates HOOCC, Hy;(OH)OPO,H, of glycenic ¢
as intermediates in photo! i
phos-pho-ki-nase \,f%
phos:pho.li-pase as, 3
hydrolyze lecithins or phosphatidylethanolamines
thinase ) A%
phos.pho-ipid -od\ n (1928) : any of numetous!
and phosphatidylethanolamines) in which phos
fatty acid is esterified to glycerol and which are
and in the bilayers of plasma membranes
phos-phomono-es-ter-ase \-,min-o-"es-to- s, -1az\
hatase that acts on monoesters y
phos-pho-ni-um \fis-'fo-né-om\ n [NL] (ca. 186
PH, analogous to ammonium and derived from pl
organic derivative of phosphonium (as (C,H). P+
phos:pho-pro-tein \fis-fo6-'pro-tén, -'prot-c-on'y n o
various proteins (as casein) that contain combined
phos-phor \'fas-for, -fo(a)r\ also phos-phore \-folal
ﬂhmsphoms. fr. Gk phdsphoros, lit., light bringer, i
earing, fr. ph@s- + pherein to carry, bring — mare
phosphorescent substance; specif : a substance (hat |
excited by radiation ;
phosphor- or phosphoro- comb form i phosp!

: phosphoric acid (é;hos horolysisy '
phosphor bronze n (1875) : a bronze of great b ¢
toughness that contains a small amount of phosphons
phos_-Bho-resce \fds-fo-'res\ wi -resced; -resc.ing [ps
fr. phosphorescent] (1794) : to exhibit ghnsphor

phos-pho-res-cence \-res-*n(t)s\ n (1796) 1
caused by the absorption of radiations and contin
time after these radiatione have stopped 2: ane
without sensible heat

phog.nb- - f

PO,) that is formed
E)y the splitting of a dig




CERTIFICATE OF SERVICE

I, Rupen R. Fofaria, hereby certify that a copy of the PETITIONER’S COMBINED
REPLY BRIEF IN SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT AND
RESPONSE BRIEF IN OPPOSITION TO REGISTRANT’S CROSS-MOTION FOR
SUMMARY JUDGMENT has been served upon:

Jeffrey E. Jacobson

Jacobson & Colfin, P.C.

60 Madison Avenue, Suite 1026
New York, NY 10010

via hand delivery this 15™ day of December, 2?'f0.

/ \ ’}.
[ &'
| \ 4 1

CI72244.4 8
209463-10049



