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IN THE UNITED STATES pATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Registration NO.1 ,909,802

For the Trademark KING OF ROCK "N' ROLL MUSIC

Registered December 8, 1995

- - - - - - - - - - - - - - - - - - - - - - - - - - - - - -- - - x
ELVIS PRESLEY ENTERPRISES, INC.

Petitioner,

Cancellation No. 92052327

v

.

KING OF ROCK "N' ROLL MUSIC, INC

.

Registrant.

-- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - -x

MEMORANDUM OF LAW IN OPPOSITION TO

PETITIONER'S MOTION FOR SUMMARY JUDGMENT AND IN SUPPORT OF

DEFENDANT'S CROSS-MOTION FOR SUMMARY J

U

DGMENT.

Regist

r

ant

King of Rock '

N

'

Roll Music

,

Inc. (

"

Registrant

"

)

submits this Memorandum

of Law in Opposition to Petitioner

'

s

Motion for Summary Judgment and in Support of

Registrant

'

s

Cross-Motion for Summary Judgment

.

Registr

a

nt

has not abandoned the use of its

KING OF ROCK '

N

'

ROLL MUSIC mark (the "

Mark

"

)

because Registrant is using the mark on

and in connection with goods and services listed in Registration No. 1,908, 802.

5



INTRODUCTION

Re

g

istrant

h

a

s

conti

n

uou

s ly

u

se

d

th

e

Mark o

n

good

s

in inter

state

commerc

e

sinc

e

a

t

le

as

t

a

s

earl

y

as 1993

,

and ha

s

no int

e

ntion

to abandon th

e

Ma

r

k

in th

e

future

.

In s

hort

,

Petition

e

r

' s

claims of abandonment are entirely unfounded. The goods and servic

e

s

listing on Regist

r

ation

No. 1

,

908

,

802

stat

e

s

"

pre-recorded

mu

s

ic

on phonorecords

,

cassettes a

nd

compact discs.

"

Registrant currently uses the mark on compact discs

,

and previously used the mark on c

a

ssettes.

it

e e

nn

et

t

at ~

1

1,

12;E

hibit

1

, c e

e

ed

u

s

ic.

The term

"

phonorecord

"

in Registrant

'

s

listing is a term of art defined in Section 101 of the US Cop

y

right

A

ct

o

f

1976

,

and it includes the compact di

s

cs

that the mark is currentl

y

used in connection with.

See 17 U.S.c. § 101. Thi

s

term does not r

e

f

e

r

solel

y

to "

v

in

y

l

r

e

cords

"

as P

e

tition

e

r

misconstrues

,

and thus the fact that Registrant does not currently use the mark in connection with

v

in

y

l

record

s

doe

s

not r

e

nder

it abandoned

.

Registrant'

s

continued commercial use of th

e

mark on prepackaged music demonstrates

that Registrant

'

s

Mark satisfies the L

a

nham

Act requirements for use in commerce. In fact

,

Registrant r

e

cei

v

es

ro

y

alti

e

s

f

r

om

Coll

e

ctabl

e

s

Records

,

among other

s

,

for g

oods

sold under the

mark

,

and Registr

a

nt

'

s

goods are currently o

f

fered

for sale at various retaile

r

s

including

Amazon.com and B

a

rne

s

& Noble

'

s

w

e

bsite

.

See

hibit

2

,

e

nts

E

t

3

,

e

lling

Goods. A ma

r

k

cannot be deemed abandoned ifthe

6



mark i

s

currentl

y

b

e

in

g

used in commer

c

e

,

o

r

i

f

an int

e

nti

o n

to comm

e

nce

or re

s

ume

use of th

e

m

a

rk

i

s

present. Registrant s

ubmit

s

thi

s

bri

e

f

to d

e

monstrate

t

h

at

no g

e

nuin

e

issue of m

a

t

er ial

f

a

c

t

e

xi

s

ts

for trial

,

and thus

,

El

i

s

es

l ses

,

In

c.

et

iti

ones

) oti

o

n

g

e

nt

must be denied a

nd eg

i

s

tnt

o

s

s

-ion

ud

g

nt

must

be g

ranted.

ARG

UME

NT

I. THE STANDARD FOR SUMMARY JUDGMENT.

Summar

y

judgment is p

r

oper

to eff

e

ctu

a

te

a "speed

y

and inexpensi

v

e

determin

a

tion

"

o

f

a

n

a

ction

.

C

el

o

te

C

p

.

v

.

e

tt

,

477 U.S. 317

,

3

27

(1986). Th

e

court mu

s

t

v

i

e

w

evidence

s

ubmit

t

ed

f

rom

th

e

n

o

nmo

v

ing

p

a

rt

y

,

and all ju

s

tifiabl

e

inf

e

rence

s

dr

a

wn

,

in a li

g

ht

mo

s

t

f

a

vorable

to the nonmo

vi

ng

par

ty

. l

nd

,

Inc. v

.

t e

usi

c

970

F.

2

d

8

4

7

,

850

(Fed. C

ir.

1992). The part

y

s

eek

i

n

g

summar

y

jud

g

ment

w

ill

p

r

e

va

il

onl

y

if

it

d

e

mon

s

trates

"

th

a

t

th

e

re

i

s

no ge

nuine

i

ssu

e

as to an

y

mat

e

rial

fact and th

a

t

the mo

va

nt

i

s

entitl

e

d

to jud

g

ment

as a matter ofla

w

.

"

Fed

.

R. Ci

v

.

P

.

Rule 56(c

)(2)

;

Old

e

o

d

s

In

c

.

v

. u

n

s

In

c

.

,

9

6

1

F.2d 200

,

2

2

USPQ

2

d

1542

,

1544

,

(

F

e

d.

Cir

.

1992)

.

A di

s

pute

o

v

er

a mat

e

rial

fact i

s

g

e

n

ui

ne

"

onl

y

if a re

as

onab

l

e

fact f

ind

e

r

v

ie

w

in

g

th

e

entire r

e

cord

could resol

ve

th

e

d

is

put

e

in

fav

or

of the nonmo

v

in

g

p

a

rt

y

."

D

C

C

o

i

cs

v. G

o

t

Ci

t

ng,

In

c

.,

2008 W

L

4674611

,

4

(

T

.

T.

A.B.).

7



The moving party will succeed if the "motion is supported by evidence sufficient

,

if

unopposed, to indicate that there is no genuine issue of material fact." Inc. v.

Opp. No. 91170364, 5 (T.TA.B.). A motion for summary

judgment is defeated however, if the non-moving part

y

can demonstrate

,

by not merely relying

"on allegations or denials in its own pleading ... [but] by affidavits or otherwise ... specific facts

showing a genuine issue for trial.

"

Fed.R.Civ

.

P.

Rule 56(e)(2). A material issue is "

an

e

v

identiary

conflict

,

created on the record at least by a counter statement of facts set forth in

detail in an affidavit by a knowledgeable affiant.

"

D

C s,

2008 WL 4674611 at 5.

Here

,

Petitioner's assertions concerning abandonment must fail as a matter oflaw

because they are based on an erroneous interpretation of the term "phonorecord." The definition

of "phonorecord" is not a question of fact that would require a trial as it is defined in Section 101

of the US Copyright Act of 1976. See 17 U.S.C. § 101. In fact, "

phon

orecord

"

has a broad

definition which includes compact discs

,

and is not limited only to the traditional "

vinyl

r

ecord

"

as Petitioner incorrectly asserts. Registrant filed its trademark application and subsequent

renewal affidavits with this broad definition of "

phonorecord"

in mind.

e

e

nn

e

tt

at ~ 6

,

8.

Therefore

,

since Registrant is using t

he

Mark in connection with compact discs

(and thus

,

phonorecords) in accordance with the requirements of the Lanham Act

,

Petitioner

'

s

8



g

must be denied and Registrant

ss

e

nt

must be g

rant

e

d.

II. REGISTRANT IS USING THE "

KING

OF ROCK 'N' ROLL MUSIC" MARK WITH

PHONORECORDS IN COMMERCE.

A fundament

a

l

tenant of trademark la

w

provide

s

that a trademark must be used in

commerce in order to be protected under the Lanham Act. 15 U

.S.C.

§

1051(b)

.

"

U

s

e

i

n

commerce

"

is further defined as "

the

bona fide use of the mark in the ordin

a

ry

course of trade .

.

.

"

15 U.S

.

C

.

§1127

;

See

,

Inc. v

e

s

oe,

246 F. Supp

.

2d 1008

,

1012 (N

.

D.

Ind

.

2003).

The a

pplicant

ma

y

not obt

a

in

registration for a mark unless the mark "

wa

s

in u

s

e

in commerce

on or in connection w

ith

the goods or services listed in the application as o

f

th

e

application filing

date.

"

TMEP § 806

.

01(a)

;

E

.I

du de & Co. v

. ,

Inc

.,

35 USPQ2d

1787

,

1791 (T.T

.A

.

B.

1995

)

.

The Cop

y

right

Act of 1976 defin

e

s

"

phonorecord

"

as "

materi

a

l

objects in w

hich

sounds

,

other than those accompan

y

ing

a motion picture or oth

e

r

audiovisual work

,

are fi

x

ed

b

y

any

method no

w

kno

w

n

or l

a

ter

d

ev

eloped

,

and f

rom

w

hich

th

e

sounds can be per

c

ei

v

ed,

reproduc

e

d

,

or otherwise communic

a

ted

,

either directl

y

or w

ith

the aid of a machine or de

v

ice

.

.

.

[in

c

ludin

g

]

the material object in which the sounds are first fixed

."

17 §101. T

he

term

"

phonorecord

"

include

s

th

e

prep

a

cka

g

ed

music th

a

t

Registrant is currentl

y

appl

y

in

g

th

e

regi

s

tered

M

ark

t

o

,

n

a

mel

y

,

comp

ac

t

d

i

sc

s

.

S

e

e

e

t

e

e

nn

e

tt

a

t

~ 8

,

11.

9



Here, Registrant's use of the Mark on compact discs constitutes use ofthe mark on

phonorecords because the definition of phonorecords is of compact discs. The

registration certificate lists the goods and services associated with the Mark as "

pre-recorded

music on phonorecords, cassettes and compact discs." The term "

phonorecords"

as listed in

Registrant's goods and services listing does not mean the traditional vinyl record, but rather the

broad definition of any material object containing sound as defined in the Copyright Act of 1976.

Petitioner asserts that because the Mark is not being used onrecords it has therefore been

abandoned. Such an argument for abandonment cannot succeed as a matter of law because

Petitioner has misconstrued the definition of "phonorecord" to include only traditional vinyl

records. Petitioner's unsustainable claims of abandonment are unfounded in the law, are not

supported by any documentary evidence supporting such an interpretation of the term

"

phonorecord,"

and thus summary judgment in favor of Petitioner is inappropriate.

To the contrary, Registrant provided to Petitioner the packaging of numerous compact

discs demonstrating use of the Mark in

s

s

ts

See 1

,

Additionally

,

Registrant provided copies of royalty statements to demonstrate that the goods identified in the

registration are sold in commerce. See 2

,

Registrant even went so

far as to provide screenshots from Amazon.com and Barnes& Noble's website that demonstrate

10



R

e

gistr

a nt's

good

s

are currentl

y

bein

g

offered f

or

sale on their re

s

pecti

v e

w

eb

s

ites.

See

h

ib

it

3

, l

e

s

et

e

llin

g

eg

i

st ns

Go

od

s.

Th

e

C.E.o. o

f

Re

g

i

s trant

ha

s

a

l

s

o

s

t

a

t ed

that R

eg

istr

a

nt

int

e

nd

s

to o

f

fer

n

ew

relea

s

e

s

of pre-r

e

cord

e

d

music

,

and th

a

t

it a

l

s

o

intend

s

to

e

x

pand

distribution o

f

both pre

ex

isting

goods and n

e

w

goods t

o

other retailers inc

l

uding

Wal-

Mart

,

Targ

e

t

,

and i

Tun

e

s.

enn

e

tt

at ~

1

0

,

11

,

15

,

17.

A

l

t

h

ough

Petition

e

r

'

s

I

n upp

o

etit

ion

e

s

tion d

n

t

n

e

edl

e

ssly

and inaccur

a

tel

y

char

a

ct

e

rizes

Regi

s

tran

t's

sale

s

as "s

parse

,"

th

e

do

c

um

en

ts

p

r

ovi

d

ed

by Registrant demonstrate conclusivel

y

th

at

1) Registrant is applying the Mark to c

o

mp

a

ct

di

s

cs

a

nd

th

e

pa

c

k

a

ging

of pre-r

ec

or

de

d

musi

c;

a

nd

2) s

u

c

h

g

ood

s

h

av

e

been so

ld

in commer

ce

,

and

a

r

e

continuin

g

to be o

ff

er

e

d

f

or

s

ale

in commer

ce.

For e

xa

mpl

e

,

R

eg

istr

a

nt's

M

a

rk

is

promin

e

ntl

y

displa

y

ed

on the packaging o

f

the comp

a

ct

di

s

c

Bob Hope "

Thanks

For The

Holid

ay

s

"

w

ith

a reg

i

stered

trademark notice (®

).

SeeE

hib

it

1

,

in

g

o

ded

i

c.

Fur

t

h

e

r,

t

he

Co

ll

ecta

bl

es

Records M

ech

a

ni

cal

Ro

y

a

lt

y

S

tat

e

ment

f

or

t

h

e

p

eri

od

of

01

/

01

1

2 010-03/31/2010

d

e

mon

st

rates

ro

y

alt

y

pa

y

m

e

nts

to R

eg

istrant

for the s

ale

o

f

ev

er

y

s

on

g

comprising t

h

e

comp

a

ct

disc "Thanks For The Holidays

"

including "

Christmas

Da

y

,

"

"

E

aster

,"

"

Father

'

s

D

ay,

"

"

Hallo

w

e

en,"

"

I

nd

e

pendence

D

ay,

"

Ne

w

Ye

a

r

'

s,"

"

S

t

.

P

a

tri

c

k's

D

ay,"

"

Thank

s

gi

ving

D

ay,

"

"

Val

e

nt

ine's

D

ay

,"

and "W

a

s

hingt

on's

Birthd

ay

.

"

S

ee hib

it

2

,

l

t

11



Taken together these two pieces of documentary evidence conclusively prove

trademark usage and even actual sales in commerce.

A trademark has not been abandoned if evidence of use can be shown. See v.

, ,

557 F.Supp. 178

,

183 (S.D.N.Y. 1983). In

,

the court held

the ma

r

k

"

KINGSMEN

,"

also registered for use in connection with pre-recorded phonograph

records

,

audio and video casset

t

es

,

and compact discs featuring music, was not abandoned

because members of the musical group The Kingsmen continued to collect ro

y

alties

from the

sale of pre

v

ious

recorded material e

v

en

after disbandment. !d. Similarl

y,

here

,

Registrant

continues to use the mark in connection w

i

th

the s

ale

of his registered goods, and collects

royalties from the sale of said goods. See 2

, .

However

,

it is not

a

ble

that while The Kingsmen disbanded and were entitled to continued registration

,

Registrant still

actively uses the Mark in commerce and has plans to continue doing so in the future. Thus,

Registrant

'

s

behavior is more extensive and goes be

y

ond

the facts of

s

These

e

v

identiar

y

showings establish that the Mark is still being used commerciall

y

in connection with

goods listed on the trademark registration as required under the Lanham Act

,

and therefore no

issue of material fact is present for trial. See

s

Distillin

g

Co

.

v G

e

g

e

,

32 App

.

D.C. 530 (D

.

C

.

Cir. 1909);

n

se

hl

v

. i

s

,

267 F

.

9 (8th Cir. Mo. 1920); v.

e

42 F.2d 987 (8th Cir. Minn

.

1930)

;

Distilling v. Old

12



Co., 188 F.2d 614 (D.C. Cir. 1950)

; e

dit

Inc. v.

e

d

i t

e

,

Inc

.,

276 F.2d 565 (5th Cir. Fla. 1960).

Further, it must be noted that Petitioner cites cases in support of its motion in which the

trademark owner misrepresented its trademark use to the Patent and Trademark Office in an

effort to gain a trademark registration for particular goods and services. Here, however,

Registrant has not made any attempt to defraud the U.S. Patent and Trad

e

mark

Office or engage

in questionable behavior to obtain and renew its trademark registration. The lack of any

e

vidence

suggestive of fraud on the part of Registrant makes these cases wholly inapplicable to

the facts presented here.

In v.

s

,

Inc

.,

the Registrant

'

s

Mark was cancelled b

e

cause

the

company did not use the mark on one of the two goods listed in the registration des

p

ite

filing a

statement of use to the contrary.

e

ndinol

,

67 USPQ2d (BNA) 1205

,

1221-23 (T.T.A.B. 2003).

On those facts the board found that fraud had been committed on the Trademark Office with the

filing of the inaccurate statement

,

and that the Mark should be cancelled

.

Id

.

However

,

it was

subsequently h

e

ld

by the U.S

.

Court of Appeals for the Federal Circuit that the Board in

e

ndinol

"

erroneously

lowered the fraud standard to a simple negligence standard.

"

In

580 F.3d 1240

,

1244 (Fed. Cir. 2009). To the e

xtent

Petitioner is implying

13



fr

audul

e

nt

c

onduc

t

on th

e

par

t

of Re

g

i

s trant,

ndinol

is not a

uth

or

it ative

due to th

e

d

e

c

i sion

in

In

e se.

In D

C

C

s

v

.

G

o

t

C

it t

ng,

In

c

.,

thi

s

Boa

r

d

d

e

n

i

ed

r

egi

stration

o

f

th

e

m

ark,

"

GOTH

AM"

f

o

r

"

e

nt

er

tainment

se

r

v

ice

s

in the natur

e

of s

oftb

a

ll

,

ba

s

eba

l

l,

ba

s

ketb

a

ll

and

hocke

y

g

ame

s

"

be

c

au

s

e

th

e

Re

g

i

s

trant

misr

e

pr

es

ented

ho

w

"

G

O

T

HAM"

w

ould

b

e

u

se

d

i

n

connec

t

ion

w

i

t

h

the go

od

s

li

s

ted

in the a

pplication.

D

C

C

cs

v

.

G

ot

h

C

i

t

e

t

ing,

I

nc

.,

2008 WL 4674611 (T

.T

.

A

.B.

2008

)

(n

ot

citable a

s

preceden

t

of the T.T

.

A.B

).

Ho

w

e

ve

r,

t

he

c

a

s

e

at bar i

s

in c

omplete

contra

s

t

to both

ndinol

(w

ho

s

e

fr

a

ud

standard

w

as

o

v

erruled

)

andD

C

Co

cs

(a n

o

n-bindin

g

ca

se)

b

e

cau

s

e

Re

g

istrant

w

as

using the m

a

rk

in

connection with all of th

e

go

o

d

s

lis

te

d

in the r

eg

istration

a

t

th

e

tim

e

of th

e

filin

g

of t

he

application and the subs

e

qu

e

nt

r

e

ne

w

al

a

ffida

v

its.

id

o

e

nnet

t

at ~ 6

,8.

Thu

s

,

n

o

inf

e

rence

of f

ra

ud

can b

e

dra

w

n

f

rom

th

e

f

a

cts

a

t

b

ar,

a

nd

w

ithout

the pre

s

enc

e

o

f

f

r

aud

,

ndinol

andD

C cs

are simpl

y

not instructi

v

e.

A

lthou

g

h

R

e

gi

s

trant

no longer u

s

e

s

th

e

M

a

rk

in connection w

ith

ca

s

sett

e

tapes

,

th

e

M

a

rk

i

s

still b

e

in

g

us

e

d

on pre-r

e

co

r

ded

mu

s

ic

in the

form o

f

comp

a

ct

dis

c

s

(and thu

s

ph

o

no

re

cords).

t

e

t

en

n

e

tt

at ~ 11

,

12.

R

eg

istrant

'

s

disco

v

er

y

r

e

sponse

s

demonstr

at

e

that t

he

mark is in use in commerc

e

as r

e

qui

re

d

t

o

maintain a feder

a

l

tr

a

demar

k

re

gi

str

a

tion,

a

nd

thu

s

,

R

e

gis

t

rant

ha

s

not committed an

y

fraud on

th

e

U.S. P

a

tent

and Tradem

a

rk

Office in g

a

ining

o

r

rene

w

ing

its regi

s

tr

a

tion.

It i

s

undeniable that

14



the Registrant has been successfully using the Mark on the goods recited in the Registration for

more than fifteen years without objection as demonstrated by the accompanying exhibits

,

and

therefore its registration has not been abandoned and should not be cancelled.

III. THE "KING OF ROCK 'N' ROLL MUSIC" MARK IS CURRENTLY IN USE

AND THEREFORE HAS NOT BEEN ABANDONED.

A trademark cannot be abandoned unless "

its

use has been discontinued with intent to not

resume

.

"

15 U.S.c. §1127. The party seeking to cancel a mark on abandonment grounds must

plead and prove that the trademark owner abandoned the mark as a result of nonuse or other

conduct by the registrant.

,

Inc

.

v. Online

,

229 F

.

3d

1080

,

1087 (Fed. Cir.

2001). It has been held that the mere non-use of a trademark is not enough to establish

abandonment. v. Multronics

,

Inc., 59 C.C.P.A. 1127 (C.C.P.A. 1972).

Although the public demand for a particular product previously associated with a trademark

disappears

,

the owner of the trademark can still retain it with the possibility of using it again

upon anothe

r

product ofthe s

s

.

v. United

s,

145 Ct. Cl. 138

,

145

(1959) (citing Co. v. Co., 273 U.S. 629,632 (1927))(emphasis added).

In

,

the plaintiff held a trademark that was used in connection with radio

receivers. 145 Ct. Cl. 138

,

148-49 (1959). By 1930

,

the receivers had become obsolete and the

plaintiff discontinued the mark's use.Id. at 150

.

The Court of Claims held that the plaintiff did

15



not have the intent to abandon the mark as evidenced by the inclusion of the marks as assets in

its books and records.Id

.

at 145. Although the public demand for radio receivers under

plaintiff's mark had vanished, the plaintiff had the right to retain these trademarks on the

possibility that it might seem feasible to utilize them again with other radio receiving sets,

transformers, and condensers.Id

.

Even if Petitioner were to claim that the lack of current use on cassettes listed in the

registration constitutes sufficient intent to abandon the Mark

,

such nonuse is excusable. The

particular class of goods at issue here is International Class 9 - Electrical and Scientific

Apparatus. See United States Patent and Trademark Office

,

Trademark FAQs,

www.uspto.gov/faq/trademarks.jsp#Applications018 (accessed October 12

,

2010).

Included in

Class 9 are "

apparatus

for recording, transmission or reproduction of sound or images.

"

Similar

to

eltine,

even though the use of cassettes has become obsolete because public demand has

vanished, this does not render the trademark abandoned because future use is still a possibility.

Cassettes, which have been displaced by compact discs and other forms of pre-recorded music

mediums

,

could feasibl

y

be used again in t

he

future

,

similar to the radio receivers

'

possibility of

future use under

eltine.

Furthermore

,

Registrant

'

s

current commercial use of the Mark on

compact discs, a type of phonorecord in the same class of goods as a cassette tape

,

evidences that

the Mark continues to be used in connection with the goods and se

r

vices

that are t

echnologically

16



feasible and demanded by the public. Thus, Registrant has gone beyond the facts of

and is actually using the Mark on goods of the same class as opposed to merely retaining the

Mark with the possibility of using it with goods of the same class.

Alternatively

,

if the current nonuse of the Mark on cassettes is inexcusable then

cancellation of the entire registration is not the appropriate remedy. In the context of trademark

applications, nonuse of a Mark with certain goods listed in the application can lead to those

goods being stricken from the description of goods. SeeE.I du De & Co. v.

,

Inc

.

,

35 USPQ2d 1787, 1791 (TTAB 1995).In E.I du the applicant

was found not to be using the applied-for mark ("LYRA") with two types of goods within a

single class of goods at the time the mark was applied for (

"

socks

and leotards

"

).

Id. Thus, it

was held that the application was void initio with respect to those two goods

,

but not with

respect to the goods actually in use. Section 1068 of the Lanham Act gives the Board the power

to modify a registration "by limiting the goods or services specified therein.

"

15 U

.

S.C

.

§ 1068.

Notably, E

.

I

du does not stand for the proposition that such nonuse requires striking the

entire description of goods. In an proceeding before the Board, when a

determination is made that a party is not entitled to continued registration without some type of

restriction on its registration

,

then "

the

Board will allow the party time in which to file a motion

17



that the ... registration be amended to conform to the f

indings

of the Board .... " Trademark Rules

of Practice § 2

.

133(b).

Here

,

should the Board find that Registrant is not able to retain the registrat

i

on

for

potential future use with cassettes, then the appropriate remedy would be to strike the word

"

cassettes

"

from the re

gistration

'

s

goods and servic

e

s

listing pursuant to 15 V.S.C. § 1068 or to

allow Regist

r

ant

to m

a

ke

a motion to amend it

s

registration with respect to the goods and

services listing pursuant to Rule 2

.

133(b)

of the Trademark Rules o

f

Practice

.

Thus

,

cancellation

of the entire Mark is inappropriate.

IV. CONCLUSION.

I

No e

v

idence

e

x

ists

,

nor has an

y

conduct been manifested to prove

,

that Registrant ha

s

abandoned the Mark. Registrant submitt

e

d

to the Petitioner documentary evidence of its use of

the Mark on prepackaged music in the form of compact discs (and thus phonorecords

)

.

Registrant also pro

v

ided

ro

y

alt

y

statements pro

v

ing

that those goods ha

ve

be

e

n

sold in

commerce in th

e

last y

ear.

Common sens

e

dictates that the Mark cannot be abandoned i

f

in fact

the Registrant has used the Mark on goods within the last year

,

especially since Registrant has

provided evidence that the Mark will continue to be used in the immediat

e

future. F

urthermor

e,

the mark has be

e

n

in use on prepack

a

ged

music for more than fift

e

en

years

,

without objection b

y

t

he

Petitioner who is now seeking to canc

e

l

th

e

Mark in an apparent attempt to register a nearly

18



identical trademark for identical goods. See Trademark Application Serial No. 77776311. As

the foregoing demonstrates, the Mark has been in use at least as early as 1993, and is currently

still in use with compact discs (and thus phonorecords). Further, Registrant intends to continue

using the Mark on the goods listed in the Registration.

Viewing the facts in a light most favorable to the Registrant

,

sufficient evidence exists to

support a finding that Registrant has not abandoned the Mark as a matter of law. Thus

,

should be denied, and

should be granted.

Respectfully submitted

,

Date: November 11

,

2010

THE JACOBSON FIRM

,

P.c.

By:
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CERTIFICATE OF SERVICE

I, Jeffrey E

.

Jacobson, hereby certify that a copy of the MEMORANDUM OF LAW IN

OPPOSITION TO PETITIONER'S MOTION FOR SUMMARY JUDGMENT AND IN

SUPPORT OF R

E

GISTRANT

'

S

CROSS-MOTION FOR SUMMARY JUDGMENT ha

s

been

served upon

:

Seth A. Rose

Loeb & Loeb LLP

321 North Clark Street

,

Suite 2300

Chicago

,

IL 60654

v

ia

first clas

s

mail

,

postage prepaid

,

this 11t

h
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Trademark Registration No. 1,909,802 
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Registrant.  
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TGIKUVTCPVÓU"ETQSS-MOTION FOR SUMMARY JUDGMENT 
 
 PLEASE TAKE NOTICE that upon the Affidavit of Peter Bennett dated 

November 10, 2010; the Affirmation of Jeffrey E. Jacobson dated November 11, 2010 

and the exhibits attached thereto; and the accompanying Memorandum of Law, 
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Respectfully submitted, 

The Jacobson Firm, P.C. 

DATED:  November 11, 2010 
      New York, N.Y. 
       By:  __/Jeffrey E. Jacobson/______ 

Jeffrey E. Jacobson  
Attorney for Registrant 
60 Madison Avenue, Suite 1026 
New York, NY 10010 
(212) 683-2001 


