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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
The Trademark Trial and Appeal Board

In the matter of Trademark Registration No. 3691948
For the mark WONDERBREAD 5,

Wonderbread 5,

Petitioner,
Vs. Canceilation No. 92052150
Patrick Gilles, .

Registrant.

REPLY TO THE OPPOSITION TO
CROSS-MOTION FOR SANCTIONS AND/OR MOTION TO COMPEL

COMES NOW, the Registrant, Patrick Gilles (hereinafter “Registrant™), by and through counsel,
The Trademark Company, PLLC, and files the instant Reply fo The Opposition to Cross-Motion for
Sanctions and/or Motion fo Compel. For the reasons and on the grounds more fully set forth below,
Registrant respectfully continues to request that the Board deny Pefitioner’s Motion for Sanctions and
Registrant’s Cross-Motion for Sanctions but grant Registrant’s Motion to Compel full and complete
answers to Registrant’s discovery.

PARTIAL WITHDRAWAL OF MOTION

On June 15, 2012 Registrant filed the instant Cross-Motion for Sanctions and/or Motion to
Compel seeking an order for sanctions and/or to compel Petitioner Wonderbread 5 (hereinafter
“Petitioner”) to respond to discovery submitted to it in 2010 and, specifically Registrant’s interrogatories
nos. 1, 4-9, 15, and 17-18 as well as requests for production of documents 1-5, 7-11, and 13. On June 25,
2012, following the filing of the instant Cross-Motion for Sanctions and/or Motion to Compel, counsel for
Registrant was contacted by counsel for Petitioner stating that they had mailed a copy of Petitioner’s
answers to Registrant’s interrogatories nos. 1, 4-9, 15, and 17-18 as well as requests for production of

documents 1-5, 7-11, and 13 on May 31, 2012, Petitioner’s counsel also provided Registrant’s counsel



with a courtesy copy thereof via electronic mail. See Exhibits A, B, and C attached hereto. Counsel for
Registrant did not receive the copies of the same sent via U.S. mail.

Nevertheless, having now reviewed the Petitioner’s responses Registrant withdraws its Motion fo
Compel in regard to the following discovery requests:

Interrogatories: 1,4,6,8,9, 17, and 18.

Request for Production of Documents: 1,2, 7,10, [ 1, and 13,

The Motion to Compel is maintained in regard to the following discovery requests:

Interrogatories: 5, 7, and 15.

Request for Production of Documents:  3-5, and 8-9,

REPLY TO OPPOSITION TO MOTION TO COMPEL

From a threshold issue, counse! for Petitioner contends that Registrant’s Motion to Compel, or to
compel those interrogatories and request for production of documents that remain, should be denied due
to Registrant’s counsel’s purported failure to meet and confer with counsel for Petitioner prior to filing,
and/or maintaining, the instant motion. As the record has already established, nothing could be further
from the truth.

To recap, on March 29, 2012 the undersigned, Registrant’s counsel, sent a letter to
Petitioner’s counsel in a good faith effort to encourage and establish a deadline for the remainder
of Petitioner’s now severely overdue responses to Registrant’s original discovery submitted on
July 12, 2010 which were not responded to or addressed in the Board’s May 20, 2011 Order. See
Opposition to Petitioner’s Motion for Sanctions and Cross-Motion for Sanctions and/or Motion to
Compel Exhibit . In early April Registrant’s counsel contacted Petitioner’s counsel fo discuss
the outstanding discovery issues including, but not limited to, the deposition of the Registrant as

well as the Petitioner’s now long overdue discovery responses. During the conversation it was

decided that (1) Registrant’s deposition would be re-noted, by agreement, for a date in the future



and (2) Petitioner’s counsel would determine what additional discovery responses they needed to
provide to Registrant’s original discovery issued on July 12, 2010,

Both of these decisions were memorialized by Petitioner’s counsel in her email dated
April 19, 2012, See Petitioner’s counsel’s email to Registrant’s counsel dated April 19, 2012 at
3:17 p.m. attached as Exhibit E to Petitioner’s Motion for Sanctions. However, Petitioner’s
counsel forgot that she had agreed or otherwise decided to ignore that she was to finally provide
full responses to Registrant’s discovery submitted in 2010 and, on April 30, 2012, re-noted
Registrant’s deposition for May 16, 2012 without further consideration, comment, or
acknowledgment of her past-due discovery obligations. Petitioner’s Motion for Sanctions,
Exhibit G,

Upon receiving the Amended Notice of Deposition of Patrick Gifles Registrant’s counsel
sent an additional email to Petitioner’s counsel, again iﬁ an ongoing good faith effort to resolve
the discovery dispute in this matter. Petitioner’s Motion for Sanctions, Exhibit H,

In response, Petitioner’s counsel changed their documented position in the matter now
only stating that she would “look into” and get back to our office concerning their outstanding
discovery and then we would discuss the date of the deposition and the outstanding discovery,
prior to moving forward with either. Pefitioner’s Motion for Sanctions, Exhibit E, 1.

On May 18, 2012 the issues all appeared to be resolved. On that day Petitioner’s counsel
emailed Registrant’s counsel stating that they would provide full answers and requests for
production of documents to the interrogatories and request for production of documents issued
by Registrant on July 12, 2010. Pertitioner’s Motion for Sanctions, Exhibit K,

As set forth above, Registrant has now had the opportunity to review the discovery

responses received after the filing of the instant motion, To that end it has withdrawn a




significant number of interrogatories and requests for production of documents from the instant
motion. However, as set forth below, many remain,

As such, Petitioner’s contention, in essence, is that their severely delinquent responses to
Registrant’s discovery resets Registrant’s obligation to attempt to resolve this discovery dispute outside of
the instant motion. That is simply not the case. Petitioner is under an obligation to provide fulf and
complete responses to Registrant’s discovery. The fact that they have finally provided partial responses
to the same does not reset the good faith efforts of the undersigned in their entirety. As such, Registrant’s
motion as to those enumerated deficiencies should continue to be heard.

Interrogatories

Registrant has withdrawn his Motion to Compel for all but three interrogatories: 5, 7, and 15.

Below is provided the interrogatory, the response, and Registrant’s brief argument as to each

interrogatory as to why an Order compelling a more full answer should be issued:

Interrogatory No.5:

With respect to each good and/or service identified in your response to Interrogatory
No. 3, state the annual sales in units and dollars from the date of first use of each good
and/or service,

Response to Interrogatory No. 5:

Petitioner objects to this Interrogatory on the grounds that it is overbroad,
compound, unduly burdensome and harassing, it seeks irrelevant information, and
it seeks to invade the privacy rights of Petitioner and/or its members.

Argument in Support of an Order Compelling a Response {o Interrogatory No. 5,
Registrant seeks the instant information to verify that Petitioners are, in fact, using the service
mark as they content to be. This is a routine request which is reasonably calculated to lead to the
discovery of admissible evidence at trial and, in particular, the i Pont factors and the issue of
use and priority of use in this matter, Accordingly, the Registrant should be compelied to provide
the requested information,




Interrogatory No.7:
For each medium identified in the preceding interrogatory, state the annual expenditure
for advertising and promotion since inception,

Response to Interrogatory No.7:

Petitioner objects to this Interrogatory on the grounds that it is vague and ambiguous, and
it seeks irrelevant information, and it seeks to invade the privacy rights of Petitioner and/or
its members. Subject to the foregoing and general objections, Petitioner responds: Not
applicable,

Argument in Suppoit of an Order Compelling a Response to Interrogatory No. 7.
Petitioner admittedly operates a web site as well as alleges to advertise in other
mediums. However, it has stated “Not Applicable.” Registrant seeks the instant
information to verify that Petitioners are, in fact, using the service mark as alleged.
Again, this is a routine request and goes directly to the marketing channels factor
under the dir Pont analysis. The request is reasonably calculated to lead to the
discovery of admissible evidence at trial. Accordingly, the Registrant should be
compelied to provide the requested information,

Interrogatory No, {5;
Describe in detail the process during which the name of the band "Wonderbread 5" was
selected.

Response to Interrogatory No. 15

Petitioner objects to this Interrogatory on the grounds that it is unduly burdensome and
harassing in that the information sought is equally available to Registrant, and it secks
irrelevant information, Subject to the foregoing and general objections, Petitioner
responds: Please see documents WBS 027-028, served herewith.

Argument in Support of an Order Compelling a Response to Interrogatory No. 15.
Petitioner incorporates, by reference, an excerpt from the Registrant’s deposition taken in a
civil matter. See Exhibit C. In this regard, Petitioner has not set forth its contentions as to
how the name was selected but is attempted to avoid the same by inserting Registration’s
version thereof, The selection of the name and Petitioner’s view thereof, under oath, is
reasonably calculated to lead to the discovery of admissible evidence at trial, Accordingly,
the Registrant should be compeiled to provide the requested information.




Requests for Production of Documents
Registrant has withdrawn his Motion to Compel for all but five document requests: 3-5, and 8-9.
Below is provided the request, the response, and Registrant’s brief argument as to the requests as to why

an Order compelling a more complete production issued:

Request No.3:
A copy of San Francisco Superior Court's stamped and dated "Defendant's Answer to

Complaint for Damages and Equitable Relief: Constructive Fraud, Case No. CGC-09-
487573."

Response to Request No.3:

Petitioner objects to this Request on the grounds that it is vague and ambiguous with
respect to the phrases "San Francisco Superior Court's" and "stamped and dated.” Subject
to the foregoing and general objections, and assuming the Request is intended as a request
for a filed-endorsed copy of a document filed with the San Francisco Superior Court,
Petitioner responds as follows: No responsive documents exist.

A copy of San Francisco Superior Court's stamped and dated "Defendant's Offer to

Compromise, Case No. CGC-09-487573."

Response to Request No. 4
Petitioner objects to this Request on the grounds that it is vague and ambiguous with

respect to the phrases "San Francisco Superior Court's"and "stamped and dated." Subject
to the foregoing and general objections, and assuming the Request is intended as a request
for a filed endorsed copy of a document filed with the San Francisco Superior Court,
Petitioner responds as follows: No responsive documents exist.

A copy of San Francisco Superior Court's stamped and dated "Notice of Deposition of

Plaintiff Patrick Gilles," Case No. CGC-09-487573."

Response to Request No.5:

Petitioner objects to this Request on the grounds that it is vague and ambiguous with
respect to the phrases "San Francisco Superior Court's" and "stamped and dated.” Subject
to the foregoing and general objections, and assuming the Request is intended as a request
for a filed endorsed copy of a document filed with the San Francisco Superior Court,
Petitioner responds as follows: No responsive documents exist.




Request No. 8:
A copy of San Francisco's [sic] Superior Court's stamped and dated copy of the "Offer to

Compromise CA CORPORATION CODE 16701 (G) (1) (2) (3) (4)." Case No. CGC-09-
487573.

Response to Request No. 8:

Petitioner objects to this Request on the grounds that it is unintelligible, vague and
ambiguous with respect to the phrases "San Francisco's Superior Court's" and
"stamped and dated.”

Argument in Support of an Order Compelling a Response to Requests Nos. 3-5, 8.

Throughout this proceeding Petitioner has contended that Registrant was once a member of the
Petitioner’s band, that the band is the owner of the service mark at issue, and that this separate
civil action is dispositive of the instant matter as Petitioner alleges a settlement agreement
between Petitioner and Registrant resolved all trademark issues at issue in this matter to conclude
this related civil matter. However, as shown above, when Registrant simply attempts to discover
the documents upon which Petitioner will rely to prove this claim they refuse to produce the same.
Minor semantical battles aside, Registrant clearly ask for the documents that Petitioner contends
supports their case, To this end, Petitioner once again is stonewalling these requests. The
documents requested in Request Nos. 3-5, and 8 go to the heart of Petitioner’s claim as more fully
set forth in their failed Motion for Summary Judgment. In this regard, document requests aimed
at discovering such information are reasonably calculated to lead to the discovery of admissible
evidence at trial, Accordingly, the Registrant should be compelied to provide the requested
information.

Request No. 9:
All Documents pertaining to Wonderbread 5's advertising and marketing materials

posted online or distributed by Petitioner after October 22, 2009, including but not
limited to hand bills, flyers, posters, and guitar picks containing Registrant's photo
Image, video image, phone number, or address.

Response to Request No.9:

Petitioner objects to this Request on the grounds that it is vague, ambiguous, overbroad,
unduly burdensome and harassing, and it seeks irrelevant information, Subject to the
foregoing and general objections, and assuming the Request is limited to only materials
bearing Registrant's photo image, video image, phone number, or address, Petitioner
responds as follows: No responsive documents exist.

Argument in Support of an Order Compelling a Response to Request No. 9.
Petitioner inserts an invalid assumption (“assuming the Request is limited to only
materials bearing Registrant's photo image, video image, phone number, or address”)
to avoid responding to this request. First, Petitioner did not respond to the request
served upon it but rather changed the request. Second, the actual request seeks
information to verify that Petitioners are, in fact, using the service mark as alleged.
Again, this is a routine request and goes directly to the marketing channels factor
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under the i Pont analysis. The request is reasonably calculated to lead to the
discovery of admissible evidence at trial. Accordingly, the Registrant should be
compelled to provide the requested information,

CONCLUSION

Registrant’s Motion fo Compel was filed, and maintained, insofar as Petitioner, nearly two
years following the submission of Registrant’s discovery, had failed to provide Registrant with
complete responses to Registrant’s interrogatories nos. 1, 4-9, 15, and 17-18 as well as requests for
production of documents -5, 7-11, and 13. As is the pattern in this case each time Registrant has
attempted discovery Petitioner has objected through various motions or otherwise. There is absolutely no
dispute as to any of the following facts,

Registrant served its initial discovery in 2010. In response Petitioner filed a Motion for Sunmary
Judgment.

Registrant, handicapped by the inability to have some discovery completed prior to responding to
the motion, filed a Motion for Rule 56(f) Discovery.

Petitioner Opposed Registrant’s Morion for Rufe 56(f) Discovery. The Board sided with the
Registrant ordering Petitioner to respond to‘specifiecl interrogatories and requests for production of
documents relevant to the Motion for Sunimary Judgment. Only under order did the Petition participate in
discovery.

Later, the Board denied Petitioner’s Motion for Summay Judgment, Thereafter the Petitioner
took no action to respond to the remain properly served discovery by Registrant originally served in 2010,
namely, interrogatories nos. 1, 4-9, 15, and 17-18 as well as requests for production of documents 1-5, 7-
11, and 13.

Registrant contacted Petitioner’s counsel to resolve the issue. Petitioner’s counsel stated she
would “look into” the matter and get back to counsel for Registrant. But repeated efforts to have

Registrant simply comply and participate in discovery wetre fruitless.




Rather than provide answers to the aforementioned discovery, Petitioner began noting, and in
some cases spontaneously taking off, the deposition of Registrant stili refusing, implicitly or explicitly, to
respond fo inferrogatories nos. 1, 4-9, 15, and 17-18 as well as requests for production of documents 1-5,
7-11, and 13.

Attempting in good faith to resalve all discovery issues without so burdening the Board yet again
with these issues Registrant tried to work out a schedule with the Petitioner through which Petitioner
would finally take part in providing answers to discovery and all parties could then conduct equally
discovery of one another.

But once again the Petitioner deemed it better to begin its motions practice trying to sidestep its
discovery obligations under its latest trumped up fallacy. Not until after it filed its motion for sanctions
did it provide its own discovery responses to interrogatories nos. 1, 4-9, 15, and 17-18 as well as requests
for production of documents 1-5, 7-11, and 13. And in good faith Registrant has now withdrawn a
majority of its motion to compel.

Given the totality of the circumstances involved it is respectfully requested that the Board see
through these scorched-earth tactics of the Petitioner, make them participate in discovery bilaterally, and
do not sanction this continued wasteful motions practice with the entry of an Order favoring anything set
forth or requested by the Petitioner.

WHEREFORE the Registrant, Patrick Gilles, respectfully moves the Board for an Order granting,
in part, his Motion to Compel as to the requested interrogatories and requests for production of documents
as well as an Order denying all sanctions in the motions currently pending before this tribunal.

Respectfully submitted this 25" day of July, 2012.
THE TRADEMARK COMPANY, PLLC
/Matthew H. Swyers/

Matthew H. Swyers, Esquire

344 Maple Avenue West, Suite 151

Vienna, VA 22180

Telephone (800) 906-8626 ext, 100

mswyers@TheTrademarkCompany.com
Attorney for Registrant Patrick Gilles
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
The Trademark Trial and Appeal Board

In the matter of Trademark Registration No. 3691948
For the mark WONDERBREAD 5,

Wonderbread 5,

Petitioner,
Vs, Cancellation No. 92052150
Patrick Gilles, '

Registrant.

CERTIFICATE OF SERVICE

I'HEREBY CERTIFY that I caused a copy of the foregoing motion this 25 day of July, 2012, to
be served, via first class mail, postage prepaid, upon:
David M. Given
Cari A. Cohorn
Phillips, Erlewine & Given LLP

50 California Street, 35th Floor
San Francisco, CA 94111

/Matthew H. Swyers
Matthew H. Swyers
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3691948 for the Word Mark WONDERBREAD 5
(Registered on October 6, 2009)

)

WONDERBREAD 5, )
) Cancellation No, 92052150

Petitioner, )

)

V. )

)

PATRICK GILLES, )

)

Registrant. )

)

)

PETITIONER’S FURTHER RESPONSES TO REGISTRANT'S FIRST SET OF

INTERROGATORILS

Petitioner Wonderbread 5 (“Petitioner™) supplements its responses as follows to the First
Set of Interrogatories propounded by Registrant Patrick Gilles {(“Repistrant”):

ﬂ A




GENERAL RESPONSE AND QBJECTIONS

Pelitioner’s responses hetein are based on discovery, investigation and information
ascortained to date, and on documents which are presently available to and specifically known to
Petitioner, and Petitioner reserves the right to amend, delete, modify or expand upon said
responses in light of further discovery and investigation,

In responding to these interrogatories, Petitioner is fumishing to Registrant such
information as is presently available to Petitioner. Such information may include hearsay and
other forms of information which are neither reliable nor admissible in evidence, Petitioner
reserves all objections relating to the inadmissibility of evidence, and reserves the right to
introduce at trial evidence which is presently unknown to Petitioner and/or is discovered after the
date of these responses.

Petitioner objects to each interrogatory to the extent it seeks information which is not
relevant to the subject matter of this action nor reasonably calculated to lead to the discovery of
admissible evidence. In particular, Petitioner objects {0 each request to the extent it seeks
information concerning the selection and adoption of the Mark. Petitioner objects to each
interrogatory to the extent it seeks information which would violate the attorney-client privilege
or the work product rule.

Subject to the foregoing general objections, Petitioner responds to the specific requests as

follows:




SPECIFIC RESPONSES AND OBJECTIONS

Interregatory No, 1:

State in detail the nature of the business, operations, and activities conducted by
Petitioner,

Response to Interrogatory No, 1:

Petitioner objects to this Interrogatory on the grounds that it is vague, ambiguous,
compound, overbroad, unduly burdensome and harassing. Subject to the foregoing and general
objections, Petitioner responds: Petitioner’s business activities consist primarily of live music
performances. At various times, Petitioner has promoted itself by distributing DVDs including
video footage of the band, T-shirts, stickers, pins, and {emporary tatioos, Petitioner also
maintains a website featuring active members of the band; it has done so using the name
“Wonderbread 5% and the URL www.wonderbread5.com since approximately June 20, 1999,

Interrogatory No. 4:

Describes [sic] any periods since Petitioner’s alleged date of first use, as set forth in the
preceding paragraph, during which Petitioner did not make use of Petitioner’s Claimed Mark.

Response to Interrogatory No, 4:

Subject to the foregoing general objections, Petitioner responds as follows: Not
applicable. At all times since the formation of the band and its first live performance in
November 1996 to the present, Petitioner has used the Mark,

Interrogatory No. 5:

With respect to each good and/or service identified in your response to Interrogatory No,

3, state the annual sales in units and dollars from the date of first use of each good and/or service.



Response to Interrogatory No, 5:

Petitioner objects to this Interrogatory on the grounds that it is overbroad, compound,
unduly burdensome and harassing, it seeks irrelevant information, and it seeks to invade the
privacy rights of Petitioner and/or its members,

Interrogatory No. 6:

With respect to each good and/or service identified in your response to Interrogatory No.
3, describe in detail the manner in which Petitioner’s Claimed Mark is promoted in the United
States, including but not limited to the media and mode of any marketing efforts as well as the
geographic regions in which said promotions are conducted, Further identify who has been
responsible for the promotion of Petitioner’s Claimed Mark from the alleged date of first use to
the present,

Response to Interrogatory No, 6;

Petitioner objects to this Interrogatory on the grounds that it is vague and ambiguous
(particularly with regard to the terms “media,” “mode” and “marketing efforts™), compound,
overbroad, unduly burdensome and harassing, Subject to the foregoing and general objections,
Peiifioner responds as follows: Please see Petitioner’s Response to Interrogatory No. 3.

Interrogatory Neo. 7:

For each medium identified in the preceding interrogatory, state the annual expenditure
for advertising and promotion since inception.

Response to Interrogatory No, 7: '

Petitioner objects to this Interrogatory on the grounds that it is vague and ambiguous, and
it seeks irrelevant information, and it seeks to invade the privacy rights of Petitioner and/or its

members. Subject to the foregoing and general objections, Petitioner responds: Not applicable.




Interropatory No. 8:

Identify the person or persons who, from the date of Petitioner’s claimed first use(s) of
Petitioner’s Claimed Mark to the present, have been responsible for the marketing and/ot
promotion of Petitioner’s goods and services under Petitioner’s Claimed Mark indicating the
period during which each person was so responsible,

Response to Interrogatory No, 8:

Petitioner objects to this Interrogatory on the grounds that it is vague, ambiguous,
compound, overbroad, unduly burdensome and harassing. Subject to the foregoing and general
objections, Petitioner responds as follows: Please see Petitioner’s Response to Interrogatory No.
3.

Interrogatory No. 9:

Identify all advertising agencies, public relations agencies or market research agencies
that Petitioner has used, participated with or cooperated with in advertising, marketing or
promoting the goods/services identificd in response to Interrogatory No. 3, and indicate the time
period(s) during which such activities were conducted.

Response to Interrogatory No, 9:

Petitioner objects to this Interrogatory on the grounds that it is vague, ambiguous, and
compound, and it seeks irrelevant information. Subject to the foregoing and general objections,

Petitioner responds: Not applicable,



Interrogatory Ne. 15:

Describe in detail the process during which the name of the band “Wonderbread 5” was
selected.

Response to Interrogatory No. 15:

Petitioner objects to this Interrogatory on the grounds that it is unduly burdensome and
harassing in that the information sought is equally available to Registrant, and it seeks irrelevant
information. Subject to the foregoing and general objections, Petitioner responds: Please see
documnents WB5 027-028, served herewith,

Interrogatory No. 17:

Describe in detail the civil litigation dispute between Registrant and Petitioner, including
the details of any settlement agreement between Registrant and Petitioner,

Response to Interrogatory No. 17:

Petitioner objects to this Interrogatory on the grounds that it is unduly burdensome and
harassing in that, as the plaintiff in San Francisco Superior Court Case No. CGC-09-489573,
Registrant is fully aware of and/or has access to information concerning that dispute, including
the claims and defenses asserted in the action and the resolution thereof. Subject o the
foregoing and general objections, Petitioner responds: Shortly after being terminated from
Petitioner, Registrant filed a complaint 1n San Francisco Superior Court against Petitioner (as a
general partnership), each of its metnbers, and its agent and manager, alleging ten causes of
action for, infer alia, breach of contract, intentional interference with prospective economic

advantage, and violations of the California Corporations Code.




The thrust of Registrant’s allegations was that he was wrongfully expelled from the
general partnership. The primary remedy Registrant sought was a buyout of his “interest” in
Petitioner’s assets, including “its service mark name.” (See, e.g., document WBS 007.)

Nowhere in his 37-page complaint did Registrant allege that he had ever used the Mark in
commerce, apart from his activities with Petitioner, Nor did he claim in the complaint that he
owned the Mark.

In the course of discovery in the civil action, Registrant concealed the fact that — after his
termination and without Petitioner’s knowledge or consent — he registered the Mark
“WONDERBREAD 5. Registrant concealed his conduct despite having been questioned under
oath at deposition and served with document requests that, had he complied with his discovery
obligations, would have revealed the registration.

On September 3, 2009, Petitioner served Registrant with an Offer to Compromise,
pursuant to California Code of Civil Procedure section 998. Section 998 is a statute, similar to
PFederal Rule of Civil Procedure 68, which promotes settlement by allowing a party to make an
offer to compromise before trial. Following service of that Offer, counsel for Petitioner
informed counsel for Registrant, in writing, that the Offer constituted “the band’s offer to pay for
your client’s ‘interest’ 11 the band.”

Registrant accepted Petitioner’s Offer to Compromise on October 1, 2009. Petitioner
remitted payment (o Registrant on October 8, 2009, and Registrant dismissed his complaint, with
prejudice, on October 22, 2009, thereby releasing all claims in and to Petitioner and its assets.

Only after settlement of the litigation did Petitioner discover that Registrant had
registered the domain name www.thewonderbreadS.com. It appears that the domain name was

registered in April 2009. The website consists of a single page, bearing a photograph of




Registrant performing as a member of Petitioner and a photograph of the trademark certificate at
issue in the current cancellation proceeding, The trademark certificate predates both Registrant’s
deposition and his responses to document requests in the San Francisco Superior Court action.

Interrogatory No. 18:

Identify any and all persons and/or parties who signed any settlement agreement for the
civil litigation dispute referenced in Interrogatory No. 17.

Response to Intexrogatory No. 18:

Petitioner objects to this Interrogatory on the grounds that it is vague and ambiguous.
Subject to the foregoing and general objections, and assuming the phrase “settlement agreement”
is intended to refer to the Offer to Compromise executed in connection with San Francisco
Superior Court Case No. CGC-09-487573, Petitioner responds as follows: The Offer to
Compromise was signed by Douglas B, Wroan, counsel for Registrant, and David M, Given,
counsel for Petitioner, its members, and its manager/agent.

Dated: May 31,2012 PHILLIPS, ERLEWINE & GIVEN LLP

By: ___/s/ Cari A. Cohorn

David M. Given

Cari A. Cohorn

Phillips, Erlewine & Given LLP

50 California Street, 35" Floor

San Francisco, CA 94111

Telephone: (415) 398-0500

Facsimile: (415) 398-0911

Email: dmg@phillaw.com
cac@phillaw.com

Attorneys for Petitioner




- LRy Y L Mokaws " HQC UL

YERIFICATION

Tommy Rickard declares:

1 am a member of the Wonderbread § gencral pattoership. 1am authotized to make this
verification on behalf of Wonderbread 5, the Petitioner in this action, I have tead
PETITIONER’S FURTHER RESPONSES TO REGISTRANT’S FIRST SE'T OF
INTERROGATORIES and knowt the contents thereof, I have personal knowledge that the
contents of the responses are true, éxcept as to the mattets which are herein stated upon

information or belief and 13 to thode matters I helieve them fo be true,

I deolate under penalty off perjury under the laws of the United States bf Ameiica that the
foregoing Is true and corrsct, Bxeduted theﬂ day of May, 2012 at San Franolsuo, California,

=/
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CERTIFICATE OF SERVICE
I, Cai A, Cohorn, Esq,, certify that on this 31% day of May, 2012, a true and
correct copy of PETITIONER’S FURTHER RESPONSES TO REGISTRANT’S
FIRST SET OF INTERROGATORIES was sent by U.S. Mail to:

Maithew H, Swyers, Esq.

The Trademark Company
344 Maple Avenue West, Suite 151
Vienna, VA 22180
Dated: May 31, 2012 PHILLIPS, ERLEWINE & GIVEN LLP

By: s/ Cari A, Cohorn

David M. Given

Cari A. Cohorn

50 California Street, 35" Floor

San Francisco, CA 94111

Telephone: (415) 398-0900

Facsimile: (415)398-0911

Email: dmg@phillaw.com
cac@phillaw.com

Attorneys for Petitioner




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3691948 for the Word Mark WONDERBREAD §
(Registered on October 6, 2009)

)

WONDERBREAD 5, )
) Cancellation No., 92052150

Petitioner, )

)

v. )

)

PATRICK GILLES, )

)

Registrant, )

)

)

PETITIONER’S FURTHER RESPONSES TQ REGISTRANT"S FIRST SET OF

REQUESTS FOR PRODUCTION OF DOCUMENTS

Petitioner Wonderbread 5 (“Petitioner”) supplements its responses as follows to the First
Set of Requests for Production of Documents propounded by Registrant Patrick Gilles

(“Registrant™):




GENERAI, RESPONSE AND OBJECTIONS

Petitionet’s responses herein are based on discovery, investigation and information
ascertained to date, and on documents which are presently available to and specifically kaown to
Petitioner, and Petitioner reserves the right to amend, delete, modify or expand upon said
responses in light of further discovery and investigation,

In responding to these requests, Petitioner is furnishing to defendant such information as
is presently available to Petitioner, Such information may include hearsay and other forms of
information which are neither reliable nor admissible in evidence. Petitioner reserves all
objections relating to the inadmissibility of evidence, and reserves the right to introduce at trial
evidence which is presently unknown to Petitioner and/or is discovered after the date of these
responses.

Petitioner objects to each request to the extent it seeks information which is not relevant
to the subject matter of this action nor reasonably calculated to lead to the discovery of
admissible evidence. In particular, Petitioner objects 1o each request to the extent it seeks
information concerning the selection and adoption of the Mark. Petitioner objects to each
request to the extent it seeks information which would violate the attorney-client privilege or the
work product rule,

Subject to the foregoing general objections, Petitioner responds to the specific requests as
follows:

SPECIFIC RESPONSES AND OBJECTIONS

Request No., 1:

All Documents evidencing, referring, or relating to the selection or adoption by Petitioner

of Petitioner’s claimed mark,




Response to Request No. 1:

Petitioner objects to this Request on the grounds that it is vague, ambiguous, overbroad
unduly burdensome and harassing, and it seeks irrelevant information. Subject to the foregoing
general objections, Petitioner respouds as follows: Petitioner produces herewith all pon-
privileged documents in its possession, custody or control describing the selection of the band
name “Wonderbread 5,”

Request No, 2:

Documents sufficient to identify each Person who participated or was involved in the
selection of Petitioner’s Claimed Mark, and with respect to each Person so identified, the nature
and scope of his or her involvement,

Response to Request No, 2:

Petitioner objects to this Request on the grounds that it is vague, ambiguous, overbroad
unduly burdensome and harassing, and it seeks itrelevant information. Subject to the foregoing
general objections, Petitioner responds as follows: Petitioner produces herewith all non-
privileged documents in its possession, custody or control describing the selection of the band
name “Wonderbread 5.”

Request No. 3:

A copy of San Francisco Superior Court’s stamped and dated “Defendant’s Answer to
Complaint for Damages and Equitable Relief: Constructive Fraud, Case No. CGC-09-487573.>

Response to Request No. 3:

Petitioner objects to this Request on the grounds that it is vague and ambiguous with
respect to the phrases “San Francisco Superior Court’s” and “stamped and dated,” Subject to the

foregoing and general objections, and assuming the Request is intended as a request for a filed-




endorsed copy of a document filed with the San Francisco Superior Court, Petitioner responds as
follows: No respensive dacuments exist.
Request No. 4:

A copy of San Francisco Superior Court’s stamped and dated “Defendant’s Offer to
Compromise, Case No. CGC-09-487573.”

Response to Reguest No. 4;

Petitioner objects to this Request on the grounds that it is vague and ambiguous with
respect to the phrases “San _Franoisco Superior Coutt’s” and “stamped and dated.” Subject to the
foregoing and general objections, and assuming the Request is intended as a request for a filed-
endorsed copy of a document filed with the San Francisco Superior Court, Petitioner responds as
follows: No responsive documents exist.

Request No, 5:

A copy of San Francisco Superior Court’s stamped and dated “Notice of Deposition of

Plaintiff Patrick Gilles,” Case No. CGC-09-487573.”

Response to Request No. 5:

Petitioner objects to this Request on the grounds that it is vague and ambiguous with
respect to the phrases “San Francisco Superior Court’s” and “stamped and dated.” Subject to the
foregoing and general objections, and assuming the Request is intended as a request for a filed-
endorsed copy of a document filed with the San Francisco Supetior Court, Petitioner responds as

follows: No responsive documents exist.




Request No. 7:
A copy of the letter Document from Mr; David M. Given to Douglas B, Wroan dated

September 15, 2009 which states in part “as previously discussed, the band has no assets
(known), liabilities (and therefore no liquidation value), and no balance sheet or income
statement available.”

Response fo Reguest No, 7:

Subject to the foregoing general objections, Petitioner produces herewith a copy of the
requesied letter,
Reguest No. 8:

A copy of San Francisco’s [sic) Superior Court’s stamped and dated copy of the “Offer to
Compromise CA CORPORATION CODE 16701 (G) (1) (2) (3) (4).” Case No. CGC-09-
487573.

Response to Reguest No, 8:

Petitioner objects to this Request on the grounds that it is unintelligible, vague and
ambiguous with respect to the phrases “San Francisco’s Superior Coutt’s” and “stamped and
dated.”

Reguest No, 9:

All Documents pertaining to Wonderbread 5°s advertising dnd marketing materials
posted online ot distributed by Petitioner after October 22, 2009, including but not limited to
hand bills, flyers, posters, and guitar picks containing Registrant’s photo 1mage, video image,

phone number, or address.



Response to Request No. 9:

Petitioner objects to this Request on the grounds that it is vague, ambiguous, ovetbroad,
unduly burdensome and harassing, and it seeks irrelevant information, Subject to the foregoing
and general objections, and assuming the Request is limited to only materials bearing
Registrant’s photo image, video image, phone number, or address, Petitioner responds as
follows: No responsive documents exist.

Recauest No. 10:

The Document sent electronically by David M., Given to Douglas Wroan on Thursday,
October 1, 2009 at 4:46 pm which states in part “T do not want to put the client to the expense of
spending the appearance fees. I believe we can transact the remainder of this matter without the
formality of filing the 998 with the court.”

Response to Request No. 10:

Subject to the foregoing general objections, Petitioner produces herewith the requested
document.

Request No, 11:

Any and all Documents evidencing actual confusion as noted in the Petition to Cancel
when Petitioner claims, “the Band received many calls and emails from fans and clients
inquiring as to why Registrant appeared to be operating under the Wonderbread 5 name.”

Response to Request No, 11:

Subject to the foregoing general objections, Petitioner responds as follows: Petitioner
produces herewith all responsive documents that it has been able to locate through a reasonable
and diligent search. Petitioner will supplement this response if additional responsive documents

can be located.



Request No, 13:

Any and all Documents pertaining to the creation and/for selection of the band name
Wonderbread 5,

Response to Reguest No, 13:

Petitioner objects to this Request on the grounds that it is vague, ambiguous, overbroad
unduty burdensome and harassing, it is entirely duplicative of Requests Nos. 1 and 2, and it
seeks irrelevant information.

Dated: May 31, 2012 PHILLIPS, ERLEWINE & GIVEN LLP

By: __ /s/ Cari A. Cohorn

David M. Given

Cari A, Cohorn

Phillips, Erlewine & Given LLP

50 California Street, 35™ Floor

San Francisco, CA 94111

Telephone: (415)398-0900

Facsimile: (415)398-0911

Email: dmg@phillaw.com
cac@phillaw.com

Attorneys for Petitioner




T AR Wl b ki ko mrAac oS

VERIFICATION

Tommy Rickard declares:

L am a member of the Wonderbread 5 genetal partnership. 1 am authorized to make this
verification op behalf of Wonderbread 5, the Petitioner in this actioh. 1have read
PETITIONER’S FURTHER RESPONSES TO REGISTRANT’S FIRST SET OF
REQUESTS FOR PRODUCTIDN OF DOCUMENTS and now the contents thereof, | have
personal knowledge that the conténts of the responses are true, except as to the matters which are

hetein stated upon information of belief and ag to those matters 1 believe them to bs true.

I declare under penalty ofiperjury under the Jaws of the United States of America that the

foregoing is true and correct. Bxéouted theé’l_ day of May, 2012.at San Frimeisco, California.




CERTIFICATE OF SERVICE

I, Cari A. Cohorn, Esq., certify that on this 31% day of May, 2012, true and cotrect
copies of PETITIONER’S FURTHER RESPONSES TO REGISTRANT’S FI RST
SET OF REQUESTS FOR PRODUCTION OF DOCUMENTS, as well as
DOCUMENTS BATES NUMBERED WB5 019-028 were sent by U.S. Mail to:

Maithew H. Swyers, Esq,

The Trademark Company
344 Maple Avenue West, Suite 151
Vienna, VA 22180
Dated: May 31,2012 PHILLIPS, ERLEWINE & GIVEN LLP

By: fsf_Cari A, Cohorn

David M. Given

Cari A. Cohorn

50 California Street, 35" Floor

San Francisco, CA 94111

Telephone: (415) 398-0900

Facsimile: (415)398-0911

Email: dimg@phillaw.com
cac{@phillaw.com

Attorneys for Petitioner
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Re: [SPAM] Acceptance of 998 offer

{of2

Subfect: Re: [SPAM) Acceptance of 996 offer
From: "David M. Given" <dmg@phill aw.com>

Date: 101112009 5:33 PM

To: Douglas Wroan <DWroan@Wroznlawfirm.com>
CC: fay slegan’ <Jay@jaysieganprasents.com>

We'il do il that way then,

Douglas Wroan wrote:

Pioase make check payable lo:

The Wioan Law Firm, Inc. Glenl Trust
Refersnce: P. Gllos

Trank you,

From: David M. Given [mallte:dmg@ phillaw.com)

Sentt Thursday, October 01, 2009 5:16 PM

To: Douglas Wroan

Ce: jay slegan

Subject: Ret (SPAM) Acceplance of 998 offer

Check payable to "Patrick Gilles and his attorney of record, Douglas Wroan”?
Picase confirm via reply all so that Jay is aware of how you want the check.
Douglas Wroan wrole:

aryd raseoving elc. inthe evert the funds for whalever reason do nal errive,

Doug

Yos, agreed. [wilfle o dismissal afier the funds 2re recehad not prior to of oxntemporanaotsly thatewith. For abvious reasons 1 dont want 1o put iy ctient io thi expanss of reffling

Fron: David 14, Given {mallte:gmg@ptillaw.com)
Senke Thursday, October 04, 2009 4:46 PM

To: Douglas Wroan

Subject: fie: [SPAM] Acceplance of 598 offer

of your clienl's complaint,

998 with the court,

Douglas Wroan wrote:
Octobar 1, 2009

Hr. David Given

PhTps, Effowing & Given LLP
60 Cedfornva Streal, 35™ Floor
San Francisco, CA 94141

Re: Gifles v Fletcher ot &, Case No. CGC-09.468573
Danid,

of $2,950.00,

1 & acoepting your representalion ovar the phond Lhal youwdt pay Ihose foss and [ the offer. You and | can finatze payment and the disevssal, of course, next week.
‘Thank you for your work on this matler,
Rospacifudly,

Donglas B. Wroan

The Wroau Law Firng, e,

A Professionnl Loie Corporation

5155 West Rosecrans Avenve, Sufte 229
Los Angeles, CA 90250

Teleplione (310) 973-4291

Facsimile (310) 973-4287

g, WrtanTaaoFirn), com

David M, Given

fhillips, Erlewine § Given LLP
50 California Street, 35th Flr.
San Franclsco, CA 94111

v, 415.398.0900
f. 415,348,091}
dxgfphil tav.con

Sorry. | will proceed o assamble ready funds and will transmit to you. In retun, please confirm thal upon tecelpt of those funds you will file a dismissal with prejudice

Ldo not want to pul the elient to the expense of spending the appearance fees. [ believe we can transaet the remaindes of this maller withoul the formalily of fling the

Infuriherance of our phona eonrsation this eflernoon, please Ind he atlached execited scceptance of your S98 offer Inthe abova relerenced casa, | spoke wih my allormay sarvice
who latked to tha count ¢lerk who advised 1hat tha courl would NOT ecsepl the fing of the offer wihout the paytent of the Defendant's 1751 eppearanca fees o this case in the amourd

S232\B5 021




Re: [SPAM)] Acceptance of 998 offer

20f2

wai il lav. con
PRIVILEGED COMMUNICATION AND CONFIDENTIALITY NOTICE: This communjcation with ike contents, materials, and attachrents ¢ontains confidsnlia

Pavid 4. Given

Phillips, Erlewine & Given LLP
30 Callfornia Street, 3Sth Flr,
San Francisco, CA 94ill

v, 415.399.0500
£, 415.398.031%
dregdnhilia
s, phill

PRIVILEGED COMMUNICATION AND CONFIDENTIALITY NOTICE: This conmunicathon With its contents, gaterlals, and attachments contains confidenfis

David M, Given

Phillips, Erlewine & Given LLP
50 California Streek, 35th Flr,
San Prancisco, CA 84111

v, 415,398.0200
I, 415%.398.0911
doafchillaw, coy,
i lav. eon

PRIVILEGED COMMUNICATION AND GONFIDENTIRLITY WOTICE: This comnynicat ion
With [bs contents, materifals, and atrachuents contains confidential
information. It is solely for the use of the intended recipient(s).
Reciplent(s) Is not to share or forward any such Informaticn without
weitten consent from Phillips, Evlewine & Given LLP. Unauthorized
interception, review, use or disclosure is prohibited and way violate
applicable Yevs including the Electronic Communicalions Privacy Act.
Furtherpere, if the fntended reclpient is a Client, this communication
is protected by the ATTOMNEY-GLIENT PRIVILEGE. If you are not the
intendad recipient, please contact Phillips, Erlewine & Given LLF and
the sender and destroy all copies of the copnunfcation.

52323WB5 022




From: Jeffrey Fletcher <jeffreyafletcher@me.coms>

Subject: Pat Craigslist

Date: October 16, 2009 6:26:06 PM PDT

To: Tommy Rickard <tommy@tommyrickard.com>, Jay Siegan
<lay@jaysieganpresents.com>, Chipy Adams
<chip@wonderbread5.com>, John Mc Dill <imcdill@mac.com>, Michael
Phillip Taylor <acksonjackson@gmail.com>

Everyone flag this post by clicking prohibited like jay said. Be sute to do it from your
computer and your phone since they're on different networks, Hope fully that will get it
taken down.

Sent from my iPhone
Begin forwarded message:
From: Jeffrey Fletcher <jeffreyafletcher@@me.com>

Date: October 16, 2009 6:05:43 PM PDT
To: Jeffrey Fletcher <jeffreyafletchey@me.com>

SF bay area craigslist > (san francisco) > community > musicians
please flag with care:

miscategorized
prohibited
spanv/overpost
best of craigslist

Wonderbread 5 ® seeking musicians for busy
coverband (nob hill)

Date: 2009-10-16, 10:41AM PDT
Reply {o: comm-cyafk-142425] 548(@craigslist.org Euoswhenrepiviog o adsyy

The revitalized Wonderbread 5® ig seeking the following musicians to round out the
group:

1 Keyboard player w/vocals

1 Drummer w/vocals

All applicants should be prepared to provide audio or video demo of their skills and
expetience upon request,

This gig is for a Coverband, so you must be prepared to play any and all gentes and wear
costume. Primarily disco, dance, hip hep and rock.

WBS 023




Serious players only, Must be capable, dependable and on-time. No drugs, over-
indulgences, or general flakiness. .

Please email me via the link above and I will get back to you as I am able. Serious teplies
only please. l am a founding

member and plan on replicating this model in multiple cities, so your region will be
primarily in Northern Calif.

The Wonderbead5® is a Trademark name (77-689,156 1¢8.3,691,948) and is used with
permission only.

it's NOT ok te contact this poster with services or other commereial interests

PostingID: 1424251548

*  Copyright © 2009 craigslist, inc.

o terms of use

*  privacy policy

¢ feedback forum

WBS 024 |




Drummer - North California

Craig Manrlgue Dacember 9 al 9:5%am

Yau guys once had an ad for druntimer. What ever became of that?

Craig

Jeff Wonder December 9 at 11:37am

Hi Craig,
Sofry you had to sae that ad. Here's what became of thal. We kicked our guitar player out and he unsuccassfully tried to sue us for a millior

dollars and then when that didn't work out, he tried to steal the W85 name and our tawyer put a stop to that and the cralgslist ad.
Sorry for the confusion,
Joff

WBS 025




PATRICK E. GILLES, VOLUME I - AUGUST i1, 2009

1IN THE SUPERIOR COURT OF THE STATE OF CALIFORNIA
2 IN AND FOR THE COUNTY OF SAN FRANCISCO

3

4

5 PA’I‘RICK GILLES, an individual,
on behalf of himself,

Plaintiff,
7
Vs, No. CGC-09-489573
8
JEFFREY FLETCHER, an
% individual; JOHN MCDILL, an
indlvidual; THOMAS RICKARD
10 an Indiv:dual MICHAEL TAYLOR,
an individoal; JAY SIEGAN, an
11 individual; JAY SIRGAN
PRESENTS an unknown business
12 entity; and WONDERBREAD 5, a
California general partnership,
I3 and DOES 1-10, inclusive,

14 Defendants,

15
Deposition of

16 - PATRICK E. GILLES
17 Tuesday, August 11, 2009
18 Volume I

19

20

21 REPORTED BY: CINDY TUGAW, CSR #4805

22
23 NOGARA REPORTING SERVICE
130 Battery Street, Suite 580
24 * San PFrancisco, Callfornia 94111
{415) 398-1889
25

)
<< NOGARA REPORTING SERVICE >>
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1

PATRICK B, GILLES, VOLUMR I - AUGUST 11,2009

songs. And it happened very organically,

2 Q. Where did you rehearse?

3 A, Tremember rehgarsing at 900 Simmons Lane,
4 the first house I owned in Novato where ] bullt a

5 soundproof room in my garage.

6 Q. And how long before the band performed

7 live in front of an audiencs?

8 A Very difticult for me to speculate or

9 estimate. I would say within four months. I think
10 our first show was a Thanksgiving in 2006 (sic) at
11 the Faultline,

12 Q. And who came up with the name Wonderbread
13 57

14 A. That's in the complaint, but | [ can

15 reiterate it. My recollection was the name -- I

16

presented the name Whitebread 5 -« not 5, Whitebread

17 because it was ironic that we were a Caycasianj. . ..

18

19

Jackson 5 tribute wearing Afros, and I thought the

absurdity of it should be self-doprecating and

20

brought out to light,

21

At some point, John MeDill, and I'm otily

22

Speculating, best of my memory, braught the name

23,

Wonderbread ont. Well, I don't know who to give -

24

credit to the number 5 to, but I recall i belng

25 associated with the Jackson 5§ -- you know, we were.

43
<<NOGARA REPORTING SERVICE >>
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1

PATRICK B. GILLES, VOLUME I - AUGUST 11, 2009

really modelling this around the Jackson $ and their

2

very unique logo of the 5 with a heart around it

3

So somewhere along the line, 'and‘tﬁis '

4

happened sort of how you mentioned earlier, in a

5

group setting wiih a lot of ideas being put in, and

6 ithappened very organically, So to say where the

7
8

génesis or credit Hes, if that's the goal to find

——p

out, I'can't teil you. But It was very organic and

L. r————y

9

hard to deconstruct.

10
11
12
13
14
15

16

17

18
‘ 19
20
21
22
23
24

25

Q. Atthat first public performance at the
Faulttine on Thanksgiving ih 1996, were you featured
as Wonderbread 57 Was that the name you were using? '
A. T'think so, I recall saying -- ¥ can't
imagine we over went by a different name. Idon't
recali, ‘
Q. Wito booked that first show?
A. My recollection is Jeff, or through i
myself. [want to say Joff mads a cantact to Robert
or Jeff, the other Jeff who owned the Faultline at
the time who I was friends with, we'd like to play
thete. But they had prior knowledge of what 1 was
doing in this Wonderbread 5 because iy band wag ve}y
popular there and made them a lot of money, The

Flesh Weapons did very well there, Ard after the

Fiesh Weapons broke up, T would attend there and,

49
<<NOGARA REPORTING SERVICE >>

WB5 028 |

t




