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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AN D APPEAL BOARD 

 

In re Registration No. 3691948 for the Word Mark WONDERBREAD 5 
(Registered on October 6, 2009) 

 

 

____________________________________ 
      ) 
WONDERBREAD 5,    ) 
      ) Cancellation No. 92052150 
  Petitioner,   ) 
      ) 
  v.    ) 
      ) 
PATRICK GILLES,    ) 
      ) 
  Registrant.   ) 
      ) 
____________________________________) 
 
 
 

PETITIONER’S MEMORANDUM IN O PPOSITION TO REGISTRANT’S  

“CROSS-MOTION FOR SANCTIONS AND/OR MOTION TO COMPEL” 

 



"

 Petitioner Wonderbread 5 (“Petitioner”) opposes Registrant Patrick Gilles’ (“Registrant”) 

improper and baseless “Cross-Motion for Sanctions and/or Motion to Compel” (the “Motion”).  

Contrary to Registrant’s contentions, Petitioner has responded appropriately to each of 

Registrant’s discovery demands, and there is no basis for the imposition of sanctions or for an 

order compelling further responses.   Registrant’s refusal to withdraw his moot and baseless 

Motion reflects his true motive:  a bad faith attempt to coerce Petitioner into withdrawing its 

pending motion for sanctions against Registrant.  For all of these reasons, Registrant’s motion 

must be denied. 

I. FACTS AND PROCEDURAL HISTORY 

 Registrant served the interrogatories and document requests that are the subject of this 

Motion on July 12, 2010.  (Declaration of Cari A. Cohorn (“Counsel Dec.”), filed herewith, ¶ 2; 

Motion, Exs. 2, 3.)  Shortly thereafter, on July 30, 2010, Petitioner filed a motion for summary 

judgment, and the Board suspended all proceedings unrelated to the summary judgment motion 

on August 6, 2010.  (Counsel Dec., ¶ 3.)  As such, Petitioner did not respond to the discovery 

demands at that time.  (Id.)  See Leeds Technologies Ltd. v. Topaz Comm’ns Ltd., 65 USPQ2d 

1303 (TTAB 2002) (parties have good cause to cease all activities not directly related to a 

dispositive motion, including responding to discovery, immediately upon the filing of the 

motion). 

 In response to Registrant’s Rule 56(d) motion for discovery, on May 20, 2011 the Board 

ordered Petitioner to respond to a subset of the interrogatories and document requests.  (Counsel 

Dec., ¶ 4.)  Petitioner complied with the Board’s order and timely served its responses on June 

20, 2011.  (Id. at ¶ 5; Motion, Exs. 4, 5.)   
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 Following the Board’s denial of Petitioner’s motion for summary judgment, Registrant’s 

counsel requested responses to the discovery demands that the Board had not ordered provided in 

connection with the motion for summary judgment.  (Motion, Ex. 1.)  Immediately after 

receiving the letter, Petitioner’s counsel attempted to contact Registrant’s counsel to arrange a 

time to meet and confer concerning the outstanding discovery demands.  (Counsel Dec., ¶ 7.)  

Specifically, Petitioner sought to avoid future disputes over the discover demands by attempting 

to reach an agreement to narrow or eliminate requests directed to irrelevant information or which 

were entirely duplicative of other requests.  In addition, Petitioner hoped to clarify several vague 

or incomprehensible requests.   (Id. at ¶ 8.) 

Registrant’s counsel failed to respond to any attempts to reach him for approximately two 

weeks, at which time, he indicated that he would contact Petitioner’s counsel within the “next 

couple of days” to schedule Registrant’s deposition; in the meantime, Petitioner’s counsel agreed 

to prepare to meet and confer concerning Registrant’s written discovery requests.  (Id. at ¶¶ 9, 

10, Exs. A, B.)  Registrant’s counsel did not contact Petitioner’s counsel as promised, and the 

meet and confer did not take place.  (Id. at ¶ 11.) 

 At no time did Petitioner state that it would not provide responses to the discovery 

requests.  (Id. at ¶ 12.)  To the contrary, despite Registrant’s failure to engage in meet and confer 

efforts, Petitioner’s counsel informed Registrant’s counsel on May 18, 2012 that supplemental 

discovery responses would be served on or before May 31, 2012.  (Id. at ¶ 11, Ex. C.)  The 

supplemental responses were provided, just as promised.  (Id. at ¶ 13, Exs. D, E.) 
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 Immediately after reviewing Registrant’s Motion, in which Registrant’s counsel claimed 

never to have received the supplemental responses,1 Petitioner’s counsel emailed copies of the 

responses, the additional document production, and the accompanying proofs of service.  

(Counsel Dec., ¶ 14, Ex. F.)  Since the provision of supplemental responses rendered the Motion 

moot (or at the very least premature, since – even assuming the supplemental responses were 

insufficient – Registrant has not attempted to meet and confer concerning any purported 

inadequacies), Petitioner requested that Registrant withdraw the Motion.  (Id.)  Registrant has not 

done so and instead sought to persuade Petitioner to withdraw its (unrelated) pending motion for 

sanctions against Registrant.  (Id. at ¶ 15, Ex. G.)  Furthermore, Registrant has not complied with 

TBMP section 523.02’s requirement that he inform the Board that issues addressed in the Motion 

have been resolved.  (Id. at ¶ 16.) 

II. THERE IS NO BASIS FOR SANCTIONS AGAINST PETITIONER 

The Board may issue sanctions for discovery misconduct under two circumstances:  (1) 

where a party has violated an order of the Board directing the party to provide discovery 

responses (TMBP § 527.01(a)); and (2) where a party has stated that it will not provide responses 

to properly served discovery (TMBP § 527.01(b)).  Neither circumstance is present here, and the 

Motion must therefore be denied. 

Registrant concedes that Petitioner complied with the only order concerning discovery 

the Board has issued in this action.  (Motion at p. 3, ¶ 11.)  Thus, no sanctions are available 

under TMBP § 527.01(a) for failing to comply with an order.  See, e.g., Nobelle.com LLC v. 

""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
1 Although Registrant’s Motion states that the supplemental responses were not received, Registrant has submitted 
no evidence to that effect.  In particular, Registrant’s counsel has not stated in a sworn declaration or affidavit that 
the responses were not received.  By contrast, Petitioner has submitted proofs of service and a sworn declaration 
stating that the responses were served on May 31, 2012.  (Counsel Dec., ¶ 13, Exs. D, E.) 
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Qwest Communications International Inc., 66 USPQ2d 1300, 1303 (TTAB 2003) (no basis for 

request for sanctions where no discovery order issued or violated). 

Likewise, no sanctions against Petitioner are available under TMBP § 527.01(b), which 

permits issuance of sanctions against a party who fails to respond to discovery and “has 

informed the party seeking discovery that no response will be made.”  See also 37 C.F.R. § 

2.120(g)(2).  At no time did Petitioner “expressly state” – as required for sanctions under TMBP 

§ 527.01(b) – to Registrant that Petitioner did not intend to respond to the interrogatories and 

document requests.  In fact, Petitioner informed Registrant on May 18, 2012 that responses 

would be provided, and those responses were served on May 31, 2012.  (Counsel Dec., ¶¶ 11, 13, 

Exs. D, E.)  As such, sanctions under § 527.01(b) are clearly unwarranted. 

III. PETITIONER HAS RESPONDED TO  THE DISCOVERY REQUESTS, AND 
THERE IS NOTHING FO R THE BOARD TO COMPEL 

 
Petitioner served responses to all outstanding discovery requests before Registrant’s 

motion was filed.  (Counsel Dec., ¶ 13, Exs. D, E.)  As such, there is no further action to be 

compelled.  

The Board should reject any attempt Registrant may make through his reply 

memorandum to justify this Motion by arguing that, in his view, Petitioner’s discovery responses 

are inadequate.  As an initial matter, Petitioner’s responses are fully appropriate.  (See Counsel 

Dec., Exs. D, E.)  However, even assuming they were not, an attempt to attack them through a 

reply memorandum, and in absence of any effort to meet and confer (thereby effectively 

preventing Petitioner from responding to any of the alleged defects in the responses), would be 

procedurally improper and impermissible. 37 C.F.R. § 2.120(e) (a “motion to compel … must be 

supported by a written statement from the moving party that such party or the attorney therefore 

has made a good faith effort” to resolve the discovery dispute). 
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IV. THIS MOTION WAS BROUGHT FOR AN IMPROPER PURPOSE AND 
SHOULD BE DENIED ON THAT BASIS AS WELL 

 
 Registrant’s failure to withdraw this moot and baseless Motion and to notify the Board 

that the issues raised in the motion have been resolved (as required by TMBP section 523.02) – 

particularly coupled with his demand that Petitioner withdraw its pending motion for sanctions  

against Registrant – reflects that the true object of this Motion was to gain leverage and  

pressure Petitioner to abandon its meritorious motion for sanctions.  There is no other reason 

why Registrant would persist in pressing a Motion based solely on the incorrect assertion that 

Petitioner had failed to serve its supplemental discovery responses.   

Even assuming Registrant’s counsel did not receive the documents that were served on 

May 31, 2012 (despite the absence of any evidence to that effect), he cannot dispute that he 

received them no later than June 25, 2012.  (See Counsel Dec., ¶¶ 14, 15, Exs. F, G.)  Although it 

has been undeniably clear since at least June 25, 2012 that the Motion is moot and unfounded, 

Petitioner has nonetheless been forced to prepare and file an opposition.  Registrant’s conduct in 

refusing to withdraw the motion and/or notify the Board that the only dispute at issue in the 

Motion has been resolved is improper, and the Motion must be denied. 
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V. CONCLUSION 

 For all of the reasons set forth above, Petitioner respectfully requests that the Board deny 

Registrant’s Motion.  Petitioner has responded appropriately to the discovery responses at issue 

in the Motion, and there is no basis for an order compelling further responses or for sanctions.  

       Respectfully submitted, 

       WONDERBREAD 5 

 

Dated:  July 5, 2012     PHILLIPS, ERLEWINE & GIVEN LLP 

 

       By: ____/s/  Cari A. Cohorn_____________ 

David M. Given 
Cari A. Cohorn 
50 California Street, 35th Floor 
San Francisco, CA 94111 
Telephone:  (415) 398-0900  
Facsimile:  (415) 398-0911 
Email:  dmg@phillaw.com 
             cac@phillaw.com 
Attorneys for Petitioner 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AN D APPEAL BOARD 

 

In re Registration No. 3691948 for the Word Mark WONDERBREAD 5 
(Registered on October 6, 2009) 

 

 

____________________________________ 
      ) 
WONDERBREAD 5,    ) 
      ) Cancellation No. 92052150 
  Petitioner,   ) 
      ) 
  v.    ) 
      ) 
PATRICK GILLES,    ) 
      ) 
  Registrant.   ) 
      ) 
____________________________________) 
 
 

 

DECLARATION OF CARI A. COHORN IN OPPOSITION TO REGISTRANT’S  

“CROSS-MOTION FOR SANCTIONS AND/OR MOTION TO COMPEL” 

1. I am an attorney with the law firm Phillips, Erlewine & Given LLP, counsel of 

record for Wonderbread 5 (“Petitioner”) in this matter.  Unless otherwise stated, I 

have personal knowledge of the facts set forth in this declaration, and, if called to 

testify as a witness, could and would testify competently thereto. 

2. Registrant’s First Set of Interrogatories and Registrant’s First Requests for 

Production of Documents were served on Petitioner on July 12, 2010.  See 



" 2

Exhibits 2 and 3 to Registrant’s Opposition to Petitioner’s Motion for 

Sanctions/Cross-Motion for Sanctions and/or Motion to Compel (“Motion”). 

3. On July 30, 2010, Petitioner filed a motion for summary judgment in this action.  

As such, Petitioner did not respond to Registrant’s written discovery requests at 

that time. 

4. In response to the motion for summary judgment, Registrant filed a Rule 56(d) 

motion for discovery, which the Board granted in part and denied in part on May 

20, 2011.  The Board ordered Petitioner to respond to a specific subset of the 

responses.   

5. Petitioner’s Responses to Registrant’s First Set of Interrogatories and Petitioner’s 

Responses to Registrant’s First Requests for Production of Documents were 

served on June 20, 2011.  See Motion, Exs. 4 and 5. 

6. Following the Board’s denial of Petitioner’s motion for summary judgment, by 

letter dated March 29, 2012, Registrant’s counsel requested, inter alia, responses 

to the remaining discovery requests.  See Motion, Ex. 1. 

7. Immediately after receiving the letter on April 5, 2012, I called counsel for 

Registrant to discuss this matter, and specifically to discuss outstanding discovery 

issues.  I did not speak with Registrant’s counsel, but I left a voicemail message 

requesting a return call.   

8. I believed that a discussion of the outstanding discovery requests would help 

avoid future disputes.  For instance, I hoped to gain an understanding of which 

documents Registrant sought through vague and incomprehensible requests (e.g., 

Document Request No. 8).  In addition, I hoped that counsel would agree to 
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narrow or eliminate requests that sought irrelevant information and/or were 

entirely duplicative of other requests (e.g., Interrogatory No. 5, 7; compare 

Document Request Nos. 1 and 2 with Document Request No. 3). 

9. I continued to request an opportunity to discuss the discovery issues with 

Registrant’s counsel.  Attached hereto as Exhibit A is a true and correct copy of 

an email from me to Registrant’s counsel, dated April 9, 2012.  I did not receive a 

response to this email. 

10. Despite my repeated attempts to reach Registrant’s counsel, I did not receive any 

communication from him until April 19, 2012.  At that time, he agreed that 

“within the next couple of days” he would provide dates on which Registrant 

would be available for deposition.  I agreed that, in the meantime, I would prepare 

to discuss the outstanding discovery requests.  My understanding was that the 

meet and confer discussion would take place when Registrant contacted me to 

discus scheduling Registrant’s deposition.  A true and correct copy of an email 

string memorializing my agreement with Registrant’s counsel, which Registrant’s 

counsel confirmed in writing, is attached hereto as Exhibit B. 

11. Registrant’s counsel did not contact me as promised.  I eventually concluded that 

the meet and confer discussion I had requested was not going to take place.  As 

such, on May 18, 2012, I notified Registrant’s counsel that Petitioner would 

provide further discovery responses on or before May 31, 2012.  A true and 

correct copy of an email from me to Registrant’s counsel, dated May 18, 2012, is 

attached hereto as Exhibit C. 
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12. At no time did I inform Registrant that Petitioner did not intend to provide further 

discovery responses. 

13. Petitioner’s further discovery responses were served on May 31, 2012.  Attached 

hereto as Exhibits D and E, respectively, are true and correct copies of 

Petitioner’s Further Responses to Registrant’s First Set of Interrogatories and 

Petitioner’s Further Responses to Registrant’s First Set of Requests for Production 

of Documents. 

14. I was out of the office the week of June 18, 2012 and did not read Registrant’s 

Motion until I returned on June 25, 2012.  Immediately after reviewing the 

Motion, in which Registrant’s counsel claimed not to have received the further 

responses, I emailed copies of the responses, the additional document production, 

and the accompanying proofs of service.  A true and correct copy of an email 

from me to Registrant’s counsel (with the attachments omitted), dated June 25, 

2012, is attached hereto as Exhibit F.  In the email, I requested that Registrant 

withdraw his Motion. 

15. In response, Registrant’s counsel stated that he would consider withdrawing the 

motion and asked Petitioner to withdraw its pending Motion for Sanctions against 

Registrant.  A true and correct copy of Registrant’s counsel’s email to me, dated 

June 25, 2012, is attached hereto as Exhibit G.  I have not received any further 

communication from Registrant’s counsel concerning the withdrawal of 

Registrant’s Motion. 
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16. I am informed and believe that Registrant’s counsel has not complied with TMBP 

section 523.02’s requirement that he inform the Board that issues addressed in the 

Motion have been resolved. 

I declare under penalty of perjury of the laws of the United States of America that the  

foregoing statements are true and correct. 

 

Dated:  July 5, 2012     _____/s/  Cari A. Cohorn__________ 

        Cari A. Cohorn 



EXHIBIT A
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EXHIBIT G





CERTIFICATE OF SERVICE 
 
 I, Rosemary A. Comisky Culiver, certify that on July 5, 2012, a true and correct 
copy of the following: 
 

REPLY MEMORANDUM IN SUPPORT OF PETITIONER’S MOTION 
FOR SANCTIONS 
 
PETITIONER’S MEMORANDUM IN OPPOSITION TO REGISTRANT’S 
“CROSS-MOTION FOR SANCTIONS AND/OR MOTION TO COMPEL” 
 
DECLARATION OF CARI A. C OHORN IN OPPOSITION TO 
REGISTRANT’S “CROSS-MOTION FOR SANCTIONS AND/OR 
MOTION TO COMPEL” 
 

was sent by U.S. Mail to: 
 
  Matthew H. Swyers, Esq. 
  The Trademark Company 
  344 Maple Avenue West, Suite 151 

Vienna, VA 22180 
 
Dated:  July 5, 2012    PHILLIPS, ERLEWINE & GIVEN LLP 

      By: /s/  Rosemary A. Comisky Culiver 

       David M. Given 
       Cari A. Cohorn 
       50 California Street, 35th Floor 
       San Francisco, CA 94111 
       Telephone:  (415) 398-0900  
       Facsimile:  (415) 398-0911 
       Email:  dmg@phillaw.com 
         cac@phillaw.com 
       Attorneys for Petitioner 
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