Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA322749
Filing date: 12/17/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following parties request to cancel indicated registration.

Petitioner Information

Name Corporacion Habanos, S.A.
Entity Corporation Citizenship Cuba
Address Avenida 3ra #2006 e/20 y 22
Miramar, Havana,
CUBA
Name Empresa Cubana del Tabaco, d.b.a. Cubatabaco
Entity Corporation Citizenship Cuba
Address OReilly No. 104
Havana,
CUBA
Attorney David B. Goldstein
information Rabinowitz, Boudin, Standard, Krinsky & Lieberman, P.C.

111 Broadway Suite 1102

New York, NY 10006-1901

UNITED STATES

dgoldstein@rbskl.com Phone:212-254-1111

Registration Subject to Cancellation

Registration No

2912374 | Registration date | 12/21/2004

Registrant

LEVY CAFE, INC.

524 S. 3RD STREET
PHILADELPHIA, PA 19147
UNITED STATES

Goods/Services Subject to Cancellation

Class 034. First Use: 2003/09/00 First Use In Commerce: 2003/09/00
All goods and services in the class are cancelled, namely: cigars made from Cuban seed tobacco

Grounds for Cancellation

Deceptiveness Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Priority and likelihood of confusion Trademark Act section 2(d)

The mark is deceptively misdescriptive Trademark Act section 2(e)(1)

The mark is primarily geographically deceptively Trademark Act section 2(e)(3)

misdescriptive

Other

Articles 23-28 of the General Inter-American
Convention for Trade Mark and Commercial
Protection, 46 Stat. 2907



http://estta.uspto.gov

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 2177837 Application Date 08/16/1996

No.

Registration Date | 08/04/1998 Foreign Priority NONE
Date

Word Mark

HABANOS UNICOS DESDE 1492

Design Mark

<« Walnmas

Hnicos desde 1492

Description of
Mark

The mark consists of a black rectangle with the design of a tobacco leaf and the
wording "HABANOS UNICOS DESDE 1492."

Goods/Services

Class 034. First use:

raw tobacco, cigars, cigarettes, cut tobacco rappee, matches, tobacco, tobacco
pipes, pipe-holders, ashtrays, match boxes, cigar cases, and humidors

U.S. Registration | 1970911 Application Date 09/22/1994

No.

Registration Date | 04/30/1996 Foreign Priority NONE
Date

Word Mark LA CASA DEL HABANO

Design Mark '

- ((Cacasaom, HABANO G )

Description of
Mark

NONE

Goods/Services Class 034. First use:
raw tobacco; cigars; cigarettes; cut tobacco; rappee; manufactured tobacco of
all kinds; matches; tobacco; smoking pipes; pipe-holders, not of precious metal,
ashtrays, not of precious metal; match boxes, cigar cases and humidors, not of
precious metal

Attachments 75151320#TMSN.gif ( 1 page )( bytes)

745769504#TMSN.gif ( 1 page )( bytes)
Joya de Havana Cancellation Petition.pdf ( 15 pages )(62668 bytes )

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service




record by First Class Mail on this date.

Signature /David B. Goldstein/
Name David B. Goldstein
Date 12/17/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark Registration No. 2,912,374
Registered: December 21, 2004
Mark: H JOYA DE HAVANA HAND MADE & DESIGN

CORPORACION HABANOQOS, S.A., and EMPRESA )
CUBANA DEL TABACO, d.b.a. CUBATABACO, )

Petitioners,
V. Cancellation No.

LEVY CAFE,INC.,

Registrant.

—_ —  — ~ —

PETITION TO CANCEL

Petitioners CORPORACION HABANOS, A. (“Habanos, S.A.”) and EMPRESA
CUBANA DEL TABACO (“Cubatabac) (together “Petitioners”) deeve that they will be and
have been damaged by registration on the gratcegister of the mma H JOYA DE HAVANA
HAND MADE & DESIGN, Regstration No. 2,912,374 (“*JOYA DHAVANA"), for “cigars
made from Cuban seed tobacco,” regstieon December 21, 2004, and, by and through their
undersigned attorneys, hereby petition to chsail registration, and aver as follows:

THE PARTIES

1. Petitioner Habanos, S.A. is a corporat@mganized under the laws of Cuba, with
its principal place of businessclated at Avenida 3ra #2006 e/20 y 22, Miramar, Havana, Cuba.

2. Petitioner Cubatabaco is a state corporatvith independent juridical personality
and independent property established by Nav 1191, dated April 25, 1966, of the Republic of

Cuba, with its principal place of business kechat O’'Reilly No. 104, Havana, Cuba.



3. Upon information and belief, Registrahtvy Cafe, Inc. (Registrant”) is a
corporation incorporated in Pennsylvania &owhted in Philadelphia, Pennsyvania.

4. Petitioner Habanos, S.A. currently owns, among other registrations, the federal
registration of the marklABANOS UNICOS DESDE 1492).S. Reg. No. 2,177,837, applied
for on August 16, 1996, in the United States for dgand related producits International Class
34. Habanos, S.A. uses this mark, translatetiunique Havana cigars since 1492," throughout
the world exclusively for cigars #th are of 100% Cuban origin.

5. The mark HABANOS UNICOS DESDE 1492 dappeared in advertisements for
Habanos, S.A.'s 100% Cuban origin cigars inrmd@onal and United Sta$ publications. This
mark is used in such advertisements both in Spanish and in English translation as “Habanos
Unique since 1492” and “Havaa Unique since 1492.”

6. Petitioner Habanos, S.A. is engagekr alia, in the trade, marketing, and
advertising of Cuban cigarsrtughout the world, including i@uba, and the export of Cuban
cigars throughout the world (Witthe exception of the United Statdue to the United States
trade embargo). Habanos, S.A. emphasizes theigass are made in Cuba from 100% Cuban-
grown tobacco in its promotiomarketing and advertising, includj in advertisements in the
United States.

7. Petitioner Cubatabaco currently owranong other registtians, the federal
registrations in the United States ofetmark LA CASA DEL HABANO, U.S. Reg. No.
1,970,911, applied for on September 22, 1994, transésethe house of hCuban cigar," for
cigars and related products in Interpatil Class 34, and ¢fA CASA DEL HABANO, U.S.
Registration No. 2,212,119, applied for on Augliét 1996, as a service mark in International
Class 35 for “retail store services featgr tobacco and smokers’ accessories” and in
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International Class 42 for “social club services, bar servaresrestaurant services.”

8. Petitioner Cubatabaco’s LA CASBEL HABANO Marks have appeared in
advertisements in the United Statin connection with cigarsahare of 100% Cuban origin.

9. Petitioner Cubatabaco currently owttse application in the USPTO for the
certification mark HABANOS Application Serial No. 77157193, in IC A for “cigars,” filed
April 16, 2007. The mark certifie“that the cigars h& their geographicalrigin in Cuba and
are made from Cuban grown tobacco, ‘Cubaamng the entire national territory of the
Republic of Cuba.”

10. “HABANA,” the Spanish (and French) worfbr Havana, is an appellation of
origin (also known as a denomination or indica of geographical orig) for Cuban-origin
tobacco and tobacco products, registered byi&®tr Cubatabaco in 1967 both domestically in
Cuba and in accordance with the 1958 Lisbome&gient for the Proteom of Appellations of
Origin and their International Reggration, as revised and amended.

11. “HABANOS” is the appellation of origin for cigars originating in the entire
national territory of the Republic of Cubagigtered by Petitione€ubatabaco in 1967 both
domestically in Cuba and pursuant to the bisbAgreement. Under Petitioner Cubatabaco’s
authority, Petitioner Habanos, S.A. uses thalikhos” geographical demimation of origin on
all packages of its 100% Cuban origin cigars.

12. On September 26, 2008, the Board, inecpdential decision, refused registration
of the mark HAVANA CLUB for “cigars madérom Cuban seed tobacco,” on the ground that
the mark was “primarily geographically deceptweatisdescriptive” undesection 2(§3) of the
Lanham Act. Corporacion Habanos, SA. v. Anncas, Inc., 88 U.S.P.Q.2d 1785 (TTAB 2008).
That decision became final and non-appealable on November 26, 2008.
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13. Pursuant to 31 C.F.R. § 515.527, and a 1986érleuling of the Office of Foreign
Assets Control of the Department of Treasury (AQF), Petitioners are ahbrized to engage in
transactions related to the registration of tragdu® in the USPTO in which Petitioners have an
interest, including, as statedtime 1996 OFAC letter, the authority “to petition to cancel a prior
registration of a trademark.See Anncas, 88 U.S.P.Q.2d at 1790.

THE APPLICATION PROCEEDINGS

14.  On October 6, 2003, Registrdiied an application pursuéto section 1(a) in the
USPTO to register the mark “JOYA DHAVANA,” with design, for “cigars,” which
application was assigned SeiNd. 75753734 (“Application”). Thapplication claimed first use
in commerce of “September 2003,” and inclu@edesign with the words “Hand Made” and the
letter “H,” in additionto “Joya De Havana.”

15. In a May 24, 2004 Office Action, the SPTO Examiner, David C. Reihner,
initially refused registration, stating:

Registration is refused because the proposed mark consists of or comprises

geographically deceptively misdescriptive matter in relation to the identified goods.

Trademark Act Section 2(e)(3L5 U.S.C. 81052(e)(3)....

The primary significance of the term “Havana” is geographic. The public is likely

to believe that applicant’'s goods come from this place because Havana, Cuba, is a

place where cigars are produced. Furtiee, this belief would materially

influence consumers to purchase the gdoelsause Havana, Cuba, is renown for

the production of cigars and purchaseisuld purchase apglant's goods based

upon the mistaken belief that the goodsehtheir origin in Havana, Cuba. ....

If, however, the cigars are composedQeiban seed tobacco and the recitation of

goods is amended to so indicate, the ldisger of the word “Havana” would be

acceptable (along with the designation “Havidde”) and the refusal to register
withdrawn.

16. The Examiner’'s statement that “[i]f, hewer, the cigars are composed of Cuban

seed tobacco and the itation of goods is amended to so ind&at. the refusal to register [will
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be] withdrawn,” immediately after finding the goods geographically deaepteause the cigars
do not “have their origin in Havana, Cuba,” plgi demonstrated that the Examiner mistakenly
believed that cigars “composed of Cuban sebddoo” “have their origin in Havana, Cuba.”

17. In aresponse dated May 30, 2004, the Aqagpit stated: “Theigar, ‘HOJA Eic]

DE HAVANA' is made from Cuban seed tobacedich is grown in the Dominican Republic.”

18. In response to an Office Action ddtelune 22, 2004, Apgant accurately
translated JOYA DE HAVANA as “Jewel dflavana,” disclaimed “HAVANA" and “HAND
MADE” and asserted, “These cigars are made from Cuban seed tobacco.”

19. The goods were then amended from “cigars” to “cigars made from Cuban seed
tobacco.”

20. Upon information and belief, Registrant ended its identification of goods from
“cigars” to “cigars made from Cuban seed&aoto” for the specific purpose of obtaining the
applied-for registration, and to avoid having registration refused under 15 U.S.C. §
1052(e)(3), although Registrant knew at the tithat “Cuban seed tobacco” has no relevant
connection or association with Cuba, Havanab&; or Cuban-origin tobacco or cigars; that
Registrant’s cigars do not hatkeeir origin in HavanaCuba; and that the Examiner was plainly
and obviously confused and mistaken in belieutimat “cigars made fronCuban seed tobacco”
have their “origin” in Havana, Cul@ anywhere else in Cuba.

21. Following the amendment from “cigardd “cigars made from Cuban seed
tobacco,” the Application was publishddr opposition on September 28, 2004, and the
registration issued on December 21, 2004.

22. In the May 24, 2003 Office Action, the PTExaminer identified the mark as H
JOYA DE HAVANNA [sic] HAND MADE. The misspellingof HAVANA was never corrected
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and is repeated in the Notice of Publication, on the USPTO’s TARR and TESS databases and in
documents prepared by the Examiner that araeénPTO file, including in the TDR database.
Petitioners use the correct spelling of the markeine as shown on the Registration Certificate.

23. Registrant's mark is,inter alia, primarily geograpically deceptively
misdescriptive, deceptive, and deceptively regutiptive of the identified goods, confusingly
similar to Petitioners’ above-idéfied registered marks for the same goods, and the registration
was obtained through misreprasaions to the USPTO.

THE MEANING OF THE WORD "HAVANA" IN CONNECTION WITH CIGARS

24. The word "Havana" primarily refers toeltargest city and ehcapital of Cuba.

25. The primary significance of JOYA DEAVANA (“Jewel of Havana”) is a
generally known geographic location — Havana, Cuba.

26. The addition of the generic Spanish terrayd de” (“Jewel of”), the letter “H,” or
the generic term “Hand Made” doeot alter the mark’s primpgeographic significance.

27. In addition to denoting the city of Hava, Cuba, “Havana” issed, recognized,
and understood throughout the world, includinghia United States, by both cigar consumers
and within the cigar industry, to denote Havamatsst famous export —gars that are of 100%
Cuban origin, made exclusively from tobacgoown in Cuba and manufactured in Cuba,
primarily in or near the citand province of Havana, Cuba.

28. Likewise, the Spanish word “Habano’n@its plural, “Habanos”) is recognized
among cigar consumers and in the cigar industigutfhout the world and in the United States to
denote cigars that are ®§00% Cuban origin.

29. Numerous English language dictioresi and encyclopediasncluding those
published in the United States, define the wordv&ha" to mean a cigar made in Cuba and/or
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from Cuban tobacco, in additi to denoting the largest aodpital city of Cuba.

30. Spanish language dictionaries defidabano" as relating to, or from, “La
Habana” (Spanish for Havana, Cuba), or by extenthe island of Cuba, @s a cigar made in
Cuba from Cuban tobacco.

31. The leading English-language cigar bookscluding in book titles, consumer
guides, and cigar magazines sold in the UnitedeSt and news and feature stories appearing in
general circulation magazines,wspapers, and other publicatiotisected to the general public
in the U.S use the terms “Habano(s)” and “Hava)iap denote a 100% Cuban-origin cigar.

32. “Habana” (Havana) was the temmstorically used intemtionally, including in the
United States, to identify cigars made in Cubad derived from the name of the port from
which the cigars were shipped. The term "&fads" began to be used in Spanish speaking
countries at the beginnirgf the 20th century to dete all Cuban cigars.

33.  For decades prior to Registrant’'s Octol®, 2003 filing date (or its claimed first
use date of September 2003), the term “Havanabbas used to mean a Cuban-origin cigar.

34. United States and international pubtioas directed to the cigar-consuming
public and to the trade, including the United &satigar-consuming public and trade, refer to
"Havanas" or "Habanos," that is, 100% Cubaniorigigars, as a different type of cigar from
those cigars that are not Cuban origin.

35. Cuba is internationally recognized, inding in the United States, as the most
renowned country in the world fahe growth of tobacco for gars, and for the production and
manufacture of cigars, including cigars of thighest quality, and Hawa is internationally
recognized, including in the United States,tlas city and province most renowned for the
manufacture and export of theghest quality cigars.

7



36.  No other country is as renowned as Ctdrecigars, and no geographic location is
as renowned for cigars as Havana, Cuba.

37. Cuban-origin cigars are desired by ciganokers throughout the world, including
in the United States, because of their Cuban origin.

38. Consumers in the United States and elseehn the world associate cigars with
Cuba and particularly with Havana, Cuba. Tassociation is one of the strongest goods/place
associations of any consumer product with @i@a#ar geographic igon in the world.

39. Registrant's mark, JOYADE HAVANA (Jewel of Havana), specifically
recognizes and seeks to exptbis extraordinary goods-place assion and renown of Havana
cigars, that is, 100% Cuban-origin cigars.

40. Registrant’'s mark denotes, is, and vad understood by United States consumers
as denoting, that cigars bearing that markmnaa@ufactured in Cuba, @re made from tobacco
grown in Cuba and manufactured elsewhere.

41. Registrant’'s goods do not come from, dnestvise originate in, Havana, Cuba or
elsewhere in Cuba, and are not “Havahtmat is, cigars from Cuba.

42. Registrant, a Pennsylvaniarporation located in Penylsania, has no lawful
means of obtaining or sellinGuban-origin cigars or Cubaorigin tobacco, nor any lawful
means of obtaining or selling cigars or othelnacco products that are made anywhere in the
world if they are made or derived in whole ompart of any article which is the growth, produce
or manufacture of Cuba. Without limitatio the United States’ Cuban Assets Control
Regulations, including specifically 31 CR.§ 515.201, 515.204, prohibit any such activity.

43. The cigar-consuming public is likely tbelieve that the place identified by
Registrant’s mark — Havana, Cuba — describegdRant’s goods, and their geographic origin, or
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the geographic origin of the goodiwin ingredients, when neither the goods nor the ingredients
in fact come from Havana or Cuba.

44.  Consumers’ mistaken belief that Registta cigars come from Havana or Cuba,
or are comprised in whole or in part of tobagrown in Cuba, would ba material factor in
such consumers’ purchasing decision.

45. By use of the word “Havana,” Regiaht's mark misdescribes a quality,
characteristic, or feature of the goods,, Cuban cigars (or cigars made from tobacco from
Cuba), because the goods are not cigars €oba, or made from Cuban tobacco.

46. Consumers are likely to believe, mistaky, that Registrant's goods share the
same characteristics, such as taste, aroma, qualiflyconstruction, as cigars made in Cuba from
genuine Cuban tobacco.

47. By use of the word “Havana,” which vgidely used and understood in the United
States to refer to cigars from Cuba, cigar consumers in the United States are likely to believe
Registrant’s misdescription of the goods.

REGISTRANT'S MEANINGLESS CL AIM THAT ITS GOODS ARE
‘MADE FROM CUBAN SEED TOBACCO”

48.  Upon information and belief, Registranpresented to the USBTthat its cigars
are “made from Cuban seed tobacco” solelavoid having the USPTO refuse registration on
the ground that the use of “Hawnis primarily geographically eceptively misdescriptive, as
determined by the Examiner, although Registmarfact knew that its goods do not come from
Havana or Cuba, do not have their origin mb&@, and have no connection or association with
Havana or Cuba, with Cuban cigarstobacco, or with Petitioners.

49. When used in the United States tdereto tobacco grown outside of Cuba,



“Cuban seed tobacco” is merely a name giventiga of tobacco that is grown outside of Cuba
from seeds that do not themselves come f@uaia, but are claimedyithout any means of
verification, to be distant descendants sdeds of tobacco plants grown in Cuba many
generations ago.

50. Upon information and belief, the type mbn-Cuban tobacco that Registrant refers
to as “Cuban seed tobacco” either: 1) is a vesyadi descendant from ptaror seeds that were
taken from Cuba sometime over 45 yeags, but not more recently than that;2) is not even a
distant descendant from seeds or plants wWeat taken from Cuba many decades ago, but is
merely a type of tobacco, grown outside afb@, and generically referred to as “Cuban seed
tobacco”;or 3) is not even the typef tobacco generically refad to as “Cuban seed,” but
Registrant, through its predecessogy have made such misreggatation to the USPTO solely
to obtain registration of the mark through such misrepresentation.

51. It is not possible to verify whether Regiant’s cigars arenade from tobacco
grown from seeds that are descendantslzdcco seeds that came from Cuba.

52. Cigars allegedly made from tobacco grown from seeds that are descendants of
seeds that came from Cuba are different from cigars made from Cuban-origin tobacco in terms of
guality, characteristics, taste and aroma.

53. The change in identification of the gooftem “cigars” to “cigars made from
Cuban seed tobacco” does not, and cannot, change the primarily geographically deceptively
misdescriptive, deceptive, and deceptively misdescriptive nature of Registrant’'s mark.

54. The use of the term “Cuban seedaobto” cannot overcome the above statutory
bars to registration GfOYA DE HAVANA.

55.  Upon information and belief, the USPTuwd not have registered the mark had
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it known that neither “Cuban seed tobacco,” na& $ieeds generating the plants that yield the
tobacco, come from Havana, Cuba, or anywlsse in Cuba; and that “Cuban seed tobacco”
does not have any connection or association with Cuba, Havagajban-origin cigars, other
than the unverifiable possibiliyf a distant gerte descent.

56. Registrant’s meaningless “Cuban seeblacco” claim is exemplified by the fact
that Registrant advertises the public that 8 JOYA DE HAVANA cigars are made from
“100% Nicaraguan tobacco,” whereas it represetaddldde USPTO that itsigars are “made from
Cuban seed tobacco, which is grown in the Dominican Republic.”

INJURY TO PETITIONERS

57.  Petitioners believe that they will bacahave been damaged by the registration of
Registrant's mark upon the Pripal Register, including by Regiaht's use of that mark on
cigars of non-Cuban origin, which will damagad have damaged the reputation that Havana
cigars, that is, genuine Cuban-anigigars, have in the United States. Such registration and use
also will deceive and have deceived consumershatieving that Cuban-@in cigars, or cigars
made from Cuban tobacco, are presentlylabie for purchase in the United States.

58.  Petitioners’ success in marketing 100% Cubs&gin cigars to U.S. consumers as
soon as U.S. law permits, including througge of the registered marks HABANOS UNICOS
DESDE 1492 & DESIGN and LA CASA DEL HABAG; the applied-for certification mark
HABANOS; and “Havana” as a geographic ication, will be and has been damaged and
diminished by the registration of Registrantreark that includes the term "Havana," which
deceptively suggests that Registta cigars and other tobaccoopucts are of Cuban origin.

59. Petitioners’ current ability to use théave-identified registered trademarks and
“Habanos” as a geographic indication and certificamark in advertisements it currently places
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in the United States in connection with 100%b@&m+origin cigars will be and has been damaged
by the registration of Registrant’s mark.

60. Registrant’'s mark, when used on ordannection with Registrant’s cigars, is
likely to cause confusion, or to cause mistake,to deceive, withrespect to Petitioner’'s
registered marks HABANOS UNICOS [@PE 1492 & DESIGN and LA CASA DEL
HABANO.

FIRST GROUND FOR CANCELLATION

61. Petitioners repeat and reg@&each and every allegatiset forth in paragraphs 1
through 60 of this Petition to Canas if fully set forth herein.

62. The mark, as used on or in connectwith Registrant’s identified goods, is
deceptive and primarily geographically deceptiveigdescriptive within tb meaning of Section
2(a), (e)(3) of the Lanham Act, 15 U.S.C. § 1052(e)(3), for lack of th requisite nexus with
Havana, Cuba or Cuba, and, therefore, tigesteation of the mark should be cancelled.

SECOND GROUND FOR CANCELLATION

63. Petitioners repeat and reg&each and every allegatiset forth in paragraphs 1
through 60 of this Petition to Canas if fully set forth herein.

64. Registrant's mark, as uset or in connection with Rgstrant’s identified goods,
is deceptive and deceptively misdescriptive witthe meaning of Section 2(a), (e)(1) of the
Lanham Act, 15 U.S.C. § 1052(a), (e)(1), and, tlweefthe registration ahe mark should be
cancelled.

THIRD GROUND FOR CANCELLATION

65. Petitioners repeat and re@keach and every allegatiset forth in paragraphs 1

through 60 of this Petition to Can@d if fully set forth herein.
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66. “Havana” is an indication of geographiaaigin or source within the meaning of
Articles 23-28 of the Generdhter-American Convention fofrade Mark and Commercial
Protection, 46 Stat. 2907 (“IAC"Yp which both Cuba and the Uit States are parties, and
which treaty is in force between the United States and Cuba.

67. “Havana” does not corresponal the place in which Rgstrant’s identified goods
are, will be, or lawfully could be, fabried, manufactured, produced or harvested.

68. “Havana” has not through constant, general and reputable use in commerce come
to form the name or designation ifsel Registrant’s identified goods.

69. To the consuming public, the quality and reputation of cigars depend on the place
of production or origin.

70.  Atrticles 23-28 of the IAC prohibit Registris use and registration in the United
States of the term “Havana” in contiea with non-Cuban origin cigars.

71. Under the aforesaid provisions of the 1AGd also pursuant to Section 44(b), (h)
of the Lanham Act, 15 U.S.C. § 1126(b), (h), tbgistration of the mark should be cancelled.

FOURTH GROUND FOR CANCELLATION

72.  Petitioners repeat and reg&each and every allegatiset forth in paragraphs 1
through 60 of this Petition to Canas if fully set forth herein.

73. Registrant's mark so resembles Petitioners’ registered marks in IC 34 for the
identical goods (cigars) — HABANOSNICOS DESDE 1492 & DESIGN, Reg. No. 2,177,837,
and LA CASA DEL HABANO, Reg. Nos. 1,970,911 Adaused by Petitioners in the U.S. in
advertising, as to be likelyyhen used on or in connectionthv Registrant’s goods, to cause
confusion, or to cause mistake, or to deceivithimwthe meaning of Section 2(d) of the Lanham
Act, 15 U.S.C. § 1052(d), and, therefore, thegtgtion of the mark should be cancelled.
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FIFTH GROUND FOR CANCELLATION

74.  Petitioners repeat and reg@&each and every allegatiset forth in paragraphs 1
through 60 of this Petition to Canas if fully set forth herein.

75. Registrant made a material misrepreseoaof fact and material omissions of
fact when it identified its cigars as “made from Cuban seed tobacco,” without informing the
USPTO that such identification does not mean tthatorigin or source of its cigars, or the main
ingredients of its cigards Havana or Cuba, and that tieem “Cuban seed tobacco,” does not
mean that the cigars or tobacco come from, or liasie origin or source in Havana or Cuba.

76.  When Registrant made this misrepraastéion to the USPTO, Registrant was
aware, based on the May 24, 2004 Office Actiolat the Examiner mistakenly believed that
cigars claimed to be “made from Cuban seed tobacco” somehow have their “origin in Havana,
Cuba,” so that, in the Examiner's misundemgliag, cigar marks withhe term “Havana” were
not primarily geographically deceptively misdescriptive.

77. Rather than correcting the Examiner'ssamderstanding, Registrant exploited it,
and made its material misrepresentations angioms with the specdiintent and purpose of
deceiving the USPTO in order to obtain registration of the mark.

78. But for Registrant’s aforesaid materialisrepresentations and omissions, the
USPTO would have refusedgistration of the mark.

79. Because of Registrant’s aforesaid matlemisrepresentations and omissions to
the USPTO, the registration thfe mark should be cancelled.

WHEREFORE, Petitioners pray thRegistration No. 2,912,374 for H JOYA DE
HAVANA HAND MADE be cancelledoursuant to 15 U.S.C. § 106#hd that this Petition be
granted in favor of the Petitioners.
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Dated: December 17, 2009
Respectfullgubmitted,

/David B. Goldstein/
DAVID B. GOLDSTEIN
RABINOWITZ, BOUDIN, STANDARD,
KRINSKY & LIEBERMAN, P.C.
111 Broadway — Suite 1102
New York, New York 10006-1901
212-254-1111
dgoldstein@rbskl.com
Attorneys for Petitioners Corporacion Habanos,
S.A. and Empresa Cubana del Tabaco

CERTIFICATE OF ELECTRONIC FILING
| hereby certify that thi®etition to Cancel Registration No. 2,912,374 for H JOYA DE
HAVANA HAND MADE, is being filed electronically today, December 17, 2009, on the

Electronic System for Trademark Trials and Appeals for the USPTO.

/David B. Goldstein/
David B. Goldstein

CERTIFICATE OF SERVICE

The undersigned certifies that a true and @brcepy of the foregoing Petition to Cancel
Registration No. 2,912,374 for H JOYA DE HAVANAAND MADE was served on Registrant
by mailing, postage prepaid, said copy on Decenife 2009 via U.S. Certified Mail, return
receipt requested, to the Capendent’'s (and Registrant’'sddress of record listed for
Registration No. 2,912,374 on the USPTO’s TARR database:

LEVY CAFE, INC.
524 S. & Street
Philadelphia, PA 19147

/David B. Goldstein/
David B. Goldstein
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