
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA335097
Filing date: 03/02/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92051847

Party Defendant
Baney Corporation

Correspondence
Address

Susan Daly Stearns
Susan Daly Stearns LLC
P.O. Box 215
Bend, OR 97709
UNITED STATES
info@stearnstmlaw.com

Submission Motion to Suspend for Civil Action

Filer's Name Susan Daly Stearns

Filer's e-mail info@stearnstmlaw.com

Signature /Susan Daly Stearns/

Date 03/02/2010

Attachments Motion to Suspend - outcome of civil case _2_.pdf ( 3 pages )(40190 bytes )
Conformed Complaint.pdf ( 13 pages )(562598 bytes )
Clerk's Notification to Director of USPTO.pdf ( 1 page )(24594 bytes )

http://estta.uspto.gov


 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Trademarks: OXFORD SUITES 

          OXFORD INN & SUITES 

                     OXFORD HOTELS 

 

OXFORD 2005 HOLDINGS, LLC ) 

     ) 

                        Petitioner,  ) 

     ) 

               v.    )  Cancellation No. 92051847 

     )  Registration Nos. 3076619, 3076626 and 

BANEY CORPORATION  )  3600199 

                           ) 

Registrant.  ) 

 

 

Pursuant to 37 C.F.R. 2.117(a) and TMBP 510(a), Baney Corporation, Registrant hereby 

moves the Honorable Trademark Trial and Appeal Board, (the “Board”) for an order suspending 

this proceeding pending the outcome of civil case no. CV-10-06040-TC, entitled BANEY 

CORPORATION v. SAGE HOSPITALTIY RESOURCES, INC. and OXFORD 2005 

HOLDINGS, LLC, currently pending in the U.S. District Court, Oregon.  See General Motors 

Corp. v. Cadillac Club Fashions, Inc., 22 USPQ2d 1933 (TTAB 1992)   

The ground for this motion is that the foregoing civil action will likely be dispositive of 

the issues raised in this cancellation proceeding.  Attached as Exhibit A is a copy of Registrant’s 

Complaint filed in the civil action.  

Registrant specifically seeks the Court in its civil action to rule on the pending 

Cancellation proceeding and the U.S. District Court of Oregon has also filed notice of the civil 

action with the Director of the U.S. Patent and Trademark Office on February 25, 2010 in 

compliance with 35 U.S.C. §290 and/or 15 U.S.C. §1116.  See Exhibit B.  It is well settled that 

the Board has the discretion to grant a suspension of a pending board proceedings if the outcome 

of the civil action may have a bearing on the Board case. TMBP §510.02(a).   

Petitioner submits that it is filing this motion in good faith in that the issues raised in the 

civil action relating to Petitioner’s rights to the marks at issue has a direct bearing on the issues 

raised in the pending Board proceeding and therefore, the Board has the discretion to suspend 



this proceeding pending the outcome of the pending civil action.  Petitioner further asserts that 

by granting this motion, the parties will be alleviated from duplicating the costs and efforts 

required to address the identical issues in both the civil proceed and before the Board, and no 

undue prejudice to the Petitioner will result by granting this motion. 

Pursuant to TBMP §501.02(a) and 37 CFR §2.117(a), Petitioner hereby respectfully 

requests the Board to grant Petitioner’s motion to suspend Cancellation No. 92051847 pending 

the outcome of civil case no. CV-10-06040-TC. 

Respectfully submitted, this 2nd day of March, 2010. 

Respectfully submitted, 

 

BANEY CORPORATION 

 

 
By: _______________________ 

      Susan Daly Stearns, Esq. 

      Susan Daly Stearns, LLC 

      P.O. Box 215 

      Bend, OR 97709 

      Tel: (541) 306-6753 

      Fax: (888) 746-4621 

     Attorney for Registrant 



CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a true and complete copy of the Motion to Suspend 

Pending Civil Action was deposited with United States Postal Service on March 2, 2010 by first 

class postage prepaid air mail addressed to: 

Ellen Reilly 

The Reilly Intellectual Property Law Firm, P.C. 

1325 East 16
th

 Avenue 

Denver, CO 80218 

 

 
____________________________ 

Susan Daly Stearns 

 

Dated:   March 2, 2010 

Bend, Oregon 
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