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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Zoba International Corp.
Entity Corporation Citizenship California
Address 11150 White Birch Drive
Rancho Cucamonga, CA 91730
UNITED STATES
Attorney Karl M. Steins
information Steins & Associates, P.C.

2333 Camino del Rio South Suite 120

San Diego, CA 92108

UNITED STATES

mail@steins-patents.com Phone:619-692-2004

Registration Subject to Cancellation

Registration No

2711602 | Registration date | 04/29/2003

Registrant

DVD Format/Logo Licensing Corporation
2-3-6 Shibadaimon, Minato-ku

Tokyo,

JAPAN

Goods/Services Subject to Cancellation

Class 009. First Use: 1996/10/00 First Use In Commerce: 1996/10/00

All goods and services in the class are cancelled, namely: Blank optical discs for use through
recording as carriers for data, sound, images, computer games, computer programs and map
information; personal computers; optical disc readers; computer game equipment containing memory
devices, namely, optical discs; CD players; hand-held karaoke players; digital video cameras; and
digital still video cameras

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Abandonment

Trademark Act section 14

Related
Proceedings

92051714 and 92051790

Attachments

petition to cancel 2,711,602.pdf ( 33 pages )(819416 bytes )
certificates of service.pdf ( 3 pages )(20558 bytes )

Certificate of Service
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The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Karl M. Steins/
Name Karl M. Steins
Date 12/04/2009




In the United States Patent and Trademark Office
Before the Trademark Trials and Appeals Board

Atty. Docket #:
SAB14C-MS85
ZOBA INTERNATIONAL CORP., DBA
CD DIGITAL CARD PETITION TO CANCEL
Petitioner,

vs Cancellation No.:

DVD FORMAT/LOGO LICENSING
CORPORATION

Registrant

Asgistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

Dear Sir;

ZOBA INTERNATIONAL CORP., DBA CD DIGITAL CARD believes that it will be
damaged by registration of Applicant’s mark shown in Registration Number 2,711,602 and,
therefore, Petitions to Cancel Registrant’s Mark on the following grounds:
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BACKGROUND AND STANDING

1. DVD FORMAT/LOGO LICENSING CORPORATION (herein called
“Registrant™), a Japanese Corporation having its principle place of business at 2-3-8
Shibadamaimon, Minato-ku Tokyo, Japan, is the Owner of U.S. Trademark Registration for
2,711,602 for “Blank optical discs for use through recording as carriers for data, sound, images,
computer games, computer programs and map information; personal computers; optical disc
readers; computer game equipment containing memory devices, namely, optical discs; CD
players; hand-held karaoke players; digital video cameras; and digital still video cameras.” (the
“Registered Goods”) The Application which matured into Registration Number 2,711,602, was
filed on 9/28/1998 alleges both date of first use, and first use in commerce of 10/1/1996.

2. ZOBA INTERNATIONAL CORP., DBA CD DIGITAL CARD (herein called
“Petitioner”) is a California corporation, having its principle place of business at 11150 White
Birch Dr., Rancho Cucamonga, California 91730.

3. Petitioner has standing to file the instant Petition because Petitioner has a real
interest in the proceedings, a reasonable basis for its belief of damage, and a direct and personal

stake in the outcome of the case according to the following fact(s):

(2) Registrant, on June 12, 2009, filed Case No. 09 CIV 5461 in United States
District Court, Southern District of New York “the Complaint,” alleging, in
pertinent part, that Petitioner is infringing the litigated Marks (as identified
below). A copy of the Complaint is attached hereto as Exhibit A.

(b) While Registrant did not include allegations of infringement of the subject
Mark in the Complaint, the subject Mark is one of Registrant’s DVD Logo
Family of Marks (as identified below), the subject Mark covers goods in
Petitioner’s market, and therefore continued registration of the subject Mark
places Petitioner in peril that the Complaint could be amended or otherwise

re-filed to include the allegations that Petitioner is infringing the subject Mark.
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Petitioner has been expended substantial cost in defending itself against the
allegations of the Complaint, and by continued registration of the subject
Mark, 1s in continued peril of suffering duplicative costs related to litigation

over the subject Mark.
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ALLEGATIONS OF FACT SUPPORTING THE GRANT OF THE PETITION

4, Registrant, a Japanese Corporation, is alleged by Registrant as being established
in April 2000; Registrant’s shareholders are:

(a) Hitachi, Ltd.;

(b) Koninklijke Philips Electronics N.V.;
(c) Mitsubishi Electric Corporation;

(d) Panasonic Corporation;

(e) Pioneer Corporation;

(f) Sony Corporation;

(g) Thompson;

(h) Time Warner, Inc.;

(i} Toshiba Corporation; and

(i) Victor Company of Japan, Ltd.

5. Registrant is owner, by assignment, of the subject Registration. Upon information
and belief, Registrant does not, and has never, manufactured the Registered Goods. Registrant
“oversees a program by which its ‘licensees’ verify their understanding of, and compliance with,
‘the DVD Specifications’ that are published and licensed by Registrant,” presumably on behalf

of its shareholders.

6. On information and belief, Koninklijke Philips Electronics N.V., Sony
Corporation, and Time Warner, Inc. are NOT “licensees™ of the Registered Mark.
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7. The Original Registrant of the Subject Registration was TIME WARNER
ENTERTAINMENT COMPANY, L.P. (the “LIMITED PARTNERSHIP”). The LIMITED
PARTNERSHIP, a Delaware Limited Partnership, at the time of Application for Registration of
the subject Registration, was composed of the following GENERAL PARTNERS:

(a) American Television and Communications Corporation;
(b) Memphis CATV, Inc.;

(c) People’s Cable Corporation;

(d) Time Warner Operationé, Inc.;

(e) Warner Communications, Inc.; and

(f) Warner Cable Communications, Inc.

8. Upon information and belief, on November 28, 2002, THE LIMITED
PARTNERSHIP filed specimens of its use of the subject Mark along with a Statement of Use
that were photographic examples of covers for blank DVD-RAM discs produced by Panasonic,
Inc..

9. Upon information and belief, Panasonic, Inc. was not an agent of THE LIMITED
PARTNERSHIP, nor was it a licensee of THE LIMITED PARTNERSHIP on November 28,
2002.

10,  The Assignment of rights from THE LIMITED PARTNERSHIP to Registrant
was made effective on August 21, 2003.

11.  The subject Registration is one of five Trademark Registrations for the subject
Mark and currently owned by Registrant (the “DVD LOGO FAMILY OF MARXS”). All of the
DVD LOGO FAMILY OF MARKS are “licensed” and/or otherwise handled under the same set
of “licensing” guidelines by Registrant, with the differences between the individual registrations
comprising the DVD LOGO FAMILY OF MARKS being their goods classes. All of the logo

designs are identical. The list includes:
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Registration Number

2,295,726

2,381,677

2,711,602 (the Subject
Mark)

2,717,743

2,924,607

Registration Date Goods/Services

11/30/1999 Optical disc players;
compact discs containing
digital information for
display of filmed products.

4/29/2000 compact discs containing
digital information for
display of filmed products.
4/29/2003 Blank opticat discs for use

through recording as carriers
for data, sound, images,
computer games, computer
programs and map
information; personal
computers; optical disc
readers; computer game
equipment containing
memory devices, namely,
optical discs; CD players;
hand-held karaoke players;
digital video cameras; and

digital still video cameras.

5/20/2003 Digital versatile discs
featuring music, comedy,
drama, action, adventure,

and/or animation.

2/8/2005 compact disc carrying cases

and recorded video disc
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carrying cases.

12. Upon information and belief, Registrant’s “licensing” program grants “licensees”
the right to display the Registered Mark on the “licensees products. In order to obtain such
right, “Licensees” must: {a) enter inte Registrant’s “License Agreement;” (b) pay an NDA/Book
fee to obtain a “DVD Format Book,” if such DVD Format Book is desired by “Licensee;” (c)
pay a single “License Fee;” and (d) Verification by a qualified lab that the proposed “licensees™
product(s) is/are compliant with the DVD Specifications.

13.  Upon information and belief, Registrant does not charge a “per piece” royalty
from “licensees,” nor does it require “licensees” to re-Verify that their products comply with the
DVD Specifications, nor does Registrant obtain and test “licensees” products to independently
verify that the products comply with the DVD Specifications. A new verification is only
required if the DVD Specifications are changed and re-issued by Registrant.

14.  Upon information and belief, numerous DVD replicators and other individuals
and entities engaging in the business of mass-producing duplicate pre~recorded DVD products
for others (“Replicators™) are producing DVD’s displaying the marks of THE DVD LOGO
FAMILY OF MARKS, including the Mark that is the subject of the instant Petition. Upon
information and belief, numerous Replicators are producing DVD’s displaying the subject Mark
open and notoriously, and without a license from DVDFLLC ror with “instruction” from a

licensee of the subject Mark.
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GROUNDS FOR CANCELLATION OF THE SUBJECT REGISTRATION

FRAUD — IMPROPER STATEMENT OF USE UNDER 15 U.S.C.§1051

15.  Registrant fraudulently filed the Statement of Use setting forth goods in
connection with which the subject Mark was then in use by THE LIMITED PARTNERSHIP
(Applicant for the subject Mark). The Affidavit was fraudulent because the Specimens filed by
Applicant in support of its Statement of Use were examples of a product manufactured by
Panasonic, Inc.. Panasonic, Inc. was not a limited pariner, agent, or licensee of THE LIMITED
PARTNERSHIP.

16.  These acts or omissions are material regarding the use of the subject Mark, and

Applicant knew or should have known that they were false.

ABANDONMENT — UNCONTROLLED LICENSING

17.  Registrant does not use the subject Mark, but purports to “license’ the subject
Mark to licensees. Registrant does not, however, exercise the requisite control over the nature
and quality of the goods sold by “licensees” under the licensed mark. Specifically: (2) on
information and belief, shareholders of Registrant are permitted to use the subject Mark without
becoming “licensees™ according to Registrant’s published licénsing requirements; (b) upon
mformation and belief, Registrant does not exercise any routine testing and examination of
“licensees™™ goods to insure compliance with the DVD Format Books — Registrant relies, instead
upon a one-time verification by “licensees” that they are able to manufacture goods that comply
with the DVD Specifications; and (c) Registrant permits unlicensed use of the subject Mark, or
use that is not compliant with Registrant’s DVD specifications for extensive periods of time with

indifference.
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ABANDONMENT — FAILURE TO POLICE 15 U.S.C.§1127

18.  Registrant does not use the subject Mark, but purports to “license” the subject
Mark to licensees. Registrant permits unlicensed use of the subject Mark, or use that is not

compliant with Registrant’s DVD specifications for extensive periods of time with indifference.

ABANDONMENT ~ NONUSE/MISUSE 15 U.S.C.§8§1054 and 1127

19.  Examination of Registrants “Licensing” and “Verification” documents and
processes reveals that, in fact, Registrants, since acquisition of the subject Registration through
assignment, have used the subject Mark as a CERTIFICATION MARK, and not a
TRADEMARK. Specifically, on information and belief: (a) any uses of the mark are other than
by its owner; and (b) display of the mark is intended to indicate that the goods material, mode of
manufacture, quality, accuracy or other characteristics of such licensees goods comply with an

established certification standard. These use characteristics define a Certification Mark.

20.  The subject Mark is NOT used as a TRADEMARK because, upon information
and belief: (a) the subject Mark is not used by its owner or a related company; and (b) because,
under Registrant’s “Licensing” program, “licensed” use of the subject Mark 1s not intended to
identify and distinguish its goods from those manufactured or sold by others, nor does it indicate
the source of the goods. Rather, display of the subject mark is intended to indicate that the goods
material, mode of manufacture, quality, accuracy or other characteristics of such licensees goods
comply with an established certification standard. As such, Registrant is not using the mark as

required by the definition of a Trademark.

-9/10-




WHEREFORE, Petitioner, by and through its counsel, respectfully prays that its Cancellation be

sustained and that Registrant’s registration be canceled.

Dated: 12/4/2009
Respectfully submitted,

EINS & ASFOCIATES

v L
arl M. Stéiné
Registration No. 40,186
2333 Camino del Rio South, Suite 120
San Diego, California 92108
Telephone: (619) 692-2004
Attorney for PETITIONER
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EXHIBIT A

DVD FORMAT/LOGO LICENSING CORP. v U-TECH MEDIA USA and ZOBA
INTERNATIONAL CORP., d/b/a CD DIGITAL CARD
(U.8. Dist. Ct., So. Dist. of NY; 09 CIV 5461)
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UNITED STATES DISTRICT COURT

for the
Southem District of New York

-

VD FORMAT/LOGG LICENSING CORP.

) ’ X
- 09 GV 5461
Plaintify 3 _}
v. } Civi] Action No.
| STt
U-TECH MEDIA USA LLC, and ZOBA ) “‘”‘ £z ¢ CF AN 1K) ‘&?
INTERNATIONAL CORP., dib/a CO DIGITAL CARD 3
Defendant )
SUMMONS IN A CIVIL ACTION

To: {Defendant's name and addresst CD Digital Card Corp., 11150 White Blrch Drive, Rancho Cucamenga, CA 91730

A lewsuil has been filed apainst you,

Within 20 days after service of this sumimons on you (not counting the day you received ity — or 60 days if you
are the United States or 2 United States agency, or an officer or employee of the United States deseribed in Fed. R. Civ,
P. 12 (a)(2) or {3) — you must serve on the plaintiff an answer fo the attached complaint or a motion under Ruie 12 of
the Federal Rules of Civil Procedure. The answer or motion must be sorved on the plaintiff or plainfifTs attornsy,
whose namt and address are:  Steven C, Herzog

PAUL, WEISS, RIFKIND, WHARTON & GARRISON LLP
1285 Avenug of the Americas

New York, NY 10018-6064

sherzog@paulweiss.com

I£you fail to respond, ,}udgmcnt by default will be entered against you for the ﬂ:he: dcrnnnded in the complaint.
You also rust file your answer or motion with the court, L

Date: 06 2/2008

\ - <8 7
Signature of Clord oy Debuty Clerk
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DF HUSINESS IH THIS STATE

PLAINTIFF(S) ADDRESS(ES) AND COUNTY(IES)

BVD FLLC, Daimon Urbanist Bldg, 6F, 2-3-6 Shibadalmon, Minato-ku, Tokyo 105-0012, Japan

DEFENDANT{S) ADDRESS{ES) AND COUNTY(IES)

U-Tech Madia USA LLC, 1105 Montague Court, Milpitas, CA 95035 {Santa Clara County}
CD Digital Card Corp., 11150 White Birch Drive, Rancho Cucamonga, GA 81730 (San Bemadino County}

DEFENDANT{S) ADDRESS UNKNOWN

REPRESENTATION IS BEREBY MADE THAT, AT THIG TIME, [ HAVE BEEN UNABLE, WITH REASONABLE DILIGENCE, TO ASCERTAIN THE

RESIDENCE ADDRESSES OF THE FOLLOWING DEFENDANTS:

Checkone:  THIS ACTION SHOULD BE ASSIGNED TO:
{DO NOT check eilhar box | this a PRISONER PETITION.}

L1 WHITE PLAINS

MANHATTAN

DATE Bf 1MW%URE g Aw
RECEIPT #

N]::er'rﬁn TO PRAGTICE IN THIS DISTRICT

[] NO

[ ] YES (DATEADMITTED Mo 12 v, 1980
Altomey Bar Cot # SH-2197

Magistrate Judgs is lo b

Magistrate Judge

5 so Dasignated,

J. Michasl McMahan, Clerk of Court by

Deputy Clark, DATED

UNITED STATES DISTRICT COURT (NEW YORK SQUTHERN)




UNITED STATES DISTRICT COURT

SOUTHERN DISTRICT OF NEW YORK '09 C iV 5 l'_ 6 1

DVD FORMAT/LOGO LICENSING CORP.,
R Gl
Plainifs, o JUDGE GRIETY
Civil Action No,
¥ ’_f: 4] {I'E"" ‘! 1"' r;":
U-TECH MEDIA USA LLC and ZOBA LOMPLAINT D E
INTERNATIONAL CORP., d/b/a CD DIGITAL oy [f
CARD, :j s ' i !.‘]UQ { e
Dsfendants, L i
CABHY

L T |

Plamtiff DVD Format/Logo Licensing Corp. (“DVD FLLC™), by its attommeys
Paul, Weiss, Rifkind, Wharton & Garrison LLP, for its complaint against Defendants U-Tech
Media USA LLC (“U-Tech™) and Zoba International Corp, d/b/a CD Dipital Card Corp. (“CD

Digital™, elleges as follows;

Naturg of the Action

1.  This is an action for injunctive relief arising from Deferdants’® breach of
their contractual obligations under license agreements with DVD FLLC and their
misappropriation of DVD FLLC’s trade secrets, and from defendant CD Digital’s inftingement
of DVD FLLCs registered trademarks for the familiar and ubiquitous DVD logo,

2, The introduction of DVD technology in the 1990s launched the most
suecessful new generation of consumer products in history, According to industry reports, since
1997, over 260 million DVD players and more than 16 billion DVD discs have besn sold in the
United States and Canada alone, Members of the DVD industry — including consumer

electronics manufacturers, disc replicators, motion picture studios, computer manufachurers, and
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many others — have enjoyed the fruits of DVD technology and its continned commerciat
success. Consumers have incorporated DVD technology into their entertaimment, educations!,
and commercial activities, to their incalenlable benefit.

3. Theinitial and ongoing success of the DVD technology is due in large
measure to the early deveiopment and broad acceptance of a single set of technical
specifications for the standard DVD formats (such as DVD-Video and DVD-R), These
specifications maintain and ephance the consistency and inter-operability of various DVD
products, including discs, players, and recorders. Consumers and members of the DVD
industry alike have come to rely on the fact that DVD discs and hardware will operate ina
consistent fashion, and will be compatible with each other, regardless of the particular product’s
source or manufacturer.

4.  DVDFLLC was established in 2000, and since then has been responsible
for the publication of the technjeal specifications for the standard DVD formats. DVD FLLC
also owns the trademarks worldwide for the DVD logo that appears on, DVD products for sale
in the United States and around the world, DVD FLLC is the exclusive licensor of the techical
specifications and the DVD logo.

5. DVDFLLC’s licensing program is designed and intended to promote
widespread acceptance of tlie DV technical specifications and to maintain the consistency and
compatibility of DVD products. For an up-front cost of $10,000 per format and product
category, and with no additional charges, a manufacturer who desires to produce DVD products
can obtain 2 license to use the DVD specifications and the DVD Iogo, where applicable, Every
DVD FLLC Licensee that uses the specifications in DVD products s required, however, to

verify that it has deployed the DVD technical specifications properly. In addition, under the




terms of their a.grecments with DVD FLLC, licensees that use the DVD technical specifications
in the design and manufacture of their DVD products may not alter the specifications, and DVD
produets that do not comply with the applicable DVD specifications are outside the scope of
their Jicense grants. Only those DVD products that comply with the technical specifications
may bear the DVD logo.

6.  Defendants U-Tech and CD Digital are DVD disc replicators and DVD
FLLC licensees. Both Defendants, however, have manufactured snd distributed, or have
announced their intention to manufacture and distribmte, non-compliant DVD discs (i.e., discs
that are manufactured by improperly using the DVD technical specifications), and are therefore
outside the scope of their licenses from DVD FLLC. Specifically, unlike most DVD discs that
are rigid and 1.2 millimeters (mm) thick, the U-Tech and CD Digital discs are half as thick and
they bend with liftle effort. As a consequence, their design is not compatible with hardware that
is specified to operate with a compliant {1.2 mm, rigid) DVD disc. Moreover, CD Digital’s
non-compliant discs improperly bear the DVD logo.

7.  Asset forth more fully below, by pursuing this course of action,
Defendants have breached, or have announced their intention to breach, their contractual
obligations to DVD FLLC, In addition, Defendants” use of the speciﬁcaﬁuns in contravention
of the tetms and conditions of their licenses from DVD FLLC constitutes a misappropriation of
DVD FLLC's trade secrets, CD Digital’s unlicensed use of the DVI? logo on non-compliant
DVD discs constitutes a further breach of its contractual obligations and an infringement of
DVD FLLC’s registered 11.8, trademarks.

8. IfDefendants’ introduction of non-compliant DVD discs inte the

markelplace goes nnchecked, their conduct will cause irreparable damage to the goodwill that




-

DVD FLLC has earned as a result of nearly 10 years of investment and effort in support of the
technology reflected in the DVD specifications, and in support of the DVD logo. Moreover,
Defendants’ conduct, if inchecked, will resnlt in the dissemination, under the guise of DVD
FLLC’s approval, of non-compliant DVD dises, resulting in direct and irreparable harm to DVD
FLLC, to other members of the DVD industry, and to consumers of DVD products.

9. DVD FLLC therefore brings this action for equitable relief, including but
not limited to injunctive relief barring Defendants from forther violations of their unequivocal
obligations under their license agreements with DVD FLLC; from misappropriating DVD
FLLC’s trade secrets; and in the case of CD Digitdl, from infringing DVD FLLCs rights under
its registered trademarks.

The Partjes

10.  Plaintiff DVD FLLC is a corporation duly organized and existing under the
laws of Japan, with its principal place of business at Daimon Urbanist Bldg. 6F, 2-3-6
Shibadaimon, Minato-ku, Tokyo 105-0012, Japan,

11, Upon information and belief, defendant U-Tech is a corporation duly
organized and existing under the laws of the State of California, with its principal place of
business at 1105 Montague Court, Milpitas, CA. 95035,

12, Upon information and belief, defendant CD Digital is 2 corporation duly
organized and cxisting under the laws of the State of California, with its principal place of
business at 11150 White Birch Drive, Rancho Cucamonga, CA 91730.

Jurisdiction and Venue

13.  The Court has jurisdiction over this action pursuant to 28 U.S.C. §

1332(2)(2). With respeet to DVD FLLC’s claims against defendant CD Digital, this Court’s

Jurisdiction also arises under the Lanham Aet, 15 U.S.C. § 1121, and the supplemental grants of
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Jjurisdiction set forth in 28 U.S.C. §§ 1338 and 1367. The amount in controversy exceeds
$75,000.

14, This Coust has personal jurisdiction over Defendants pursnant to the

Jicense agreements between DVD FLLC and each Defendant, in which the parties consented to
be subject to the jurisdiction of this Court. The parties also waived any objection they niay have
as to venue in any proceeding brought in this Court,

Facts
DVD FLLC and the DVD Format/Logo License Agreement

15, DVD FLLC was established in 2000 and incorporated in Japan. DVD
FLILC publishes and licenses the so-calied “DVD Format Books,” which contein technical
specifications for the standard DV formats. These specifications include physical parameters
for DVD discs, and operational specifications directed to the encoding and deciphering of the
information on the DVD disc. DVD FLLC also oversees a program by which its licensees
verify their understanding of, and compliance with, the DVD specifications. Finally, DVD
FLLC has established and maintains programs to enforce and protect its inteliectual properiy
tights around the world. ‘

16, DVD FLLC alse owns by assignment the valid and incontestable U.S.
trademark registrations for the familiar DVD logo, Registration No. 2,295,726 and Registration
No. 2,381,677, The DVD mark is both famous and distinctive, and is associated with DVD
products that are designed and manufactured in accordance with the information, know-how
and trade secrets in the DVD Format Books.

17.  DVD FLLC is the exclusive licensor of the rights to use the DVD Format
Books and the DVD logo. DVD FLLC has entered into license agreements with over 400

companies around the worid,
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18,  The process by which DVD FLLC licenses use of the DVD specifications
and the DVD logo begins with the prospective licensee’s payment of a modest fee ($5,000) and
execution of a Non-Disclosure Agreement. In the Non-Disclosure Agreement, the prospective
licensee agrees to mainiain the confidentiality of the proprictary information, including trade
secrets and other know-how, that it receives from DVD FLLC. The prospactive licensee further
“acknowledges and agrees that . . . [t]he Proprietary Information to be disclosed by DVD FLLC
hereunder is a valuable trade secret.”

19.  Upon payment of the fee and execution of the Non-Disclosure Agreement,
DVD FLLC provides the prospective licensee with the DVD Format Books that contain the
specifications for the DVD formai(s) (such as DVD-Video or DVD-R) in which the prospective
licensee has an int¢rest. Use of the specifications under the Non-Disclosure Agreement is for
evatuation purposes only, and not for commercial production.

20, Ifthe licensee decides to proceed with commercial production, it may
apply for = license to use the DVD specifications and the DVD loge on commercial DVD
products. To obtain a license, the prospective licenses must pay a license fee of $10,000 per
format and product category (with a one-time credit for the fee that the licenses paid upon
execution of the Non-Disclosure Agreement), and execuie a DVD Format/Logo License
Apreement (the “License Agrgpement”). The License Agreement incorporates the terms and
conditions of the Non-Disclosure Agresment by reference.

21.  Inthe License Agreernent, DVD FLLC grants to the licensee (subject to
certain terms and conditions) “2 non-exclusive, non-transferable license, on a worldwide basis
during the term hereof, . . . 1o use the DVD Format Book(s) identified in Annex A-1 as being

licensed to Licensee, including the technical information, know-how and trade secrets contained




therein, solely in the development, manufacture . . ., sale, use or disposition of DVD Products
included in the DVD Product Category(ies) identified on Annex A-1 as being licensed to
Licensee.” (Art. 2.1.) The License Agreement defines a “Product” as “any disc, device or other
product that uses information disclosed in 2 DVD Format Book™ {Art. 1.17), and & “DVD
Produet” as “a Product . . . that conforms to the applicable DVD Format Book(s) specified in
Aunnex A-1.” (Art. 1.10.) Annex A-1 includes a list of the standard DVD formats, and indicates
the formats covered by a particular License Agrecement,

22.  The License Agreement requires that “all Products manufactured or sold by
a Licenses shall comply with the specifications set forth in the applicable DVD Format Books,
and with updates or revisions of such DVD Format Books that Licensor may publish from time
totime.” (Art. 2.8.) Additionally, the License Agreement provides that “[tThe licenses pranted
pursuant to Articles 2.1 and 3.1 of this Agreement [that is, the license to nse the specifications
* and the license to use the DVD logo) do not apply to any Product that does not meet the
requirements of Article 2.8.” (Arl. 2.9.)

23.  Inthe License Agreement, DVD FLLC also grants to the licenses (subject
to certain terms and conditions) “a non-exclusive, non-transferable license, on & worldwide
basis, without the right to sublicense, during the term hereof, to use the [DVD Logo] solely on
[specified DVD Products],” as well as related advertisements and sales literature, (Art, 3.1.)

24, DVDFLLC does not charge running royalties or, except as noted above,
any other fees in connection with the manufacture and/or sale of DVD Products. Under the
terms of the License Agreement, however, a licensea’s Produet must undergo a “Verification”
process “for testing the Product’s compliance with the applicable DVD Format Book(s) in

accordance with the applicable Test Specifications. (Art. 4.1.) A licensee’s faijure to comply




with its Verification obligation, or the failure of a licensee’s Product to satisfy the Verification
requirsments, can result in a termination of the License Agresment. (Art. 4.5.)
The U-Tech and CD Digital Apreements

25.  DVD FLLC and U-Tech Media Corporation of Tao-Yuan Shien, Tatwan,
entered into 2 Non-Disclosure Agreement effective as of July 19, 2000. DVD FLLC and U-
Tech Media Corporaticn entered into a License Agreement effective as of December 15, 2000
and & successor agreement dated as of March 15, 2005 (the latter is referred to herein as the “U-
Tech License Agreement™). Under the terms of the U-Tech License Agreement, the licenses
granted to U-Tech Media Corporation extend to cortain of its affilisted companies, including
Defendant U-Tech Media USA LLC. The U-Tech License Agreement incorporates the earlier
Non-Disclosure Agreement by reference. The U-Tech License Agreement and the Non-
Disclosure Agreement are valid and binding contracts enforceable in accordance with their
terms.

26. DVD FLLC and CD Digital entered into a Non-Disclosure Agreement
effective as of October 23, 2008. DVD FLLC and CD Digital entered imto a License Agreement
effective as of November 21, 2008 (the “CD Digital License Agreement™). The CD Digital
License Agteement incorporates the earlier Non-Disclosure Agreement by reference. Both
agreements remain in effect and are valid and binding contracts enforceable in accordance with
their terms,

Defendants” Manufacture and Distribution of Nor-Compliant Discs

27.  ADVD manufactured according to the specifications in the DVD Format
Books is 1.2 mm thick. By complying with the specifications in this regard, both DVD
replicators and hardware manufacturers can ensure the inter-operability of their DVD products

with other DVD products on the market — that is, other things being equal, the compliant disc




will fit into the specification-compliant DVD disc drives found in consumer electronics
products, and the disc drives designed for compliant DVD discs in the consumer electronics
products will read and process the infc.mnatinn on those discs properly.

28, Upon information and belicf, CD Digital has manufactured and dilstributcd
in the United States DVD discs that are 0.6 nm thick — that is, half as thick as a DVD disc that
complies with the specifications in the DVD Format Books. CD Digital markets and promotes
these discs as “Flex DVD”s or “Flex VCD"s. CD Digital’s promotional materials indicate that
the Flex DVD/Flex VCD discs “have the standard capacity and playability features as a
traditional DVD-5 [a standard type of DVD disc).” The CD Digital promotional material also
states that the Flex DVD/Flex VCD disc and the standard DVD have the identical “DVD-Video
and DVD-ROM” formats.

29.  Upon information and belief, CD Digital has manunfactured and distributed
in the United States Flex DVD/Flex VCD products that bear the DVD logo.

30. Upon information and belief, U-Tech has manufactured and distributed in
the United States DVD discs that are (.6 mm thick, or is prepared to do 50 imminently.
According to press reports, U-Tech has entered into license agreements with a Evropean firm,
EeoDisc Technology AG (“EcoDisc”), regarding the technology to manufacture DVD dises that
are only 0.6 mm thick. EcoDisc matkets and promotes these discs as identical to standard DVD
dists in all other respects,

31, Furthermore, EcoDisc has acknowledged in a pleading filed in a Germen
court (1) that “DVD FLLC publishes the books (so~called “DVD Format Books’} where the
respective specifications of individual DVD formats, namely DVD-ROM, DVD-Video and

DVD-Audio are printed,” and (2) that “[t]he specifications for the DVD formats DVD-ROM,




DVD-Video and DVD-Audio are standards applicable thronghout the world which, in

_ particular, ensure that the DVDs are readable and can be played in standard players.” In
addition, EcoDisc has represented that, except for its physical dimensions, “[bjoth with regard
to its data storape capacity and the playability on DVD players,” the 0.6 mm disc “corresponds
to the conventional DVD of the common type “DVD-5."

32, Upon information and belief, use of non-compliant 0.6 mm discs has
caused, and will continue to cause, maifunctions in DVD-related consumer electronics products,
Reports in the press, on websites, and on EcoDisc’s own promotional materials tell of
melfunctions in which non-compliant 0.6 mm discs jam in a disc drive, causing malfunctions,
These results have been confirmed by industry studies. In addition, industry studies show that
the physical features of the non-compliant 0.6 mm discs can and will affect the ability of a DVD
player to read the information on the disc, and to process that information cortectly — in some
instances, causing disruption in the video display.

33. DVDFLLC has not suthorized the use of the technical specifications in the
DVD Format Books for the manufacture of non-compliant, 0.6 mm discs.

34. DVD FLLC has not authorized the use of the DVD logo on non-compliant,
0.6 mm discs.

35, Defendants’ conduct is in violation of the terms and conditions of the
licenses granted to them by DVD FLLC. In addition, Defendants’ conduct is a flagrant
violation 6f DVD FLLC’s intellectual property rights in and to the information, know-how and

trade secrets set forth in the DVD Format Books and, in CD Digital’s case, in the DVD logo.

' Translations from the original German were prepared by German counsel,
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36. Upon information and belief, Defendants’ violation of the terms and

conditions of the licenses granted them by DVD FLLC, and their infringement of DVD FLLCs

intellectnal property rights, is knowing, intentional, and wilifial,
DVD FLLC Will Suffer Irreparable Harm

37.  Unless Defendants are restrained by this Court, DVD FLLC will suffer
substantial, imminent and irreparable injury. Among other things, DVD FLLC has made a
substantial investment in its licensing program, a principal objective of which is to ensure the
consistency and compatibility of DVD products. DVD FLLC enjoys substantial goodwill
among members of the DVD industry and among consumers as a result of the suceess of its
licensing program, inclnding its snecess (o date in achieving its consistency and compatibility
objectives. Because the introduction of non-compliant products, including 0.6 mm discs, can
and does interfere with the operation of DVD products, Defendants’ introduction and further
distribution of non-compliant discs into the DVD market poses an imminent threat fo that
goodwiil. The introduction of non-compliant i:roducts will undermine industry and consumer
confidence in DVD technology generally, and will interfere with DVD FLLC’s efforts to
continue to promote and expand a licensing program that is premised on the common benefits
that derive from licensess’ compliance with a common set of specifications. In addition, CD
Digital's unauthorized and unlicensed use of the DVD logo on non-compliant discs will erode
the goodwill associated withi that logo as & symbol of a compliant DVD product,

FIRST CAUSE OF ACTION
{Breach of Contract by both Defendants)

38.  Plaintiff DVD FLLC repeats and realleges paragraphs 1 through 37 above,

39.  On information and belief, Defendants have begun, or will imminently

begin, manufacturing, marketing, and selling non-compliant DVD discs.
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40, By virtue of their aforementioned conduct, Defendants have breached, or
imminently will be in .breach of, their contractual obligations to DVD FLLC under their
rcspc.cﬁvc License Apreements,

41,  Defendants’ conduct has caused and/or will imminently canse DVD FLLC
to suffer irreparable herm, for which it has no adequate remedy at law.

SECOND CAUSE OF ACTION
(Breach of Contract by CD Digital)

42.  Plaintiff DVD FLLC repeats and realleges paragraphs 1 throngh 41 above,

43.  Oninformation and belief, CD Digital has applied the DVD Jogo to 0.6 mm
discs, in violation of the License Agreement.

44, By viriue of this conduct, CD Digital has breached, and will continue to
breach, its contraciuat obligations to DVD FLLC,

45. €D Digital’s conduct has cansed and/or will imminently cause DVD FLLC
to suffer irreparable harm, for which it has no adequate remedy at law.

THIRD CAUSE OF ACTION
(Misappropriation of Trade Secrets by both Defendants)

46.  Plaintiff DVD FLLC repeats and realleges paragraphs 1 through 45 above.

47.  Defendants’ license to nse the information, know-how and trade secrets in
the DVD Format Books is restricted to produets that comply with the specifications set forth
therein,

48.  Upon information and belief, Defendants have used, or imminently will
use, the infoﬁnation, know-how and trade secrets in the DVD Format Books 1o manufacture and

distribute non-compliant 0.6 mme discs.
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49. By virtue of the aforementioned conduct, Defendants have breached, or
imminently will breach, their common-Jaw duties not to use or misappropriate DVD FLLC's
frade secrets and confidential, proprietary information.

50. Defendants’ conduct has caused and/or will imminently cause DVD FLLC
to suffer irreparable harm, for which it has no adequate remedy at Iaw,

FOURTH CAUSE OF ACTION
(Trademark Infringement and Unfair Competition by CD Digital under the Lanham Act)

51. Phinfiff DVD FLLC repeats and realleges paragraphs ! through 50 above.

52, DVD FLLC owns the registered trademarks in the DVD logo {Registration
No. 2,295,726 and Regisiration No. 2,381,677). DVD FLLC’s registered trademarks are valid
and subsisting,

53. In addition to the registered marks, DVD FLLC owns valuable common
{aw trademark rights in the DVD logo that, by virtue of its use by DVD FLLC, its licensees, and
other authorized users in connection with the promotion of DVD products, has gained
widespread consumer recognition. Substantial goodwill has been associated with the DVD logo
in the United States and othier markets.

54, Upon information and belief, CD Dighal has used, 15 using, and/or
imminently infends to use the DVD logo in inierstats commerce, without the congent or
authorization of DVD FLLC, in connection with the sale of goods that compete with those
offered by DVD FLLC’s licensees and/or in connection with the advertising and promotion of
such goods,

55. CD Digital’s conduct as alleged above has caused and/or is likely to cause
confusion or mistake or deception of the public as to, among other things, (i) the relationship

between CD Digital’s 0.6 mm discs and the DVD products manufactured in accordance with the
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specifications set forth in the DVD Format Books, (i) the association of CD Digital’s non-
complisnt products with other DVD products that comply with those specifications, and/or (jii)
the sponsorship of CD Digital’s non-compliant products by DVD FLLC and/or other members of
the DVD industry.

56,  CD Dipital’s conduct is in violation of the Lanham Aet, 15 U.S.C. § 1114,

57.  Upon information and belief, CD Digital’s actions were delibzrate, willfisl,
and in conscious disregard of DVD FLL.C’s rights,

58. CD Digital’s conduct has caused end/or will imminently cause DVD FLILC
to suffer ireparable harm, for which it has no adequate remedy at law.

FIFTH CAUSE OF ACTION
{Dilution under the Lanham Act)

59,  Plaintiff DVD FLLC repeats and realleges paragraphs 1 through 58 above,

60. DVDFLLC owns the repistered trademarks in the DVD logo (Registration
No, 2,205,726 and Registration No. 2,381,677). DVD FLLC’s registered trademarks are valid
and subsisting.

6l. TheDVD regisicred trademarks are famous and distinctive within the
meaning of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(¢), and DVD FLLC has
established and maintains valuable goodwill in these marks. These marks first enjoyed such
distinction and fame prior to CD Digital’s first unauthorized use of the DVD marks.

62. Upon information and belief, CD Digital has used, is using, and/or intends
fo use the DVD marks in interstate commerce in connection with the advertising and promotion

- of products sold by CD Digital.
63.  CD Digital’s use of the DVD marks has cansed actual harm and is likely to

cause harm to DVD FLLC by diluting and weakening the unique and distinctive significance and
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quality of the DVD trademarks to identify DVD format-compliant products and by tarnishing
DVD FLLC’s pame and trademarks in the minds of consumers.

64, By reason of the foregoing, CD Digital has violated Section 43(c) of the
Lanham Act, 15 U.8.C. § 1125(c).

65.  Upon information and belief, CD Digital’s actions were deliberate, willful,
and in conscious disregard of DVD FLLC’s rights, and constituted a willful effort to' trade on
DVDFLLC’s reputation,

66. CD Digital’s conduct as alleged above has caused and/or will cause DVD
FLLC to suffer injury, for which it has no adequate remedy at law.

ERAYER FOR RELIEF

WHEREFORE, DVD FLLC demands judgment against defendants as follows:

1. Preliminarily and permenently enjoining and restraining Defendants,
including their officers, agents, servants, employees, attorneys, and all persons acting in concert
or participation with them, or having actual notice of the Court’s Order, from;

(@)  replicating, producing, or manufacturing, selling or otherwise
distributing 0.6mm discs that were designed or manufactured vsing information, know-haow
and/or trade secrets sef forth in the DVD Format Books;

(b)  unauthorized use of the information, know-how and/or trade
secrets sct forth in the DVD Format Books;

{c) manufacturing, producing, distributing, advertising, promoting,
selling, or offering for sale any 0.6mm disc bearing the DVD logo:

(€)  making any representations indicating or suggesting that 0.6mm

discs are consistent or interchangeable with standard DVD formats, such as DVD-Video;
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{e})  engaging in any conduct that tends to dilute, tarnish, or blur the
distinctive quality of DVD FLLC’s DVD logo;

()  aiding or abetting any party in the commission of the acts specified
in subparagraphs (a}—(f) above.

2, In addition to the order specified in paragraph | above, an order directing

Defendants (i) to destroy any stock or inventory of non-compliant DVD products in their
possession, custody or control, (if} to destroy any equipment, devices, software, or other tools ot
implements nsed in the production of non-compliant DVD products, and (jii) to recall from their
customers, distributors, and any other recipients any non-compliant DVD products that
Defendants have or will have manufactured and/or distributed.

i Ordering Defendants fo account to DVD FLLC for all gains, profits,
savings, and advantages obtained by it as a result of its breach of contract, misappropriation of
trade secrets, and trademark infringement and unfair competition, and awarding to DVD FLLC
restitution in the amount of all such gains, profits, savings, and advantages;

4, Awarding to DVD FLLC its reasonable attomeys’ fees, together with the

costs and disbursements of this action;
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5. Granting DVD FLLC such other and further relief as the Court deems just
and proper.

Dated: New York, New York
June 12, 2009

S C

Steven C. Herzog (Bar No. SHE2187)
sherzog@peulweiss.com
PAUL, WEIsS, RIFKIND, WHARTON
& GARRISON LLP
1285 Avenue of the Americas
New York, NY 10019-6064
(212) 3733000

OF COUNSEL:

Robert P. Parker

rparker@pavlweiss.com

Whitney Dongherty Russell

wrussell@paulweiss.com

PauL, WEIss, RIFKIND, WHARTON
& GARRISON LLFP

2001 K Street NW, Suite 500

Washington DC 20006

(202) 223-7300

Attorneys for DVD FLLC.
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK
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09 Uk 5Lg 7
DVD FORMAT/LOGO LICENSING CORP., k ) A AV RN
Plaintiff,
JUDGE CROTTY
v. Civil Action No.
U-TECH MEDIA USA LLC. and ZOBA TR R )
INTERNATIONAL CORP., &/b/2 CD DIGITAL D p
c | P Jui . ol :
Defendants. ;I T
L_J}E’Hh ;
RULE 7.1 DISCLOSURE STATEMENT
Pursuant to Rule 7.1 of the Federal Rules of Civil Procedure, Flainiiff DVD
FLLC hereby states that:

DVD Format Logo/Licensing Corporation does not have a parent corporation.
DVD Format Logo/Licensing Corporation is owned by ten shareholders each holding 10% of
DVD FLLCs stock. Of these shareholders, eight are publicly held corporations: Hitachi Ltd.,
Koninklijke Philips Electronics N.V., Mitsubishi Electric Corporation, Panasonic Corporation,

Pioneer Corporation, Sony Corporation, Toshiba Corporation, and Time Warner, Inc.




Dated: New York, New York
June 12, 2009

SEC f

Steven C. Herzog (Bar No? Si-2197)
sherzog@paulweiss.com
PAUL, WEISS, RIFKIND, WRARTON
& GarrISONLLP
1285 Avenne of the Americas
New York, NY 10019-6064
(212) 373-3000

OF COUNSEL:

Robert P. Parker

rparker@pautweiss.com

Whitney Dougherty Russell

wrussell@pauiweiss.com

PAUL, WEISS, RIFKIND, WHARTON
& GARRISON LLP

2001 ¥ Streot NW, Suite 500

Washington DC 20006

(202) 223-7300

Attorneys for DVD FLLC.




Certificate of Service

It is hereby certified that a copy of the above Petition to Cancel is being
forwarded by first class mail on 12/4/2009, to Kirkpatrick & Lockhart Nicholsen
Graham, Mark I. Peroff, 599 Lexington Avenue, XMew York, NY, 10022-6030, attorney
for Registrant.




Certificate of Service

It 1s hereby certified that a copy of the above Petition to Cancel is being
forwarded by first class mail on 12/4/2009, to D at / Logo Licensing Corporation
2-3-6 Shibadaimon, Minato-ku Tokyo Japan, Registrant)

Kar] M. Steins
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LLP, Steven C. Herzog, 1285 Avenue of the Amgricag, New York, NY 10019-6064,
Attorney for Registrant.
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