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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAL AND APPEAL BOARD

In re Registration No. 3,321,797
Mark: DIGITAL NINJA

Issued: October 23, 2007
PICTURECODE, LLC,

Petitioner,
V.

JUAN B. MELENDEZ IlI

Respondent

Cancellation No. 92051532

PETITIONER’S BRIEF IN
OPPOSITION TO
RESPONDENT'S MOTION TO
AMEND REGISTRATION;
DECLARATION OF
KATHERINE KLAMMER
MADIANOS IN SUPPORT

TO ALL PARTIES AND THE BOARD:
PLEASE TAKE NOTICE that PictureCode, LLC hereby submits this

Brief in Opposition to Respondenti$otion to Amend Registration (this

“Opposition”). This Opposition is lsad on this notice, the attached

Memorandum, the attached Declaration of Katherine Klammer Madianos, the

papers on file in this matter, the docunseon file regarding the DIGITAL NINJA

registration, and such other matterghas Trademark Trial and Appeal Board

properly considers.

Dated: November 19, 2009

RespectfullySubmitted,

[Kenneth G. Parker/

Kenneth G. Parker, Esq.

Teuton, Loewy & Parker LLP
3121 Michelson Drive, Suite 250
Irvine, CA 92612

949-442-7100; Fax: 949-442-7105
kparker@tlpfirm.com

Katherine Klammer Madianos, Esq.
Attorneydor Petitioner



MEMORANDUM

l. INTRODUCTION

Respondent Juan B. Némdez Il submitted a mion to amend (the
“Motion to Amend”) his DIGITAL NINA trademark registration (Reg. No.
3,321,797) (labeled by Rpondent as “Response RictureCode LLC Attorney
Letter”) to the Trademark Trial and Apgde Board (the “Board”) on October 30,
2009. In this Mtion to Amend, Respondent shaequested that his DIGTIAL
NINJA registration be amended to reflezarlier dates of first use than those
included in his original apigation papers. PresumablRespondent’s request to
amend his first use dates is an efforréduce his burden of proving use in the
period before the dates of first eudisted in his current DIGITAL NINJA
registration.  For the reasons dissed below, the Board should defer
consideration of this main until its final decision irnthe pending cancellation
proceeding No. 92051538volving the DIGITAL NINJA registration, and such

motion ultimately should be denied.

Il. ARGUMENTS

A. The TTAB is the Proper Venue for Respondent’s Motion to

Amend his Reqistration.

As set forth in the attached Dedtion of Katherine Klammer Madianos,
Petitioner’s Petition to Cancel was filed @tctober 1, 2009, ndater than 11:51

a.m. U.S. Eastern Time, and the cantellaproceeding wasstituted not later



than 12:36 U.S. Easternriie. The time stamp contained on Respondent’s Section
7 Request to Amend indicates that it iiéed at 2:04:45 p.mU.S. Eastern Time.
Thus, the Petition to Canceespondent’s DIGIAL NINJA registration was filed,
and the instant proceeding institutdzkfore Respondent filed his Request to
Amend the DIGITAL NINJA Registration witthe Patent and &demark Office.

However, even if Respondent had dileis Request to Amend hours before
the cancellation proceeding was institutbécause there is now a cancellation
proceeding pending with resgt to the DIGITAL NINJAregistration, any request
to amend such registration must now decided by the Board as part of the
cancellation proceeding. Agrovided in 37 C.F.R 8.133 (a), “a registration
subject to a cancellation [may not] be awhet or disclaimed ipart, except with
the consent of the other party or pastand the approval of the Trademark Trial
and Appeal Board, or upon motion grantsdthe Board.” In tis case, Petitioner
has not consented and does not consettidg@amendment Respondent wishes to
make to his DIGITAL NINJA registrationAnd, Respondeist DIGITAL NINJA
registration is subject to a cancellatiomgeeding. Thus, puraat to 37 C.F.R §
2.133 (a), Respondent’s regiation may only be amded “upon motion granted
by the Board.”

B. Respondent’s “Response to PioreCode, LLC Attorney Letter”

is in Actuality a Motion to Amend His Registration.

Respondent’s filing containing his argants in favor of his request to

amend his registration are contained in a document entitled “ Response to



PictureCode, LLC Attorney Letter.” Neverthss, this filing should be considered

a Motion to Amend Registrain under 37 CFR § 2.133(a)lotions in inter partes
proceedings should be considered for vihay really are, not necessarily on the
basis of the labels given to such filings by the part{&sardian Chemical Corp.

v. International Dioxcide, Inc., 162 U.S.P.Q. 267, 268 n.1 (T.T.A.B. 1969).

Labels appended to motions should not control, since the purpose of the Federal
Rules of Civil Procedure is “to se@uthe just, speedy, and inexpensive
determination of every actidnzed. R. Civ. P. 1.See D. & M. Antique Import

Corp. v. Royal Saxe Corp., 146 U.S.P.Q. 618, 619 (TA.B. 1965). To disregard

the true nature of a filing would frusteathis goal by aasing undue delay.

In his “Response to PictureCodg,C Attorney Letter,” Respondent
“formally asks that the Request to Amdmelgranted . . .” and includes arguments
supporting such request. Aach, despite the inacctedabel, Respondent’s
“Response to PictureCode, LLC Attornegtter” is in actuality a Motion to
Amend Registration, and should toeated as such by the Board.

C. Consideration of Respondent’s Mtion Should BeDeferred Until

Final Consideration of the Cancellation Proceeding

Consideration of and rulingn motions to amend the dates of first use of an
application or registration subject to ateinpartes proceedinghould be deferred
until after the final hearingFort Howard Paper Co. v. G.V. Gambina Inc., 4
U.S.P.Q.2d 1552, 1554 (T.T.A.B. 198Rjason Engineering & Design Corp. V.

Mateson Chemical Corp., 225 U.S.P.Q. 956, 95i.4 (TTAB 1985). Further,



“such motions shall be granted only iktbroposed amendmestestablished by,
or is not inconsistent with, evideneglduced during the testimony perioédrt
Howard Paper Co., supra, at 1554. Responderiistion to Amendrequests that
the dates of first use and dates oftfirsse in commerce of his DIGITAL NINJA
registration be moved from December2006 and May 1, 2007, respectively, to
August 12, 2003. Respondent has offeneo evidence insupport of such
amendment.  Presumabplespondent will attempt torovide proof as of this
earlier use date in the course of the o&ry and trial in the pending cancellation
proceeding. As such the Board’s consadie@n of the Motion tcAmend should be
deferred until the Board’s final considematiof the cancellatn proceeding, when
any evidence as to the@ropriateness of the ameneim will be of record.

D. Respondent’s Motion to AmendReqistration Should Be Denied

As set forth in the Petition to Ceal, Petitioner is confident that the
evidence will show that Respondent diot use the DIGITAL NINJA mark in
commerce on all of the goodscluded in his registratioas of the first use date
claimed in his original application papelst alone as of the earlier first use date
claimed in his Motion to Amend. Resmdent’'s declaration in his Motion to
Amend is yet another attemnjp commit fraud on the Rent and Trademark Office
with respect to his DIGITAL NINJA mgstration. Respondent was no doubt
advised by his former attorney thatchuan amendment would give him an
advantage in any settlement negotiations with Petitionieespondent should not

be allowed to use the amendment procesluf the Patent and Trademark Office



to his advantage in anffert to extort paymentfrom Petitioner based on his
fraudulently obtained trademark registoati Petitioner is confident that once the
evidence has been submitteéde Board will agree thaRespondent’s Motion to

Amend should be denied.

.  CONCLUSION

Consideration of Respdent's Motion to AmendRegistration should be
deferred until the Board finalecision of the instant naellation proceeding, and
Petitioner is confident that at such tirttee Board will agree #t the Motion to
Amend should be denied.

Dated: November 19, 2009 RespectfullySubmitted,

Kenneth G. Parker/

Kenneth G. Parker, Esg.
TeutonLoewy & ParkerLLP

3121 Michelson Drive, Suite 250
Irvine, CA 92612
949-442-7100Fax:949-442-7105
kparker@tlpfirm.com

Katherine Madianos, Esq.
Attorneydor Petitioner



DECLARATION OF KATHER INE KLAMMER MADIANOS

|, Katherine Klammer Madianos, declare as follows:

1. | am an attorney licensed to practice in Texas and California,
counsel for PictureCode, LLC. | am artie& member in good standing of the Bar
of the State of Texas, and an inactivenmber in good standing of the Bar of the
State of California. | make this ded#ion in support of Petitioner’s Brief in
Opposition to Respondent’s Motion Aenend His Registration (Petitioner’s
“Opposition”). | make this declaratiaaf my own personal knowledge and, if
called as a witness, | could and woulstify competently to the truth of the
matters set forth herein.

2. On October 1, 2009, | filed vikne Trademark Trial and Appeal
Board’s Electronic System for Tradank Trials and Appeals (“ESTTA") a
Petition to Cancel Registian No. 3,321,797 for DIGIAL NINJA on behalf of
PictureCode, LLC.

3. At 11:51 a.m., United States Eeaist Time, on October 1, 2009, |

received automatic e-mail frogstta-server@uspto.gaonfirming receipt of the

above-described Petition to Cancel.
4, At 12:36 p.m., United States East Time, on October 1, 2009, |

received an e-mail frolBSTTA@uspto.goattaching the TTAB order instituting

the DIGITAL NINJA cancellation proceeding.



| declare under penalty of perjury thiae foregoing is tre and correct.

Executed this 19 day of November, 2009.

[KatherineK. Madianos/

Katherin&KlammerMadianos



Certificate of Service

Pursuant to 37 C.R.F.B119 (a), | hereby certify that a true and complete
copy of the foregoing Petitioner’s Brief dpposition to Respondent’s Motion to
Amend Registration anaccompanying Declaratiarf Katherine Klammer
Madianos has been served Respondent Juan B. Madez Il by mailing said
copy on November 19,0P9, via overnight courier to the following address:

2008 Grant Ave #1
Redondo Beach, CA 90278
Kenneth G. Parker/

Kenneth G. Parker, Esg.
Attorneyfor PictureCodel.LC



