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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Registration No. 3,105,816
For the Trademark EDGE
Issued June 20, 2006

)
EA DIGITAL ILLUSIONS CE AB, a Sw edish ) DEFENDANT EDGE GAMES

Corporation; ELECTRONIC ARTS INC., a ) INC’'S RESPONSE TO

Delaware corporation, CO-DEFENDANT FUTURE’S
Petitioners, REPLY TO EDGE GAMES’

OPPOSITION TO FUTURE’'S

MOTION TO CANCEL REG NO.

3,105,816 PURSUANT TO

DISTRICT COURT JUDGMENT

V.

—_—— e T e

EDGE GAMES, INC., a California corporation )
and Future Publishing Ltd, a UK company )
Co-Defendants. ) CancellatiomNo. 92051465

)

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

Co-Defendant and Co-Registrant Edge Gaune. further opposes Future Publishing
Ltd’s motion for cancellation of the tradenk registration number 3,105,816 for the mark
EDGE in Class 16. Edge Games responds to Future Publishing’s Reply filed August 23, 2011
and gives the additional grounds @@posing Future’s motion as follows:

As co-owners of several ahe trademark registrations in question, Future was an
indispensable party and necessary party to the District Court action: since Future was not a
party to that suit, no valid final judgment could lawfully be made. Accordingly, the final
judgment issued by the District Court was invalid and voidon its face (not merely

voidable).
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1. In its Reply, Co-Defendant Future Publishibed (hereinafter “Future”) makes
clear by its Motion and its Replydhit has no intention of actirag a defendant in this matter
despite being a co-owner of ttrademark registration in questidRather, Future clearly acts as
a collaborator with the Petitiorse seeking to take away EdGames’ lawful trademark rights
and cause Edge Games and the jointly owned registration harm. This is a clear case of
commercial sabotage, with Future acting ilusdon with Petitioner Electronic Arts against
Edge Games. The majority of Future’s curnese of the trademark Edge in U.S. commerce is
under a perpetual and irrevocabtense from Edge Gamerdhas been under license from
Edge for almost 20 years. Future has a vestedest here since it stds to benefit greatly by
forcing Edge Games to lose its registrationghsd Future may registéne marks in its own
name and thus seek to circumvent the liceimekzed, indicating the depth of its collusion and
deceit, Future specifically informed Edge Gartteat it was “side by side” with Edge Games
againstElectronic Arts in respect to the MirrgrEdge issue (see Exhibit A to attached
declaration). Indeed, Future was insistent Bdde Games take actiagainst Electronic Arts
over the matter (see Exhibit B to attached detian). Then when Edge Games took the action
that Future insisted on, Future blind-sidethE Games by joining with Electronic Arts in
attacking Edge Games and attacking the tradesithat Edge and Future jointly own (having
first tried to take the registians for itself and being deni®dFurther, Future exhibited the
highly confidential settlement doment between Electronic Arésd Edge Games (which we
note even Petitioners themselves did not exhitat)ealing that they aiia close dealings with

Electronic Arts from whom Future musave obtained the confidential document.

2. In its Reply, and in its Motion, Futuregales that the Board is obliged to comply
with the District Court’s OrdeiFuture also argues that Edgen@ss’ recourse if it felt the
District Court’s Order was not valid was to fademotion to the Distric€ourt seeking to vacate,
modify or otherwise seek relief from the Judgrh Future is mistaken on both issues: first,
neither the Board nor the Commissioner For Traaés) is obliged to comply with a District
Court Order that is clearipvalid. Indeed, neither th®oard nor the Commissioner for

! While Future’s Reply and attached Declaration by Mib&bPhillips both indicate they have had service copies
sent to Edge Games on August 231 P0Edge Games did not receive eithecument and only became aware of

the Reply and attachedeBlaration when reviewing the TTAB docket online.

2 In docket 40 as “Intervener” Future argues that the instant registration should be transfeeed iwits replies

to PTO Office Actions denying its right to register the mark Edge in its name, Future claims to actually own Edge’s
registrations (see exhibits to the other paper filed at this time by defendant Edge Games).
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Trademarks should comply with a judgment or otttiat is void on its face. The District Court
Judgment sought to bind and/orpatt a third party (a non-party)Future Publishing Ltd — in

an action to which Future was reoparty. It is axiomatic thany Judgment or Court Order that
seeks to bind and/or impacthard party who was not a party tiee action (a “non-party”) is

invalid and thuwoid ab initio(see Potenz Corp. v. Petrozzini, 170, Ill, App, 3d 617, 525 N.E. 2d
173, 175 (1988). Where a court seeks to makar@er that would bind and/or impact a non-
party then all that is required tietermine the order is void is to inspect the record of the case
and determine that the party the court sougbinid (here Future) was not a party to the case.
That being determined then the order (judgment) is automataedignedsoid ab initia

3. It is a common misconception even amatigrneys that only a judge can declare
an order or judgment void, butishs not the law. If a cotiacts beyond its authority — here
seeking to bind and/or impact antity that was not a party toetthaw suit — then the judgment in
guestion and all orders arisifrpm the judgment are automatically void. As the U.S. Supreme
court stated “Courts are cortated by authority and they canrgit beyond that power delegated
to them. If they act beyond thatithority, and certaiglin contravention oit, their judgments

and orders are regardad nullities. They are not voidable ttawe simply void, and this is even

prior to reversd[emphasis added] (Vallely v. NortheFre and Marine Ins. Co., 254 U.S. 348,

41 S. Ct. 116 (1920). See also Old Wayne Mut. I. Assoc. v. McDonough, 204 U.S. 8, 27 S. Ct.
236 (1907); Williamson v. Berry, 8 How95, 540, 12 L.Ed, 1170, 1189, (1850); Rose v.

Himely, 4 Cranch 241, 269, 2 L.Ed. 608, 617 (1808).

4, That is, any judgment or order that seek®n just in partp bind and/or impact
a person or entity that was not a party to thetcaetron then that judgment or order is invalid in
its entirety. It is not merelyvbidable” (in the sense of beisgbjectto beingvoided by a judge
upon a motion to vacate or similar or uponesgdjp such judgments and such orders are
automaticallyvoid. Indeed, case law (see abpstates that such judgmts and orders by virtue
of being void, rather than voidable, may not ppesaled and may not hametions in respect to
them filed for them to be vacated or migetl. The judgment or order in question beuaid ab
initio in a real sense does not exist, and ttarmot be modified, vacated or appealed. Here,
since the District Cous’ Judgment and Order wereid ab initiobecause the court sought to

bind and/or impact a non-party etie was no need for Edge Games to file any motion or to
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appeal for the District Court’s Final Judgmenb®deemed void. Indeed Edge Games could not

file a motion to modify or file an appeal since the judgment is void.

5. In the case of a stipulated judgment ha@® — the invalidity is even more clear.
Here the so-called “final judgment” in the DistriCourt case was arrigeat by the stipulation
between the parties in litigationamely Electronic Arts anddge Games. A stipulation is a
contract and a contract cannot bind or impact aopeos entity that is na party to the contract.
Thus since the underlying settlement agreemestivgen Electronic Arts and Edge Games) and
the court stipulation both sougtat bind and/or impact a non-paffyuture), both the settlement
agreement and the court stipubattiwere invalid and thus voidhd. Consequently, not only is the
District Court Judgment invalid, but also the tethsettlement agreement and court stipulation

are also both invalid — all three areid ab initia

6. The reason the judgment, settlemeamttact and court stipulation are adlid ab
initio is because in each case they sought to ndébaimpact an entity (Rure) that was not a
party. When a Judgment or a contract (such a#tlareent or a court stipulation) seeks to bind
and/or impact a non-party, then that renders thieeefudgment, Order or contract void not just
the part of it that sought tmind and/or impact the non-parfursuant to the Vallely court
decision (above), a void order (odgment) does not have to beeesed by a court to be a void
order or void judgment. Courts have consisteh#id that a void order cannot, by definition, be
a “final order” (irrespective of howhey are titled or how they areferred to), and that indeed a
void order is not an order at all.\®id order has no legal force or effett the District Court
case since Future was iadispensable andecessary partyo final judgment could be made
without Future being a party the action. Future’s not being a party to the court proceedings
thus made it impossible for a valid final judgment to be reached. Sinedigpensableand
necessaryarty was absent from the court case, trauling judgment is void and the Board do

not have to comply with it anshidleed should not comply with it.

7. Future’s interests were impacted by the settlement (andrélessantwhether
they minded that impact or even if they agreeth\t), the stipulation aththe court judgment in
that a trademark registratioratithey co-owned was ordereadncelled without their receiving

proper notice or being given the opportunitydefend the action. They are thus ultimately bound
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by the judgment even though it doest call on Future itself to k& any specific action since the
judgment binds them to the decision that theksi¢hey co-owned be cancelled. Future had no
due notice, due process or thghtito be a party to the coutecision which they now have no
standing to appeal. It is irreleviawhether they would wished &ppeal or would have agreed to
the settlement and stipulatiadhg fact they were not gimehe opportunity renders the
settlement, stipulation and subsequent judgment invalid and hence void on its face.

8. In addition and in the alternate (whilélshaintaining the judgment is void), the
court ordered the cancellation of the trademagisteations because it was requested to do so by
the parties as part of a settlerhbatween the parties. The cojudigment, then, was a result of
Edge Games agreeing with Electronic Arts tauntdirily surrender the registrations in question
(which Edge would not have done had it realidedas not the sole owner of the registrations),
not because the court heard the merithefcase and ordered cancellation based on full
litigation of the merits. However, Edge Games &tkhe standing and authority to enter into the
settlement and court stipulatisimce it was not the sole owneraif the trademark registrations
in question. Edge Games had no authority taidie to the court thatt agreed to the
cancellation of the registrationsise it was not the sole ownertbbse registrations. This fact
renders the settlement and the court stipulatigalid and thus void. &ce the settlement and
court stipulation are invalid and void, consedtetihe court judgment — which was based solely
on the settlement and stipulation — itself maesinvalid, and hence whi And, again, the fact
Future may now try to say that in retrospect reag to the settlement or stipulation, or does not
object to them, is irrelevant the question of whethdine settlement and stipulation were valid.
Future would have had to be a party to the court case, a party to the settlement and a party to the
court stipulation for theudgment to be valid.

9. The point made that Edge Games and the District Court may have been aware of
the partial assignment of the registration téuFel does not make the Court’s Final Judgment
valid. Just as when the fact of the partial assignneeFuture — that is, the joint ownership of the
registration by both Edge Games and Future s-livaught to the Board’s attention, the Board
responded by adding Future as a Co-Defendaniiasiyn the District Court had an obligation to
add Future as a party to the court action upon beatifjed that Future was co-owner of at least

one (and Edge Games says three) of the fagetnark registrations guestion. The fact that
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there was some mention of partial assignmeuat r@gistered trademark from Edge Games to
Future in the court proceedingses not mean the Final Jugnt was valid even though it
sought to bind a non-party. On thentrary, it could be argued thide fact the court was aware
that in making the Final Judgment it was segko bind an entity it knew very well was a non-
party makes the error in making the judgment graatm if the court had been unaware that it
was effectively seeking to bind a non-party. That iadds to the invalidjt of the judgment, it

does not take away from it.

10. Further and in the altereafwhile still maintaining the Judgment is void), even if
the District Court Final Judgment were valid (athclearly it is not)the Board is still not
obliged to comply with the Judgment for thdldwing additional reason®8eyond the clear error
of the Court’s Final Judgment seeking to bandon-party, the Judgment also gave no reason for
cancellation of the five trademark registrationgferenced (including the one in question in this
motion by Future). There are three possible grogadd only three) for a court to rule that a
trademark registration should banceled: (i) there was frd on the PTO in obtaining the
registration; (ii) the mark was abandoned; (¢ mark is genericra thus not capable of
distinction in the market. The third basis wasinaonsideration in the District Court matter.
Electronic Arts only sought teave the court cancel the fivegistrations based either on
allegations of fraud on the PTO or on the badinon-use. However, the settlement and
stipulation entered into between Electronic sl Edge Games specifically stated that Edge
Games was to be deemed not to have comnfitéed on the PTO and was not to be deemed to
have abandoned its marks. Indeed, had the ocmatter gone forward the court would have had
to add Future as a party and consider whether Future had committed fraud on the USPTO in
obtaining at least three of thayistrations in question (since Futuwvas co-owner of three), and
consider whether Future had adaned any of the three tradekaggistrations it was co-owner
of. Since Future boasts in paper filed in this pamting that it has substiéal common law rights
in its part of the registrations in questiondasince Future does not appear to be admitting it
committed fraud on the USPTO in obtaining theanstegistration it is seeking to force the
cancellation of, presumably Future would haigorously opposed the allegations by Electronic
Arts had Future been added to the District €oase. This then highlights the absurdity of the
Final Judgment and the even greater absurdiButire seeking to compel the Board to comply
with the Judgment.
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11.  The Stipulation as well as the settlam@ach exhibited by Future) both clearly
state that there is to be deemed no wrongglbly any party and no finding as to wrongdoing by
any party (hence no finding of fraud on th8RJITO in obtaining any of the registrations,
including the instant one). Indéesince the case was not litigdton the merits, there obviously
was no such finding. Further, in the Final Judgntkee Sixth Claim for Relief by Electronic Arts
(Declaratory Relief — see Exhibit @ the attached declaratiowgs not found in Electronic Arts
favor but was found in Edge Games favor. Tiigh Claim for Declaatory Relief called upon
the court to declare that Edge Game’s hadaramon law rights associated with its trademark
registrations . By denying th&ixth Claim, and instead ruling Edge Games favor on it, the
court effectively ruled that Edge Games doegehall its common law ghts in its trademarks,

and thus had certainly not abandoaeg of its trademark registrations.

12. Consequently, the District Court’snel Judgment contains an order to the
Trademark Office to cancel the five referentiediemark registrationsithout stating any
reason why they should be canceled. WhaBib&rd can determine, though — by reviewing the
stipulation, the settlement and the Final Judgmeeif isis that the canceltions were not to be
on the basis of either fraud on the USPTO othenbasis of abandonment — and yet those are the
only bases a court could order cancellatione @hly conclusion that oareasonably be drawn,
which conclusion is supported by the settlemeiat stipulation, is that the court was seeking to
order the USPTO to act on Edge Games’ volunsaryender of the regrsttions. Insofar as the
Final Judgment was merely asking the USPT@ctoon Edge Game’s voluntary surrender, this
makes the Final Judgment no different in reahtefrom Edge Game’s Section 7 Surrender,
which was rejected as imperfdmcause Edge Games is not thie sevner of the registration in
guestion. We would argue that there is no iothasonable interpretah of the Final Judgment
since it could not have been orarithe cancellation of the registions based on either fraud or
abandonment and must thus have been cdlingancellation based on Edge Game’s voluntary

surrender as part of the sethent and stipulation.

13. Further and in the alteate (while still maintaining the Judgment is void), the
settlement agreement between Electronic ArtsEsige Games anticipates at paragraph 2.2 (see
the exhibit to Future’s Reply) that the USP@y either fail or refuse to cancel the U.S.
trademark registrations in question. In thigm®ty the settlement sést, upon Electronic Art’'s
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request Edge Games is to file in the USPTjg2#tion for voluntary cancellation. As the record
shows, this is precisely what Edge Gamesugion being requested to do so by Electronic Arts
and thus Electronic Arts evok@aragraph 2.2 of the settlemenar@rary to what Future say in

its Reply, then, Edge Games complied fully witik settlement by taking the step it was required
to take of filing the Section 7 Surrenders tivalid file. Electronc Arts and Edge also
contractually moved forward from requiringetdSPTO to cancel the marks based on the

Judgment to Edge Games requesting theeal&tions via Section 7 Surrenders.

14.  As Future also notes, the petitionetfirat filed its Request For Entry Of
Judgment (docket 32) arguing tlitahad a District Court Judgmeint its favor and thus should
have a judgment in its favor in the instant@afation proceedings, too. As Future further noted,
Petitioner then withdrew this Request FotrigrOf Judgment because Edge Games reminded
Petitioner Electronic Arts that such a judgmenind be entirely contrary to the settlement
between the parties and the coustgulated order that statékere was no finding of fraud and
no finding of abandonment. As the record shows (at docket 33), in withdrawing its Request for
Entry of Judgment, Petitioner Eleatic Arts stated that the parties had agreed that Edge Games
would file voluntary surrenders of the subjedistrations instead of there being termination of
the proceedings before the Board by invoking tbar€Judgment. And as the Board is aware, in
regard to this instant registration Edge Garely filed the Section 7 Surrender and then
correctly filed to withdraw the surrender because it did not jemends to file a surrender of a
registration it was not the sotsvner of. The Board then cently reversed the Section 7

Surrender and reactivated thetemt cancellation proceedings.

15. Since the settlement and the court stiputagpecifically antipated that if the
USPTO did not cancel the regmtions based simply on receiving the Courts Judgment in
October 2010 then Edge Games was to file valynsurrenders, and since (at docket 33) it is
clear that the parties specifically agreedtoderminate the proceedings before the Board by
invoking the Court’s Final Judgment but insteaceagrto have Edge Games file the voluntary

surrenders, for this reason tootte’'s Motion should be denied.

16. Edge Games notes that Petitionersgidfile a motion tacancel the instant

registration based on compellinggtBoard to comply with the District Court Judgment, nor did
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Petitioners adjoin Future’s motion nor did Petiers file any papeugporting Future’s motion.
Clearly, Petitioners did not file such a motiamd did not support Future’s motion, since they
were well aware that the parties had agreed not to invoke the District Court Judgment to
terminate the current proceedings, but rathdrdgreed that instedttige Games would file

voluntary surrenders, which it did.

17. Further and in the alteregust as the cotujudgment was rendered void because
it attempted to bind or impact a non-party, simyldruture’s instant motion is invalid for similar
reasons. A motion is invalid if seeks to compel a non-party to be bound by an order or
judgment. Here the issue is complicated by tleetfaat Future itself is the non-party that the
District Court Judgment wrongly sought to bind. Bumply because Future is that non-party (to
the court action) does not mean they have stariteng to retroactively make the court judgment
valid. As we have argued before, no action thatre can take now can make the court
judgment valid — they cannot seek to waive their righdbject to the court judgment, or seek to
affirm their agreement with the court judgmeant by so doing make the judgment valid. Future
would have had to be a party to the courtaactiself and a party tthe settlement and the
stipulation for the District Court Final Judgméatbe valid. For the same reason, then, Future’s
motion seeking to compel the Board to complthvthe invalid judgment (the void judgment) is

itself therefore invalid.

18.  While complicated by the most unusual circumstances where the co-owner of a
registration (and co-defendantthme instant proceedings) iseking cancellation of the very
registration it co-owns, greatersight can be gaindoly considering the consequence of Future
trying to file its own Section Burrender. Were Future to figeSection 7 Surrender of this
registration in the instant proceedings it would h#nesame result as when Edge Games tried to
file a voluntary surrender — namely, the Bbarould correctly deny thsurrender on the grounds
that Future is not the sole owner of the registration in question amddieelacks the standing
and authority to surrender the eaty of a registration it only owrgart of. By filing this motion
to compel the Board to comply with the Distri@burt’s Judgment what Future is effectively
doing is either filing a SectionSurrender with the Board for ig&rt of the instant Reg. No.
3,105,816 or it is seeking to wrongfully file a Sent7 Surrender on behalf of Edge Games,

which it has no standing to do. Sathe court judgment cannot &€ancellation based on either
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fraud or abandonment, it can only be adewsrto cancel based on voluntary surrender as
stipulated by the parties (see above), then Fuhae not unilaterally compel the Board to cancel
a registration that it is not the sole owner ogrevia the mechanism of seeking to compel the
Board to comply with a fraudulently obtathefaulty and invalid (and consequently, by

definition, void ab initig court judgment.

19. Edge Games also incorporates its RépFuture’s and Petitioner’'s Oppositions
to Edge Game’s Motion to Withdraw (Revertgg Section 7 Surrenders of registrations Nos.
3559342 and 2219837 in so far as that Reply also pertains to the isslegaapdints relevant
to Edge Games opposition to Future’s instant motion.

For all the above additional reasons, Codnefant Future’'s Madin should be denied.

Date: August 28, 2011 Respectfully submitted,

=

Dr. Tim Langdell, CEO

EDGE Games, Inc.

Registrant in Pro Se
530SouthLake Avenue, 171
Pasaden&A 91101
Telephone6264494334
Facsimile6268444334
Email:ttab@edgegames.com
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Certificate of Service

In accordance with Rule 2.105(a) of the Trademark Rules of Practice, as
amended, it 1s hereby certified that a true copy of the foregoing Defendant Edge Games
inc’s Response to Co-Defendant Future’s Motion to Cancel Reg. No. 3,105,816 Pursuant
to District Court Judgment was served on the following parties of record, by depositing

same in the U.S. Mail, first class postage prepaid, this 28" day of September, 2011:

Robert N. Phillips

Reed Smith LLP

101 Second Street, Suite 1800
San Francisco, CA 94105-3659

Gavin L. Charlston

COOLEY LLP

101 California Street, 5" Floor
San Francisco, CA 94111-5800

Chern Langdeﬂ/ 0




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Registration No. 3,105,816
For the Trademark EDGE
Issued June 20, 2006

)
EA DIGITAL ILLUSIONS CE AB, a Swedish )

Corporation; ELECTRONIC ARTS INC ., a
Delaware corporation,
Petitioners,

) DECLARATION OF TIMOTHY
) LANGDELL IN SUPPORT OF

) DEFENDANT EDGE GAMES

) INC’'S RESPONSETO

) CO-DEFENDANT FUTURE’S

) REPLY TO EDGE GAMES'

) OPPOSITION TO FUTURE’S

) MOTION TO CANCEL REG NO.
) 3,105,816PURSUANT TO

) DISTRICT COURT JUDGMENT

V.

EDGE GAMES, INC., a California corporation )
and Future Publishing Ltd, a UK company )
Co-Defendants. ) CancellatiomNo. 92051465

)

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

I, Timothy Langdell, declare:

1. | am the CEO of Edge Games, Incdted in Pasadena, California. The matters
set forth in this declaratn are based upon my personal knalgke, except where otherwise
indicated, and if calegtas a witness | could and wdukstify competently thereto.

2. Attached hereto as Exhibit A is a trared correct copy of an email from Future
Publishing Ltd’s (“Future”) irhouse lead counsel, MarkilMr, to me of March 2009.

3. Attached hereto as Exhibit B aredrand correct copy of two emails from
Future’s counsel Mark Millero me, both dated June 5, 2009.



4. Attached hereto as Exhibit C is adrand exact copy of the USPTO Letter of
Suspension sent to Petitioner Electronic Amtéwugust 2008 in respett their attempt to
register the mark “MIRROR’S EDGE.”

5. Attached hereto as Exhibit D is a tarel exact copy of thaiart of the Electronic
Art's Counterclaim in the October 2010 DistrCourt matter showing their Claim 6 for
Declaratory Relief called for Edgg@ame’s common law rights in all of the five referenced Edge
trademark registrations be deemed non exigtbrst Claim being the onthat was not granted,

and was ruled in Edge Game’s favor).

| declare under penaltf perjury under the laws of the Wed States of America that the

foregoing is true and crect. Executed this #8day of September 2011, at Pasadena, California.

By:

Dr.Timothy Langdell



Certificate of Service

In accordance with Rule 2.105(a) of the Trademark Rules of Practice, as
amended, it is hereby certified that a true copy of the foregoing Declaration of Timothy
Langdell in Support of Defendant Edge Games Inc’s Response to Co-Defendant Future’s
Motion to Cancel Reg. No. 3,105.816 Pursuant to District Court Judgment was served on
the following parties of record, by depositing same in the U.S. Mail, first class postage
prepaid, this 28"™ day of September, 2011:

Robert N. Phillips

Reed Smith LLP

101 Second Street, Suite 1800
San Francisco, CA 94105-3659

Gavin L. Charlston

COOLEY LLP

101 California Street, 5 Floor
San Francisco, CA 94111-5800

Cheri Langdell -

e, %/mﬁ/ﬂ/ﬁ A



EXHIBIT A



————— Original Message -----
From: Mark Millar
To: Tim Langdell

Cc: Jo Clayton
Sent: Friday, March 06, 2009 3:26 PM
Subject: RE: Your call re EA meeting - message truncated.

Hi Tim

Apologies for the cut off message. The call was coatidlfairly open. However, there are no conclusions
at this stage - we discussed a number of options, and they are going to consider tlogimaest on
what we discussed.

In a nutshell they started by saying that the relationship with Future is very imporiaht tand | do think

that this is an important factor in trying to get a settlement. They went on to say that the brand is very
important to them and they have partners in ancillary areas. They strongly believe that they would get both
a US trademark and a UK trademark and mentioned thpatidive instructed the issue of a strong letter to

you from the UK. They raise a concern that any such action could impact on us too given our strong
partnership with you.

We said that we were partners with EIM and although we had not issued an opposition in the UK, we were
partners with you and were side by side with yoprotecting the brand, including in this matter.

We each raised options for consit@ns - the likes of which fromach party you could guess. EA are
going to consider its position and set up a follow up call

It is too early to say whether discussions will reagitoposal to discuss witlou, but | do feel our
relationship with them will be helpful.

We will obviously let you know as soon as they revert and not discuss anything leading to any possible
settlement without speaking to you.

Hope that helps - lets catch up early next week
Have a good weekend

Cheers

Mark

Mark Millar

Company Secretary and Head of Legal

Future plc

Beauford Court

30 Monmouth Street
Bath BA1 2BW

Tel 01225 822764 Fax01225 82283¢ www futureplc.com



EXRHIBIT B



From: Mark Millar

To: Tim Langdell

Cc: Jo Clayton

Sent: Friday, June 05, 2009 3:37 PM
Subject: RE: Edge/Mirror's Edge

Tim

You have not updated on the legal position with EA - | asked about the applications for strike off. Our
trademark could suffer collateral damage if you dbsueceed in keeping the Edge brand (from which the
trademark that we paid a significant sum for came) on the register - but you have never informed us of
dates of that process and what steps you have taken to ensure the EA applications fail.

Please stop obsessing on the CTM issue - and focessuming that we do not both suffer significant
damage to our brand.

Mark
Mark Millar
Company Secretary and Head of Legal

Future plc

Beauford Court

30 Monmouth Street
Bath BA1 2BW

Tel 01225 822764 Fax01225 82283¢ www futureplc.com



Tim Langdell

From: "Mark Millar" <Mark.Millar@futurenet.com>
To: "Tim Langdell" <tim@edgegames.com>
Cc: "Jo Clayton" <Jo.Clayton@futurenet.com>
Sent: Friday, June 05, 2009 3:17 PM

Subject: RE: Edge/Mirror's Edge

Tim

You keep banging on with the same request of being on the CTM application before you can proceed when there is
no reason to delay the main issue for this. [ have not heard any reason why it is essential to add you to the CTM
application before you talk to EA when EA _have been told by us several times that the relevant part of the CTM g
assignable to you - and we have offered to confirm the same in writing. It is not an issue to delay any further and

risk greater damage being done to our mutual brand.

Can you please stop focussing on this side show and get on with resolving the issues with EA before our shared
brand is severely damaged.

The point you also keep raising about [t is

nothing to do with the fact that we are not 100% behind Edge.

Please stop questioning our commitment and focus

on what you need to do to protect our brand.

I am getting seriously concerned that we are going to suffer damage as a result of vour inactivity in the dispute with

I am trying to reassure our CEO UK who is receiving
rom journalists and we have consistently confirmed our relationship with you.

numerous calls

Please answer my earlier question on what is going on with proceedings with EA _

I will be updating our Board on Tuesday - please ensure that you let us have a full

report by close of play Monday.

Mark

Mark Millar

Future plec

Tel | Fax WWW.



EXHIBIT C



To: Electronic Arts Inc. ggarfield@ea.coin
Subject: TRADEMARK APPLICATION NO. 77222986 - MIRROR'S EDGE - N/A
Sent: 9/18/2008 10:44:44 AM
Sent As: ECOM108@USPTO.GOV
Attachments:
UNITED STATES PATENT AND TRADEMARK OFFICE
SERIAL NO: 771222986

MARK : MIRROR'S EDGE

CORRESPONDENT ADDRESS
JAKE SCHATZ
ELECTRONIC ARTS INC.
209 REDWOOD SHORES PKWY
REDWOOD CITY, CA 94065-1175

APPLICANT : Electronic Arts Inc.

CORRESPONDENT’S

REFERENCE/DOCKET NO:

N/A

CORRESPONDENT E-MAIL ADDRESS:

sgarfield@ea.com

*( 7222986

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm

NOTICE OF SUSPENSION

ISSUE/MAILING DATE :9/18/2008

SUSPENSION PROCEDURE This suspension notice serves to suspend action on the applicatior
the reason(s) specified below. No response is needed. However, if you wish to respond to this r
you should use the “Response to Letter of Suspension” form fobtig: dteasroa.uspto.gov/rsi/rsi
The Office will conduct periodic status checks to determine if suspension remains appropriate.

Action on this application is suspended pending the disposition of:

- Application Serial No(sJ5077113 and 78807479


mailto:sgarfield@ea.com
http://www.uspto.gov/main/trademarks.htm
http://teasroa.uspto.gov/rsi/rsi

Since applicant's effective filing date is subsequent to the effective filing date of the above-identifi
application(s), the latter, if and when it registers, may be cited against this application in a refusal
register under Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d). See 37 C.F.R. §2.83; TMI
881208 et seq. A copy of information relevant to this pending applicatiwagsgent previously.

Applicant may submit a request to remove the application from suspension to present arguments
to the potential conflict between the relevant application(s) or other arguments related to the grou
suspension. TMEP §716.03. Applicant's election not to present arguments during suspension w
affect the applicant's right to present arguments later should a refusal in fact issue. If a refusal di
issue, applicant will be afforded 6 months from the mailing or e-mailing date of the Office action t
submit a response. 15 U.S.C. 81062(b); 37 C.F.R. §2.62.

The examining attorney acknowledges applicant’s presentation of arguments against the refusal;
however, responses to the arguments will be withheld until disposition of the earlier-filed pending
application.

The following refusal(s)/requirement(s) is/are continued and maintained:

This application was published for Opposition on January 15, 2008. It has been determined, by t
Commissioner for Trademarks, that a clear error has been made in allowing this mark to be publi
Jurisdiction has been restored to the Examining Attorney to take appropriate action in accordanct
the evidence contained herein. TMEP Section 1715.03.

Section 2(d) - Likelihood of Confusion Refusal

Registration of the proposed mark is refused because of a likelihood of confusion with the marks
U.S. Registration Nos. 2219837, 2251584, 3105816, and 3381826. Trademark Act Section 2(d),
U.S.C. 81052(d); TMEP 881207.@tseq See the enclosed registrations.

Taking into account the relevaidt Pontfactors, a likelihood of confusion determination in this case
involves a two-part analysis. First, the marks are compared for similarities in appearance, sound
connotation and commercial impressidn.re E .I. du Pont de Nemours & Cd.76 F.2d 1357, 177
USPQ 563 (C.C.P.A. 1973). Second, the goods or services are compared to determine whether
similar or related or whether the activities surrounding their marketing are such that confusion as
origin is likely. In re National Novice Hockey League, In222 USPQ 638 (TTAB 1984 re August
Storck KG,218 USPQ 823 (TTAB 1983hn re Int’l Tel. and Tel. Corp.197 USPQ 910 (TTAB 1978);
Guardian Prods. Co., v. Scott Paper C200 USPQ 738 (TTAB 1978); TMEP 881207dilseq

The applicant’s mark is MIRROR’S EDGE for the following:

Class 009: Pre-recorded audio tapes, video tapes, audio cassettes, video cassettes, CD-ROMs,
compact discs, and video discs, featuring entertainment related to films, games and music; comp
game software; computer game software and manuals sold as a unit; computer video game softv
computer video game software and manuals sold as a unit; interactive video game programs; inte
computer game programs, downloadable computer game software, downloadable interactive
entertainment software for playing computer games, downloadable interactive entertainment soft
for playing video games; downloadable computer game software via wireless devices; computer
software for mobile phones; Downloadable ring tones, graphics and digital music files via the inte
and wireless devices

Class 016: Paper goods and printed matter, namely, address books; comic books; notebooks; ct
books; books containing screenplays or scripts of movies, shows or games; diaries; paper doorkr




hangers; invitation cards; personal organizers; paper table cloths; trading cards; wallet cards, pos
book plates; book marks; checkbook holders and covers; non-electronic personal planners and
organizers; artist's materials, namely, pencils, pens; paper gift wrap; paper and fabric gift tags; gi
bags; greeting cards, paper party decorations; paper napkins; paper party bags; paper party hats
postcards; stickers; sticker alboums; calendars; cardboard figures, namely, temporary tattoos; sch
office supplies, namely, erasers, pencils, pens, markers, pencil cases; pencil sharpeners; sheet r
novels; paper cake decorations; bank checks; series of fiction books; juvenile books; reference b
the field of science fiction; personalized books in the field of science, science fiction and compute
games; comic magazines; books for role-playing, namely, role playing game equipment in the na
game book manuals; art books in the field of science, science fiction and computer games; coffee
books in the field of science fiction and computer games; books in the field of science, science fic
and computer games; stationery type portfolios, calendars, children's activity books; magazines il
field of science, science fiction and computer games

Class 028: toys and sporting goods including games and playthings, namely, action figures and
accessories therefore, plush toys, balloons, bathtub toys, ride-on toys, equipment sold as a unit fi
playing card games, toy vehicles, dolls, flying discs; electronic hand-held game unit; game equipt
sold as a unit for playing a board game, a card game, a manipulative game, a parlor game and al
type target game; stand alone video output games machines, jigsaw and manipulative puzzles, p
face masks; playing cards; board games; toy candy dispensers and holders; card games; toy ver
dolls; hand held units for playing electronic games; hi bounce balls for games; costume masks; p
face masks; toy model vehicles and related accessories therefor sold as units; toy pedal cars; ple
action figures; playsets for toy vehicles; skateboards; three-dimensional puzzles; toy banks; toy n
hobby craft kits; toy model rockets and accessories therefor sold as unit; toy weapons; jigsaw pu.
plush toys; roller skates; in-line skates; Christmas tree ornaments; amusement park rides; toy vel
made of non-precious metals; beach toys, namely, inflatable toys; water squirting toys; constructi
toys; toy building blocks and connecting links for the same; athletic protective pads and padding 1
skateboarding, in-line skating, and roller skating; toy coin banks; pinball machines; inflatable
swimming pools; inflatable pool toys; toy snow globes; toy foam weapons; equipment sold as a u
playing arcade type electronic video games; kites

Class 038: providing an online bulletin board for transmission of messages among computer use
concerning the field of entertainment relating to motion picture films and science fiction

Class 041: Entertainment services, namely, providing news, information and scheduling of
programming about interactive computer game software, interactive video game software and
interactive computer games and interactive video games, via electronic, wireless and computer
networks; providing news, information and scheduling of programming in the field of entertainmet
relating to motion picture films and science fiction over an electronic network; entertainment servi
namely, providing online computer and video games accessed and played via electronic, wireles:
computer networks; entertainment services, hamely, providing computer and video games acces
played via mobile and cellular phones and other wireless devices; Entertainment services, namel
continuing computer game and science fiction show broadcast over television, satellite, audio, an
video media; entertainment services, namely, providing a web site featuring musical performance
musical videos, related film clips, photographs, and other multimedia materials in the fields of filr
music; entertainment services in the field of film and television, namely, production of films, video
animation, and computer generated images; film distribution; entertainment in the nature of arran
and conducting competitions in the field of entertainment trivia; fan club services; production and
distribution of motion pictures; providing news and information in the field of entertainment relatin
motion picture films via global computer networks



The registrant’s marks are for the following:

2219837 EDGE for printed matter and publications, namely, magazines, newspapers, journals, ¢
columns and sections within such magazines, newspapers, and journals, and pamphlets and boc
in the fields of business, entertainment, and education, relating to toys, games, computers, comp
software, computer games, video games, board games, hand-held games, interactive media, tele
interactive music, and video; stationery; posters; exterior packaging for software, namely, cardbo
cartons; printed paperboard inserts for plastic packaging of software; paper bags; plastic bubble |
for packaging; envelopes; and paper pouches for packaging

2251584 CUTTING EDGE for publications, namely comic books and comic magazines and storie
illustrated form

3105816 EDGE for printed matter, namely, comic books, comic book reference guide books, boo
featuring stories in illustrated forms, graphic novels, comic strips, picture postcards, comic postce
printed postcards, novelty stickers, decals, bumper stickers, note cards, note paper, stationery fo
computer magazines, video game magazines, magazines and posters about interactive entertain
writing instruments, namely pencils, ball point pens, ink pens

3381826 EDGE for Computers; computer hardware; computer peripherals; computer games soft
plug-on computer interface boards; computer accessories, namely, keyboards, mice, player-oper
electronic game controllers for computers and electronic video game machines, computer memoil
headphones, augmented reality headsets for use with computers and video game machines, virtt
reality headsets for use with computers and video game machines, storage disc cases, video dis|
capture cards, sound cards, audio speakers, web-cameras, carrying cases and bags, all for carry
portable computers or computer accessories; video game software; video game consoles, namel
game machines for use with televisions and video monitors; video game accessories, namely, jo)
made for video games, video game interactive control floor pads and mats, and video game inter
remote control units; video game peripherals, namely, external hard drives for computers and vid
game machines and other storage devices in the nature of plug-in memory devices that attach to
USB port which are commonly known as 'flash drives" or "thumb drives" and video adapters in th
nature of adapters which convert the video output of the computer or video game machine to the
input of a monitor or television; set top boxes, cable modems, dsl modems.

The registered marks have a common owner.

Comparison of the Marks

The marks are compared for similarities in sound, appearance, meaning or connbtatda..l. du
Pont de Nemours & Cp476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973). Similarity in any one of
these elements may be sufficient to find a likelihood of confudiome White Swan Ltd8 USPQ2d
1534, 1536 (TTAB 1988)n re Lamson Oil Ce.6 USPQ2d 1041, 1043 (TTAB 198Ti);re Mack 197
USPQ 755 (TTAB 1977); TMEP 81207.01(b).

The applicant’s mark, MIRROR’S EDGE, is similar to the registered mark as they all contain the \
EDGE or use EDGE as the full marhile applicant’s mark adds the term MIRROR, the mere
addition of a term to a registered mark does not obviate the similarity between the marks nor doe
overcome a likelihood of confusion under Section 2(d)re Chatam International Inc380 F.3d

1340, 71 USPQ2d 1944 (Fed. Cir. 2004) (“GASPAR’S ALE and “JOSE GASPAR GQL&xj:Cola
Bottling Co. v. Joseph E. Seagram & Sons,, 1526 F.2d 556, 188 USPQ 105 (C.C.P.A. 1975)
(“BENGAL” and “BENGAL LANCER”)Lilly Pulitzer, Inc. v. Lilli Ann Corp.376 F.2d 324, 153
USPQ 406 (C.C.P.A. 1967) (“THE LILLY” and “LILLI ANN”")n re El Torito Rests. Inc9 USPQ2d
2002 (TTAB 1988) (“MACHQO” and “MACHO COMBOSn re United States Shoe Carg29 USPQ
707 (TTAB 1985) (“CAREER IMAGE” and “CREST CAREER IMAGESH e Corning Glass




Works,229 USPQ 65 (TTAB 1985) (“CONFIRM” and “CONFIRMCELLSHre Riddle 225 USPQ
630 (TTAB 1985) (‘ACCUTUNE” and “RICHARD PETTY’S ACCU TUNET re Cosvetic
Laboratories, InG.202 USPQ 842 (TTAB 1979) (‘HEAD START” and “HEAD START COSVETIC”
TMEP §1207.01(b)(iii).

Comparison of the Goods and Services

The goods and services of the parties need not be identical or directly competitive to find a likelih
confusion. Instead, they need only be related in some manner, or the conditions surrounding the
marketing are such that they would be encountered by the same purchasers under circumstance
would give rise to the mistaken belief that the goods and/or services come from a commonGurc
line Careline Inc. v. America Online In@29 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000k
Martin’s Famous Pastry Shopp@c., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984 Melville
Corp, 18 USPQ2d 1386, 1388 (TTAB 1991);re Corning Glass Work229 USPQ 65 (TTAB
1985);In re Rexel Ing 223 USPQ 830 (TTAB 1984%uardian Prods. Co., Inc. v. Scott Paper.Co
200 USPQ 738 (TTAB 1978)n re Int’l Tel. & Tel. Corp, 197 USPQ 910 (TTAB 1978); TMEP
§1207.01(a)(i).

The applicant’s goods and services are closely related to the registrant’'s goods and services as t
contain goods and services related to comic books, computer game programs, and other highly r
goods likely to travel through the same channels of trade to the same classes of purchasers.
Accordingly, because confusion as to source is likely, registration is refused under Trademark Ac
Section 2(d) based on a likelihood of confusion.

Please see attached Internet website evidence showing goods similar to the parties sold through
similar channels of trade.

Since the identification of the applicant’s services is very broad, it is presumed that the applicatiol
encompasses all services of the type described, including those in the registrant’'s more specific
identification, that they move in all normal channels of trade and that they are available to all pote
customers. TMEP 81207.01(a)(iii).

Any doubt regarding a likelihood of confusion is resolved in favor of the prior registiemilett-
Packard Co. v. Packard Press In281 F.3d 1261, 62 USPQ2d 1001, 1004 (Fed. Cir. 2002¢;

Hyper Shoppes (Ohio), In@37 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988); TMEP 881207.01(d)(i
Although the trademark examining attorney has refused registration, applicant may respond to th
refusal to register by submitting evidence and arguments in support of registration.

/Kapil K. Bhanot/

Trademark Examining Attorney
Law Office 108

Phone - (571) 270-1516

Fax No. (571) 270-2516

STATUS CHECK: Check the status of the application at least once every six months from the ini
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online
system ahttp://tarr.uspto.gav When conducting an online status check, print and maintain a copy
the complete TARR screen. If the status of your application has not changed for more than six rr
please contact the assigned examining attorney.



http://tarr.uspto.gov/
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Kendall Brill
& Klieger LLP

10100 Santa Monica Bivd,
Suite 1725
Los Angeles, CA 90067
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SIXTH CLAIM FOR RELIEF
Declaratory Relief

127.  Counterclaimants incorporate the above allegations as if set forth in full herein.

128.  An actual controversy exists as to whether Counterdefendants have any common
law rights in the alleged “family” of marks set forth in the First Amended Complaint, including
the marks that are the subject of Registration Nos. 3,105,816; 2,219,837; 3,381,826, 3,559,342,
and 2,251,584 and Application Serial Nos. 78/807,479 and 78/981,294, including as a result of
abandonment through non-use of each mark with the intent not to resume use and otherwise
through a course of conduct that has caused each mark to lose all significance as a mark and/or as

an indicator of source.

56394.1 23 3:10-CV-02614-WHA
COUNTERCLAIM

129. EA is entitled to a declaratory judgment that Counterdefendants have no common
law rights in and to the alleged “family” of marks set forth in the First Amended Complaint,
including the marks that are the subject of Registration Nos. 3,105,816; 2,219,837, 3,381,826;
3,559.342; and 2,251,584 and Application Serial Nos. 78/807,479 and 78/981,294.
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