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August 18, 2011

VIA EXPRESS MAIL EM484828421 US

Commuissioner for Trademarks
Post Office Box 1451
Alexandria, VA 22313-1451

Re:  Defendant Future Publishing Ltd’s Opposition to Motion of Defendant Edge Games Inc.
to Withdraw (Reverse) Section 7 Surrender of Reg. Nos. 3,559,342 And 2,219,837
Cancellation No.: 92051465

Dear Sir/Madam:
Enclosed please find the following:
1. This transmittal letter (in duplicate);

2. Defendant Future Publishing Ltd’s Opbosition to Motion of Defendant Edge Games Inc.
to Withdraw (Reverse) Section 7 Surrender of Reg. Nos. 3,559,342 And 2,219,837

3. Declaration of Robert N. Phillips in Support of Defendant Future Publishing Ltd’s
Opposition to Motion of Defendant Edge Games Inc. to Withdraw (Reverse) Section 7
Surrender of Reg. Nos. 3,559,342 And 2,219,837; and

4. A self-addressed stamped postcard to evidence receipt of the above-referenced
documents. ‘

Please charge all necessary government fees or credit any overpayment to Deposit Account #
190011 in the name of Sachnoff & Weaver, Ltd., reference 362970.20001/R.N.Phillips.

Very truly yours,

RSAR

Robert N. Phillips

e
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,559,342
For the Trademark THE EDGE
Issued January 13, 2009

In the Matter of Registration No. 3,381,826
For the Trademark GAMER’S EDGE
Issued February 12, 2008

In the Matter of Registration No. 3,105,816
For the Trademark EDGE
Issued June 20, 2006

In the Matter of Registration No. 2,251,584
For the Trademark CUTTING EDGE
Issued June 8, 1999

In the Matter of Registration No. 2,219,837
For the Trademark EDGE
Issued January 26, 1999

EA DIGITAL ILLUSIONS CE AB, a Swedish
corporation; ELECTRONIC ARTS INC., a
Delaware corporation,
Petitioners,
v.
EDGE GAMES, INC., a California corporation
and FUTURE PUBLISHING LTD, a UK

company,

Co-Defendants.

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

O O A
03-18-2011

U Fatent & TMOfe/Th tail Rept Ot #1+1

DEFENDANT FUTURE PUBLISHING
LTD’S OPPOSITION TO MOTION OF
DEFENDANT EDGE GAMES INC. TO
WITHDRAW (REVERSE) SECTION 7
SURRENDER OF REG. NOS. 3,559,342
AND 2,219,837

Cancellation No. 92051465

L. INTRODUCTION

In October 2010, Tim Langdell (the sole owner and alter ego of Edge Games, Inc.)

quickly dismissed a frivolous trademark infringement action that he filed against Electronic Arts,
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shortly after the United States District Court Judge in that action held that Mr. Langdell might
face criminal penalties for making numerous willful false statements under oath to the USPTO
and to the Court. As a condition of the dismissal, however, Mr. Langdell was required to
stipulate that each of the five above-referenced trademark registrations containing the word
EDGE would be ordered cancelled by the Court, Langdell would have to notify all alleged
licensees that the marks had been cancelled, and that a copy of the Judgment of cancellation
would have to be submitted to the Commissioner of Patents and Trademarks. Judgment was
duly entered accordingly, which included an express directive to the Commissioner of Patents
and Trademarks to cancel each and every one of the above referenced EDGE based trademarks
in their entirety pursuant to Section 37 of the Lanham Act (15 U.S.C. §1119).

Mr. Langdell is now trying persuade the Board to disregard the District Court Judgment
by arguing that it is of no force and effect because Future Publishing was not a named party to
the litigation, yet held a partial interest in two of the marks at the time the Judgment was entered.
Mr. Langdell is incorrect for several reasons. First, the Board is absolutely bound to follow a
judgment of cancellation by a District Court and does not have the power or authority to
disregard it. Mr. Langell’s latest request to “withdraw (reverse)” two of his Section 7 surrenders
because they were not co-signed by Future is a moot point, because cancellation by the Board is
required based upon the District Court Judgment. A Section 7 surrender is not necessary for the
Board to comply with District Court’s Judgment.

Second, if Mr. Langdell truly believes the Judgment was defective, his remedy is to
return to the District Court (which he obviously wants to avoid) and seek relief from the
Judgment. If Mr. Langdell chooses to seek such relief (which he has not to date, and likely
won't for fear of being held in contempt), the Court can then decide whether the registrations
should be restored, and would clearly have the statutory power to order the Director accordingly.

Third, Mr. Langdell stipulated to the Judgment with full knowledge of his prior partial
assignment of two of the registrations to Future. Indeed, these partial assignments were

disclosed to the Court in a declaration submitted by Future in support of EA’s position in the
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Langdell action. Mr. Langdell is therefore estopped from collaterally attacking the Judgment on
the basis of his partial assignments to Future.

Fourth, Future has unequivocally stated that it consents to the cancellation of the entirety
of the subject registrations, thereby rendering Mr. Langdell's procedural concerns about the
Judgment or his Section 7 surrenders moot.

Fifth, Registration No. 2219837 is the parent of a divided registration, and was owned in
its entirety by Mr. Langdell at the time of the Judgment. Therefore, contrary to the assertions
made by Mr. Langdell in his motion, Future did not have any interest in that registration at the
time of the Judgment, and Mr. Langdell's subsequent surrender of it was clearly valid.

For all of the foregoing reasons, Mr. Langdell's motion to withdraw (reverse) two of his
Section 7 surrenders must be denied.

II. PROCEDURAL BACKGROUND

Langdell filed his trademark infringement complaint against EA on June 15, 2010.
(Phillips Decl., §92-3.) He asserted infringement of his "family of EDGE marks", including each
of the five registrations referenced above. Id

Langdell also filed a motion for preliminary injunction. The Court denied the motion, and
found that EA had made a compelling showing that Langdell's registrations were invalid based
upon fraudulent statements and specimens submitted to the USPTO, as well as Langdell’s
abandonment and naked license of the marks. (Phillips Decl, 994, Ex. B, 11:17, 17:20-18:9).
The Court also found that criminal penalties against Langdell may be warranted for his willful
misrepresentations to the USPTO. Id. The Court ordered Langdell to appear for a deposition
where he could be cross-examined by EA's attorneys about his fraudulent statements. (Phillips
Decl, 5, Ex. C).

Rather than appear for his deposition, and risk criminal prosecution, Langdell quickly
agreed to drop his case against EA. As a condition of the settlement, however, Langdell

stipulated to a Judgment directing the Commissioner to cancel all five of his EDGE based



registrations in their entirety, and was required to notify all alleged licensees that the marks had
been cancelled. The Clerk of the Court was also directed to certify a copy of the Final Judgment
of cancellation to the Commissioner of the Patent and Trademark Office. (Phillips Decl, 6, Exs.
D and E). The Court entered Final Judgment accordingly on October 8, 2010, which states in

pertinent part:

Pursuant to Section 37 of the Lanham Act, 15 U.S.C. §1119, the Commissioner of
Patents and Trademarks and the Assistance Commissioner for Trademarks are hereby
ordered to cancel U.S. Trademark Registration Nos. 2,219,837, 2,251,584; 3,105,816;
3,559,342; and 3,381,826. The Clerk of the Court is further directed to certify a copy of
this final judgment and a copy of the order denying plaintiff’s motion for preliminary
injunction to the Commissioner of the Patent and Trademark Office. Each party shall
bear its own costs and fees in this matter. |

Future Publishing was well aware of the Langdell/EA case, and submitted a declaration
in opposition to Langdell’s motion for preliminary injunction. (Phillips Decl, §7, Ex. F) The
declaration disclosed to the Court the partial assignment of two of the EDGE based marks to
Future. /d. The partial assignments were also referenced by Langdell in the long running UK
litigation between Future and Langdell, which recently concluded in Future’s favor. (Phillips
Decl, 98, Ex. G and H). Thus, Langdell was clearly aware of the partial assignments at the time
he dropped his case against EA and agreed to a Judgment ordering the Commissioner to cancel
his EDGE based marks in their entirety.

Langdell has not filed any motion to the District Court seeking to vacate, modify or
otherwise seek relief from the Judgment. (Phillips Decl, 19)

Future Publishing consents to the cancellation of all five above-referenced registrations in
their entirety and Future does not intend to raise any objections to Judgment with the District
Court. (Phillips Decl, q10)

Registration No. 2219837 is the parent of a divided registration and was owned in its
entirety by Edge Games, Inc. at the time of the Judgment ordering that it be cancelled. The child

registration is Registration No. 3,713,604 issued to Future Publishing Ltd. pursuant to a Notice




of Divided Trademark Application dated November 7, 2009 and a Registration Certificate dated
December 8, 2009. (Phillips Decl, {11).
ITII. ARGUMENT

Langdell incorrectly argues, without authority, that the Trademark Trial and Appeal
Board is not obligated to comply with the United States District Court for the Northern District
of California’s Final Judgment that U.S. Trademark Registrations Nos. 2,219,837, 2,251,584,
3,105,816, 3,559,342 and 3,381, 826 be cancelled. Pursuant to 15 U.S.C. § 1119, federal courts
not only have concurrent jurisdiction with the TTAB over issues relating to the registration and
cancellation of trademarks, but “orders shall be certified to the Director, who shall make
appropriate entry upon the records of the Patent and Trademark Office, and shall be controlled
thereby.” 15 U.S.C. §1119 (emphasis added). Notably, Section 1119 does not except or make
any distinctions between different types of orders. Thus, contrary to Langdell’s argument, and in
accordance with the fundamental statutory canon that words be interpreted as taking their
ordinary meaning, unless otherwise defined, Perrin v. United States, 447 U.S. 37, 42 (1979)
(citing Burns v. Alcala, 420 U.S. 575, 580-81 (1975)), the controlling aspect of Section 1119
applies to all court orders (whether pursuant to a stipulation of the parties or an adjudication by a
court or jury).

Courts are in agreement that Section 1119 directives are binding on the TTAB and
USPTO. Nolan, LLC v. EZ Moving & Storage, 2005 WL 2063949 at *1 (E.D. Mich. Aug. 24,
2005) (finding that decisions by the federal court are binding on the TTAB And USPTO);
Aktieselskabet AF 21. November 2001 v. Fame Jeans Inc., 525 F.3d 8, 12-13 (D.C. Cir. 2008)
(finding that District Courts may order the PTO to cancel a registration in whole or in part or to
restore a canceled registration). Likewise, as the Federal Circuit made clear in In re Wella A.G.,
an inferior court, or administrative agency, such as the TTAB, has “no power or authority to
deviate from the mandate issued by a[] [reviewing] court.” 858 F.2d 725, 728, 8 USPQ2d 1365,
1368 (Fed. Cir. 1988) (citing Briggs v. Pennsylvania R.R., 334, U.S. 304, 306 (1948), Fed Power



Comm’n v. Pacific Co., 307 U.S. 156, 160 (1939). Moreover, the Supreme Court has held that
“deviation from a court’s remand order in a subsequent administrative proceeding is legal error,
[and] subject to reversal on further judicial review . . . .” Sullivan v. Hudson, 490 U.S. 877
(1989). Thus, the Board must follow the Final Judgment of the District Court and cancel all of
the above referenced registrations. (See Future’s Motion for Cancellation of Registration No.
3105816 filed July 28, 2011). If Langdell believes there were defects in the Final Judgment, his
remedy is to return to District Court and file a proper motion, and not try to block the TTAB
from complying with the Judgment.

Regardless, Mr. Langdell stipulated to the Judgment with full knowledge of his prior
partial assignment of two of the registrations to Future. Indeed, these partial assignments were
disclosed to the Court in a declaration submitted by Future in support of EA’s position in the
Langdell action. Mr. Langdell is therefore estopped from collaterally attacking the Judgment on
the basis of the partial assignments to Future.

Moreover, Future has unequivocally stated that it consents to the cancellation of the
entirety of the subject registrations, thereby rendering Mr. Langdell's procedural concerns about
the Judgment or his Section 7 surrenders moot.

Finally, Registration No. 2219837 is the parent of a divided registration, and was owned
in its entirety by Mr. Langdell at the time of the Judgment. Therefore, contrary to the assertions
made by Mr. Langdell in his motion, Future did not have any interest in that registration at the
time of the Judgment, and Mr. Langdell's subsequent surrender of it was clearly valid.

For all of the foregoing reasons, Mr. Langdell's motion to withdraw (reverse) two of his

Section 7 surrenders must be denied.

Dated: August 18, 2011 REED SMITH LLP

AN WQ,Q/

Robert N. Phillips
Attorneys for Defendant
Future Publishing Limited




Certificate Of Service

In accordance with Rule 2.105(a) of the Trademark Rules of Practice, as amended, its is
hereby certified that a true copy of the foregoing Defendant Future Publishing Ltd’s Opposition
To Motion Of Defendant Edge Games Inc. To Withdraw (Reverse) Section 7 Surrender Of Reg.
Nos. 3,559,342 And 2,219,837 was served on the following counsel of record for Applicant, by
depositing same in the U.S. Mail, first class postage prepaid, this 18 day of August, 2011:

Tim Langdell

Edge Games Inc.

530 South Lake Avenue, #171
Pasadena, CA 91101

Gavin L. Charlston

COOLEY LLP

101 California Street, 5" Floor
San Francisco, CA 94111-5800




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,559,342
For the Trademark THE EDGE
Issued January 13, 2009

In the Matter of Registration No. 3,381,826
For the Trademark GAMER’S EDGE
Issued February 12, 2008

In the Matter of Registration No. 3,105,816
For the Trademark EDGE
Issued June 20, 2006

In the Matter of Registration No. 2,251,584
For the Trademark CUTTING EDGE
Issued June 8, 1999

In the Matter of Registriation No. 2,219,837
For the Trademark EDGE
Issued January 26, 1999

EA DIGITAL ILLUSIONS CE AB, a Swedish
corporation; ELECTRONIC ARTS INC., a
Delaware corporation,

Petitioners,

V.

EDGE GAMES, INC., a California corporation
and FUTURE PUBLISHING LTD, a UK
company,

Co-Defendants.

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

I, Robert N. Phillips, declare:

DECLARATION OF ROBERT N.
PHILLIPS IN SUPPORT OF
DEFENDANT FUTURE PUBLISHING
LTD’S OPPOSITION TO MOTION OF
DEFENDANT EDGE GAMES INC. TO
WITHDRAW (REVERSE) SECTION 7
SURRENDER OF REG. NOS. 3559,342
AND 2,219,837

Cancellation No. 92051465

1. I am an attorney at law licensed to practice in the State of California and a partner

of Reed Smith LLP, attorneys of record for defendant Future Publishing Limited. The matters
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set forth in this declaration are based upon my personal knowledge, except where otherwise
indicated, and if called as a witness I could and would testify competently thereto.
2. Attached hereto as Exhibit A is a true and correct copy of the docket for the action

entitled Edge Games, Inc. v. Electronic Arts, Inc., Case No. 3:10-cv-02614-WHA in the United

States District Court for the Northern District of California ("the Langdell Action).

3. A copy of the complaint that was filed in the Langdell Action can be found at
Document No. 26 in this Board proceeding.

4, Attached hereto as Exhibit B is a true and correct copy of the October 1, 2010
Order Denying Preliminary Injunction in the Langdell Action, which is referenced as docket no.
67 in the Langdell Action docket sheet attached as Exhibit A.

5. Attached hereto as Exhibit C is a true and correct copy of the October 4, 2010
Order Regarding Depositions Pertaining to Fraud Allegations in the Langdell Action, which is
referenced as docket no. 69 in the Langdell Action docket sheet attached as Exhibit A.

6. Attached hereto as Exhibits D and E respectively are true and correct copies of the
Court's October 8, 2010 Order Approving the Stipulation Regarding the Disposition of Claims
and Proposed Judgment Subject to Stated Conditions, and October 8, 2010 Final Judgment,
which are referenced as docket nos. 77 and 78 in the Langdell Action docket sheet at Exhibit A.

7. Attached hereto as Exhibit F is a true and correct copy of the Declaration of
James Binns in Opposition to Plaintiff Edge Games, Inc.’s Motion for Preliminary Injunction. In
the declaration, Mr. Binns states that is an employee of Future Publishing Limited, and discloses
the partial assignments of two of Langdell’s EDGE based registrations to Future (see paragraphs
14 and 15).

8. Attached hereto as Exhibits G and H respectively are true and correct copies of
the June 13, 2011 Judgment and July 7, 2011 Order of the High Court of Justice Chancery
Division in the United Kingdom in a civil action between Future Publishing Limited and The

Edge Interactive Media, Inc., Edge Games, Inc. and Dr. Timothy Langdell. Paragraphs 57 and




58 of Exhibit G indicate that Langdell made reference to the partial assignments in that
proceeding as well.

9. According to the docket sheet in the Langdell Action, plaintiff Edge Games, Inc.
(e.g. Dr. Langdell) has not filed any motion seeking to vacate, modify or otherwise seek relief
from the Judgment directing the Commissioner of Patents and Trademarks to cancel the
referenced EDGE based registrations.

10. My client Future Publishing consents to the cancellation of the referenced EDGE
based registrations and has no objection to the Judgment in the Langdell Action.

11.  Registration No. 2219837 is the parent of a divided registration and was owned in
its entirety by Edge Games, Inc. at the time of the Judgment ordering that it be cancelled. The
child registration is Registration No. 3,713,604 issued to Future Publishing Ltd. pursuant to a
Notice of Divided Trademark Application dated November 7, 2009 and Registration Certificate
dated December 8, 2009..

I declare under penalty of perjury under the laws of the United States of America that the

foregoing is true and correct. Executed this 18th day of August, 2011, at San Francisco,

By: Q“M @w/

Robert N. Phillips

California.




Certificate Of Service

In accordance with Rule 2.105(a) of the Trademark Rules of Practice, as amended, its is
hereby certified that a true copy of the foregoing Declaration of Robert N. Phillips In Support
Of Defendant Future Publishing Ltd’s Opposition To Motion Of Defendant Edge Games
Inc. To Withdraw (Reverse) Section 7 Surrender Of Reg. Nos. 3559,342 and 2,219,837 was
served on the following counsel of record for Applicant, by depositing same in the U.S. Mail,

first class postage prepaid, this 18 day of August, 2011:

Tim Langdell

Edge Games Inc.

530 South Lake Avenue, #171
Pasadena, CA 91101

Gavin L. Charlston

COOLEY LLP .

101 California Street, 5" Floor ' ™~

San Francisco, CA 94111-5800 s ,

\

“. \
/ dlag
/ W. Kalahele
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ADRMOP, AO279, CLOSED, E-Filing, MEDIATION

U.S. District Court
California Northern District (San Francisco)
CIVIL DOCKET FOR CASE #: 3:10-cv-02614-WHA

Edge Games, Inc. v. Electronic Arts Inc., Date Filed: 06/15/2010

Assigned to: Hon. William Alsup Date Terminated: 10/08/2010

Demand: $0 Jury Demand: Both

Cause: 15:1114 Trademark Infringement Nature of Suit: 840 Trademark
Jurisdiction: Federal Question

Plaintiff

Edge Games, Inc. represented by Daniel McArtur Shafer,

a California corporation The Lanier Law Firm, P.C.
2200 Geng Road
Suite 200
Palo Alto, CA 94303
650-322-9100
Fax: 650-322-9103
Email: dms@lanierlawfirm.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Christopher D. Banys

The Lanier Law Firm, P.C.
2200 Geng Road, Suite 200
Palo Alto, CA 94303

(650) 322-9100

Fax: (650) 322-9103

Email: cdb@lanierlawfirm.com
ATTORNEY TO BE NOTICED

V.
Defendant

Electronic Arts Inc., represented by Joshua M. Rodin

a Delaware corporation Kendall Brill & Klieger LLP
10100 Santa Monica Blvd.
Suite 1725
Los Angeles, CA 90067
310-272-7913
Fax: 310-556-2705
Email: jrodin@kbkfirm.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Robert N Klieger

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1 08/17/2011
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Kendall Brill & Klieger LLP
10100 Santa Monica Blvd
Suite 1725

Los Angeles, CA 90067
310-272-7933

Email: rklieger@kbkfirm.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Alan S. Nemes,

Husch Blackwell LLP

190 Carondelet Plaza

Suite 600

St. Louis, MO 64105
314-345-6461

Fax: 314-480-1505

Email:
alan.nemes@huschblackwell.com
PRO HAC VICE

ATTORNEY TO BE NOTICED

Counter-claimant

EA Digital Illusions CE AB represented by Joshua M. Rodin

a Swedish corporation (See above for address)
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Robert N Klieger
(See above for address)
ATTORNEY TO BE NOTICED

Counter-claimant

Electronic Arts Inc., represented by Joshua M. Rodin

a Delaware corporation (See above for address)
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Robert N Klieger

(See above for address)

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Alan S. Nemes,
(See above for address)

PRO HAC VICE
ATTORNEY TO BE NOTICED

V.

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942 0-1 08/17/2011




CAND-ECF

The Edge Interactive Media, Inc.

Counter-defendant

Edge Games, Inc.
a California corporation

Counter-claimant

Edge Games, Inc.
a California corporation

V.
Counter-defendant

EA Digital Illusions CE AB
a Swedish corporation

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1

represented by

represented by

represented by

represented by

Page 3 of 11

Christopher D. Banys

The Lanier Law Firm

2200 Geng Road

Suite 200

Palo Alto, CA 94303
650-322-9100

Fax: 650-322-9103

Email: cdb@lanierlawfirm.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Daniel McArtur Shafer

The Lanier Law Firm, P.C.
2200 Geng Road

Suite 200

Palo Alto, CA 94303
650-322-9100

Fax: 650-322-9103

Email: dms@lanierlawfirm.com
ATTORNEY TO BE NOTICED

Daniel McArtur Shafer,
(See above for address)

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Christopher D. Banys
(See above for address)
ATTORNEY TO BE NOTICED

Daniel McArtur Shafer,
(See above for address)

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Christopher D. Banys
(See above for address)
ATTORNEY TO BE NOTICED

Joshua M. Rodin

(See above for address)

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

08/17/2011
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Robert N Klieger
(See above for address)
ATTORNEY TO BE NOTICED

Date Filed

Docket Text

06/15/2010

|[—

COMPLAINT for Trademark Infringement, False Designation of Origin,
Unfair Competition & Unjust Enrichment & Jury Trial Demanded - [Summons
Issued]against Electronic Arts Inc., [Filing Fee: $350.00, Receipt Number
54611007529]. Filed by Plaintiff Edge Games, Inc.. (Attachments: #(1) Civil
Cover Sheet). (tn, COURT STAFF) (Filed on 6/15/2010) (Entered:
06/16/2010)

06/15/2010

12

SUMMONS Issued as to Defendant Electronic Arts Inc.. (tn, COURT STAFF)
(Filed on 6/15/2010) (Entered: 06/16/2010)

06/15/2010

o

ADR SCHEDULING ORDER: Joint Case Management Statement due
11/22/2010 & InitialCase Management Conference set for 11/29/2010 at 4:00
PM.. (tn, COURT STAFF) (Filed on 6/15/2010) (Entered: 06/16/2010)

06/15/2010

=N

REPORT on the Filing or Determination of an Action Regarding Trademark
Infringement. (cc: form mailed to register). (tn, COURT STAFF) (Filed on
6/15/2010) (Entered: 06/16/2010)

06/15/2010

CASE DESIGNATED for Electronic Filing. (tn, COURT STAFF) (Entered:
06/16/2010)

06/17/2010

Certificate of Interested Entities by Edge Games, Inc. Disclosure Statement
(Banys, Christopher) (Filed on 6/17/2010) (Entered: 06/17/2010)

07/02/2010

First Amended Complaint For Trademark Infringement, False Designation Of
Origin, Unfair Competition, and Unjust Enrichment against Electronic Arts
Inc.,. Filed by Edge Games, Inc.. (Attachments: #(1) Exhibit Exhibit A, #(2)
Exhibit Exhibit B, #(3) Exhibit Exhibit C, #(4) Exhibit Exhibit D, #(5) Exhibit
Exhibit E, # 6 Exhibit Exhibit F, #(7) Exhibit Exhibit G, #(8) Exhibit Exhibit
H, #(9) Exhibit Exhibit I, #(10) Exhibit Exhibit J, #(11) Exhibit Exhibit K)
(Banys, Christopher) (Filed on 7/2/2010) (Entered: 07/02/2010)

07/07/2010

STIPULATION re 6 Amended Complaint,, fo Extend Defendant's Time to
Respond to First Amended Complaint by Edge Games, Inc.. (Banys,
Christopher) (Filed on 7/7/2010) (Entered: 07/07/2010)

07/07/2010

Declination to Proceed Before a U.S. Magistrate Judge by Electronic Arts
Inc.,. (Rodin, Joshua) (Filed on 7/7/2010) (Entered: 07/07/2010)

07/07/2010

NOTICE by Electronic Arts Inc., of Rule 7.1 Corporate Disclosure Statement
(Rodin, Joshua) (Filed on 7/7/2010) (Entered: 07/07/2010)

07/07/2010

10

Certificate of Interested Entities by Electronic Arts Inc., (Rodin, Joshua) (Filed
on 7/7/2010) (Entered: 07/07/2010)

07/08/2010

11

CLERK'S NOTICE of Impending Reassignment to U.S. District Judge (ahy,
COURT STAFF) (Filed on 7/8/2010) (Entered: 07/08/2010)

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1

08/17/2011



»

CAND-ECF

07/08/2010

(3]

Page Sof 11

Certificate of Interested Entities by Edge Games, Inc. (Shafer, Daniel) (Filed
on 7/8/2010) (Entered: 07/08/2010)

07/08/2010

(o]

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. William H.
Alsup for all further proceedings. Judge Magistrate Judge Bernard Zimmerman
no longer assigned to the case. Signed by Judge Executive Committee on
7/8/10. (mab, COURT STAFF) (Filed on 7/8/2010) (Entered: 07/08/2010)

07/13/2010

CLERKS NOTICE Rescheduling ICMC on Reassignment. Case Management
Statement due by 9/9/2010. Case Management Conference set for 9/16/2010
11:00 AM. (dt, COURT STAFF) (Filed on 7/13/2010) (Entered: 07/13/2010)

07/13/2010

SUPPLEMENTAL ORDER TO ORDER SETTING INITIAL CASE
MANAGEMENT CONFERENCE re 14 Clerks Notice. Signed by Judge
William Alsup on 11/20/08. (dt, COURT STAFF) (Filed on 7/13/2010)
(Entered: 07/13/2010)

08/20/2010

MOTION for Preliminary Injunction filed by Edge Games, Inc.. Motion
Hearing set for 9/23/2010 08:00 AM in Courtroom 9, 19th Floor, San
Francisco. (Banys, Christopher) (Filed on 8/20/2010) (Entered: 08/20/2010)

08/20/2010

Declaration of Dr. Tim Langdell in Support of 16 MOTION for Preliminary
Injunction filed byEdge Games, Inc.. (Attachments: # 1 Exhibit A, # 2 Exhibit
B, # 3 Exhibit C, # 4 Exhibit D, # 5 Exhibit E, # 6 Exhibit F, # 7 Exhibit G, # §
Exhibit H, # 9 Exhibit I, # 10 Exhibit J, # 11 Exhibit K, # 12 Exhibit L, # 13
Exhibit M, # 14 Exhibit N, # 15 Exhibit O, # 16 Exhibit P, # 17 Exhibit Q, #
18 Exhibit R, # 19 Exhibit S, # 20 Exhibit T, # 21 Exhibit U, # 22 Exhibit V, #
23 Exhibit W, # 24 Exhibit X, # 25 Exhibit Y, # 26 Exhibit Z, # 27 Exhibit
AA, # 28 Exhibit BB, # 29 Exhibit CC, # 30 Exhibit DD, # 31 Exhibit EE, # 32
Exhibit FF, # 33 Exhibit GG)(Related document(s) 16 ) (Banys, Christopher)
(Filed on 8/20/2010) (Entered: 08/20/2010)

08/20/2010

Declaration of Daniel M. Shafer in Support of 16 MOTION for Preliminary
Injunction filed byEdge Games, Inc.. (Attachments: # 1 Exhibit A, # 2 Exhibit
B, # 3 Exhibit C, # 4 Exhibit D, # 5 Exhibit E, # 6 Exhibit F, # 7 Exhibit G, # 8
Exhibit H, # 9 Exhibit I, # 10 Exhibit J, # 11 Exhibit K, # 12 Exhibit L, # 13
Exhibit M, # 14 Exhibit N, # 15 Exhibit O, # 16 Exhibit P)(Related document
(s) 16 ) (Banys, Christopher) (Filed on 8/20/2010) (Entered: 08/20/2010)

08/20/2010

Proposed Order re 16 MOTION for Preliminary Injunction by Edge Games,
Inc.. (Banys, Christopher) (Filed on 8/20/2010) (Entered: 08/20/2010)

08/20/2010

NOTICE by Edge Games, Inc. re 16 MOTION for Preliminary Injunction
Notice of Corrected Date on Caption (Shafer, Daniel) (Filed on 8/20/2010)
(Entered: 08/20/2010)

08/23/2010

ORDER REGARDING PRELIMINARY INJUNCTION HEARING. Signed
by Judge Alsup on August 23, 2010. (whalcl, COURT STAFF) (Filed on
8/23/2010) (Entered: 08/23/2010)

08/23/2010

NOTICE by Edge Games, Inc. re 16 MOTION for Preliminary Injunction
Amended Notice of Corrected Date for Preliminary Injunction (Shafer, Daniel)
(Filed on 8/23/2010) (Entered: 08/23/2010)

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1
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08/23/2010

Page 6 of 11

Set/Reset Deadlines as to 16 MOTION for Preliminary Injunction. Motion
Hearing set for 9/30/2010 08:00 AM in Courtroom 9, 19th Floor, San
Francisco. (wsn, COURT STAFF) (Filed on 8/23/2010) (Entered: 08/24/2010)

08/26/2010

i

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Shafer,
Daniel) (Filed on 8/26/2010) (Entered: 08/26/2010)

08/26/2010

IND
N

STIPULATION and Proposed Order selecting Private ADR by Edge Games,
Inc. (Shafer, Daniel) (Filed on 8/26/2010) (Entered: 08/26/2010)

08/26/2010

&=

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Klieger,
Robert) (Filed on 8/26/2010) (Entered: 08/26/2010)

08/29/2010

MOTION for leave to appear in Pro Hac Vice (Filing fee § 210.) filed by
Electronic Arts Inc.,. (Attachments: # 1 Proposed Order)(Rodin, Joshua) (Filed
on 8/29/2010) (Entered: 08/29/2010)

08/29/2010

ANSWER to Amended Complaint byElectronic Arts Inc.,. (Klieger, Robert)
(Filed on 8/29/2010) (Entered: 08/29/2010)

08/29/2010

COUNTERCLAIM against Edge Games, Inc., The Edge Interactive Media,
Inc.. Filed byElectronic Arts Inc.,. (Klieger, Robert) (Filed on 8/29/2010)
(Entered: 08/29/2010)

08/30/2010

. [ O]
o

MOTION for leave to appear in Pro Hac Vice - Alan S. Nemes ( Filing fee $
210, receipt number 34611049928) filed by Electronic Arts Inc. (Attachments:
# 1 Proposed Order)(wsn, COURT STAFF) (Filed on 8/30/2010) (Entered:
08/30/2010)

09/02/2010

AMENDED MOTION for leave to appear in Pro Hac Vice - Alan S. Nemes

( Filing fee $ 210, receipt number 34611049928) filed by EA Digital Illusions
CE AB, Electronic Arts Inc. (Attachments: # 1 Proposed Order)(Rodin,
Joshua) (Filed on 9/2/2010) Modified on 9/3/2010 (wsn, COURT STAFF).
(Entered: 09/02/2010)

09/03/2010

Summons Issued as to Edge Games, Inc., The Edge Interactive Media, Inc.
(wsn, COURT STAFF) (Filed on 9/3/2010) (Entered: 09/03/2010)

09/07/2010

ORDER GRANTING PRO HAC VICE APPLICATION OF NEMES by Judge

Alsup granting 30 Motion for Pro Hac Vice (whalcl, COURT STAFF) (Filed
on 9/7/2010) (Entered: 09/07/2010)

09/08/2010

Lo
L2

STIPULATION to Continue Date of Initial Case Management Conference by
Edge Games, Inc.. (Shafer, Daniel) (Filed on 9/8/2010) (Entered: 09/08/2010)

09/08/2010

1S
14

Proposed Order re 33 Stipulation to Continue Date of Initial Case Management
Conference by Edge Games, Inc.. (Shafer, Daniel) (Filed on 9/8/2010)
(Entered: 09/08/2010)

09/10/2010

[t
n

*** FILED IN ERROR. PLEASE SEE DOCKET # 36 ***

Reply to Opposition re 16 MOTION for Preliminary Injunction filed by
Electronic Arts Inc. (Klieger, Robert) (Filed on 9/10/2010) Modified on
9/13/2010 (wsn, COURT STAFF). (Entered: 09/10/2010)

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1
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09/10/2010

36

Page 7 of 11

Memorandum in Opposition re 16 MOTION for Preliminary Injunction filed
by Electronic Arts Inc. (Klieger, Robert) (Filed on 9/10/2010). CORRECTION
OF DOCKET # 35 . Modified on 9/13/2010 (wsn, COURT STAFF). (Entered:
09/10/2010)

09/10/2010

Declaration of Walter Eli Bard in Support of 36 Memorandum in Opposition
filed byElectronic Arts Inc.,. (Related document(s) 36 ) (Klieger, Robert)
(Filed on 9/10/2010) (Entered: 09/10/2010)

09/10/2010

Declaration of James Binns in Support of 36 Memorandum in Opposition filed
byElectronic Arts Inc.,. (Related document(s) 36 ) (Klieger, Robert) (Filed on
9/10/2010) (Entered: 09/10/2010)

09/10/2010

Declaration of Jonathan Correa in Support of 36 Memorandum in Opposition
filed byElectronic Arts Inc.,. (Related document(s) 36 ) (Klieger, Robert)
(Filed on 9/10/2010) (Entered: 09/10/2010)

09/10/2010

40

Declaration of Lincoln Hershberger in Support of 36 Memorandum in
Opposition filed byElectronic Arts Inc.,. (Related document(s) 36 ) (Klieger,
Robert) (Filed on 9/10/2010) (Entered: 09/10/2010)

09/10/2010

Declaration of Jacob Schatz in Support of 36 Memorandum in Opposition filed
byElectronic Arts Inc.,. (Attachments: # 1 Exhibit M, # 2 Exhibit N-S)(Related
document(s) 36 ) (Klieger, Robert) (Filed on 9/10/2010) (Entered: 09/10/2010)

09/10/2010

[R=S
f ]

Request for Judicial Notice re 36 Memorandum in Opposition filed
byElectronic Arts Inc.,. (Attachments: # | Exhibit A-T, # 2 Exhibit U-PP, # 3
Exhibit QQ-VV, # 4 Exhibit WW-YY)(Related document(s) 36 ) (Klieger,
Robert) (Filed on 9/10/2010) (Entered: 09/10/2010)

09/10/2010

43

Declaration of Robert N. Klieger in Support of 36 Memorandum in Opposition
filed byElectronic Arts Inc.,. (Attachments: # 1 Exhibit A-R, # 2 Exhibit S-U,
# 3 Exhibit V-Y)(Related document(s) 36 ) (Klieger, Robert) (Filed on
9/10/2010) (Entered: 09/10/2010)

09/10/2010

MOTION for Extension of Time to File Response/Reply as to 16 MOTION for
Preliminary Injunction filed by Electronic Arts Inc.,. (Attachments: # 1
Affidavit Robert N. Klieger, # 2 Proposed Order)(Klieger, Robert) (Filed on
9/10/2010) (Entered: 09/10/2010)

09/13/2010

ORDER REGARDING MOTION TO EXTEND TIME. Signed by Judge
Alsup on September 13, 2010. (whalcl, COURT STAFF) (Filed on 9/13/2010)
(Entered: 09/13/2010)

09/14/2010

46

Statement re 45 Order Statement of Non-Opposition to Defendants' Motion to
Extend Time by Edge Games, Inc.. (Banys, Christopher) (Filed on 9/14/2010)
(Entered: 09/14/2010)

09/14/2010

47

ORDER GRANTING UNOPPOSED MOTION TO EXTEND TIME by Judge
Alsup granting 44 Motion for Extension of Time to File Response/Reply
(whalcl, COURT STAFF) (Filed on 9/14/2010) (Entered: 09/14/2010)

09/14/2010

[F=9
oe

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L._942 0-1

ORDER CONTINUING CASE MANAGEMENT CONFERENCE TO
SEPTEMBER 30. Signed by Judge Alsup on September 14, 2010. (whalcl,
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CAND-ECF

Page 8 of 11

COURT STAFF) (Filed on 9/14/2010) (Entered: 09/14/2010)

09/14/2010

Set/Reset Deadlines:, Set/Reset Hearings: Case Management Statement due by
9/23/2010. Case Management Conference set for 9/30/2010 08:00 AM in
Courtroom 9, 19th Floor, San Francisco. (wsn, COURT STAFF) (Filed on
9/14/2010) (Entered: 09/15/2010)

09/17/2010

Reply to Opposition re 16 MOTION for Preliminary Injunction filed byEdge
Games, Inc.. (Banys, Christopher) (Filed on 9/17/2010) (Entered: 09/17/2010)

09/17/2010

50

Declaration of Nicholas S. Mancuso in Support of 49 Reply to Opposition fo
Motion for Preliminary Injunction filed byEdge Games, Inc.. (Attachments: #
1 Exhibit A, # 2 Exhibit B, # 3 Exhibit C)(Related document(s) 49 ) (Banys,
Christopher) (Filed on 9/17/2010) (Entered: 09/17/2010)

09/17/2010

51

STIPULATION re 49 Reply to Opposition Stipulation for Extension of Time to
File Reply to Opposition to Motion for Preliminary Injunction by Edge Games,
Inc.. (Attachments: # | Proposed Order Proposed Order)(Banys, Christopher)
(Filed on 9/17/2010) (Entered: 09/17/2010)

09/17/2010

o

1

Declaration of Christopher D. Banys in Support of 51 Stipulation, for
Extension of Time to File Reply to Opposition to Motion for Preliminary
Injunction filed byEdge Games, Inc.. (Related document(s) 51 ) (Banys,
Christopher) (Filed on 9/17/2010) (Entered: 09/17/2010)

09/21/2010

A9,
(O8]

ORDER GRANTING STIPULATED REQUEST TO EXTEND TIME. Signed
by Judge Alsup on September 21, 2010. (whalcl, COURT STAFF) (Filed on
9/21/2010) (Entered: 09/21/2010)

09/23/2010

Certificate of Interested Entities by EA Digital Illusions CE AB identifying
Corporate Parent Electronic Arts Inc. for EA Digital Illusions CE AB. (Rodin,
Joshua) (Filed on 9/23/2010) (Entered: 09/23/2010)

09/23/2010

n
i

JOINT CASE MANAGEMENT STATEMENT and Rule 26(f) Report filed by
EA Digital Illusions CE AB, Electronic Arts Inc.,. (Rodin, Joshua) (Filed on
9/23/2010) (Entered: 09/23/2010)

09/23/2010

AN
[l

COUNTERCLAIM to Counterclaim against EA Digital Illusions CE AB.
Filed byEdge Games, Inc.. (Banys, Christopher) (Filed on 9/23/2010) (Entered:
09/23/2010)

09/23/2010

MOTION to Bifurcate Discovery & Dispositive Motions re Trademark
Invalidity filed by EA Digital Illusions CE AB, Electronic Arts Inc.,. Motion
Hearing set for 10/28/2010 08:00 AM in Courtroom 9, 19th Floor, San
Francisco. (Attachments: # 1 Proposed Order)(Rodin, Joshua) (Filed on
9/23/2010) (Entered: 09/23/2010)

09/23/2010

Declaration of Joshua M. Rodin in Support of 57 MOTION to Bifurcate
Discovery & Dispositive Motions re Trademark Invalidity filed byEA Digital
Illusions CE AB, Electronic Arts Inc.,. (Related document(s) 57 ) (Rodin,
Joshua) (Filed on 9/23/2010) (Entered: 09/23/2010)

09/23/2010

ANSWER to Counterclaim byEdge Games, Inc.. (Banys, Christopher) (Filed
on 9/23/2010) (Entered: 09/23/2010)

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1
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60

Page 9 of 11

CLERKS NOTICE Rescheduling Hearing. Motion Hearing and Case
Management Conference set for 9/30/2010 02:00 PM. (dt, COURT STAFF)
(Filed on 9/24/2010) (Entered: 09/24/2010)

09/24/2010

6l

Certificate of Interested Entities by The Edge Interactive Media, Inc. (Shafer,
Daniel) (Filed on 9/24/2010) (Entered: 09/24/2010)

09/24/2010

Set/Reset Hearings: Case Management Conference set for 9/30/2010 02:00 PM
in Courtroom 9, 19th Floor, San Francisco. (wsn, COURT STAFF) (Filed on
9/24/2010) (Entered: 09/27/2010)

09/28/2010

62

Proposed Order re Application for Electronic Equipment to be Brought into the
Federal Building by Edge Games, Inc.. (Shafer, Daniel) (Filed on 9/28/2010)
(Entered: 09/28/2010)

09/29/2010

ORDER ALLOWING A/V EQUIPMENT TO BE BROUGHT INTO
COURTROOM ON SEPTEMBER 30. Signed by Judge Alsup on September
29, 2010. (whalcl, COURT STAFF) (Filed on 9/29/2010) (Entered:
09/29/2010)

09/29/2010

MOTION to Dismiss 28 COUNTERCLAIM against Edge Games, Inc., The
Edge Interactive Media, Inc., Filed by Electronic Arts Inc. filed by The Edge
Interactive Media, Inc. Motion Hearing set for 11/4/2010 08:00 AM in
Courtroom 9, 19th Floor, San Francisco. (Shafer, Daniel) (Filed on 9/29/2010)
Modified on 9/29/2010 (wsn, COURT STAFF). (Entered: 09/29/2010)

09/29/2010

65

Proposed Order re 64 MOTION to Dismiss Counterclaim by The Edge
Interactive Media, Inc.. (Shafer, Daniel) (Filed on 9/29/2010) (Entered:
09/29/2010)

09/30/2010

CASE MANAGEMENT SCHEDULING ORDER: ORDER REFERRING
CASE to ADR Unit for Mediation. Discovery due by 6/30/2011. Jury Trial set
for 10/24/2011 07:30 AM in Courtroom 9, 19th Floor, San Francisco. Motions
due by 9/1/2011. Pretrial Conference set for 10/17/2011 02:00 PM in
Courtroom 9, 19th Floor, San Francisco. Signed by Judge William Alsup on
9/30/2010. (whasec, COURT STAFF) (Filed on 9/30/2010) (Entered:
09/30/2010)

09/30/2010

2

Minute Entry: Initial Case Management Conference held on 9/30/2010 before
William Alsup (Date Filed: 9/30/2010), Motion Hearing held on 9/30/2010
before William Alsup (Date Filed: 9/30/2010) re 16 MOTION for Preliminary
Injunction filed by Edge Games, Inc., Case referred to mediation. Jury Trial set
for 10/24/2011 07:30 AM. Pretrial Conference set for 10/17/2011 02:00 PM.
(Court Reporter Connie Kuhl.) (dt, COURT STAFF) (Date Filed: 9/30/2010)
(Entered: 10/06/2010)

10/01/2010

07

ORDER DENYING MOTION FOR PRELIMINARY INJUNCTION by Judge
Alsup denying 16 Motion for Preliminary Injunction (whalcl, COURT
STAFF) (Filed on 10/1/2010) (Entered: 10/01/2010)

10/01/2010

68

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L_942_0-1

ORDER REGARDING EVIDENCE PRESERVATION AND DENYING
DEFENDANT'S MOTION TO BIFURCATE THE PROCEEDINGS by Judge
Alsup denying 57 Motion to Bifurcate (whalcl, COURT STAFF) (Filed on

08/17/2011
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10/1/2010) (Entered: 10/01/2010)

10/04/2010

.| ALLEGATIONS. Signed by Judge Alsup on October 4, 2010. (whalcl,

ORDER REGARDING DEPOSITIONS PERTAINING TO FRAUD

COURT STAFF) (Filed on 10/4/2010) (Entered: 10/04/2010)

10/05/2010

70

NOTICE by Edge Games, Inc. re 68 Order on Motion to Bifurcate
Certification Regarding Evidence Preservation (Shafer, Daniel) (Filed on
10/5/2010) (Entered: 10/05/2010)

10/05/2010

71

NOTICE by EA Digital Illusions CE AB, Electronic Arts Inc., re 68 Order on
Motion to Bifurcate Certification Regarding Evidence Preservation (Rodin,
Joshua) (Filed on 10/5/2010) (Entered: 10/05/2010)

10/06/2010

73

STIPULATION Regarding Disposition of Claims and [Proposed] Order by
Edge Games, Inc., The Edge Interactive Media, Inc.. (Attachments: # | Exhibit
A)(Banys, Christopher) (Filed on 10/6/2010) (Entered: 10/06/2010)

10/06/2010

Proposed Order re 73 Stipulation Regarding Disposition of Claims by Edge
Games, Inc., The Edge Interactive Media, Inc.. (Banys, Christopher) (Filed on
10/6/2010) (Entered: 10/06/2010)

10/06/2010

Joint MOTION to Vacate Court's Order Regarding Depositions Pertaining to
Fraud Allegations and [Proposed] Order filed by Edge Games, Inc., The Edge
Interactive Media, Inc.. (Banys, Christopher) (Filed on 10/6/2010) (Entered:
10/06/2010)

10/06/2010

ORDER VACATING THE COURT'S PRIOR ORDERS REGARDING
DEPOSITIONS by Judge Alsup granting 75 Motion to Vacate (whalcl,
COURT STAFF) (Filed on 10/6/2010) (Entered: 10/06/2010)

10/08/2010

S
I~

ORDER APPROVING THE PARTIES' STIPULATION REGARDING THE
DISPOSITION OF CLAIMS AND PROPOSED JUDGMENT SUBJECT TO
STATED CONDITIONS. Signed by Judge Alsup on October 8, 2010.
(whalcl, COURT STAFF) (Filed on 10/8/2010) (Entered: 10/08/2010)

10/08/2010

78

FINAL JUDGMENT. Signed by Judge Alsup on October 8, 2010. (whalcl,
COURT STAFF) (Filed on 10/8/2010) (Entered: 10/08/2010)

10/12/2010

Mailed certified copies of 67 ORDER DENYING MOTION FOR
PRELIMINARY INJUNCTION and 78 FINAL JUDGMENT to: Mail Stop 8,
Director of the USPTO, PO Box 1450, Alexandria, VA 22313-1450. (wsn,
COURT STAFF) (Filed on 10/12/2010) (Entered: 10/12/2010)

10/15/2010

79

NOTICE by Edge Games, Inc. re 77 Order Regarding Sworn Declaration
Regarding Notice to Licensees (Shafer, Daniel) (Filed on 10/15/2010)
(Entered: 10/15/2010)

01/05/2011

https://ecf.cand.uscourts.gov/cgi-bin/DktRpt.pl?67617628027201-L._942 0-1

80

Transcript of Proceedings held on 9-30-2010, before Judge William Alsup.
Court Reporter/Transcriber Connie McCarthy Kuhl, Telephone number 415-
431-2020. Per General Order No. 59 and Judicial Conference policy, this
transcript may be viewed only at the Clerks Office public terminal or may be
purchased through the Court Reporter/Transcriber until the deadline for the
Release of Transcript Restriction.After that date it may be obtained through

08/17/2011
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{

1 PACER. Any Notice of Intent to Request Redaction, if required, is due no later
i than 5 business days from date of this filing. Release of Transcript Restriction
set for 4/5/2011. (ck, COURT STAFF) (Filed on 1/5/2011) (Entered:

E 01/05/2011)
] PACER Service Center
[ Transaction Receipt
| 08/17/2011 16:01:47 N
E?gCi,ER 150055 Client Code:  |999906/00140/012067
. . {Docket Search O

Description: Report Criteria: 3:10-cv-02614-WHA
{Billable Pages: |8 Cost: 30.64
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United States District Court

For the Northern District of California
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Case3:10-cv-02614-WHA Document67 Filed10/01/10 Page1 of 23

IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF CALIFORNIA

EDGE GAMES, INC,, a California No. C 10-02614 WHA
corporation,

Plaintiff,

ORDER DENYING MOTION FOR
v. PRELIMINARY INJUNCTION

ELECTRONIC ARTS, INC.,, a Delaware
corporation,

Defendant.

/
INTRODUCTION

In this trademark infringement action involving video-gaming giant Electronic Arts, Inc.
and its “revolutionary” first-person, action-adventure video game “Mirror’s Edge,” plaintiff Edge
Games, Inc. — a so-called “small video-gaming company” based in Pasadena — moves to
preliminarily enjoin defendant Electronic Arts from using the “MIRROR’S EDGE” mark while
this dispute unfolds in court. Because plaintiff has failed to establish that it is likely to succeed on
the merits, that it is likely to suffer irreparable harm in the absence of preliminary relief, that the
balance of equities tips in its favor, or that an injunction is in the public interest, the motion for a

preliminary injunction is DENIED.
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STATEMENT

1. PLAINTIFF EDGE GAMES, INC.

Edge Games, Inc. is “one of the oldest surviving video game development and publishing
businesses” on the planet — at least, that’s what its founder, chief executive officer, and sole
shareholder, Dr. Tim Langdell, would have a jury believe (Langdell Decl. ] 1-3). According to
Dr. Langdell’s declaration, he began using the “EDGE” mark in connection with video-game
marketing and sales back in 1984 through a London-based video-game company called Softek
(id. at 9] 2). Softek is supposedly a predecessor-in-interest to Edge Games. After Dr. Langdell
moved to Los Angeles in 1990, he reincorporated Softek as Edge Interactive Media (another
supposed predecessor-in-interest to Edge Games). He then incorporated Edge Games — the
alleged trademark holder herein — in 2005 (id. at q 3).

Plaintiff Edge Games and its predecessors supposedly developed, distributed, and sold
several dozen video games from the mid-1990s through 2010 bearing the asserted marks (id. at Y
17). Examples of recent video-game products purportedly marketed by Edge Games and bearing
one or more of the asserted marks include “Bobby Bearing,” “Raffles,” “Mythora,” “Pengu,”
“Battlepods,” and “Racers” (id. at § 14, Exhs. K-T). Between 2003 and 2009, Edge Games
purportedly sold over 11,000 units of Raffles, Mythora, and Racers, which are “packaged PC
video game” products, as well as over 45,000 units of Bobby Bearing, Pengu, and BattlePods,
which are games that can be played on certain mobile phones (id. at Y 15-16). In addition to PC
and mobile-phone video games, Dr. Langdell also claims that Edge Games develops, publishes,
and/or licenses games for major gaming consoles such as the Sony PlayStation 3, and that various
releases are currently being developed for gaming consoles and platforms including Microsoft’s
Xbox 360, the Nintendo Wii, and the Apple iPhone and iPad (id. at § 15).

According to Dr. Langdell, these “upcoming” releases from Edge Games will supposedly
be sold through the same retailers that the accused products were (and are still being) sold, such
as Amazon.com, Best Buy, and Target (id. at § 20). In sum, based upon Dr. Langdell’s
declaration, Edge Games is a legitimate “small video-gaming company” that is active in the

video-gaming industry.
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2. DEFENDANT ELECTRONIC ARTS, INC.

Electronic Arts — or EA for short — is a leading “interactive entertainment” company
that develops, publishes, and distributes video games and related software for modern gaming
consoles including Microsoft’s Xbox 360, the Sony PlayStation 3, and the Nintendo Wii, as well
as for PCs, Macs, and various mobile-gaming devices. Since its formation in 1982, EA has
grown to become an international, publicly traded corporation with more than ten video-game
development studios spanning the globe. In 2009 alone, EA had sales exceeding one million
units for at least 31 of its active video-game franchises (Hershberger Decl. § 2).

“Mirror’s Edge” is one of EA’s modestly successful video-game franchises. Developed
by EA Digital Illusions CE AB (or “EA DICE” for short) in Stockholm, Sweden — one of EA’s
ten video-game development studios — the “Mirror’s Edge” franchise stands at the heart of the
instant trademark dispute (id. at § 3).

3. THE “MIRROR’S EDGE” FRANCHISE

In July 2007, EA announced in “Edge Magazine” — a leading print and online video-
game magazine published by Future Publishing — that its EA DICE development studio was
creating a “revolutionary new take on the first-person action adventure game” entitled “Mirror’s
Edge” (id. at §4). The announcement was a cover story in the magazine, and it was accompanied
by a press release issued by EA on July 11, 2007, officially announcing the development of the
“Mirror’s Edge” video game (id. at Exh. A; Binns Decl. q 3, Exh. F). According to EA’s senior
marketing director, Lincoln Hershberger, “Mirror’s Edge” was widely known and discussed
throughout the gaming industry and became one of the most anticipated video-game releases of
2008 (Hershberger Decl. § 5). Tens of millions of dollars were invested by EA in the game’s
development, which spanned three years and involved a team of over 60 individuals (id. at § 8).

The game itself is set in a city of gleaming skyscrapers with reflective surfaces and empty
streets, whose population has been marginalized by a totalitarian regime. Players interact with
and explore this world through the eyes of a character named “Faith,” who is a messenger (or, as
the game describes her, a “runner”) tasked with covertly delivering information, messages, and

other items within the city while evading government surveillance. The network of rooftops and
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aerial skyways that Faith and other “runners” utilize to make these deliveries and evade the
government is dubbed the “Mirror’s Edge” (id. at § 6).

Prior to its official release, “Mirror’s Edge” was demonstrated and publicized at numerous
industry events, including the Game Developers Conference in February 2008 and the Electronic
Entertainment Expo (or “E3”) in July 2008. E3 is widely regarded as the most important expo in
the video-game industry (id. at §9). Also in July 2008, “Mirror’s Edge” was showcased at
Comic-Con, the largest comic-book convention in the world, where a limited-run comic-book
adaptation of “Mirror’s Edge” was announced. The six-issue “Mirror’s Edge” comic “mini-
series” was published in 2008 and 2009 by a division of DC Comics (id. at § 10). In total, EA
invested over $9 million to market “Mirror’s Edge” in North America (id. at § 11).

In November 2008, “Mirror’s Edge” was released for the Sony PlayStation 3 and
Microsoft’s Xbox 360. A PC version followed in January 2009 (id. at § 13). These games were
sold through retail channels including mass merchandisers (e.g., Walmart, Target), electronics
sellers (e.g., Best Buy), video-game resellers (e.g., GameStop), club stores (e.g., Costco), and
online retailers (e.g., Amazon.com) (id. at §| 14). Since its initial release, over two million units of
“Mirror’s Edge” have been sold worldwide, including over 750,000 units in North America alone
(id. at  17). While EA is no longer manufacturing or distributing copies of “Mirror’s Edge” for
the Sony PlayStation 3, the Microsoft’s Xbox 360, or the PC for third-party retailers, the PC
version of the game remains available for download on EA’s online store (id. at ¥ 18).

Due to its modest success, additional products were developed for the “Mirror’s Edge”
franchise. In February 2009, EA released “additional downloadable context” for the game, which
was sold as “Mirror’s Edge Pure Time Trials Map Pack” (id. at § 15). Additionally, a separate
and “substantially scaled down” side-scrolling version of the game was announced in December
2009 and developed from scratch for the Apple iPad, iPhone, and iPod Touch (Correa Decl. |
2-6). This side-scrolling version of the game — published in 2010 — was entitled “Mirror’s
Edge 2D.” It is currently available for purchase through Apple’s App Store, where over 37,000
units have already been downloaded for the Apple iPad (id. at §§ 4—6; Hershberger Decl. q 15).
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Finally, a Mac version of the original “Mirror’s Edge” video game is currently under
development and is slated for release later this year (Hershberger Decl. § 13).

4. THE ASSERTED AND ACCUSED MARKS

As should be obvious by this point, this trademark battle centers on EA’s use of the word
“Edge” in the “Mirror’s Edge” franchise. The logo for “Mirror’s Edge” and examples of how
“Mirror’s Edge” appeared in advertising and product packaging are reproduced below (id. at
11-13, Exhs. D-E; Shafer Decl. § 2, Exhs. A—H):

LV

B3Y

LR U NG
MGG BALTK

As shown, the logos for both EA and EA DICE were prominently displayed on the game’s
packaging and advertising. In the reproductions above, the logos for EA and EA DICE are most
clearly seen on the bottom right of the Xbox 360 cover art. The logos for EA and EA DICE were
also placed on the advertisement (to the left of “There’s No Looking Back™). While difficult to
see in the reproduction above, the logos are clearly visible on the normal sized version.

The “MIRROR’S EDGE” mark is owned by EA DICE. The application was filed in
September 2009 and — over a letter of protest filed by Edge Games — the United States Patent
and Trademark Office approved the registration of the “MIRROR’S EDGE” mark on June 22,
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2010, for computer and video game software, comic books, and online video games (Schatz Decl.
921, Exh. S).

Turning next to the asserted marks in this action, Edge Games is the purported owner of
six federally registered trademarks that it supposedly “uses and selectively licenses” to other
companies. These marks are: (1) “EDGE,” (2) “THE EDGE,” (3) “GAMER’S EDGE,” (4)
“EDGE OF EXTINCTION,” (5) “CUTTING EDGE,” and (6) “EDGEGAMERS.” Edge Games
also claims common-law trademark rights over the “EDGE” logo (Langdell Decl. at § 4-12,
Exh. T). Each mark will be described briefly below.

A. “EDGE”

Edge Games purportedly owns two valid USPTO registrations for the mark “EDGE” as
used in connection with printed matter and publications relating to video games and comic books.
According to Dr. Langdell, the “EDGE” mark was in continuous use since 1985, and — for at
least one of the two registrations — is incontestable. Edge Games also asserts ownership over the
common-law mark “EDGE” for use in connection with video-game software and related goods
and services, with continuous use supposedly extending back to 1984 (id. at § 6, Exhs. A—C).

B. “THE EDGE”

Plaintiff also supposedly owns a valid registration for the mark “THE EDGE,” issued by
the USPTO in 2009 for use in connection with video-game software, video-game controllers, and
video-game magazines, with continuous use allegedly extending back to 1995 (id. at§ 7, Exh. D).

C. “GAMER’S EDGE”

Another registered mark purportedly owned by Edge Games is “GAMER’S EDGE,”
issued by the USPTO in 2008 for use in connection with video-game software and various video-
game accessories, with continuous use supposedly extending back to 1986 (id. at § 8, Exh. E).
Again, Dr. Langdell asserts that the plaintiff owns a valid registration over this mark.

D. “EDGE OF EXTINCTION”

Ownership of the “EDGE OF EXTINCTION” mark is also claimed by Edge Games. This
mark was originally registered by a non-party and issued by the USPTO in 2003 for use in

connection with computer-game software, with continuous use purportedly extending back to
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2000. The mark was later assigned to Edge Games by the original registrant. According to Dr.
Langdell, the “EDGE OF EXTINCTION” mark is incontestable (id. at § 9, Exh. F, G)

E. “EDGEGAMERS”

Edge Games also asserts ownership over the supposedly valid registered mark
“EDGEGAMERS,” issued by the USPTO in 2008 for use in connection with an online computer-
gaming club, with continuous use extending back to 2006 (id. at § 11, Exh. J).

F. “CUTTING EDGE”

The last registered mark purportedly owned by Edge Games — “CUTTING EDGE” — is
not related to video games. This mark was issued by the PTO in 1999 for use in connection with
comic books. The mark has supposedly been in continuous use extending back to 1995 and has
become incontestable (id. at § 10, Exh. H, I).

G. The “EDGE” Logo

Finally, Edge Games claims ownership over a common-law mark, reproduced below, that
it asserts has been used continually as a trademark and service mark in connection with its video-

game software and related websites since 2001 (id. at § 12):

5. PLAINTIFF’S LICENSING PRACTICES

According to Dr. Langdell’s declaration, plaintiff’s licensing practices have been prolific,
extending the reach of its asserted marks well beyond video-game software to gaming-related
print publications and websites, comic books, video-game hardware, and computers (id. at 9§ 21).
Licensed products supposedly include “Cross Edge,” a video game for the Sony PlayStation 3
published by NIS America, and Edge Magazine, a leading video-gaming news magazine and
website published by Future Publishing, Inc. (ibid.; id. at Exhs. U, V). Additional products
purportedly licensed by Edge Games include (id. at § 22):

. The “Edge” line of high-performance gaming computers
sold by Velocity Micro, Inc. (id. at Exh. W),
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. The online computer game “Edge of Extinction” by
Cybemet Systems Corp. (id. at Exh. Z).

. The website and video game “Edge of Twilight” by
Fuzzyeyes Stupio Pty. Ltd. (id. at Exh. AA).

. The “Cutting Edge,” “Over the Edge,” and “Double Edge”
comic-book series published by Marvel Comics, as well as
the “Edge” comic-book series published by Malibu Comics
(which is owned by Marvel) (id. at Exh. BB).

. The video-game controller for the Nintendo Wii called
“The Edge,” sold by Datel Design & Development Ltd. (id.
at Exh. T).

. The “EdgeGamers” video-gaming website, operated by

EdgeGamers Organization, LLC (id. at Exh. Y).

6. ALLEGATIONS OF FRAUD AND ABANDONMENT

According to EA, almost nothing set forth above regarding Edge Games and its asserted
marks can be trusted. Indeed, EA’s opposition brief invests a substantial number of pages to a
no-holds-barred attack on the validity of each of plaintiff’s asserted marks and the credibility of
Dr. Langdell’s sworn representations made to both the USPTO and the Court. These attacks and
supporting evidence — which raise serious questions regarding the veracity of Dr. Langdell’s
entire declaration — are set forth in detail below.

A. Fraud and Abandonment Regarding “EDGE”

According to EA, the two registrations obtained by plaintiff for the “EDGE” mark were
soaked in fraud. First, in January 1999, Edge Interactive Media (a predecessor to Edge Games)
registered the “EDGE” mark for use in connection with various paper goods, including magazines
related to video games (RJN Exh. K).! Five years later, in 2004, Edge Interactive Media filed a
“Combined Declaration of Use and Incontestability under Sections 8 & 5,” wherein Dr. Langdell
certified to the USPTO that (1) his companies had made continuous use of the “EDGE” mark in
commerce for at least five years following the January 1999 registration date, and (2) were
continuing to use the mark in commerce as reflected in a specimen described as a “Color scan of

the front cover of our EDGE Games magazine, July 2004 edition, with the registration serial

' Defendants’ request for judicial notice of the records and documents cited herein is GRANTED.

8
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number written clearly on it” (id. at Exh. L).> According to a declaration submitted by the
publisher of Edge Magazine, however, the magazine cover submitted to the USPTO by Dr.
Langdell was not a genuine copy of any magazine cover that had ever been published (Binns
Decl. § 13, Exh. C). It was faked. The specimen submitted by Dr. Langdell to the USPTO (left)

and the actual Edge Magazine cover for July 2004 (right) are shown below:

As Submitted to the USPTO Actual Cover

The USPTO apparently relied upon Dr. Langdell’s declaration and false specimen and maintained
the “EDGE” registration (RIN Exh. M).

Second, in January 2003, Edge Interactive Media filed a separate application with the
USPTO for the “EDGE” mark in connection with various paper goods, including comic books
(RIN Exh. S). As evidence of his company’s “use” of the “EDGE” mark in commerce, Dr.
Langdell submitted to the USPTO a “[s]canned cover of our comic book EDGE issue 2.” The
comic-book cover submitted as a specimen, however, had been published by an entirely different
and unrelated company more than a decade earlier (Bard Decl. § 11). Even more remarkable,
according to the magazine’s publisher, Marvel Entertainment, LLC, the last “Edge” comic book
ever published was in the spring of 1995 (id. at Y 9-11). Nevertheless, the USPTO registered the

“EDGE” mark on June 20, 2006, in apparent reliance on Dr. Langdell’s sworn representation that

% This order notes that all of the USPTO filings and declarations signed by Dr. Langdell contained a
clear warning that “willful false statements . . . are punishable by fine or imprisonment” and could jeopardize
the validity of the document.
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the comic book cover was representative of plaintiff’s current use of the “EDGE” mark in
commerce (RJN Exh. T).

In this connection, EA also presents compelling evidence that there was no bona fide use
of the “EDGE” mark in commerce by plaintiff, its licensees, or its predecessors in interest ar all
between 1989 and to at least 2003.° In presenting this evidence, EA asserts that Dr. Langdell’s
declaration filed in support of the instant motion contains numerous misrepresentations. For
example, in his declaration, Dr. Langdell asserts (Langdell Decl. § 22) (emphasis added):

22. Attached hereto as Exhibits W, X, Y, Z, AA,BB &
CC are true and correct exemplars of product packaging and
services currently marketed by Edge’s duly authorized licensees
that display one or more of the EDGE family of marks. These
include:

* * *

f. Licensee Marvel Comics’ “CUTTING EDGE,” “Over the
EDGE,” and “Double EDGE” comic book series, and
licensee Malibu Comics’ “Edge” comic book series, as
promoted at www.edgegames.com. See Exhibit BB.

As stated, however, the last installment of the “Edge” comic-book series was published by Malibu
Comics (owned by Marvel) in the spring of 1995 (Bard Decl. § 11). Similarly, the last
publication of Marvel’s “Cutting Edge” comic book was in December 1995, the last publication
of Marvel’s “Over the Edge” comic mini-series was in August 1996, and the last publication of
Marvel’s “Double Edge Alpha” and “Double Edge Omega” comics was in October 1995 (id. at
4-6). In other words, none of these comic books is being “currently marketed” — all have been
out of print for nearly 15 years. Even more egregious, according to Marvel Vice President and
Deputy General Counsel Walter Bard, neither Marvel nor Malibu Comics are or were ever
licensees of Dr. Langdell’s companies for any of these marks (id. at 7, 10).

Similar alleged untruths plague Dr. Langdell’s representations with respect to Edge
Magazine’s status as a licensee. Although the magazine’s publisher — Future Publishing —
confirmed that it was a licensee of Edge Interactive Media between 1996 and 2004, the publisher

also confirmed that the license only covered the use of the “EDGE” mark in relation to print and

3 This evidence is presented by EA to support its claim that the asserted marks have been abandoned.

10
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online versions of Edge Magazine in the United Kingdom (Binns Decl. § 6). During that time
period, Edge Magazine was not even distributed within the United States (ibid.). Then, in
October 2004, Future Publishing and Edge Interactive Media entered into a new agreement
wherein Future Publishing was granted a worldwide license to the marketing and promotion of
electronic versions of Edge Magazine (id. at 9 7-8). Critically, neither of these licensing
agreements granted plaintiff the right to exercise quality control over the use of the “EDGE”
marks. They were “naked” licenses.

Even after 2003, the evidence that plaintiff had been making bona fide use of the “EDGE”
mark in commerce is suspect. For example, Dr. Langdell’s declaration asserted that Edge Games
has been selling the video game Mythora (supposedly bearing the “EDGE” mark) since 2004.
Curiously, while the exterior packaging submitted by Dr. Langdell to the USPTO for the Mythora
video game included a website address “www.mythora.com,” this website wasn’t even registered
by Edge Games until October 2008 — nearly four years after the game’s purported release (RJN
Exhs. O, P). The USPTO relied upon this questionable video-game packaging when it renewed
plaintiff’s “EDGE” mark in 2009 (id. at Exh. R).

B. Fraud and Abandonment Regarding “THE EDGE”

Compelling evidence of fraud on the USPTO has also been submitted by EA with respect
to plaintiff’s “THE EDGE” mark. For example, in March 1996, in his application to register the
mark “THE EDGE” for use with various goods, including video-game software and comic books,
Dr. Langdell submitted as evidence of supposed use of the mark a box cover of a game entitled
“Snoopy: The Cool Computer Game” (id. at Exh. E). The game, however, was already seven
years old at the time of the application, rendering it doubtful that it was still being sold in 1996
(Klieger Decl. { 4, Exh. C). Even more disturbing, it appears as though the specimen of the box
cover for the video game submitted by plaintiff to the USPTO was doctored. The specimen
submitted by Dr. Langdel! (left) and the actual box cover for “Snoopy: The Cool Computer

Game” (right) are shown below:

11




United States District Court

For the Northern District of California

A LN

O 00 N N W

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

Case3:10-cv-02614-WHA Document67 Filed10/01/10 Page12 of 23

‘ - Al \‘\ el
oy AOOMPUTERGAME

8 4 e o i W i, ¥

SNOOPY

500\. oAl
,,;.uwﬂ COMPUTER GAME
.,;W)‘:gr A

B e g

As Submitted to the USPTO

As shown, the “box cover” specimen submitted to the USPTO by Dr. Langdell and the actual box
cover of the video game differ in two key respects.
for “THE EDGE?” in the specimen submitted to the USPTO. Second, instead of a copyright

disclaimer for the “PEANUTS characters,” which appears on the bottom right of the genuine box,

the specimen submitted to the USPTO contained an entirely different disclaimer that stated “The

Actual Box Cover

First, a “TM” has been added next to the logo

Edge is a trademark of The Edge Interactive Media, Inc.”

Even more evidence of fraud is seen in the comic-book specimen submitted to the USPTO
by Dr. Langdell in November 2005 for his application to register “THE EDGE” in connection
with comic books (RJN Exh. F). In support of the application, Dr. Langdell submitted the cover
of the “Edge” comic book — which, as stated, was last published a decade earlier by an unrelated
company who was never a licensee of plaintiff — as a specimen. The specimen submitted to the

USPTO (left) and the actual comic book (right) are shown below (Klieger Decl. 5, Exhs. D, E):

As Submitted to the USPTO

12

Actual Comic Book
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Once again playing “spot the differences,” the specimen submitted to the USPTO appears to have
been doctored in three material ways. First, and most egregious, the name of the comic book was
changed from “Edge” to “The Edge” in the specimen. This was done apparently to show that
“THE EDGE” mark was being used in commerce in connection with comic books. Second, a
“TM” was added to the manipulated title (it is visible on the top right of the last “E” in “EDGE”).
Third, a disclaimer was tacked on to the bottom of the specimen that stated ““The Edge’ is the
trademark of The Edge Interactive Media, Inc. All Rights Reserved.” These “enhancements”
were not present in the original comic-book cover. Nevertheless, the USPTO relied upon Dr.
Langdell’s application when it issued the registration for “THE EDGE” in 2009 (RIN Exh. G).

In light of these misrepresentations, EA argues that there are serious doubts over whether
“THE EDGE” mark was actually being used on any products by Edge Games during the period
between 1989 and 2003.

C. Fraud and Abandonment Regarding “GAMER’S EDGE”

Evidence of fraud infects plaintiff’s registration for “GAMER’S EDGE” as well. In
February 2006, Dr. Langdell submitted an application to the USPTO to register “GAMER’S
EDGE” for various goods, including video-game software (id. at Exh. H). As a specimen of his
company’s use of the mark in commerce, Dr. Langdell submitted the box cover of a video game
entitled “Garfield: Winter’s Tail,” which had been released by Softek (a predecessor-in-interest to
Edge Games) over seventeen years earlier in 1989. The specimen submitted to the USPTO (left)
and what EA asserts as being the actual box cover for the video game (right) are shown below
(Klieger Decl. § 7, Exh. F):

Carfidd | | Cesfidd

TR S VINTER'S TRiL

As Submitted to the USPTO Actual Box Cover

13
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One critical difference stands out: the “GAMER’S EDGE” mark that is visible on the specimen
submitted to the USPTO is not present anywhere on the genuine box cover for the video game.
Based upon this apparently doctored specimen submitted by Dr. Langdell, the “GAMER’S
EDGE” mark was issued to plaintiff in February 2008 for use with video games (RJN Exh. J).

In addition to this evidence assaulting the validity of plaintiff’s “GAMER’S EDGE”
registration, EA has also submitted evidence calling into question whether plaintiff made bona
fide use of the “GAMER’S EDGE” mark over the past two decades. In particular, EA has
submitted evidence demonstrating that Dr. Langdell’s claimed sales of video games supposedly
bearing the“GAMER’S EDGE” mark are highly suspect (Opp. 13). For example, when counsel
for EA attempted to purchase various video games that Dr. Langdell represented in his
declaration as being currently sold by Edge Games, they only received error messages stating that
“[t]he resource requested . . . cannot be found” (Langdell Decl. Exhs. K, N, O, R; Klieger Decl.
Exhs. G-R).* Additionally, it is unclear from Dr. Langdell’s exhibits whether certain games were
being sold in the United States rather than the United Kingdom (Langdell Decl. Exh. T). In any
event, given disturbing evidence that the “GAMER’S EDGE” mark may have been grafted
retroactively onto product packaging by plaintiff, the record is tainted as to whether the mark has
actually been used continuously by Edge Games or has been abandoned.

Finally, while Dr. Langdell claimed in his declaration that both “EDGE” and “GAMER’S
EDGE” were used in connection with the sale of personal computers since 1998, EA has
presented evidence that the vendor of these computers — Velocity Micro — did not even become
a licensee of plaintiff until 2008, when plaintiff sued Velocity Micro for trademark infringement
(id. at 9 23; RIN Exh. D). In sum, there is no clear evidence — at least on this record — that
plaintiff or its licensees made any bona fide use of the “GAMER’S EDGE” mark prior to 2008.

D. Fraud and Abandonment Regarding “CUTTING EDGE”

Fraud is also alleged by EA surrounding plaintiff’s registration of the “CUTTING EDGE”
mark. In April 1995, Marvel filed an application with the USPTO to register “CUTTING EDGE”

4 While counse! for plaintiff attempted to explain these error messages at the hearing, the suspect
legitimacy of plaintiff’s current sales activities — including plaintiff’s misleading representation that its
products were sold on Amazon.com rather than Amazon.com Marketplace — cannot be ignored.

14
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for use as the title of a comic book (Bard Decl. § 3). A single issue of “Cutting Edge” was then
published in December 1995. No other “Cutting Edge” comic book has ever been published by
Marvel since that single issue (id. at § 3). In November 2006, Dr. Langdell filed a Notice of
Opposition to Marvel’s registration of “CUTTING EDGE,” claiming that his companies had
made “extensive use” of the mark since October 1984 (RJN Exh. U). Marvel responded by
assigning its rights in the mark, including the pending application, to plaintiff in September 1997.
The registration issued in June 1999 (id. at Exh. V).

Fast-forward six years to November 2005. Despite the fact that only one issue of the
“Cutting Edge” comic was ever published by Marvel in 1995, Dr. Langdell filed a “Combined
Declaration of Use and Incontestability under Sections 8 & 15” wherein he certified that the
“CUTTING EDGE” mark had been in continuous use in commerce for at least five years after the
June 1999 registration date. To support this contention, he attached as a specimen what he
described as: “Cover of currently on sale comic book sold via our licensee bearing the mark” (id.
at Exh. W) (emphasis added). The specimen submitted to the USPTO, however, was the cover of
the same single-issue “Cutting Edge” comic published by Marvel in 1995. In other words, the
specimen was most certainly not the cover of a comic book “currently on sale” in November
2005. Additionally, the comic book was not, and had never been, “sold via [plaintiff’s] licensee.”
As stated, Marvel was never a licensee of any of Dr. Langdell’s companies.

7. EVIDENCE OF DELAY IN FILING SUIT

By his own admission, Dr. Langdell knew about the release of “Mirror’s Edge” shortly
after it was announced in July 2007. Indeed, he claims to have mailed a cease-and-desist letter to
EA (which was attached to his declaration) two days after “Mirror’s Edge” was publicly
announced (Langdell Decl. § 25, Exh. DD). EA’s legal department has no record of this July
2007 letter and Dr. Langdell did not receive a reply to it (id. at § 25; Schatz Decl. § 3). According
to his declaration, Dr. Langdell then purportedly sent numerous letters to EA’s legal department
in January, March, May, July, and September 2008, and left voice mails with the department in
February, April, June, and August of that year (Langdell Decl. § 26). Despite these assertions,

EA claims that it received no voice mails from Dr. Langdell during this time period and that the

15
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first letter it received from him was on September 24, 2008 (Schafz Decl. §3).° In response to the
September 2008 letter, EA — through outside counsel — sent a letter in reply to Dr. Langdell
explaining EA why its “Mirror’s Edge” video game did not infringe. EA’s reply letter also
requested additional documentation regarding the ownership and use of the asserted “EDGE”
marks (id. at ] 4, Exh. B). A back-and-forth between EA’s outside counsel, EA DICE, and Dr.
Langdell continued through December 2008, with Dr. Langdell threatening to seek a preliminary
injunction against EA in a letter dated November 10, 2008, and representing to EA that his
companies had recently prevailed in a similar trademark action against a third party “with
judgments in our favor” and “on the merits” (id. at 4§ 5-12, Exhs. C-J).* Numerous purported
“final warnings” were given by Dr. Langdell to EA in these communications. Meanwhile, sales
of “Mirror’s Edge” began in earnest on November 11, 2008, with a PC version released shortly
thereafter on January 16, 2009 (Hershberger Decl. § 13).

Instead of immediately seeking a preliminary injunction to halt these sales, Dr. Langdell
waited until June 2009 to re-attempt negotiations with EA (id. at § 13; Langdell Decl. § 28). In
these negotiations, EA reiterated its position to Edge Games that there was no likelihood of
confusion between “Mirror’s Edge” and the “EDGE” marks purportedly owned by Dr. Langdell.
The talks ended in July 2009 without an agreement (Schatz Decl. § 13). EA did not receive
another communication from Dr. Langdell until March 2010, shortly after EA had announced the
release of “Mirror’s Edge” for the Apple iPad and iPhone. In this communication, Dr. Langdell
once again called upon EA to cease using the “Mirror’s Edge” name. EA did not respond to the
email, and had no further interactions with Dr. Langdell until this action was filed three months

later (id. at qY 14-15).

5 Dr. Langdell did rot attach to his declaration any copies of these “numerous letters™ that were
supposedly sent to EA in January, March, May, July, and September 2008.

6 In fact, that separate action, in which Velocity Micro filed suit against Dr. Langdell’s companies in

the United States District Court for the Eastern District of Virginia, ended pursuant to a confidential settlement
agreement.
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Edge Games filed this action on June 15, 2010 (Dkt. No. 1). Nearly two months passed
without any motions being filed. Finally, on August 20, over 21 months after EA first began
selling the “Mirror’s Edge” video game to the public, the instant preliminary injunction motion
was filed (Dkt. No. 16). This order follows a hearing held on September 30.

ANALYSIS

A plaintiff seeking a preliminary injunction must establish that he is likely to succeed on
the merits, that he is likely to suffer irreparable harm in the absence of preliminary relief, that the
balance of equities tips in his favor, and that an injunction is in the public interest. Winter v.
Natural Resources Defense Council, ---- U.S. ----, ----, 129 S.Ct. 365, 374 (2008). As explained
below, plaintiff Edge Games has failed to establish — based upon the preliminary injunction
record detailed herein — that any of these factors weigh in its favor.

1. LIKELTHOOD OF SUCCESS ON THE MERITS

To prevail on its claim of trademark infringement, Edge Games “must demonstrate that it
owns a valid mark, and thus a protectable interest.” Lahoti v. VeriCheck, Inc., 586 F.3d 1190,
1197 (9th Cir. 2009) (citation omitted). If ownership of such a mark is established, Edge Games
must then show that EA’s “use of the mark ‘is likely to cause confusion, or to cause mistake, or to
deceive.”” KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 408 F.3d 596, 602 (9th
Cir. 2005) (quoting 15 U.S.C. 1114(1)(a)—(b)).

A. Trademark Validity

On the issue of whether plaintiff has sufficiently demonstrated that it owns a protectable
interest in the asserted “EDGE” marks, the preliminary injunction record speaks for itself. As
detailed above, the record contains numerous items of evidence that plaintiff wilfully committed
fraud against the USPTO in obtaining and/or maintaining registrations for many of the asserted
“EDGE” marks, possibly warranting criminal penalties if the misrepresentations prove true. If
EA’s evidence is credited, such fraud could (and likely would) strip these registered marks of
their “presumption of validity.” See Tie Tech, Inc. v. Kinedyne Corp., 296 F.3d 778, 783 (9th Cir.
2002). These misrepresentations also support EA’s argument that many (if not all) of plaintiff’s

marks have been abandoned, which would also render them invalid.
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Additionally, EA has put forth substantial evidence calling into severe question many of
the representations made by Dr. Langdell in his declaration submitted to the Court. Indeed, the
declarations provided by EA from two of plaintiff’s supposed “licensees” — Marvel
Entertainment and Future Publishing — revealed that many of Dr. Langdell’s assertions in his
declaration were materially misleading or downright false. These falsehoods infect all of Dr.
Langdell’s assertions regarding the bona fide and continuous use of the asserted marks in
commerce and the purported “sales” of his company’s video-game products. In other words, all
of his representations have become highly suspect in light of the evidence presented by EA. They
cannot be credited to justify the extraordinary relief requested herein.

In sum, based upon the evidence in the record, this order finds that plaintiff has not
demonstrated a likelihood of success in proving that the asserted marks are valid. See Tie Tech,
296 F.3d at 783; see also 15 U.S.C. 1127 (“Nonuse [of a mark] for 3 consecutive years shall be
prima facie evidence of abandonment. ‘Use’ of a mark means the bona fide use of such mark
made in the ordinary course of trade, and not made merely to reserve a right in a mark.”). Since a
valid trademark is a prerequisite to a finding of infringement, Edge Games has failed to establish
that it is likely to succeed on the merits.

B. Likelihood of Confusion

Even if the asserted marks were presumed valid and protectable, the preliminary
injunction record does not support a likelihood of confusion between the asserted and accused
marks. As such, Edge Games has not established that it is likely to succeed on the merits.

To determine whether a “likelihood of confusion” exists, this order must examine the
eight factors set forth in AMF Inc. v. Sleekcraft Boats: (1) strength of the mark, (2) proximity of
the goods, (3) similarity of the marks, (4) evidence of actual confusion, (5) marketing channels
used, (6) type of goods and the degree of care likely to be exercised by the purchaser, (7)
defendant’s intent in selecting the mark, and (8) likelihood of expansion of the product lines.
AMF Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (9th Cir. 1979); One Industries, LLC v. Jim
O’Neal Distributing, Inc., 578 F.3d 1154, 1162 (9th Cir. 2009)
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The preliminary injunction record and the Sleekcraft factors do not support a finding that a
“reasonably prudent consumer” in the marketplace is likely to be confused as to the origin,
endorsement, or approval of the competing products herein. Indeed, the majority of plaintiff’s
arguments on this issue are tainted by the suspect evidence set forth in Dr. Langdell’s declaration.
For example, according to Dr. Langdell, Edge Games is currently selling (or plans to sell)
numerous “EDGE”-branded video games for modern gaming consoles through the exact same
retail channels used by EA to distribute “Mirror’s Edge.” The evidence to support this assertion
— beyond Dr. Langdell’s bare statements in his suspect declaration — is paper thin. Indeed, Dr.
Langdell never states exactly how much capital he has invested in developing, marketing, and
selling his company’s current and future video-game products. Given that “Mirror’s Edge” was
marketed with significant monetary investments through sophisticated, high-profile channels,
including pre-announcements and demonstrations at major industry events, and was sold by
major retailers, plaintiff has not established that the marketing channels used or the proximity of
the goods in the marketplace support its claims of infringement. Indeed, EA has produced
compelling evidence that plaintiff’s video-game products may not even be available for sale to
consumers at all.

Additionally, there is no evidence in the record that EA chose to call it’s product
“Mirror’s Edge” for any reason but to describe the visual and thematic aspects of the video game.
This conclusion is bolstered by the fact that the word “edge” in “Mirror’s Edge” is used to modify
the word “Mirror.” In this connection, the “strength” of plaintiff’s asserted marks is also highly
susceptible to attack. Even if the “EDGE” marks were deemed “arbitrary,” as plaintiff argues,
there is no evidence of actual confusion (despite over 21 months of “Mirror’s Edge” being sold to
the public). Moreover, plaintiff has failed to show that each of the asserted marks is confusingly
similar to the “Mirror’s Edge” mark or that purchasers of “Mirror’s Edge” would exercise such a
low degree of care as to be confused as to the publisher or developer of the competing products.’

Similarly, under plaintiff’s “reverse confusion” theory of infringement, the record does not

7 The fact that the various asserted marks are not even visually similar to each other and that the EA
and EA DICE marks are prominently displayed on “Mirror’s Edge” advertising and packaging further reduces
the likelihood of confusion (Opp. 22).
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support plaintiff’s claim that purchasers of its various “EDGE”-branded products (to the extent
that any exist) would believe that they were associated with EA, EA DICE, or the “Mirror’s
Edge” franchise.?

Yet another failed argument is plaintiff’s assertion that the various “EDGE” marks
constitute a “family of marks” where confusion can be analyzed based upon a common element
shared between them. On this issue, there is no evidence in the record showing that the
purchasing public recognizes that the term “edge” in the asserted marks is indicative of a common
origin of goods. By contrast, EA has produced evidence that the term “edge” is found in many
registered trademarks and product names within the video gaming industry that are not owned or
licensed by Edge Games (Opp. 20-21). Given this crowded field, the scope of protection (if any)
that can be afforded to the asserted marks is limited. Finally, with respect to plaintiff’s “EDGE”
logo, EA has put forth convincing evidence that the logo itself was first used in commerce by
another entity, Future Publishing, and that its appearance was recently altered to make it appear
more “similar” to EA’s “Mirror’s Edge” logo (specifically, it was changed from blue to red).

In sum, under the Sleekcraft factors, plaintiff has not sufficiently shown that consumers
are likely to be confused as to the origin, endorsement, or approval of any of the products at issue
in this litigation.® For these reasons, Edge Games has failed to establish that it is likely to succeed
on the merits.

2. IRREPARABLE HARM

Following the Supreme Court’s decision in Winter, irreparable harm cannot be presumed
— even for trademark actions. Rather, it is the plaintiff’s burden to prove that “he is likely to
suffer irreparable harm in the absence of preliminary relief.” Winter, 129 S.Ct. at 374. In the

context of preliminary injunctive relief, irreparable harm is established when a plaintiff is

8 Reverse confusion occurs when a junior user engages in such extensive promotion of goods under a
mark that the market is swamped, resulting in a likelihood that consumers will mistakenly believe the senior
user’s goods are associated with the junior user. “In a reverse confusion situation, rather than trying to profit
from the senior user’s mark, the junior user saturates the market and ‘overwhelms the senior user.”” 3 J.
Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 23:10 (2006).

® This order is not bound by, and declines to defer to, determinations by the USPTO as to whether the
asserted and accused marks are confusingly similar.
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unlikely to be made whole by an award of monetary damages or some other legal remedy at a
later date, in the ordinary course of litigation. See California Pharmacists Ass’n v.
Maxwell-Jolly, 563 F.3d 847, 851-52 (9th Cir. 2009). As explained below, plaintiff has failed to
meet this burden.

First, as stated in the prior section, the preliminary injunction record contains compelling
evidence that the asserted marks were fraudulently registered and/or have been abandoned by
plaintiff. While a jury may ultimately find otherwise, this thunderstorm over the validity of
plaintiff’s asserted marks tempers the likelihood of irreparable harm. Indeed, without valid and
protectable marks, Edge Games cannot suffer any harm to its property rights due to EA’s
continued use of the “Mirror’s Edge” name.

Second, given the suspect nature of Dr. Langdell’s representations to both the USPTO and
the Court concerning plaintiff’s current and future sales and business activities, it is an open
question whether plaintiff’s business activities legitimately extend beyond trolling various
gaming-related industries for licensing opportunities. In this connection, plaintiff has not
adequately shown that the potential harm to the “EDGE” marks during the interim period between
the filing and resolution of this action could not be adequately remedied by legal damages.

Third, and most telling, it is undisputed that Edge Games waited over three years since
“Mirror’s Edge” was first announced and 21 months since “Mirror’s Edge” was first offered for
sale to the public before seeking a preliminary injunction. Due to this unreasonable delay, the
bulk of the alleged “irreparable harm” to the asserted marks purportedly caused by the “Mirror’s
Edge” franchise has already been done. Edge Games has not shown why issuing a preliminary
injunction now would prevent any irreparable harm to its marks beyond the “harm” that has
already occurred. The undisputed fact that plaintiff did not timely act to prevent the “Mirror’s
Edge” franchise from inundating the market is alone sufficient to deny the instant motion.

For these reasons, this order finds — based upon the record presented — that Edge Games

has not demonstrated that it is likely to suffer irreparable harm absent preliminary relief.
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3. BALANCING THE EQUITIES AND THE PUBLIC INTEREST

Finally, the two remaining factors weigh heavily against granting the relief sought by
plaintiff. First, for all the reasons already discussed in this order, Edge Games has not established
that the balance of equities tips in its favor. All of its representations regarding the validity and
use of the asserted marks are infected by evidence of deceit. Moreover, there is scant evidence
that Edge Games has invested any amount of funds into the development of recent products and
services bearing the asserted marks.

By contrast, EA has shown that it has invested millions of dollars into building and
promoting the “Mirror’s Edge” franchise. It now has millions of customers. While Edge Games
could have sought a preliminary injunction prior to (or shortly after) sales of the original
“Mirror’s Edge” video game began in earnest, it did not. Instead, plaintiff waited 21 months to
allow the “Mirror’s Edge” franchise to develop and expand. During this delay, EA continued to
create and release products carrying the “Mirror’s Edge” name, including newly released versions
of the video game for the Apple iPad and iPhone. Given this record, allowing Edge Games to
obtain a preliminary injunction after allowing EA to invest in and develop the “Mirror’s Edge”
franchise over such a long period of time would be plainly inequitable and highly prejudicial to
defendant. See E-Systems, Inc. v. Monitek, Inc., 720 F.2d 604, 607 (9th Cir. 1983).

Second, Edge Games has not shown that the public interest typically associated with
trademark infringement actions — avoiding confusion to consumers — would favor a preliminary
injunction. Rather, as stated, plaintiff has not sufficiently established that consumers are likely to
be confused or deceived by the products at issue.

* * *

For the foregoing reasons, this order finds that plaintiff has failed to establish that it is
likely to succeed on the merits, that it is likely to suffer irreparable harm in the absence of
preliminary relief, that the balance of equities tips in its favor, or that an injunction is in the public

interest. As such, a preliminary injunction is not warranted under the factors set forth in Winter.

22




United States District Court

For the Northern District of California

N W b~ W N

~J

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

Case3:10-cv-02614-WHA Document67 Filed10/01/10 Page23 of 23

CONCLUSION

Based upon the findings and conclusions set forth herein, plaintiff’s motion for a

preliminary injunction is DENIED.

IT IS SO ORDERED.

Dated: October 1, 2010.
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LIAM ALSUP
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF CALIFORNIA

EDGE GAMES, INC., a California No. C 10-02614 WHA
corporation,
Plaintiff, ORDER REGARDING
DEPOSITIONS PERTAINING
v. TO FRAUD ALLEGATIONS

ELECTRONIC ARTS, INC., a Delaware
corporation,

Defendant.

AND RELATED COUNTERCLAIMS.

To ensure fairness to both sides, defendant Electronic Arts, Inc. shall make available for
depositions next week any declarants — including counsel — whose sworn statements were
relied upon to support its allegations of fraud on the United States Patent and Trademark Office
by plaintiff Edge Games, Inc. and Dr. Tim Langdell. As with Dr. Langdell’s deposition this
week, these depositions would be limited to the alleged misrepresentations made to the USPTO

regarding the asserted marks herein.

IT IS SO ORDERED.

Dated: October 4, 2010. (A /X e

WILLIAM ALSUP
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF CALIFORNIA

EDGE GAMES, INC.,, a California No. C 10-02614 WHA
corporation,
Plaintiff, ORDER APPROVING THE
PARTIES’ STIPULATION
V. REGARDING THE DISPOSITION

OF CLAIMS AND PROPOSED

ELECTRONIC ARTS, INC., a Delaware JUDGMENT SUBJECT TO

corporation, STATED CONDITIONS

Defendant.

AND RELATED COUNTERCLAIMS
AND COUNTER-COUNTERCLAIMS.
/

The undersigned judge will approve the parties’ stipulation regarding the disposition of all
claims in this action and will enter the proposed judgment subject to the following conditions:

1. The Clerk of the Court shall send a copy of the order denying plaintiff’s motion for
a preliminary injunction along with a copy of the final judgment to the Commissioner of the
Patent and Trademark Office.

2. Plaintiff shall notify all persons and entities with whom a licensing agreement has
been obtained involving the trademarks asserted herein that the marks have been cancelled and

provide these persons and entities with a copy of the order denying plaintiff’s motion for a
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preliminary injunction and the final judgment. Plaintiff shall certify to the Court in a sworn
declaration BY NOON ON FRIDAY, OCTOBER 15, 2010, that such notice has been provided to all
such licensees.

Subject to the stated conditions, the parties’ stipulation regarding the disposition of all
claims, counterclaims, and counter-counterclaims in this action is APPROVED. Final judgment

will be entered accordingly.

IT IS SO ORDERED.

Dated: October 8, 2010. A/l""“"

ILLIAM ALSUP
UNITED STATES DISTRICT JUDGE
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THE LANIER LAW FIRM, P.C.

Christopher D. Banys (230038)
cdb@lanierlawfirm.com

Daniel M. Shafer (244839)
dms@lanierlawfirm.com

2200 Geng Road, Suite 200

Palo Alto, California 94303

Telephone: 650.322.9100

Facsimile: 650.322.9103

Attorneys for EDGE GAMES, INC. and
THE EDGE INTERACTIVE MEDIA, INC.

KENDALL BRILL & KLIEGER LLP

Robert N. Klieger (192962)
rklieger@kbkfirm.com

Joshua M. Rodin (224523)
Jjrodin@kbkfirm.com

10100 Santa Monica Blvd., Suite 1725

Los Angeles, California 90067

Telephone: 310.556.2700

Facsimile: 310.556.2705

HUSCH BLACKWELL SANDERS LLP

Alan S. Nemes (admitted pro hac vice)
alan.nemes@huschblackwell.com

190 Carondelet Plaza, Suite 600

St. Louis, Missouri 63105

Telephone: 314.345.6461

Facsimile: 314.480.1505

Attorneys for ELECTRONIC ARTS INC.
and EA DIGITAL ILLUSIONS CE AB

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA, SAN FRANCISCO DIVISION

EDGE GAMES, INC,, a California
corporation,

Plaintiff,
v,

ELECTRONIC ARTS INC.,, a Delaware
corporation,

Defendant.

AND RELATED COUNTERCLAIMS AND
COUNTER-COUNTERCLAIMS

58971.1

Case No. 10-CV-2614-WHA

PRePOSED| FINAL JUDGMENT

Hon. William Alsup
Complaint Filed: June 15, 2010

10-CV-2614-WHA

RikeRabs FINAL JUDGMENT
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The parties having stipulated to the disposition of the claims in this action, FINAL
JUDGMENT IS HEREBY ENTERED in favor of Defendant and Counterclaimant Electronic
Arts Inc. (“EA”) and Counterclaimant and Counter-Counterdefendant EA Digital Illusions CE AB
(“DICE”), and against Plaintiff, Counterdefendant, and Counter-Counterclaimant Edge Games,
Inc. and Counterdefendant The Edge Interactive Media, Inc., on all claims, counterclaims, and
counter-counterclaims, with the exception of the Sixth Claim for Relief (Declaratory Relief) in the
Counterclaim asserted by Counterclaimants EA and EA DICE, which is dismissed without
prejudice in accordance with the parties’ stipulation.

Pursuant to Section 37 of the Lanham Act, 15 U.S.C. § 1119, the Commissioner of Patents
and Trademarks and the Assistant Commissioner for Trademarks are hereby ordered to cancel
U.S. Trademark Registration Nos. 2,219,837; 2,251,584; 3,105,816; 3,559,342; and 3,381,826.
The Clerk of the Court is further directed to certify a copy of this final judgment and a copy of the
order denying plaintiff's motion for a preliminary injunction to the Commissioner of the Patent
and Trademark Office. Each party shall bear its own costs and fees in this matter.

THE CLERK SHALL CLOSE THE FILE.

IT IS SO ORDERED.

Dated: October 8, 2010.

WH.LIAM ALSUP
UNITED STATES DISTRICT JUDGE

58971.1 1 10-CV-2614-WHA
ReResER] FINAL JUDGMENT
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Telephone: 310.556.2700
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Alan S. Nemes (admitted pro hac vice)
alan.nemes@huschblackwell.com

190 Carondelet Plaza, Suite 600

St. Louis, Missouri 63105

Telephone: 314.345.6461

Facsimile: 314.480.1505

Attorneys for Defendant and Counterclaimant
Electronic Arts Inc. and Counterclaimant
EA Digital Illusions CE AB
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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA, SAN FRANCISCO DIVISION

EDGE GAMES, INC., a California corporation,
Plaintiff,
v.

ELECTRONIC ARTS INC., a Delaware
corporation,

Defendant.

ELECTRONIC ARTS INC., a Delaware
corporation; and EA DIGITAL ILLUSIONS CE
AB, a Swedish corporation,

Counterclaimants,
v.
EDGE GAMES, INC,, a California corporation;
and THE EDGE INTERACTIVE MEDIA, INC.

a California corporation,

Counterdefendants.

Case No. 10-CV-2614-WHA

DECLARATION OF JAMES BINNS IN
OPPOSITION TO PLAINTIFF EDGE
GAMES, INC.’S MOTION FOR
PRELIMINARY INJUNCTION

[Memorandum of Points and Authorities;
Declarations of Walter Eliot Bard, Jonathan
Correa, Lincoln Hershberger, Robert N. Klieger,
and Jacob Schatz; and Request for Judicial
Notice filed concurrently herewith]

Date:  September 30, 2010
Time: 8:00 a.m.
Crtrm.: 9

Hon. William H. Alsup
Complaint Filed: June 15,2010

10-CV-2614-WHA

DECLARATION OF JAMES BINNS
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DECLARATION OF JAMES BINNS

I, james Binns, declare as follows:

1. I am Head of Edge International and PC Gaming at Future Publishing Limited
(“Future”). I have personal knowledge of the facts set forth herein, except as to those stated on
information and belief and, as to those, I am informed and believe them to be true. If called as a
witness, I could and would competently testify to the matters stated herein.

2. Future is one of the world’s leading special-interest media and publishing
companies. Founded in 1985 with one magazine, Future today has operations in the United
Kingdom, United States, and Australia and emplbys more than 1,200 people creatir_lg over 180
special-interest publications, websites and events, for people who are passionate about their
interests.

3. One of Future’s publications is Edge Magazine, a leading computer and video
game magaziné. Future has published the Edge Magazine monthly (i.e. 13 editions per year) since
October 1993, and has also published a number of special editions. Edge Magazine published its
200th edition in 2009, and has won numerous awards. |

4, Edge Magazine has used the same stylized logo, which was specifically designed
for the magazine by one of Future’s employees (the “Edge Logo”), since launching in October
1993. The Edge Logo appears, and has appeared, prominently on the cover of every issue of the
magazine (although some of the special editions have used specially adapted versions of the Edge
Logo). Attached hereto as Exhibit A are the covers of the Christmas 2008 and February 2009
editions of Edge Magazine, which accurately depict the Edge Logo as it has been used by Future
since 1993. Future has used the Edge Logo in a variety of colors, including red.

S, In 1994, Edge Interactive Media, Inc. (“EIM”) (toéether with an associated
company, Softek International Limited) brought proceedings against Future before the English
Courts, in an attempt to enforce alleged prior common law rights in the mark EDGE (the “1994
Proceedings™). Those proceedings were stayed indefinitely in June 1994, following an Order that
EIM provide security for costs, and the action did not progress.

|1 s6294.1
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6. ~  InDecember 1996, Future entered into an agreement with EIM to settle the 1994
Proceedings (the “1996 Agreement”). Pursuant to the 1996 Agreement, EIM granted Future a
license to use the mark EDGE in relation to prinf and online versions of Edge Magazine in the
UK, such license being deemed to have commenced when Edge Magazine was first published.
Neither Future nor, to the best of Fuhm’s knowledge, EIM distributed print or online versions of
Edge Magazine in the United States from the date of the 1996 Agreement until lat¢ 2004,

7. In October 2004, the 1996 Agreement was terminated pursuant to a Concutrent
Trading Agreement made between EIM and Future (the “CTA”). Under the CTA, EIM assigned
to Future its rights in certain parts of class 16 of a number of trade marks involving the word -
EDGE, together with all goodwill attaching thereto, in the UK, Germany and United States,
Further details of some of those assignments are provided at paragraphs 14 and 15 below. Future
dfd not begin distributing print versions of Edge Magazine in the United States until after the CTA
was executed.

8. Pursuant to the CTA, EIM also granted Future a worldwide license in relation to
inter alia electronic publication versions of Edge Magazine, and associated marketing and
promotion of the same. Future first created an Edge Mﬁgazine website in 2000 and the site was
active at www.edge-online.com by May of that year. In June 2005 Future launched a website at
www.next-gen.biz and ran content from Edge Magazine on this site. Thi4s URL was used because
Edge Magazine was not available in the United States at that time and so the brand had no
presence there. Edge Magazine moved the website to the domain name www.edge-online.com in
July 2008, after it had begun distributing Edge Magazing in thé United States. In July 291 0 the

website was moved back to www.next-gen.biz.

9. Future has not entered into any agreement with Edge Games, Inc. (“Edge Games”)
and has no relationship with Edge Games. The CTA is personal to EIM and non-assignable. At
no time has EIM or Tim Langdell sought permission for the CTA to be assigned from EIM to
Edge Games and Future has never given its consent to such an assignment.

10.  Future owns Registrationi No. 3,7 13,604, issued by the United States Patent and
Trademark Office (“USPTO") on January 26, 1999, for the word mark EDGE in International

562941 2
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I

Class 16, for “printed materials and publications, namely, magazines, newspapers, journals and
columns and sections within such magazines, newspapers and journals, all in the fields of
business, entertainment, and education relating to computers, computer software, computer games,
video games, handheld games, interactive media.” A true and correct copy of Registration No.
3,713,604 is attached hereto as Exhibit B.

1. None of Edge Games, EIM, or Tim Langdell has any interest in Future, Edge
Magazine, the Edge Logo, or Registration No. 3,713,604. Edge Games and EIM have made

unauthorized use of the same or colorable imitations of the Edge Logo, including at

o 90 NN W D W N e

www.edgegames com, and Future is presently pursuing claims against Edge Games, ETM and Tim

I
[—]

Langdell in the High Court of Justice in England for, infringement of copyright (in amongst other

1)
[

things the Edge Logo), passing off and breach of the CTA.

ok
[ ]

12.  Aside from entering into the 1996 Agreement and CTA, neither EIM nor Tim

Langdell has, or has ever had, any involvement in Edge Magazine, tﬁe online version of Edge

-
s W

Magazine, or any of Future’s offerings. Likewise, Edge Games does not have, and has never had,

-
wn

any involvement in Edge Magazine, the online version of Edge Magazine, or any of Future’s

[y
N

offerings. In particular, none of Edge Games, EIM or Tim Langdell has, or has ever had, any right

[SY
~

to control the quality or content of Edge Magazine, the online version of Edge Magazine, or any

other of Future’s offerings. Neither of the licenses granted by EIM to Future (i.e. under the 1996

[T~
v o

Agreement or the CTA) provides for any such right.

N
S

. 13, Thave reviewed the Combined Declaration of Use and Incontestability Under
Section 8 & 15 that EIM filed with the USPTO on August 18, 2004 with respect to Registration

NN
N -

No. 2,219,837, which attaches a specimen that purports to be the front cover of “EDGE Games

g

magazine, July 2004 edition.” Although that specimen bears Future’s stylized logo, it is not a

[
-

genuine copy of the cover of that or any other edition of Edge Magazine. A true and correct copy

N
(7 ]

of the actual front cover of the July 2004 edition of Edge Magazine is attached hereto as Exhibit
|iC.

[
3R

14.  Pursuant to the CTA, EIM recorded a partial assignment of all rights, title and
interest in USPTO Application Serial No. 78/208,607 for the mark EDGE to Future Publishing,

28
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Ltd. with respect to the following goods in Iﬁternational Class 16: computer magazines, video
game magazines, magazine about interactive entertainment. Such application later matured into
U.S Registration No. 3,105,816. A true and correct copy of Registration No. 3,105,816.is attached
hereto as Exhibit D.

15. Purs@t to the CTA, EIM assigned all rights title and interest into certain goods
associated with the mark EDGE under USPTO Application Serial No. 75/077,113 for the mark
THE EDGE to Future Publishing, Ltd. Such assignment assigned the application in connection
with the following goods in International Class. 16: printed matter and publications, namely,
magézines, newspapers, journals and columns and sections within such magazines, newspapers
and journals, all in the fields of business, entertainment and education, relating to computers,
computer Soﬁware, computer games, video games, hand-held games and other interactive media.
Such application later matured into U.S Registration No. 3,559,342. A true and correct copy of
Registration No. 3,559,342 is attached hereto as Exhibit E.

16.  None of Edge Games, EIM or Tim Langdéll has ever done anything to assert or
exercise any quality control of the mark and neither the 1996 Agreement nor the CTA provided for
any such quality control,

17.  The August 2007 edition of Future Publishing's Edge Magazine (edition 178)

l featured an exclusive article announcing the launch of EA's MIRROR'S EDGE video game, a true
and correct copy of which is attached hereto as Exhibit F. That article was also posted as a feature
in the online version of Edge Magazine, at www.edge-online,com. Edge Magazine previewed
MIRROR’S EDGE in its April and December 2008 editions (editions 187 and 195) and cartied a
review of the game in the Christmas 2008 edition (edition 196).

18.  Future Publishing and EA have coexisted in the market with their respective marks
for EDGE and MIRROR'S EDGE since 2008. [ am unaware of any customers inquiring about any
possible affiliation, sponsorship or connection between Future Publishing and EA or EA DICE, or

between any of Edge Games, EIM, or Tim Langdell, in connection with EA’s use of the

MIRROR’S EDGE mark. Thave never become aware of any confusion whatsoever that EA or

MIRROR’S EDGE are related to Future or Edge Magazine, or vice versa. Nor have I become of

56294.1 4




Case3:10-cv-02614-WHA Document38 Filed09/10/10 Page6 of 27

aware of any confusion whatsoever that EA or MIRROR’S EDGE are related to Edge Games,

-t

EIM, or Tim Langdell, or vice versa
I declare under penalty of perjury under the laws of the United States of America that the
foregoing is true and correct.

Executed September ], 2010, at Bath, England.

/ ) .
z. -
ames Binns

L - - - PR - U I -V 7 I
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UIDEOGAME CULTURE CHRISTMAS 2008 £4.50

il

R N

21 REVIEWS
INCLUDING
 RESISTANCE 2, MRROR'S EDGE
TOMB RAIDER: UNDERWORI.D
CALL OF OUTY: WORLO AT WAR,
GEARS OF WAR 2, ENDWAR,
LEFT 4 DEAQ, FALLOUT 3,
Gumg HERO: WORLO TouR
AZOOE: NyTg & BOLTS

WG E
SET-TQGP | GNLINE

BIOWARE'S QUEST TQ
REINVENT THE MMORPG

HOW APPLE'S HANOHELD
REALLY STACKS Up

EXHIBIT A
Page 6
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VIDEQGAME CULTURE FERNUARY 2000 £.060

NIMTZMDO

ciddick s g : Incteaing Fucl, GTACW The new woave of Ty

Pt e ond Ghosttiusters nomarmck N ecols

EXHIBIT A
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Int. Cl: 16

Prior U.S. Cls.: 2, 5, 22, 23, 29, 37, 38 and 50 Reg. No. 3,713,604
United States Patent and Trademark Office  Registered Jan, 26, 1999
10 Year Renewal/New Cert. Renewal Term Begins Jan.

TRADEMARK
PRINCIPAL REGISTER
REGISTRATION ASSIGNED

EDGE

FUTURE PUBLISHING LTD. (UNITED UMNS AND SECTIONS W

ITHIN SUCH

KINODOM COMPANY) MA NEWSPAPERS AND JOUR-
BEAUFORD COURT ALL THB FIBRLDS OF BUSI-
30 MONMOUTH STREET NES ENTBRTAINMENT, AND
BATH BAl 1BW, UNITED KINGDOM EDUCATION RELATING TO COMPU-
0 CLAIMED UNDER SEC. 'mns. COMPUTER SO%G!MPU

ON UNITED RINGDOM AFPLICA- VIDEO HAND-

TION NO. 1562099, FILED 2-11-1994, REG. mn.n INTBRACTIVE MEDIA,
NO. 1562099, DATED 1111-1994. IN CLASS 16 (US. CLS. 2, §, 22, 23, 29,

OWNER OF U8 REG. NO. 1,853,705. 37, 38 AND ).
FIRST USE 50-1984; IN COMMERCE

LICAﬂONS NAM%LAY MAOAZIN'BS, So-1984
APERS, JOURNALS AND SER. NO. 7398),667, FILED 8-3-1994.

In tes!bnmy whereof I have hereunto set my hand
and caused the seal of The Patent and Trademark
Office to be affixed on Dec. 8, 2009.

EXHIBIT B
Page 8
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The futuro of alectronic entenalnmant issugh 138

| HOME N N

OB L

Plus: the best from

Including Nintendo’s DS, The Legend Of Zelda,
Halo 2, Metroid Prime 2, Half-Life 2, FFXII,
DMC3, Doom 3 and Resident Evil 4
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Int. C.: 16

Prior U.S. Cls.: 2, 5, 22, 23, 29, 37, 38 and 50

Reg. No. 3,105,816

United States Patent and Trademark Office Registored June 20, 2006

TRADEMARK
PRINCIPAL REGISTER

EDGE

"THE EDGE INTERACTIVE MEDIA, INC. (CALI-
FORNIA CORPORATION)
530 SOUTH LAKE AVENUE #171
PASADBNA, CA 91101

FOR: ‘PRINTED MATTER, NAMELY, COMIC
BOOKXS, COMIC BOOK REFERENCE GUIDE
BOOKS, BOOKS FEATURING STORIES IN ILLU-
STRATED FORMS, GRAPHIC NOVELS, COMIC
STRIPS, PICTURE POSTCARDS, COMIC POST-
CARDS, PRINTED POSTCARDS, NOVELTY STICK-
BRS, DECALS, BUMPER STICKERS, NOTE CARDS,
NOTE PAPER, STATIONERY FOLDERS, COMPU.
TER MAGAZINES, VIDEO GAMB MAGAZINES,

MAGAZINES AND POSTERS ABOUT INTBRAC-
TIVE ENTERTAINMENT; WRITING INSTRU-
MENTS, NAMELY PENCILS, BALL POINT PENS,
INK PENS, IN CLASS 16 (U.S. CLS. 2, 5, 22, 23, 29, 37,
33 AND 50).

FIRST USE 1-6-1985; IN COMMERCE 1-6-1985.

OWNER OF U.S. REG. NO. 2,219,837

SER. NO. 78-208,607, FILED 1-29-2003.

ALLISON SCHRODY, EXAMINING ATTORNEY

EXHIBIT D
Page 10
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Int, Cls.: 9, 16, 21, 25 and 28

Prior US. Cls.: 2, 5, 13, 21, 22, 23, 26, 29, 30, 33, 36,

37, 38, 39, 40 and 50

Reg. No. 3,559,342

United States Patent and Trademark Office  Registered Jan. 13, 2009

TRADEMARK
PRINCIPAL REGISTER

THE EDGE

BDGE GAMES, INC. (NOT PROVIDED COR-
PORATIO

530 SOUTH LAKE AVENUE

SUITE 171 :

PASADENA, CA 91101

FOR: VIDEO GAME PERIPHERALS, NAMELY,
VIDEO GAME CONTROLLERS; COMPUTERS;
COMPUTBR ACCESSORIES, NAMELY, KEY-
BOARDS, MICE: GAME CONTROLLERS FOR COM-
PUTER GAMES; MEMORY CARDS;
HEADPHONES; AUGMENTED REALITY HEAD-
SETS FOR USE WITH COMPUTERS; VIRTUAL
RBALITY HEADSETS FOR USE WITH COMPU-
TERS; STORAGE DISC CASES, NAMELY, COM-
PACT DISC CASES AND DVD CASES; VIDEO
DISPLAY AND CAPTURE CARDS; AUDIO CARDS;
AUDIO SPEAKERS; WEB-CAMBRAS; BACKPACKS,
CARRYING CASES AND. BAGS ALL DESIGNED
FOR CARRYING PORTABLE COMPUTERS, COM-
PUTBR ACCESSORIBS, AND COMPUTER PERIPH-
ERALS; VIDEO GAME MACHINES FOR USE WITH
TELEVISIONS AND ACCESSORIES THEREFORE,
NAMELY, VIDEO GAME CONTROLLERS; VIDEO
GAMBE SOFTWARE; COMPUTER GAME SOFT-
WARE, COMPUTER GAME SOFTWARE FOR USE
IN LOCATION BASED ENTERTAINMENT CEN-
TERS, IN CLASS 9 (U.S. CLS. 21, 23, 26, 356 AND 38).

FIRST USE 6-4-1984; IN COMMERCE 6-4-1984.

FOR: MAGAZINES, NAMELY, MAGAZINES IN
THE FIELDS OF BUSINESS, ENTERTAINMENT,
POPULAR CULTURE AND EDUCATION; MAGA-
ZINES, NAMELY, IN THB FIELDS OF COMPUTER
GAMES, VIDEO GAMES, BOARD GAMES, HAND-
© HELD GAMES, INTERACTIVE MEDIA, TELEVI-

SION, MUSIC, VIDEO, MOVIE, CLOTHING, FASH-
ION, LBISURE ACTIVITIES AND LIFESTYLE;
COMPUTER AND VIDEO GAMEB MAGAZINES,
COMIC BOOKS, POSTERS, NOTE PAPER, NOTR
CARDS, RUMPER STICKERS, STICKERS, PENCILS,
BALL POINT PENS,INK PENS, STATIONERY;

FOLDERS, IN CLASS 16 (US. CLS. 2, 5, 22, 23, 29,
37, 38 AND 50).

FIRST USE 4-14-1993; IN COMMERCE 4-14-1993,

FOR: MUGS AND CUPS, IN CLASS 21 (U.S. CLS. 2,
13, 23, 29, 30, 33, 40 AND 50).

FIRST USE 8-12-1995; IN COMMERCE 8-12-1995.

FOR: T-SHIRTS, SWEATSHIRTS, JACKETS, IN
CLASS 25 (U.S. CLS. 22 AND 39).

FIRST USB 8-12-1995; IN COMMEBRCE 8-12-1995.

FOR: TOYS AND PLAYTHINGS, NAMELY, BAT-
TERY OPERATED ACTION TOYS, BENDABLE
TOYS, COLLECTABLE TOY FIGURES, ELECTRO-
NIC ACTION TOYS, ELECTRONICALLY OPER-
ATED TOY VEHICLES , FANTASY CHARACTER
TOYS, MECHANICAL ACTION TOYS, MODELED
PLASTIC TOY FIGURINES, MODEL TOY FIGURES,
PLASTIC CHARACTER TOYS, PLUSH TOYS, POSI-
TIONABLE TOY FIGURES, TOY ACTION FIGURES,
TOY BOXES, TOY FIGURES; HAND HELD UNITS
FOR PLAYING GAMES AND ACCESSORIES
THEREFORE, NAMBLY, CARRYING CASES DB-
SIGNED FOR HAND-HELD UNITS FOR PLAYING
BLECTRONIC GAMBS; STAND ALONE VIDEO
GAME MACHINES AND ACCESSORIES THERE-
FORE, NAMELY, CARRYING CASES AND COVERS
DESIGNED ROR STAND-ALONE VIDEO GAME

MACHINES, IN CLASS 28 (US. CLS. 22, 23, 38 AND

50). )
FIRST USE 8-12-1995; IN COMMERCE 8-12-1995.
OWNER OF U.S. REG. NO. 2,219,837
SER. NO. 75077,113, FILED 3-22-1996,

COLLEEN DOMBROW, EXAMINING ATTORNEY

EXHIBIT E
Page 11
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by creating an acutely physical sense of the
player's body within the enwronment,

It's something of & strange paradox that
firstperson games, whila placing you more
directly in the gameworid, mostly offer
fewor options for interaction with your
environment than thirdperson games. The
reasan for this, however, is not tersibly
abscure ~ there Is simply less visual
feedback in fiestpersan to tell the player
whiat his ot hét digital body I§ daing. its o
surprice then that most fisstperson games,
lacking an abikty to convey your phwsical
presance In the envirsnment, tend to
feduce the avatar In question to a fioating
Qun. That such tittes then feature shooting
as their métiar is an Ingvitabiiy: {1 an
Interaction based on Kne-of-sight, the

jation of which is enh by the
ﬁuumnm and doesn’t require
radical mavement within the worfd,

As such, DICES deCision to name the
nimble protagonist Faith Boging to seem
particularly appropnate far a chavacter
rapeasenting both the Irtersl and Figurative
embodiment of the veams viion - one

“Wae balleve we've gat freasdom
af movemaent that you haven‘t
gaan in this ganre of gume before”

E quomﬂecmphasimn pnn
B Vrr00s Ege Al

which hapoily fouts comention in a way that must
demand a substantial amount of seif-betiet.

At the L, everybody thaught: ‘Yeah, that
Sounds cool, but its Aot gaing 1o wark’,® says saniod
producer Owen O'Brien. “A iot of other people have
tried it and foied, and this is why we think we've got

of volkume when it comes to the lower
asms, the knuddes disappearing end <o
on,* he explaiis. “) would iy iast of the
fiestpenion shdoters st ignore the hands
#nd focus 8 whole fot on the weapons. We
have projects ot DICE where we have lond

somathing really : jva, b we've
all these hurdies and got samething that really works
now. We betieve we've got freedont of movement
that you haven't seen (n this genre 6f game before
<1y more likc what Arince Of Pevsia has done, but
In firstperson.”

Mtahmsbnnahtd!mmthgunn
i games,” ducts Tom farrer, ruefully
-mmmm«uﬂmmmmnm
you move arownd the environment, Wa wanted to
capture 8 real sense of physicality Games ke Vel
Toumament have movement - double umps. cocket
fumps - but ks very abstracted. We wanted ta place
you In the world aad conirey the strain and physical
contact with the enviconment.”

O'Brien describes the game's phiosophy 21 &
"through the ch pesiance rather than &
“through the gun” experience, “The aspications of that
are that you have & body, that the camera movement is
orpanic — and it should fest ike irs really you, it should
feel fluld and realistic. We wanted 10 work, not on |
creating bigger and better and more intricaie weapons,
but on ecally bringing 1 the ands ot the peison.”

The task of projecting a sense of embodiment faks
Wrgely in tha 13p of Teblad Bal, the iead animated on
the peogect, its a dhange in emphatsis that cequires &
sethinking af the usust expenditusa of the polygon
budget. "What you usually see when you fock at the
hands In firstperson shoosers is that you have & big loss

EXHIBIT F
Page 15

NQQN Hlists and & crew under N or
her to develop the shaders {of the weapons
« but thés you have thess fow-polygon
Gubic hands holding the weapons. We
focused on the hands kom the start Sowe
have no Joss of volume, we have vers
showing and knuckies that grow
depanding on lsow the hand is bent, tn @
tormal firstpérson Game you have about
30 animation for the hands - right now, |
think we'ne up {0 300.°

The game does festure guns, howeves,
DUl they act mone ik t00)s rather than as
the focus of the gameé. *Princifally, this i
3N XUoN adveniure,” says O'Bren. “We're
nat positioning this 41 a shoater - the
focut kkn't on the gunt, s on the person,
As the markating is saying, U 'putting the
person badk into firstperson’, So iy all
about you, ity sbout the miovement.~"
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DICE is awavra that s promises of
convindng digital embodiment are Kkely to
induce scepticiant, but with the 360
gamapad [n hend, doubls about the extent
of its ach ane rather abruptly
demolished. Even just walking feels vividly
redlised i1 & wly that fisinerson ganies
commonly dan’'t. AY 100 often, locking
down, 3o will see your feet giids ower
the floor - ¥ you have them at all; hese,
lootfalls feel weighty, as though they
afe attuslly Engendering movement.

@ And when you speed up, the sense of
acceleration 1s well matched by the sway of
the cameda, your sims pumping visioly the
sound of your trainers impacting concrate
with & Fuid increase in pace and powe.

“The first thing we wanted to get wat
the feeing of actually sprinting, 10 get 2
{ealing of speed and momentum in the
Qime,” says O'Brien.

And, well, it works - and this & before
motion-biur of any other full.scréen
QHELLS Have D86n added Lo accentuate
the fecling of movement. But ks act
only the contact with the crvironment and

I 0017781 67 mu&ul

EXHIBIT F
Page 16
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the dudionsuei fetdtiack that makes the
feel 50 coupled with the deatar ~
crucily, OICE has nailed the sensa of
Is particularly obvious it you hit the crouch
bution witie moving at speed = the
2vatac thiows hecseit into » tide, feet
outsiretched in 1200 (useful for Gvading
siowly desotichng garage dooss, lor
examyiel and, skikdling 10 a gravelly-
soundinig hak, the viewpolnt skews with
. QRS inieaben of naturalistic head
movenent, s s ivd of 8 frieton
with the utiunding word that is simply
< 2tk from othee flrsiperson -and
. pethags R takes an ke DICES to
AN W3S & COMMOn

- thig'sann of boamcouuuﬁy
%ﬁmbﬁa ) -wersusedto
5 ivant

You stop secing obstacies and start seding
opportunities: ' coukd wallsun up thera and jump
théig and do this and tiar’. Everl on a very small
rooftop averyone approachos & differently.”

“Doing the cool maves is refatively ¢asy,® expleing
Fater, “but you want to maintain a flow < that's whare
the skifl elament i3 introduced. Coming to the botiom *
of the zip-iine you waat to time your landing properly
$0 you Can continue to maintaln that speed and carry
on moving, whéfeas if yeu fall you May stumbie, siow
dovn or even lai over.”

Simiarhg when spproxching & metre-high walk —
whichin other firstperson games might be an
impassable stiucture — the velocity with which you hit
it will airablé you 16 voult straight over o7, falling thar,
feave you hanging. Maintaining speed via tluid
combinations of maves is he central tened of the
gameploy Your aucrage spoed also desermines the
amount of Reaction Time you hawe, 3 siow.motion
feature implemented to ald you in the more complex
and rapidly chained moves. Alihough perhags more
obwously a grmmick than the game's other Intégrated
nations concerning movement, [tis cetainly of some
considerable benefit during the more hectic momentiy
when you faunch yourselt from the edge of a bulkiing

30k spin in mid-ale to thoot back over your fying body

#*When yau play this game it changes the way

-'you'leok gt other firstparsan gomes. You atop
!-nlng obstuclss and start sesing aoppoctunities*

A youf R Time gives you a few critical

' ihméunymdwuqe%

" "stunis of race and heesgy that would have

*&Mﬂ ted off pidtotyping in
' Sanlled £, and wi found that ons of the

W wiated 1 3O we couldn't,

moments 1o get a bead 0n your foes befare you siam
in to the ground.

"Aside from just considering how this vas all
possiuie technically,* says Famar, “we sponit a lot of
time thinking abaut what you'd be doing with the
conlrolier We want to keep control of mavement off
the faoe buttons, because the sécond you use 3 faca
bution you move your thumb off the analogue sbck
and you lase control of your siming.”

Although still undergoing deveiopment, the
contrels have been steamfined in ather ways. There
15 10 °grab’ DUITEA 38 Such! the QAME Utes & complak
edge-detaction system t0 atiaw you t0 automatically
gain punchase on ledges. Only two butions determing
Four context-sensitive actions. The jimp button
becomes an all-purpose movement button, executing
VaUulting MINOLNTES 2 well 4 tepelling yowself off
adjacent walls, An '30gression’ buttest not only shoots,
but allows you to barge down doors whikk moving at
specd, or kick tham open if standing still.

Combat maintaing tha focus on anotion, as Farrer
Sxplaing: “Your endinles 3i¢ powerdul and heavily
d. They re dangeious — you pistol n't going

'4mumpnwmayoom
mnmqm
wnn 1w ¢ity srwets
people deowe ihem for ten yards, jumped
" okt of Shan gin and ducked down an
lﬂ;mmw or ran lnto the
8 very vertical world,
wanted to movwe
foot.”
of elegant walluns,

that tuns the

10 do much daMage to tham. S0 whil we winted wr
do s to infuse mavemeni into the combat « firstly in
avoiding your enenves; the mone acrobaticatty you
navigate the workd, the harder 3 target you become.

“Alternstively you can get i dose ta them and
furn thele Gwn witapons S8Vt theay; Sastching
weapon irom them and using thls more poweriul gun
to dispakch the harder enemics, We look at these
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Lisger as temparary power-ups, b
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you take them you're imiting your mobility but
incmasing your power. s an interesting irade-off.
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‘while you'se doing these athletic funts.”
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the tarmac far befow, it's » batance made postible by
the &t GireCHion the team is pursuing, one thatis
perhaps even bolder than its «ingvations in fi
movement. ¢S an st dikection that dirdctly infosras the
gameply while at (he same tima creating a vivid sense
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the player 1o move thvough the workd very
quickhy, 4nd we want the played 16 kiow
what their oplions ase. A the thingi that
are important £ you will pop out.”

Porentiat pachs and objects that falth
can use 1o propel hersed through the
evieanmént aré indicated with brant
splashes of peimary coiGur, Routes that will
lead to cprtain death tend t0 be marked
with shadow, while safe paths are
RHuminated, giving the player an Instinclive:
sense of how to navigate the pesilous
rocftop path without havng to stop and
check shead.

Unuswdlly, Mivor's Edge departs from
the videogame industry’s obsession with
grim, gritty dystogias - and is all the more
tesritying for it. in many ways 8 vision of
aspirational urean cefigr, the cityscape is 4
pristine utapian metropolls.

“Our ay's & hybrid af easd and west,*
says O'Brien. “It looks clean, awractive. it
looks ke a nice place o five. People seem
4 be huppy. A% ¢rime-kree. Its almost a
utoplan Gy, but a modern Gy, &
contemporacy City. But this is the catch:
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i fine for you 50 fong 25 you'se wiling s
be past of 4 systems ~ IS actuaily & vety
controlled city,”

‘these’s a sense of undertying menzce
that s perfactly communicated by the ctys
sterile pesiacton, am austeriy compounded
by the splashes of primary colout, which
begin %0 look lke trarmpanet stempts to
enfiven a world that is emotionatly dead, itt
diversity stifted, its peapie subjected ta
draconian unity of thoughl and behaviour,
The Image of ¢i] order that Mivors fdge
paints is & chilkng exirapolation of policies
being enactid today $0¢ Bve pAstaction and
comfort of cittrens but which, all the same,
signal a disturbing restricion of Eberty.

=1t sat ln & fictitous city, Dut ity adty
that cauld exist eodag.” says O'Srtan.
"We've taken 8 lor of things that are
happenirig In the workd and amaigamated
them and cxaggerated some of them
slightl Some Gities a8 already stirting
1o be like thts. Thera ace conpestion
charges at the moment - we've Laken
that 80 the next stepx wehicles need o
Tcence which only the rich ¢an sfard,
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0 movement by wehide is very controlied. Thecity has  become konic in the way the team hopes
damped down a ot on interniet waific, sad mobdile resmains to be seen - but at least the
phane tatfic is monitored. Tie sticets are safe towalk,  arienton the designers have given ta hey

aimost paamilitary pofice force.

But the fear of such authoritarian goverament is
really a feas of that power being misused, as O'fcien
exphaing: *Like any utopis, if you scrarch the susface
things start to Fall apaet, ItS belng sun by 3 ccalion of
corrupt politicians and police, controking the citizens should this discegasd for convention be
for their gun means. For me, this is the core of the “
game and the message, & 1t has a messagn: thegreater  — HOW much personal fraedom are you
gacd has come at the expense of pessonal freedom. ¥ Willing to give up for a comfortabla

e et how ™ life? That's ths crux of the game*
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The protagonist, of course, i well aware of the machanical mnovation wes Adarashon’s

Gy oppressive order, and choases 1o exist outside implementation ol free-looking mouse

of it < oron top of it. Bicit behiwioug eradicated cantrol 13 yeaes 290,
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criminaity is served by a more low-tech mode of games.” O'Silen continus: I think what
information transpiornt - sthietic coutiers, known as we're doing s cool and innovative, and
anners, who ¢an Move 30uad on (6oL, mastly wi've broken 3 fot of tabaos snd overcome
htlgm demuhmw Fath, they have found  lots of problems = but | akso think ity the
guous morslity, one who exitisin  next logical step for firsiperson, Uke most

amammmmawmm great ideas, once you've done there
and ferocious criminaly She is, as you might expect everyone goes: ‘Wedl, yeah, why doesn't
1rom the thani3 ¢thar nonconformnist dengn decisions,  everybody do thu?™
an atypical gama herolne, And hopefutly, once the game has

“We wanted 10 get a sirong female character,” damonstrated what Is possibie, Aot simply
says Q'Brien, “one who didin't have pneumatic braatts  with the mechanics and presentation of
and wasn't avertly sexual - someons wha is strong and  firstperson movement but with the games
athletic but also reatistic.” Whether of ot gy will Imaginative vision and politically informed
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Mrs Justice Proudman :

1.

These proceedings are brought by Future Publishing Limited for breach of contract,
breach of copyright and passing off against two companies registered in the United
States, Edge Interactive Media Inc (“EIM”) and Edge Games Inc (“Games Inc”) and
Dr Timothy Langdell, an individual of British origin who now lives in Pasadena USA.
I am satisfied that EIM and Games Inc are controlled exclusively by Dr Langdell. A
“Jack Phillips” has occasionally put his name to witness statements on behalf of EIM
in the past but he is not mentioned at all by Dr Langdell in his evidence and I suspect
(without making any findings in this respect) that the claimant is right in saying that
he does not exist and is an invention of Dr Langdell. At all events, I find that
anything EIM and Games Inc have done has been procured solely through Dr
Langdell’s intervention. In so far as there is tortious liability on the part of EIM Dr
Langdell is liable as joint tortfeasor on the principles set out in MCA v. Charly
Records (No 5) [2002] FSR 26.

EIM and Games Inc have previously been, but are not now, legally represented in the
action. Dr Langdell has appeared in person on behalf of all the defendants and I will
sometimes refer to him rather than the particular defendant in question.

The claimant is a well-known publisher of magazines and it sells approximately 3.6m
magazines per month. For present purposes its speciality is computer gaming
magazines, in particular the magazine EDGE, which has been distributed in the
United Kingdom since 1993. EDGE magazine has a large circulation. Its website is
visited by over 400,000 visitors per month. Many jobs in the computer gaming
industry are advertised in its pages, it has many corporate subscribers and it has won a
number of awards over the years, including Games Magazine of the Year 2008. It is
plainly a substantial enterprise engendering a substantial following and substantial
respect in the gaming industry.

Since its initial launch in 1993 the magazine has been published under the name
EDGE and has used a particular and distinctive form of logo. The letters “E” in the
logo extend the cross bar on the left hand side (with a corresponding shortening on the
right) and there is a sharp scalpel like point at the edge of the extension.

In the 1980s and early 1990s Dr Langdell had a business writing games software,
under the name Softek and then Edge. He is now well-known, indeed the claimant
says notorious, for pursuing third parties using the name Edge for licence fees, failing
which he pursues them for damages for trade mark infringement.

It is common ground that Dr Langdell and the defendant companies have used three
versions of an EDGE logo, all based on a stretched version of the Franklin Gothic or
Helvetica fonts. One of these versions is indistinguishable from the logo used by the
claimant and was used on the defendants’ letter heading in 2008 and 2009 and on
EIM’s website at various times. A second has a shorter bevelled trapezoid and was
used on EIM’s website from about 2003-4 until June 2009. A third has a much
shorter trapezoid to the left of the vertical stanchion of the “E”, amounting to no more
than a triangle shape. I only have photocopies which Dr Langdell assures me
accentuate the shadow produced by the bevelling. In all three cases, however, the
slashed middle bar of the E was retained, as well as the stretching effect of the letters.
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A number of preliminary issues arise of fact and law with which I intend to deal first.

Action unnecessary

Dr Langdell alleges that this present action was unnecessary as the defendants met all
the claimant’s requests for undertakings before the claim was served. However it
seems to me wholly reasonable that the claimant should bring the action. The
defendants’ solicitors letter of 29" June 2009 says as follows;

“The EDGE logo has been used by our clients for many years
and they will not cease using it because they are entitled to use
it.”

I am unable to find unequivocal undertakings in the correspondence, despite Dr
Langdell’s assertions that they were given. Further, Dr Langdell continued to contend
before me that he was entitled to continue to use the EDGE logo and that he intended
to do so.

Originality

Dr Langdell submitted that the claimant can have no copyright in its EDGE logo
because it is not original over the Franklin Gothic typeface. I do not accept this
submission. The stretching of the font was combined with the distinctive slash and
projection on the middle bar of the “E”.  What is required for artistic originality is the
expenditure of more than negligible or trivial effort or relevant skill in the creation of
the work: see Copinger and Skone James on Copyright 16™ Ed at 3-130 and
Ladbroke v. William Hill [1964] | WLR 273 at 287. The claimant’s logo is original
within this test.

Consensual use

Dr Langdell claims that in 2005 he asked for and obtained the consent of Mr Pierce of
the claimant to use of the EDGE logo. I accept Mr Pierce’s evidence, which was not
seriously challenged, that there were no discussions on the subject at any time. |
therefore reject the defendants’ contention under this head.

Dr Langdell accepted in cross-examination that he copied the EDGE logo when he
used it in his letter head to write to the claimant. He said this was what he called “an
estoppel representation”, by which I understood him to mean that he was using it as a
deliberate challenge to the claimant to complain about the use. He asserted rather
vaguely that this entitled him to a licence by conduct. 1 do not accept his contention.

1991 invention by Dr Langdell
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18.

A third preliminary matter is that Dr Langdell asserts that he invented the EDGE logo
in 1991. He contends that he did not copy the EDGE logo from any work of the
claimant. Indeed he said that, consciously or unconsciously, the claimant copied his
invention when the claimant started to use the EDGE logo in 1993.

I observe that Mr Williams, the claimant’s creative director, gave evidence that he
specifically designed the logo for the magazine in the course of his employment. His
evidence that he was unaware of the existence of any logo used by Dr Langdell at that
time was not seriously challenged in cross-examination.

5.25" floppy disks

The most important part of Dr Langdell’s case under this head is the question of the
floppy disks which he adduced as evidence in support of his case that he had invented
the EDGE logo in January 1991.

The defendants allege in their pleading that Dr Langdell’s invented logo was
published and distributed in a single page catalogue and then on a printed flysheet to
promote the defendants’ products at trade shows and elsewhere. Dr Langdell said in
opening that this was known “really clearly” to the claimant at all times and that he
had been using the logo continuously for 19 years. When the court asked him what
evidence there was of use of the logo in the 1990s Dr Langdell then claimed that there
had in fact been what he termed “scarcity of use” at that time.

The evidence, and the only evidence, of his creation of the logo, supporting Dr
Langdell’s own testimony as to the two pages of documents, is that of certain floppy
disks. They were first mentioned by Dr Langdell in open correspondence in a letter
dated 20™ May 2010 and his account of what happened in relation to the disks did not
emerge until his seventh witness statement of 29" November 2010.

He claims that he saved the catalogue and flysheet on to a 5.25” banana brand floppy
disk in 1991, for what reason he cannot now remember. This disk (“disk 1”’) was sent
to the defendants’ expert, Mr Steggles of Disklabs, who said not only that it was a
genuine 1991 disk but also gave his opinion that the information on it was genuinely
created at that time. However when the claimant’s expert, Mr Dearsley of Kroll
Computers, examined it he pointed out that although disk 1 was an old disk the
alleged 1991 content had been created using Windows 95, that is to say, later
software. He also said that the content had been deliberately backdated as though it
had been created at an earlier date. When the matter was referred back to him, Mr
Steggles agreed with Mr Dearsley that the content of disk 1 could not date back to
1991.

Dr Langdell then claimed that disk 1 had been sent in error and was a copy he had
created in the mid-1990s for some reason he said he was unable to remember. He
then produced an involved and absurd story about how he had found two disks in a
box in 2009, one of which was a mid-90s back up disk (“disk 2”) and the other of
which, (disk 1) was used to clone the original. He said he took the two disks to a
“repair man” and mixed them up by marking the wrong one. His oral evidence did
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not tally with his witness statement and his evidence about the boxes in which he
allegedly found disk 1 and disk 2 was confused and unpersuasive.

He sought to explain the backdating of the images on disk 1 by saying that he wanted
to create a clone as close as possible to the original. However he was wholly unable
to explain to the Court’s satisfaction why he should wish to create a clone at all rather
than a simple back-up copy. It was not until October 2010, according to his account,
that he found disk 3, the alleged original 1991 disk, although I found his evidence
confusing under this head; it is possible that disk 2 and disk 3 were supposed to be
one and the same.

At any rate, by October 2010 Dr Langdell had seen Mr Dearsley’s report setting out
the reasons why the information on disk 1 could not have been produced on the disk
in 1991. Mr Dearsley’s view was that it would be possible to create a disk which did
not show these software anomalies once the maker was armed with the Report’s
explanation of what was wrong with the previous version. Dr Langdell said that he
was technically incompetent to do such a thing but I do not accept his evidence that he
did not either do it himself or procure someone else to do it.

In May 2010 Dr Langdell had claimed that the relevant disk was too delicate to be
moved to the UK, despite the fact that he says that he shipped it twice across the
Atlantic in the early part of that year. He was ordered to provide inspection by Order
of the Master on 19™ August 2010 which resulted in the examination by the experts.

Dr Langdell then produced a long and tortuous explanation of the emails he had sent
to Mr Steggles, which were disclosed only a week before trial. The emails were
presented to the court in a sequence which gave the impression that an email received
from Mr Steggles on 3™ October 2010 was in response to an email from Dr Langdell
(“the suspect Steggles email”) which in fact had never been received by Mr Steggles.
The suspect Steggles email mentioned no fewer than S times that a clone had been
made. The email actually received by Mr Steggles (and to which his own email was a
response) made no reference to the creation of a clone. Moreover the format of the
suspect Steggles email is suspicious in itself and I have no doubt not merely that it
was not received but that it was never in fact sent. The overwhelming inference is
that the suspect Steggles email was concocted as support for Dr Langdell’s story that
he had created a cloned disk.

Dr Langdell’s story is incredible. The truth is a prosaic one, namely that Dr Langdell
concocted disk 1 in support of his claim that he had invented the EDGE logo in 1991.
When this was exposed by the claimant’s expert he constructed an elaborate
explanation and created disk 3, having learned from the Report how to avoid the
mistakes he made the first time.

There is however a further and very important aspect of the matter. In his closing
submissions, Mr Purvis QC pointed out that in all the correspondence about
disclosure there had never been a suggestion prior to May 2010 that the evidence
relied on by the defendants was contained in disk rather than paper form.

The claimant had expressed willingness to let the court read the without prejudice
correspondence passing between the parties but Dr Langdell, as was his right, refused
to waive the privilege attaching to it.
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In his closing written submissions, however, Dr Langdell made the serious allegation
against the claimant and its solicitors that they were deliberately misleading the court.
He asserted that they knew very well that the disks had been referred to in without
prejudice correspondence.

Mr Purvis took me to the relevant authorities and I held that this allegation resulted in
a waiver by the defendants of their right to keep the without prejudice correspondence
from the court. Mr Purvis then produced a clip of what the claimant said was the
entire without prejudice correspondence for the relevant period. None of the letters in
that clip mentioned the existence of a disk. In response, Dr Langdell subsequently
produced a hard copy of two emails allegedly written by him to Mr Millar of the
claimant (respectively dated October 2™ 2009 and February 23" 2010) which he
alleged had been deliberately and dishonestly excluded from the string of
correspondence and which do indeed refer to the disk on which he relies.

I was in some difficulty as the matter of the without prejudice correspondence had
arisen entirely in the course of closing submissions. No evidence had been formally
given and there had been no cross-examination. However the correspondence and the
counter allegations could not simply be ignored. Not only was the claimant’s
allegedly dishonest behaviour now part of Dr Langdell’s case but, if the emails were

genuine, they would support Dr Langdell’s substantive case about the genuineness of
the disk.

By this stage Dr Langdell had returned to Pasadena and arranging a mini-trial on the
issue of the emails would be no easy task and would add substantially to the costs of
the proceedings. Neither side wished me to do so.

I have decided that I should apply some common sense to this issue. I cannot let the
case run on indefinitely in circumstances where the evidence (properly and fully
tested in cross-examination) is overwhelming that the disks were concocted.

In deciding not to reopen the matter I have taken into account the following. The
claimant has, pursuant to its continuing disclosure obligations, carried out a full
search of its IT systems for the emails. No trace has been found. Dr Langdell has at
no stage said that he has conducted a similar exercise and at no stage has he offered to
let the claimant’s experts examine any of his digital material.

Secondly, although Dr Langdell was aware of the claimant’s allegation in mid-
January, the two emails were not produced to the claimant until the hearing of 2™
March 2011, giving the claimant no opportunity to test them forensically, to seek
permission to adduce evidence about them or to cross-examine Dr Langdell as to their
authenticity. The emails had never been referred to before and, in common with other
emails which Dr Langdell alleges were sent but not received, were not produced until
the very last moment. It is hard to escape the inference that (in common with the
suspect Steggles email and the email to Randall C opland referred to below) the
intention was to try and reduce the scope for investigation by the claimant. It is also
hard to escape the inference that crucial emails, said to have been sent by Dr Langdell
but not received (for example an email sent to Jo Clayton of the claimant, together
with an alleged “read receipt”) were never in fact sent at all.
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Thirdly, Dr Langdell claimed (as with the email to Randall Copland) that the email of
2" October 2009 was a “stand-alone place-holder” reply and not part of a thread.
However he was unable to explain why it was headed “Original Message”. The email
of 23" February 2010 is also headed “Original Message” and again no thread has
been disclosed.

Fourthly, a subsequent email to the claimant (dated 18" December 2010) from Dr
Langdell says in terms that he had not responded to the claimant’s without prejudice
email timed at 1.18 am on 2™ October 2009. The alleged email of 11.34 am of 2
October 2009 is therefore inconsistent with this assertion.

Lastly, the format of these emails differs from the thread disclosed by the claimant
and its solicitors and resembles that of the suspect Steggles email and the Copland
email, both of which were extensively dealt with in evidence.

I accept that it would be wrong to make positive findings of forgery of the two alleged
without prejudice emails without proper evidence formally adduced. 1 cannot and
should not make any findings of fact about them. The above factors are merely the
circumstances against which I have decided that it would not be in accordance with
the overriding objective to re-open the issue of whether the disks are genuine. In all
those circumstances I propose to attach no weight to the two alleged without prejudice
emails on the basis of a new allegation made by Dr Langdell.

I now turn to the claims made by the claimant in the action.

Contract

In October 1993 Dr Langdell issued proceedings against the claimant for passing off,
alleging that he had unregistered rights in the mark EDGE. On 1 1" February 1994 Dr
Langdell applied to register the trade mark EDGE in the class 16 (printed matter)
category in respect of various items including gaming magazines. The action was
stayed pending payment by Dr Langdell of security for costs but was then settled by
an agreement dated 4™ December 1996 (“the 1996 Agreement”). By that date, the
claimant as well as EIM had applied to register the name EDGE in the class 16
(printed matter) category.

The thrust of the 1996 Agreement was that EIM would keep its registered mark and
would be given the claimant’s trade mark application in return for a royalty-free
licence for the claimant to use the mark EDGE in relation to EDGE magazine in any
form, electronic, on-line or otherwise. The claimant paid EIM the sum of £20,000.
All rights and goodwill arising out of the mark EDGE were to vest in EIM. EIM was
prohibited from publishing or licensing anyone else to publish a magazine
substantially similar to EDGE magazine under the name EDGE or any colourably
similar mark. EIM was prohibited from claiming any association or connection with
EDGE magazine or with the claimant, save that in response to an unsolicited request
EIM could confirm that it had licensed the mark EDGE to the claimant in relation to
EDGE magazine.
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The claimant’s case is that thereafter, as EDGE magazine’s success grew, Dr
Langdell’s behaviour became increasingly burdensome. The claimant wanted to
abrogate the licensing agreement and buy all necessary trade marks from the
defendants.

Agreement was reached in 2004, both with EIM and with Dr Langdell. The result
was a Concurrent Trading Agreement (“CTA”) with EIM and a Deed with Dr
Langdell. Each was paid a substantial sum of money in consideration of entering into
the deeds, $250,000 to EIM and $25,000 to Dr Langdell, although the total sum was
paid into Dr Langdell’s bank account.

I should say at this juncture that Dr Langdell relied before me on Recital F to the 1996
Agreement, saying (although this was not pleaded) that it barred the claimant from
bringing these present proceedings against EIM. Recital F provided (the emphasis is
mine),

“EIM Softek and Future wish to settle the Proceedings and all
actual and potential disputes between them relating to the
publication by Future of EDGE Magazine upon the terms
hereinafter appearing.”

This contention is misconceived as it ignores the fact that the 1996 Agreement was
expressly (see Recital 4 of the CTA) terminated and replaced by the CTA.

The primary effect of the CTA was to assign to the claimant those parts of the trade
marks owned by EIM which included the word EDGE and which covered EDGE
magazine. Because Class 16 includes not only magazines but also other printed
matter such as posters, booklets and instruction manuals the agreements provided that
EIM would assign to the claimant that part of each mark in Part 16 which covered:

“Printed matter and publications, namely magazines,
newspapers, journals, columns and sections within such
magazines, newspapers and journals, all in the field of business,
entertainment and educations relating to computers, computer

- software, computer games, video games, hand-held games and
other interactive media.”

The Register of Trade Marks was duly amended accordingly, with a suffix “A” for
EIM’s marks and a suffix “B” for the claimant’s marks.

The assignment included all rights in the agreed part of the trade marks,

“including all goodwill attaching to the use of the Agreed Part
of the Trademarks in class 16 and all rights of action, powers
and benefits arising from ownership of the Agreed Part...”

“Trademarks” was defined as including not only the registered marks but also “all
unregistered trademark rights of EIM in those marks.”

Under clause 2.1.2 of the CTA, EIM granted the claimant certain licensed rights,
making it clear that EIM could not object to claimant using the mark EDGE in
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relation to electronic publications. By Clause 2.9, the claimant undertook not to use
the mark EDGE outside the publication of computer games magazines, their
associated marketing and promotion and the uses covered by clause 2.1.2.

Importantly, both agreements provided as follows:
CTA clause 2.4:

“EIM further undertakes that it shall not use or permit the use
by any other person of any Trade marks in a way which is or
could reasonably be confusing with Future’s use of the same in
accordance with this Agreement and Deed.”

The Deed clause 2.1.6:

“Not [to] use or permit the use by any other person of any of the
Trademarks in a way which is or could reasonably be confusing
with Future’s use of the same in accordance with the [CTA].”

I will also cite the provisions of clause 6.9 of the CTA as Dr Langdell set great store
by them, saying that the claimant never fulfilled its obligations under the last part of
the sub-clause:

“...The Parties acknowledge that specifically in respect to the
trademark and brand “EDGE” in the computer and video games
sectors, they will both be actively promoting, building and
enforcing rights in the brand to the Parties” mutual benefit, and
that the Parties will share a common aim to use their reasonable
endeavours to grow and enhance the EDGE brand in the
computer and video game industry and promote worldwide
consumer recognition of the EDGE brand as one associated
with innovative quality goods and services. =~ While not
committing either Party to take any specific action after
Completion, the Parties agree in good faith to use their
reasonable endeavours to identify ways in which they may
work together to jointly promote and enhance the EDGE brand
in the worldwide computer and video game markets.”

I am not sure of the relevance of clause 6.9 to the case. Dr Langdell’s counterclaim
has been struck out. He seeks to use the provision (and the claimant’s alleged
shortcomings, which in any event the claimant denies) as some sort of defence to the
claim, justifying his use of the EDGE logo and his claims to be responsible for the
magazine. However while clause 6.9 recognises that both parties will be, and should
in good faith be, promoting the EDGE brand, it does not provide any mandate for
making claims to the business of the other party or for causing confusion between the
undertakings of the two parties. Dr Langdell’s assertion that his use of the EDGE
logo was merely “a good faith effort to comply with paragraph 6.9” is misplaced.
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Breaches of the CTA and of the Deed
Confusing use of the EDGE logo

I have no doubt that the defendants deliberately adopted a logo which is an obvious
replica of the claimant’s EDGE mark. T was taken to many examples and I mention
only the following. The version on the home page of EIM’s website in June 2010. A
version used in July 2010 on EIM’s page on the Café press website. A version used
on a letterhead in 2008 and 2009. (Dr Langdell accepted in cross-examination that
the logo adopted on his letterhead for the purposes of a letter to the claimant’s
solicitors was a deliberate copy.) A version used on the homepage of EIM’s website
between 2003/4 and June 2009. A version used on EIM’s game Mythora. Versions
used on the game Bobby Bearing.

I accept the claimant’s submission that all such uses are confusing or could
reasonably be confused with the claimants’ EDGE logo within the meaning of CTA
clause 2.4. This is so whether the test to be applied is the “defective recollection” test
appropriate to passing off, or a straight comparison of the marks side by side: see
generally British Telecommunications plc v One in a Million Ltd [1999] FSR 1 at
23.

Dr Langdell admitted in cross-examination that he adopted the EDGE logo on his
website in June 2009 in order to create a connection in the mind of the public with the
claimant. He said he believed he had the right to do so but that was on the basis of his
assertion, which I have already rejected, that he himself devised the EDGE logo in
1991. The logo was adopted to indicate Dr Langdell’s entire business including his
own games business and I reject his claim that he only used it on his webpage to
promote the claimant’s magazine.

There is also some hearsay evidence of confusion to be found in blog comments on
the Internet. Dr Langdell shrugged this off saying that this evidence could have been
written by the claimant. This seems to me inherently unlikely but I ascribe less
weight to such evidence as the origin is unknown and there is no possibility of
analysing its trustworthiness.

Deceptive statements

I also accept the claimant’s submission that various statements made by Dr Langdell,
combined with his use of the EDGE logo, are designed to confuse visitors to his
website. For example, in his letter to Apple of 31st March 2009 Dr Langdell stated
that “EDGE is extremely well known for its other game products and services such as
EDGE magazine.” Dr Langdell operated a domain name using the title “EDGE
Magazine”, claiming that the magazine was published under licence from EDGE
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Games. The EDGE games website stated that the magazine was “published by our
trading partner, Future Publishing”. Dr Langdell’s personal website stated that “the
EDGE brand is now known for many game related products and services, notably the
UK top selling games magazine EDGE”. His biography on the International Games
Developers Association (“IGDA™) website stated that EDGE games “spawned such
well-known EDGE branded ventures as EDGE magazine.”

The primary defence advanced by Dr Langdell at trial was that the statements are true.
Some (but not all) of them may well be literally true, but that does not prevent them
from being misleading and in my judgment they are. My one doubt was about the
phrase “trading partners”, since in a letter Mr Millar himself described the claimant
and the defendants in these very terms. However even leaving this one phrase on one
side there is enough material amply to justify my finding that the defendants’
statements on websites controlled by them claim, explicitly or otherwise, a
relationship between EIM and the claimant which does not exist and which comprises
a confusing use of the trade mark EDGE in breach of'the CTA.

I should add that Dr Langdell denies any responsibility for the contents of his
biography on the IGDA website. However he was a director of IGDA when
complaint was first made, and no positive defence was pleaded to this effect at a time
when the point could have been investigated with IGDA.

Clauses 2.3 and 4.2

The claimant pursued two allegations of breach in relation to US registered trade
marks. It is notable that although the distinction between denial and non-admission
was carefully explained to Dr Langdell by the Court during the course of the hearing,
the defence advanced no positive case but merely pleaded non-admissions. Dr
Langdell claims to have assigned these trademarks to the claimant in compliance with
the CTA and during the course of the trial produce extracts from the US Patent Office
Website which records the existence of a corrective assignment on its assignment
page. He contends that the claimant’s claim in these respects is yet more evidence of
its bad faith in its dealings with him.

It not clear exactly what did happen with these assignments as EIM had already
assigned the marks to EDGE Games. However that may be, the claimant (without
making any admissions) does not now pursue these claims since in proceedings in the
USA the US Court has now revoked EDGE Games’ ownership portion of the relevant
trade marks. 1 therefore say no more about this aspect of the case.

Fundamental breach

The final contractual issue is whether the breaches of the CTA and the Deed by EIM
and Dr Langdell are such as to constitute fundamental breach and, if so, whether the
claimant has accepted the repudiation. This is an important issue since the claimant is
restricted by the CTA from using the mark EDGE for any purpose other than the
publication of computer games magazines and certain ancillary uses.
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The test for fundamental breach, approved by Lord Wilberforce in Federal
Commerce v. Molena Alpha [1979] AC 757 at 778-9 is that expounded by Buckley
LJ in Decro-Wall v. Practitioners in Marketing [1971] 1 WLR 361 at 380:

“...the... breach must be such as to deprive the injured party of a
substantial part of the benefit to which he is entitled under the
contract... Will the consequences of the breach be such that it would be
unfair to the injured party to hold him to the contract and leave him to his
remedy in damages”.

Further, as Lord Wright said in Ross T Smyth v. T D Bailey [1940] 3 All ER 60 at
72,

“I do not say that it is necessary to show that the party alleged to have
repudiated should have an actual intention not to fulfil the contract. He
may intend in fact to fulfil it, but may be determined to do so only in a
manner substantially inconsistent with his obligations and not in any other
way.”
However, although the mere fact that a breach is deliberate will not of itself make it a
fundamental breach, deliberateness is a relevant factor. As Lord Wilberforce
recognised in Suisse Atlantique Societé d’Armement SA v. NV Ritterdamsche
Kolen Centrale [1967] 1 AC 361 at 435,

“a deliberate breach may give rise to a right for the innocent
party to refuse further performance because it indicates the
other party’s attitude towards further performance.*”

In deciding that the defendants’ breaches were fundamental, | take into account the
following matters. First, the breaches are of critically important terms of the CTA and
the Deed. They are breaches of the terms regulating the ongoing obligations of the
parties. Clause 2.4 of the CTA balances the restrictions on the claimant’s use of the
EDGE logo in areas in which EIM had no interest by protecting the claimant’s
independent goodwill in the area allocated to it. As Scrutton LJ said in Gibaud v.
Great Eastern Rly [1921] 2 KB 426 at 435,

“If you undertake to do a thing in a certain way, or to keep a
thing in a certain place, with certain condition protecting it, and
have broken the contract by not doing the thing contracted for,
or not keeping the article in the place where you have
contracted to keep it, you cannot rely on the conditions which
were only intended to protect you if you carried out the contract
in the way in which you had contracted to do it.”

I agree with the claimant that EIM cannot continue to claim the benefit of the CTA
while at the same time refusing to comply with its own obligations not to damage the
claimant’s goodwill. Where, as here, the parties have agreed terms which are to apply
to both sides, the defendants’ continuing refusal to comply with their side of the
bargain is inconsistent with a right to insist on the contract continuing in force. Dr
Langdell on behalf of the defendants has made it quite clear before and during this
trial that they intend to continue to use their versions of the EDGE logo.
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Secondly, the defendants’ breaches were deliberately calculated to cause confusion.
Thirdly, that confusion has necessarily caused substantial damage to the claimant’s
reputation.

There was a great deal of evidence before the court of Dr Langdell’s increasing
notoriety in the gaming industry. Dr Langdell submitted that his reputation was
unjustified and had been orchestrated by the claimant. As to the former, it does not
matter for present purposes whether the generally held view about Dr Langdell is
justified or not. What matters is that connection with him harms the claimant. As to
the latter point, I find it unlikely that all of the very considerable amount of internet
condemnation of Dr Langdell has been posted by the claimant. In any event, there
was other evidence of notoriety. For example, evidence from some of the claimant’s
witnesses (in particular Mr Binns and Mr Douglas) which was not seriously
challenged. The fact that Dr Langdell pre-empted a petition to remove him from the
Board of IGDA by resigning, followed by his expulsion from IGDA on ethical
grounds. The fact that serious findings have been made against him and his
companies in two sets of litigation in the US. Dr Langdell protested that those
findings were made in interim proceedings only, but it is plain that the US court took
a robust view of his conduct which will deleteriously affect the claimant’s reputation
if it is thought that the two businesses are connected.

In principle, therefore it is my view that the defendants’ breaches of the CTA and the
Deed were fundamental breaches within the test propounded by Lord Wilberforce.

Termination of a contract by acceptance of repudiation can be effected
notwithstanding the prior acquisition of rights unconditionally acquired. Accordingly
the assignment to the claimant of goodwill and registered trade mark rights in the
name EDGE and the payments to EIM and Dr Langdell of consideration under the
agreements do not prevent termination. Each side is entitled to retain those benefits:
see Chitty on Contracts (30™ Edition) at 24-051 and cases therein cited.

The only outstanding question is whether the claimant can be said to have
unequivocally affirmed the CTA in such a manner as to debar it from terminating it
through acceptance of fundamental breach. I have in mind that in August 2009 the
claimant brought these proceedings for breach only. The claimant only purported to
accept the defendants’ repudiatory breaches by amendment to its pleading on 19"
August 2010.

However this was a case in which the breaches were persisted in by the defendants.
In those circumstances the fact that the claimant continued to press for performance
should not preclude it from treating itself as discharged from its obligations under the
contract. The claimant is not discharging on account of the original repudiation and
trying to go back on an election to affirm. It is instead treating the contract as being at
an end on account of the continuing repudiation reflected in the other party’s
behaviour: see Chitty (above) at 24-004 and cases therein cited.

[ therefore find that the claimant has accepted the defendants’ repudiatory breaches
and validly terminated the CTA.
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Passing off claims

I have found that Dr Langdell has tried to appropriate for his own business the
goodwill associated with EDGE Magazine by statements leading the public to believe
that EIM is responsible for EDGE Magazine or that EIM’s games are in some way
approved or authorised by EDGE Magazine. It follows that all the pleaded breaches
of the CTA committed within the jurisdiction of the court also comprise acts of
passing off as representations likely to lead to confusion.

The court will assume damage where the goodwill associated with the product is
being used and eroded by the actions of the defendant: see Blazer v. Yardley [1992]
FSR 501 at 509-10, BT v. One in a Million at 23 and Irvine v. Talksport [2002]
FSR 60.

Further, as [ have already found, association with Dr Langdell is likely to cause
serious damage to the claimant and EDGE Magazine.

Infringement of copyright

[ have already said that I accept Mr Williams’s evidence that he created the EDGE
Logo for the claimant and that it has artistic originality. Dr Langdell’s case in
copyright was put squarely on the basis that he invented the EDGE Logo in 1991. 1
have rejected that claim. Accordingly use by the defendants of all three versions of
the EDGE logo are in my judgment copies infringing the claimant’s copyright.

There were infringing acts within the jurisdiction of this court. Merchandise bearing
the EDGE logo was advertised on the Café Press website and sold in the UK pursuant
to an order from the claimant. This is an issue of copies of the work to the public
within s. 16 (1) (b) of the Copyright Designs and Patents Act 1988. In addition Dr
Langdell has continued to threaten to infringe copyright through use of the EDGE
logo. An injunction is thus in my judgment justified and appropriate.

De-registration through non-use

The claimant contends that all of EIM’s registered trade marks in the UK are invalid
for non-use under s. 46 (1) (b) of the Trade Marks Act 1994, namely:

“that such use has been suspended for an uninterrupted period
of five years and there are no proper reasons for non-use”.

The burden of proof lies on the proprietor to show that his marks have been used:
s.100 of the Act.

Use for the purposes of s. 46 must be genuine use. In La Mer Technology Inc v.
Laboratoires Goemar SA [2004] Case C-258/02 at [21]-[22], the European Court of
Justice explained that use as follows,
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“...use of the mark may in some cases be sufficient to establish
genuine use within the meaning of the Directive, even if that
use is not quantitatively significant. Even minimal use can
therefore be sufficient to qualify as genuine, on condition that it
is deemed to be justified, in the economic sector concerned, for
the purpose of preserving or creating market share for the
goods or services protected by the mark.

The question whether use is sufficient to preserve or create
market share for those products or services depends on several
factors and on a case-by-case assessment which is for the
national court to carry out. The characteristics of those
products or services, the frequency or regularity of the use of
the mark, whether the mark is used for the purpose of
marketing all the identical products or services of the proprietor
or merely some of them, or evidence which the proprietor is
able to provide, are among the factors which may be taken into
account.”

This action was started in 2009 but until the end of November 2009 the only evidence
produced by Dr Langdell in support of trade mark use in the UK was by way of
assertion in his witness statements. He says there that his annual turnover in the UK
has never fallen below £100,000 and that he has consistently sold the game “Bobby
Bearing” and other games for mobile phones and personal computers throughout the
relevant period.

A number of points arise. First, there is no suggestion that these games have been
advertised or promoted for sale in the UK in the relevant period. The only evidence
of anyone finding and purchasing them in the UK is evidence of “trap” orders placed
by the claimant for the purposes of the proceedings. Indeed when such orders were
placed EIM did not even deliver the games. The only outlets through which any of
the games could be purchased are Dr Langdell’s websites which redirect to
amazon.com and another website. On both websites the games are priced in dollars.
Amazon shows no instance of feedback from any buyers. There is therefore nothing
to show that the marks “preserve or create market share for the goods or services
protected by the mark”. The mere placing of the mark on the defendants’ websites is
not genuine use in the absence of active promotion of the website since it is
insufficient to establish a market for the goods.

Secondly, Dr Langdell seeks to rely on the claimant’s use of the mark. He cannot do
this for the simple reason that he has no registered marks in relation to computer
gaming magazines. They belong to the claimant alone.

Thirdly, Dr Langdell seeks to rely on sales of %oods by others whom he claims are
licensees of EIM. One matter relied upon is 20" Century Fox’s movie “The EDGE”.
I would need cogent supporting evidence to convince me that this company is EIM’s
licensee and no such evidence has been forthcoming. In any event it is doubtful
whether the name of the movie fulfils the function of a trade mark in indicating the
origin of goods. Another supposed licensee is Datel, which who sells a Wii game
controller called “the Edge” in the US and over the internet.  Again there is no
evidence in support of trade mark use in the UK. A third supposed licensee is NIS
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which sells a Playstation 3 game called “Cross Edge”. Again there is no
corroborative evidence and the relevance of this product is dubious in any event since
“Cross Edge” is not one of the registered marks.

The defence, drafted at a time when the defendants were legally represented, did not
give particulars of use. On 7™ October and again on 22™ October 2010 the claimant
served a request for further information asking for particulars of all uses relied on in
relation to each mark including turnover figures and requesting support from
accounts. The request was sent by recorded delivery to Dr Langdell’s address for
service in Regent Street and also to Dr Langdell’s email address. No response was
received and Dr Langdell claims he did not receive any such request. By contrast, the
documents in Dr Langdell’s list on disclosure which might relate to use were not
actually provided with the covering letter purporting to enclose them. They were still
not provided despite a letter from the claimant’s solicitors of 19" October 2010
informing him of the omissions.

Just before the trial Dr Langdell served a supplemental list of documents. They
include alleged sales figures in the UK for a number of the defendants’ games.
However no underlying records were produced and it was plainly too late to
investigate the position in any event. No evidence of payments has ever been offered
even though it is claimed that all payments were made through Paypal. No person
who is said to have purchased a game has given evidence. It is not explained how
sales could have been achieved in the absence of marketing or distributorship. 1
observe that although the games are offered on Amazon at $24.99 each the sale price
on the document is less than $10. No explanation has been given as to why Dr
Langdell has disclosed only one order ID from Amazon, although he alleges that he
sold 471 copies of the game “Racers”.

Another document shows sales of Bobby Bearing by a Polish company, Artegence.
No evidence is tendered as to how such sales could have been effected in the UK. In
any event, the sales shown are inconsistent with the contract that the defendant had
with Artegence, which was in evidence. The contract does not require breakdown of
sales by country, it requires payment of 30% gross revenue less sales tax and
commission and there is no reference in the sales document to the exchange to dollars.
The sales document does not in any event identify the number of units alleged to have
been sold.

One of the documents disclosed by Dr Langdell shortly before trial was an EIM
invoice and shipping notice dated 26™ November 2010 addressed to Creative
Distribution Ltd, a video game distributor in Croydon, for 50 copies of the Racers
game. Dr Langdell offered no reason at all for not having disclosed documentation
about this sale as soon as it was available. The invoice was a very recent one, bearing
the date of only some 10 days before trial. However, under cross-examination, Dr
Langdell was unable to recall the name of the person to whom he had dealt at Creative
Distribution, whether the communication was by telephone or email, when the
transaction had occurred, how Creative Distribution is said to have seen the game or
what were the terms and conditions of sale. The invoice is in these circumstances
insufficient proof of the sale it purports to record.

Importantly, Dr Langdell sought to rely on sales in the UK by his licensee Velocity
Micro Inc. Apparently in response to the claimant’s Part 18 request on 7™ October
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2010 Dr Langdell emailed the claimant’s solicitors on 30™ November 2010 with two
emails, comprising an exchange with Randall Copland of Velocity Micro. Dr
Langdell claims that he had sent hard copies of these documents to the claimant’s
solicitors twice by post but they were not received.

The first email was an alleged email from Dr Langdell to Mr Copland timed at 10.26
am on 11" June 2010, requesting UK sales figures for Velocity Micro’s “Edge” and
“Gamer’s Edge” products for the years 2006-9. The second email is the alleged
response timed at 6.34 am on 14 June 2010, saying simply,

“The figure is way over $1m for each year”.

The claimant contacted Mr Copland and he made a witness statement dated 3™
December 2010 attaching his correspondence with Dr Langdell. He said that the
emails disclosed were not in the form sent and received. He attached the true copies
of the emails he sent and received, explains how the disclosed emails appear to have
been altered and confirms that the actual UK sales figures for the years in question
were nil. Dr Langdell did not disclose the email dated 11" June that he had actually
sent, nor did he disclose the email from Randall Copland in unredacted form which he
actually received. His explanation for these omissions was totally unconvincing.

Having been served with Mr Copland’s statement on the following working day Dr
Langdell wrote to the claimant’s solicitors saying that he had never alleged that Mr
Copland’s 14" June email was in response to his 11" June email. In cross-
examination he insisted that he sent the email to Mr Copland. His explanation was
that,

“...we have been let down by Velocity Micro, who said they
were selling to the UK.”

He elaborated on the Velocity Micro position by saying that he found Mr Copland’s
statement that he sold nothing in the UK market “surprising” as he had done some test
purchases from Velocity Micro system during the years in question and had them
shipped to his UK office. Again, however, there was no evidence whatsoever of this.

Instead, crucially, the claimant called Dr Langdell’s bluff and offered to tender Mr
Copland for cross-examination on his witness statement. The court explained to Dr
Langdell that if he did not accept Mr Copland’s evidence he would be well-advised to
cross-examine him or else the court would be likely to accept his evidence as
unchallenged. Dr Langdell then made the deliberate and informed choice not to take
up the offer to explore his case with Mr Copland in cross-examination.

In all the above circumstances there is no cogent evidence that the defendants have
had any presence in the UK market during the relevant period. 1 reject the sales
figures contended for by Dr Langdell.

I would add that Dr Langdell contended that the claimant’s allegations of passing off
were inconsistent with their claims that he had not used his registered mark. However
representations can still be made on websites directed into the UK in the absence of
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the conduct of a genuine business under that mark: see Euromarket Designs Inc v.
Peters [2001] FSR 20.

Conclusion

94.  The claimant therefore succeeds in establishing all claims pursued at trial.
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CLAIM NO HC09 CO2265

IN THE HIGH COURT OF JUSTICE
CHANCERY DIVISION

The Honourable Mrs Justice Proudman
7 July 2011
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(1) THE EDGE INTERACTIVE MEDIA, INC
MLLAL NG (2) EDGE GAMES, INC
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UPON the trial of this claim

AND UPON judgment for the Claimant having been given on 13 June

2011

AND UPON hearing Counsel for the Claimant and the Third Defendant

in person




IT IS ORDERED THAT:

Injunction

o

The First and Second Defendants (whether acting through their
officers, employees, agents or any of them or otherwise
howsoever) and the Third Defendant (whether acting by himself or
through his employees, agents or any of them or otherwise

howsoever), must not do the following acts or any of them:

(a) copy or issue to the public in the United Kingdom copies of
the Claimart’s Logo (as the same is defined in Annex | to this
Order) or any substantial part thereof without the licence of

the Claimant;

(b) otherwise infringe the Claimant’s copyright in the Claimant’s

l.ogo:

(¢c) pass themnselves off as being endorsed by or connected to the

Claimant and/or its products or services.

Without prejudice to the generality of the foregoing, the

Defendants must within 7 days of the date of this Order:

(a) permanently remove any and all copies of the Claimant’s
Logo from the following websites:
(1) www.edgegames.com:
(i) www.edgceanies.co.uk:

st e onsh

(1ii) www.edge-mobile.com;

[ 3]



(1v) www.cafepress.com/EDGEGAMES; and

(v) any other websites within the Defendants’ custody or

control;

(b) permanently remove and/or not repeat the following statement

from the website at www.edgegames.com:

Future's use of the mark EDGFE in relation to electronic
publication versions of their EDGE Mugazine is under

license from Edge.

(c) permanently remove and/or not repeat the following statement

from the website at www timlanedell.com:

the EDGE brand is now known for many game related
products and services, notably the UK top-selling games

magazine EDGE ...
Revocation of trade marks

3 UK Registered Trade Marks 1562099A, 2147008A, 2147013A,
2147022A, 2147035A and 2147040A be revoked.

4 Notice of the Order be given to the Registrar of Trade Marks by

serving a copy of this Order upon the Registrar.

5 Paragraphs 3 and 4 above shall be stayed for 21 days from the date
of this Order and in the event that the First Defendant within that
period makes an application for permission to appeal to the Court
of Appeal in relation to revocation of frade marks or an application
to the Court of Appeal for an extension of time for making the said

v
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application for permission, paragraph 4 shall be further stayed until
that application for permission to appeal and/or application for an
extension of time and/or any subsequent appeal is finally

determined.

Declaration

It is hereby declared that the Concurrent Trading Agreement (as
defined in Annex 1 hereto) terminated with effect from 20 August

2010.

Damages

The Defendants must pay to the Claimant:
(a) damages for copyright infringement;
(b) damages for passing off; and

(¢) damages for breach of contract.

The Claimant is entitled to an Inquiry as to the quantum ot
damages payable pursuant to paragraph 7 above (including the
question as to whether additional damages for copyright
infringement should be payable) and has permission to apply for

further directions relating to the said Inquiry.

Contempt of Court

9

The Claimant has permission to bring proceedings against the
Third Defendant for contempt of court by reason of the Third
Defendant’s false statements in his witness statements dated 17

September 2010 and 29 November 2010.
4



Costs

10 The Defendants shall pay to the Claimant its costs of this action on
the indemnity basis, such costs to be subject to detailed assessment

if not agreed.

I The Detfendants shall within 28 days of the date of this Order pay

to the Claimant the suir of £240.000 on account of such costs.

Interest

12 All sums found due and payable herein shall be subject to interast
pursuant to Section 35A of the Senior Courts Act 1981 or under the

equitable jurisdiction of the Court.

Defendants’ applications

13 The Defendants’ applications for a stay of exccution of judgment,
permission to bring proceeditgs for contempt of court and
permission to appeal the judgment of 13 June and this Order are

dismissed.



ANNEX

Defined terms used in the Order

Concurrent Trading means the agreement between the Claimant and the First
Agreenent Defendant dated 15 October 2004.
The Claimant’s Logo means the stylised logo version of the word “EDGE™ as

used by the Claimant in its Edge magazine (shown

below):
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