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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Registration No. 3,559,342
For the Trademark THE EDGE
Issued January 13, 2009

In the Matter of Registration No. 3,381,826
For the Trademark GAMER’S EDGE
Issued February 12, 2008

In the Matter of Registration No. 3,105,816
For the Trademark EDGE
Issued June 20, 2006

In the Matter of Registration No. 2,251,584
For the Trademark CUTTING EDGE
Issued June 8, 1999

In the Matter of Registration No. 2,219,837
For the Trademark EDGE
Issued January 26, 1999

)
EA DIGITAL ILLUSIONS CE AB, a Swedish )

Corporation; ELECTRONIC ARTS INC., a )
Delaware corporation,
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V. CancellationNo. 92051465

— N N N

EDGE GAMES, INC., a California corporation )

)
Registrant. )

Trademark Trial and Appeal Board
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REPLY TO PETITIONERS’ OPPOSITION
TO REGISTRANT’S MO TION TO WITHDRAW
SECTION 7 SURRENDER

1. Registrant presumed in filing its tran that the USPTO record speaks for
itself in that it shows clearlghat the instant trademarkgistration is jointly owned by
both Edge Games Inc and Future Publishing Limited following a partial assignment of
the registration to the latter company in 208d4wever, attached as Exhibit A is a copy
of the documents on file at the USPTO shayihat the assignment did occur in October
2004. There were several attempts to retioedassignment in the past in at least 2008
(prior to the current petition filing), with en®in those attempts being finally resolved
by or about October 2009. But the timing of fiiegs and the eventual resolution of the
errors in filings to show the correct ownrsof the mark does not take away from the
core fact that the instantgistration was partially assigdén 2004. Thus at the time of
the instant petition the registration was aliepintly owned by two padies, even if the
USPTO database did not accurateffect that fact at the time.

2. Registrant did not to its knowledgeresent during these proceedings that
it is the sole owner of thisaddemark registration, but if Regisiht ever did so represent,
then it was an honest error and the instant masidiled in part to correct that error.

3. The Petitioners were aware of the j@mwnership of thisegistration prior
to filing the instant petition since they meparty to communications with Future
Publishing Limited and Registrant that indeéthat all such trademark registrations
owned by Registrant had been jointly owndgth Future Publishing Limited since the

2004 agreement that Future Publishing Limiedered into. Certainly, in the related US
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Federal Court Proceedings, Petitioners wee# aware of this 2004 agreement since they
produced at least one witness statementstin@imarized this agreement to the court.

4. In any event, any failure by Regéastt to draw the fact that this
registration is owned jointlwith another party to eithéhe TTAB'’s attention or
Petitioners’ attention earliedpes not detract from the fabtat the registration is not
owned solely by Registrant and has not b@&ned solely by Regisdnt since at least
October 15, 2004. Thus while Registrant wagood faith in its responses in these
proceedings, the fact remains that Future Publishing Limited should have been a
defendant to this petition insofar as it refdrte this registratiorPetitioners’ assertion
that it would have been Refyiant’s responsibility to brg Future Publishing Limited
into these proceedings is not in accord with advice given Registrant by its trademark
counsel. Registrant is advised that the onus may have been on the Petitioners to properly
research the owner, and once they saw the ownership updated in 2009, to then amend the
Petition to include Future Plikhing Limited. Or in the léernate, the TTAB should have
required that all owners of the registrationseeved with and be party to the Petition
for it to be valid.

5. Certainly, it is not Rgistrant’s intention tdoreach any settlement
agreement it has with Petitioners. But oa tither hand, Registrant cannot contractually
agree to surrender a trademark registration thaiiot the sole owner of. It may be able
to surrender that part of the registratibat it owns, but not #entire registration.
Insofar as the settlement agreement refasisurrender of the e registration, or
references the USPTO canceling the entire registration, then there was honest mistake

since neither of these actions could be agteext ordered without the involvement prior
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to the agreement or prior to any order & do-owner, Future Publishing Limited. To be
clear, Registrant seeks a sabutj as we are sure Petitionéistoo, that does not involve
Registrant breaching its contractual obligas under the settlement agreement with
Petitioners. We disagree, thougihat the reinstatement ofethiegistration to Registrant
would breach the agreement since we now ktiaw Registrant was not in a position to
agree to surrender a regisioa it did not solely own.

6. Petitioners’ suggestion that thepuld permit the registration to be
reinstated if Future Publishing Limited werehimld it entirely and solely in their name is
not an acceptable or legal solution. Future Publishing Limited are prohibited by the 2004
contract they entered into to hold sudnamlemark registration on their own. Indeed it
would be an egregious breach of that 2004 agreement were the registration to be
reinstated with Future Publishihgmited as the sole owner of it.

7. In addition, further complicating matse current disputes that Future
Publishing Limited are involved in may resultarchange of the partial ownership of this
US trademark registration, which is a furtkey reason the mark calhot be reinstated
in Future Publishing Limited’s sole namewlould have to be at least partly in
Registrants name until such time as thother legal disputes are resolved.

8. Registrant is informed by the USBTivision dealing vith the dividing of
trademark registrations and the processinggeafion 7 surrenders that the USPTO cannot
divide a trademark registration when it ig narrently live in theJSPTO system, nor can
it divide a registration while a TTAB peceeding is ongoing prior to a final decision
being rendered on it by the TTAB. Indeed, été@ is a way to dividéhe registration and

then partially surrender it prido the closing of the instant TTAB proceedings, it would
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not be a solution since as walicated above, due to the otllésputes yet to be resolved,
the ownership of this registration may chaage the owners need to remain jointly
Registrant and Future Publishing Limited until said other disputes are concluded.

9. Consequently, Registrant believessatirrent motion to reinstate this
registration (withdraw/revergte section 7 surrender), cdude the instant cancellation
proceedings, and then leave Petitioner angig@nt to resolve this complex issue
between them in accord withelsettlement the parties readhis the only viable solution

to this issue. Registrant thteppeats the request in its motion.

Date: March 6, 2011 Respectfully submitted,

\_

Dr. Tim Langdell, CEO

BEDGE Games, Inc.

Registrant in Pro Se
530SouthLake Avenue, 171
Pasaden&A 91101
Telephone6264494334
Facsimile626844 4334
Email:ttab@edgegames.com

Reply To Petitioners’ Opposition to Motion to Wilttaw (reverse) Section Surrender of Reg No 5
3105816; Cancellation No. 92051465



EXHIBIT A
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CLARIFICATION OF ASSIGNMENT OF TRADEMARK

This document references the assignment agreement entered into 21" of February, 2008
between The Edge Interactive Media, Inc., of 530 5. Leke Avenue, Suite 171, City of
Pasadena, State of Californta | herein refemred to as "Assignor”, and EDGE Games, Tnc.,
of 530 5 Lake Avenue, Suite [71, City of Pasadena, State of Califormia, herein referred
lo as "Assignes".

That Assignor assigned to Assignes all right title and interest, as well as all goodwill
arising frara vse of the mark and the business symbolized by said mark, in the trademark
EDGE in Class 16, registration number 3105816,

Hawever, prior to this assignment a partial assignment of certain goods in this trademark
should have been Hiled (but said filing was not filed at the nme it was meant to be in
2004), assigning a certain part of the goods to Future Publishing Ltd. A copy of that
Assignment is attached as Exhibit A, Consequently, the list of goods assigned to
Assignee by the February 21, 2008 Assignment in respect to the mark EDGE registration
nurmber 3105816 was the undivided interest in the original mark still retained by

Assignor following the prior assfgnmeat to Future Publishing 1.td, namely:

“prinied matter, namely, comic books, comic book reference guide books, books
Jjeaturing storigs in ilusirated forms, groaphic novels, comic sirips, piciwre posteards,
comic postcards, printed posteards, novelty stickers, decals, bumper stickers, note cards,
note paper, sationery folders, posiers about interaciive enleriaimment; writing
instrignents, namely pencils, ball poimt pens, ink pens.”

Dr. Tim Langdell, CEG
Aszignor
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PARTIAL ASSIGNMENT OF TRADEMARK

WHEREAS, The Edge Interactive Media, Inc., a California corporation having its
correspondence address of 330 South Lake Avenue, #171, Pasadens, California
{“Assignor™ has adopted, owrs, and used the trademark EDGE in connegtion with
vanous goods and services listed in Assignor’s Trademark Application Serial No.

78208607,

ANT WHEREAS, Future Publishing Ltd | 8 company incorporated and exysting
under the laws of the Umted Kingdom, having a place of business at Beauford Court, 20
Monmouth Street, Bath BA 1 2BW, England (hereinafter the “Assignee”) desires to
scquire any and all rights, title and interest in and to the hersin specified part of the
EGE trademark (hereinafier the “Partially Assigped Trademark™), only for the
following goods (heretnalier the “Ascigned Class 16 Goods”):

Mark Application Number Assigned Class 16 Goods
EDPGE Ser. No. 78/208,607 computer magazines, video game
magazings, magazines about interactive
_ entertainunent

NOW, THEREFORE, for good and valuable consideration, the receipt and
sufficiency of which are hereby acknowledged, the Assigner does hereby seil, assign, and
transfer to the said Assipnee, its successors and assigns, all nights, title, and imerest in
and to the Partially Assigned Trademark for the Assigned Class 15 Gouds, In the United
States, together with the goodwill of the Assipnor’s business connected with the use of

and symbalized by the Partially Assigned Trademark for the Assigned Class 16 Goods.

IN WITNESS WHEREOQF, the said Assignor has hereunto executed this
instrurnent this 15% day of October, 2004.

The Edge Interactive Media, Inc.
(Assignor)

Signed: ﬁ’\\c@g{ Date: r Cﬂ;‘ E:;‘f -

Name: MTFLM tj}m%
Title: G’%
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