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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
 
In the Matter of Registration No. 3,559,342 
For the Trademark THE EDGE 
Issued January 13, 2009 
 
In the Matter of Registration No. 3,381,826 
For the Trademark GAMER’S EDGE 
Issued February 12, 2008 
 
In the Matter of Registration No. 3,105,816 
For the Trademark EDGE 
Issued June 20, 2006 
 
In the Matter of Registration No. 2,251,584 
For the Trademark CUTTING EDGE 
Issued June 8, 1999 
 
In the Matter of Registration No. 2,219,837 
For the Trademark EDGE 
Issued January 26, 1999 
 
       ) 
EA DIGITAL ILLUSIONS CE AB, a Swedish )   
Corporation; ELECTRONIC ARTS INC., a )  
Delaware corporation,    )     
       )  
 Petitioners,     )  
       ) 
v.       )  Cancellation No. 92051465  
       ) 
EDGE GAMES, INC., a California corporation ) 
       ) 
 Registrant.     ) 
__________________________________________) 
 
Trademark Trial and Appeal Board 
U.S. Patent and Trademark Office 
P.O. Box 1451 
Alexandria, Virginia 22313-1451 
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REPLY TO PETITIONERS’ OPPOSITION 
TO REGISTRANT’S MO TION TO WITHDRAW 

SECTION 7 SURRENDER. 
 

1. Registrant presumed in filing its motion that the USPTO record speaks for 

itself in that it shows clearly that the instant trademark registration is jointly owned by 

both Edge Games Inc and Future Publishing Limited following a partial assignment of 

the registration to the latter company in 2004. However, attached as Exhibit A is a copy 

of the documents on file at the USPTO showing that the assignment did occur in October 

2004. There were several attempts to record the assignment in the past in at least 2008 

(prior to the current petition filing), with errors in those attempts being finally resolved 

by or about October 2009. But the timing of the filings and the eventual resolution of the 

errors in filings to show the correct ownership of the mark does not take away from the 

core fact that the instant registration was partially assigned in 2004. Thus at the time of 

the instant petition the registration was already jointly owned by two parties, even if the 

USPTO database did not accurately reflect that fact at the time. 

2. Registrant did not to its knowledge represent during these proceedings that 

it is the sole owner of this trademark registration, but if Registrant ever did so represent, 

then it was an honest error and the instant motion is filed in part to correct that error.  

3. The Petitioners were aware of the joint ownership of this registration prior 

to filing the instant petition since they were party to communications with Future 

Publishing Limited and Registrant that indicated that all such trademark registrations 

owned by Registrant had been jointly owned with Future Publishing Limited since the 

2004 agreement that Future Publishing Limited entered into. Certainly, in the related US 
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Federal Court Proceedings, Petitioners were well aware of this 2004 agreement since they 

produced at least one witness statement that summarized this agreement to the court. 

4. In any event, any failure by Registrant to draw the fact that this 

registration is owned jointly with another party to either the TTAB’s attention or 

Petitioners’ attention earlier, does not detract from the fact that the registration is not 

owned solely by Registrant and has not been owned solely by Registrant since at least 

October 15, 2004. Thus while Registrant was in good faith in its responses in these 

proceedings, the fact remains that Future Publishing Limited should have been a 

defendant to this petition insofar as it referred to this registration. Petitioners’ assertion 

that it would have been Registrant’s responsibility to bring Future Publishing Limited 

into these proceedings is not in accord with advice given Registrant by its trademark 

counsel. Registrant is advised that the onus may have been on the Petitioners to properly 

research the owner, and once they saw the ownership updated in 2009, to then amend the 

Petition to include Future Publishing Limited. Or in the alternate, the TTAB should have 

required that all owners of the registration be served with and be a party to the Petition 

for it to be valid. 

5. Certainly, it is not Registrant’s intention to breach any settlement 

agreement it has with Petitioners. But on the other hand, Registrant cannot contractually 

agree to surrender a trademark registration that it is not the sole owner of. It may be able 

to surrender that part of the registration that it owns, but not the entire registration. 

Insofar as the settlement agreement references surrender of the entire registration, or 

references the USPTO canceling the entire registration, then there was honest mistake 

since neither of these actions could be agreed to or ordered without the involvement prior 
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to the agreement or prior to any order of the co-owner, Future Publishing Limited. To be 

clear, Registrant seeks a solution, as we are sure Petitioners do too, that does not involve 

Registrant breaching its contractual obligations under the settlement agreement with 

Petitioners. We disagree, though, that the reinstatement of the registration to Registrant 

would breach the agreement since we now know that Registrant was not in a position to 

agree to surrender a registration it did not solely own. 

6. Petitioners’ suggestion that they would permit the registration to be 

reinstated if Future Publishing Limited were to hold it entirely and solely in their name is 

not an acceptable or legal solution. Future Publishing Limited are prohibited by the 2004 

contract they entered into to hold such a trademark registration on their own. Indeed it 

would be an egregious breach of that 2004 agreement were the registration to be 

reinstated with Future Publishing Limited as the sole owner of it. 

7. In addition, further complicating matters, current disputes that Future 

Publishing Limited are involved in may result in a change of the partial ownership of this 

US trademark registration, which is a further key reason the mark could not be reinstated 

in Future Publishing Limited’s sole name. It would have to be at least partly in 

Registrants name until such time as those other legal disputes are resolved. 

8. Registrant is informed by the USPTO division dealing with the dividing of 

trademark registrations and the processing of section 7 surrenders that the USPTO cannot 

divide a trademark registration when it is not currently live in the USPTO system, nor can 

it divide a registration while a TTAB proceeding is ongoing prior to a final decision 

being rendered on it by the TTAB. Indeed, if there is a way to divide the registration and 

then partially surrender it prior to the closing of the instant TTAB proceedings, it would  
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not be a solution since as we indicated above, due to the other disputes yet to be resolved, 

the ownership of this registration may change and the owners need to remain jointly 

Registrant and Future Publishing Limited until said other disputes are concluded. 

9. Consequently, Registrant believes its current motion to reinstate this 

registration (withdraw/reverse the section 7 surrender), conclude the instant cancellation 

proceedings, and then leave Petitioner and Registrant to resolve this complex issue 

between them in accord with the settlement the parties reached, is the only viable solution 

to this issue. Registrant thus repeats the request in its motion.  

 

Date: March 6, 2011   Respectfully submitted, 

        

By: _________________ 

       Dr. Tim Langdell, CEO 
       EDGE Games, Inc. 
       Registrant in Pro Se 
       530 South Lake Avenue, 171 
       Pasadena, CA 91101 
       Telephone: 626 449 4334 
       Facsimile: 626 844 4334 
       Email: ttab@edgegames.com   
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