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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In The Matter of Trademark Registration No.
3,170,684, In The Name of Aguila Records, Inc.
Registered November 14, 2006

for the Trademark:

“ALACRANES MUSICAL”

Oscar Urbina, Jr. Cancellation No. 92050998

Petitioner _
I hereby certify that this paper is being deposited
with the U.S. Patent and Trademark Office
Trademark Trial and Appeal Board at

V.

Aguila Records, Inc.

http://estta.uspto.gov, on this date:

.y
a_—

Respondent.

MOTION TO DISMISS FOR FAILURE TO STATE A CLAIM

| Respondent Aguila Records, Inc., by and through its attorneys, hereby moves for
dismissal with prejudice of this cancellation proceeding for failure by Petitioner Oscar Urbina,
Jr. to state a claim upon which relief can be granted pursuant to 37 CFR §2.112(a) and TMBP
§503.02, as set forth below. Applicant notes that it is filing this motion prior to filing an Answer
to the Petition for Cancellation (“Answer”) and respectfully requests that the Board toll
Respondent’s time to file an Answer pending the Board’s resolution of this motion. TMBP

§503.01.



L. INTRODUCTION

Petitioner filed a petition to cancel Respondent’s trademark registration for
ALACRANES MUSICAL for “prerecorded compact disks, audio and video disks and cassettes,
all featuring Spanish language musical recordings of the Durango genre” in International Class 9,
Registration No. 3,170,684. Respondent’s mark registered on November 14, 2006.

To prevail, Petitioner must identify how he is or will be damaged by Respondent’s
registration and the grounds for cancellation. 37 CFR §2.112(a). However, the Petition for
Cancellation (“Petition”) consists entirely of Petitioner’s assertions of likelihood of confusion in
connection with a mark in which Petitioner has no proprietary rights. There are no
circumstances, based on the allegations contained in the Petition, under which Petitioner’s
cancellation might succeed because Petitioner lacks standing to bring this Petition. Accordingly,
Respondent requests that the Board dismiss the cancellation without leave for amendment.

II. PETITIONER FAILS TO MEET PLEADING REQUIREMENTS FOR VALID
CANCELLATION BECAUSE PETITIONER LACKS STANDING

While the pleading requirements for stating a valid cancellation are not onerous, they do
require a “short and plain statement” showing: (1) standing (namely that the Petitioner is or will
be damaged by the registration) and (2) the grounds for the cancellation. 37 CFR §2.112(a).
Standing and grounds for cancellation are separate elements, and the cancellation must provide
enough detail to give the registrant fair notice of each element. See Young v. AGB Corp., 152
F.3d 1377, 1379 (Fed. Cir. 1998); McDonnell Douglas Corp. v. National Data Corp., 228 USPQ
45,47 (TTAB 1985).

Any person who believes he or she is or will be damaged by a mark must show a “real
interest” in the proceeding and a “reasonable basis for his belief of damage™ in order to have

standing to file an opposition or cancellation proceeding. Ritchie v. Simpson, 170 F.3d 1092,



1095 (Fed. Cir. 1999); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 1028-29
(CCPA 1982); see also Lanham Act Section 15 U.S.C. §1064. The party in the position of
plaintiff must allege a direct and personal stake in the outcome of the proceeding in order to have
a real interest and the allegations in support of plaintiff’s belief of damége must have a
reasonable basis in fact. Richie v. Simpson, 170 F.3d at 1096-98. In the absence of proof on the
issue of standing and (where likelihood of confusion is plead) priority, the plaintiff’s claim will
be dismissed. Demon Int’l LC v. Lynch, 86 USPQ2d 1058, 1060-61 (TTAB 2008).

In page 3 of the Petition, it is alleged that “Respondent obtained the permission of the
Petitioner for use the mark under the Artist’s Contract and as Petitioner’s agent.” See Exhibit 1.
Petitioner has previously signed a document as the legal representative on behalf of the
unincorporated legal association Alacranes Musical. See Group Exhibit 2. As the legal
representative, not the company, Petitioner does not have personal standing to cancel
Respondent’s mark.

Further, because Petitioner has failed to make any registrations of record, Petitioner has
failed to establish its standing to petition to cancel Respondent’s registration or its priority. King
Candy Co., Inc. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400 (CCPA 1974).

II.  CONCLUSION

Petitioner has failed to show that he has a proprietary right that would be compromised
by the registration at issue. Such lack of standing cannot be cured by amendment of the Petition.
See Institut National des Appellations d’Origine v. Brown-Forman Corp., 47 USPQ2d 1875,
1896 (TTAB 1998) (leave to amend should be denied when the amendment would be futile).
Accordingly, Respondent respectfully requests that the Board dismiss the cancellation with

prejudice for failure by Petitioner to state a claim upon which relief can be granted.



AGUILA RECORDS, INC.

Dated: June 22, 2009 By: W

Richard J. Gurak, Esq.

Elliott C. Bankendorf, Esq.
Yolanda M. King, Esq.

HUSCH BLACKWELL SANDERS LLP
WELSH & KATZ

120 S. Riverside Plaza, 22" Floor
Chicago, Illinois 60606

(312) 655-1500 (phone)

(312) 655-1501 (fax)
ecbdocket@welshkatz.com (e-mail)
Attorneys for Respondent



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing MOTION TO DISMISS FOR FAILURE TO
STATE A CLAIM is being served on June 22, 2009, on the following by United States first class

mail, postage prepaid, and by email:

Yocel Alonso
130 Industrial Boulevard, Suite 110
P.O. Box 45
Sugar Land, TX 77487-0045

VAM/“@S#&M

Attorpgy for Respondent



YOCEL ALONSAO TTAB
ATTORNEY AND COUNSELOR

130 INDUSTRIAL BLVD., SUITE 110
P.O. BOX 45
SUGAR LAND, TEXAS 77487

) TELEPHONE: (281) 240-1492
ALONSO EMAIL: YOCELAW@ADL.COM

May 14, 2009

United States Patent and Trademark Office
Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, Virginia 22313-1451

Re: Petition For Cancellation Filed Against Trademark Registration No. 3,170,684
For the Mark: Alacranes Musical

Petitioner: Oscar Urbina, Jr.

Respondent: Aguila Records, Inc. 78 / 5( (/) / ‘Z /

Dear Sir or Madam:

Enclosed for filing are the following documents filed on behalf of Petitioner, Oscar
Urbina, Jr.:

1. Petition For Cancellation and Certificate of Service; and
2. A check in the amount of $300.00.

If you have any questions on the above or any aspect of this matter, please do not hesitate
to contact me. Thank you for your assistance.

Respectfully Submitted,

ocel Alonso

Enclosures

cc: Richard J. Gurak
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OSCAR URBINA, JR. §
Petitioner g CANCELLATION NO.
V. g REGISTRATION NO. 3,170,684
AGUILA RECORDS, INC. g MARK: ALACRANES MUSICAL
Respondent g

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

PETITION FOR CANCELLATION

1. Oscar Urbina, Jr.(“Urbina” or “Petitioner”)is an individual residing at 656 Sumac Drive, Aurora,
Illinois 60506. Urbina is an original member and owner of the musical group known as the
“Alacranes Musical” and one of the truthful owners of the “Alacranes Musical” trademark.
Petitioner’s date of first use is June 17, 1995. In 1999, Petitioner first began making musical
recordings under that trademark. Attached hereto as Exhibit “A” and incorporated herein by
reference for all purposes is a true and correct copy of Petitioner’s first prerecorded audio compact
disk, containing music of the Durango genre, which was recorded and distributed for sale to the

public in the United States under the “Alacranes Musical” trademark.

2. Aguila Records, Inc.(“Aguila” or “Respondent”)is listed as the owner of Registration No.
3,170,684 for the mark “Alacranes Musical” for “prerecorded compact disks, audio and video disks

and cassettes, all featuring Spanish language musical recordings of the Durango genre, in Class 9.”

05/19/2009 HPHAML 00000084 3170684
01 FC:6401 300.00 op




Respondent is not the owner of the trademark but was allowed to use the mark by Petitioner in

connection with the sale of musical recordings pursuant to a written contract dated September 9,

2003(the “Artist’s Contract™).

3. Upon information and belief, Respondent is located at 245 Roosevelt Road, West Chicago,

Illinois, 6018S5.

4. Commencing in 1999 and long prior to Respondent’s claimed date of first use, Petitioner had
been and still is engaged in the sale, advertising, and promotion of prerecorded compact disks, audio
and video disks and cassettes featuring Spanish language musical recordings of the Durango genre
covered under Class 9. In fact, the earliest Specimens submitted by Respondent in support of its
application for registration are of two compact disks attached as Specimens to Respondent’s April
21, 2006 Response to Office Action which were not recorded, manufactured, or distributed by
Respondent, but were recorded by Petitioner and originally distributed by Terrazas Records, Inc.

by agreement with Petitioner before Respondent’s claimed date of first use.

5. Asaresult of Petitioner’s promotion and use of Petitioner’s “Alacranes Musical” mark, customers

have come to know and recognize Petitioner’s mark and have associated same with Petitioner’s

goods and services.

6. Respondent has not used the mark “Alacranes Musical” to the exclusion of others. On the



contrary, Respondent obtained the permission of the Petitioner for use the mark under the Artist’s
C(')ntract and as the Petitioner’s agent. Respondent is now falsely claiming ownership and obtained
the registration of the trademark by breaching his fiduciary duties owed to Petitoner. Respondent
also has unclean hands and is estopped from claiming ownership of the trademark. Petitioner has
made substantial and continuous used the mark “Alacranes Musical” long before Respondent’s
alleged date of first use in interstate commerce in connection with the recording and distribution of
audio and video pre-recorded compact disks and cassettes containing music of the Durango genre
and is entitled to cancellation of the trademark because of Respondent’s wrongful and inequitable

conduct.

7. Respondents’ use and registration of the mark “Alacranes Musical” will enable Respondent to

trade upon and utilize the goodwill established by Petitioner in Petitioner’s mark.

8. Respondent’s use and registration of the mark “Alacranes Musical” is a simulation and/or a

colorable imitation Petitioner’s mark.

9. Petitioner and Respondent are both engaged in the sale and promotion of their respective goods

through the same channels of trade, and to the same general class of purchasers.

10. Upon information and belief, the publish and/or consumers are likely to be confused, mistaken,
or deceived as to the origin and sponsorship of Respondent’s goods marketed under the mark

“Alacranes Musical” and/or misled into believing that such goods emanate from, are licensed by, or



are in some way directly or indirectly associated with Petitioner, or are the goods of Petitioner.

11. Petitioner will be damaged by the continued use and registration by Respondent of the mark
“Alacranes Musical” as set forth in Respondent’s Registration No. 3,170,684 because a)
Respondent’s alleged mark is confusingly similar to Petitioner’s “Alacranes Musical” mark for said
goods; and b) such continued use and registration would support and assist Respondent in the
confusing, misleading, and deceptive use of Petitioner’s mark and would give to Respondent color

of exclusive statutory rights to such designation in violation of Petitioner’s superior rights.

12. Respondent fraudulently misrepresented itself as the owner of the “Alacranes Musical” mark
when it only had a right to use the mark from Petitioner for a limited purpose. It also committed

fraud on the United States Patent and Trademark Office by:

a) misrepresenting its date of first use as “at least as early as 12/31/2001;” and

b) submitting false specimens of use, such as copies of recordings shown in support of its
application that do not belong to Respondent, but in fact were pictures of CD covers of recordings
made by Petitioners for Terrazas Records, Inc.and/or other record companies, pre-dating the

Respondent’s claimed date of first use in its application for registration.




WHEREFORE, Petitioner prays that this Petition for Cancellation be granted and that

Registration No. 3,170,684 be CANCELLED.

The filing fee for this Petition to Cancel in the amount of $300.00 is enclosed herewith.

Respectfully Submitted,

1/ QIB\

ocel Alonso
30 Industrial Blvd., Suite 110
.0. Box 45
Sugar Land, Texas 77487-0045
281.240.1492
Fax: 713.583.0721
Email: yocelaw@aol.com

Attorney for Petitioner Oscar Urbina, Jr.
Date: May 14, 2009

CERTIFICATE OF SERVICE

Ihereby certify that a true and correct copy of the Petition For Cancellation has been served
in compliance with 37 CFR §2.111 on this 14" day of May 2009 to the following:

Aguila Records, Inc.

c/o: Richard J. Gurak, Esq.

Welsh & Katz, Ltd.

120 S. Riverside Plaza, 22™ Floor
Chicago, Illinois 60606

Yhcel Alonso
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Dedicados

A nuestras familias, amigos, seguidores de
nuestra musica y toda la gente que nos ha
apoyado a lo largo de nucstra carrera.
Para toda la gente del Edo de Dgo.

En especial para Santa Maria del Oro,
Escobedo, Galeana, El Quemado, Celestino,
Santa Rosa, La Tinajo, Las Taunas, Ramos,
La Galera, Emiliano Martinez y todo
Santiago Papasquicero.

Graciass

A Jose Luis Terrazas de Terrazas Records
por su apoyo y confianza. A nuestros
padres por su bendicion y a ustedes

harnos. i
pOF €Scucharnos.  _ Alacranes Musical

Integrantes:

Joct Urbina -Voz

Oscar Urbina - Sax

Oscar Urbina Jr. - Sax y Teclados
Eduardo Urbina - Teclados
Martin Salcedo - Bass

Rene Urbina - Bateria

Para Contratacioness
Oscar Urbina 630-896-9050

Alacranes Musical

Chaparrita De MiVida
(D.AR) Ranchera

La Parra
{D.AR) Polka

Tu Delirio
{D.A.R) Ranchera

El Borrego
{Jose A. fimenez) Corrido

Valentin De La Sierra

(Luis Perez Meza) Corrido Inst.

Pa Que Son Pasiones
{D.A.R.) Ranchera

La Verde
(D.A.R.} Polka
La Cachetona
(D.AR.) Polka
Los 2 Amigos
{D.AR.) Corrido

Arriba El Taconazo
(D.AR) Polka

Terrazas Records
Office 630-616-8165
Pager 630-270-7641

_Ae Emiliano Martinez, Durango

4
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1. Chaparrita De Mi Vida 2. La Parra 3. Tu Delirio
4. El Borrego 5. Valentin De La Sierra
6. Pa Que Son Pasiones 7.Lla Verde 8. Lla Cachetona
9. Los 2 Amigos 10. Arriba El Taconazo

£1999 All Rights Rescrved

Alacranes Musical
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EXHIBIT “A”



- Page 1 of 2

Re: contrato ¢
i e ALACRANES
i 7/12/20_02 12:20:50 PM Centra Daylight Ti
om. powefjaud:o2000@hotmail com sl
alacransierra@aol.com '

CONTRATO DE REPRESENTACION: EL CUAL SUJETAN
CLAUSULAS- BAJO LAS SIGUIENTES DECLARACIONES Y

DECLARACIONES.-

.- Depia_lra la Sociedad Mercantil denominada AGUILA RECORDS ,INC. que es una sociedad legalmente
constituida conforme a las Leyes de LOS ESTADOS UNIDOS DE AMERICA.

I.- Declara el Grupo Musical ALACRANES MUSICAL , por conducto de su Repre - sentante Legal el C. OSCAR

URBINA Y OSCAR URBINA JR que es una Sociedad legalmente constituida conforme a las Leyes de LOS
ESTADOS UNIDOS DE AMERICA.

Ill..- Declaran ambas partes por conducto de sus respectivos Representantes Legales, que desde este momento

se reconocen mutuamente la personalidad con que comparecen a este acto juridico y manifiestan que han
convenido en celebrarlo al tenor de las siguientes:-

CLAUSULAS:-

PRIMERA.- AGUILA RECORDS INC., Y EL GRUPO MUSICAL ALACRANES MUSICAL ,se comprometen
mediante este PRE-CONTRATO a respetar los acuerdos que mediante palabra hicieron y que lo suscribiran en
un contrato que sea suscrito en el futuro mediante clausulas y articulos de las leyes de este pais.

SEGUNDA .- EL GRUPO MUSICAL ALACRANES MUSICAL, se compromete con la compafiia A(_?.UILA
RECORDS INC. en exclusiva mediante el presente pre-contrato a hacer grabaciones durante 4 ANOS y que no
podra grabar ni en lo particular ni con terceros solo con AGUILA RECORDS INC

TERMINODELCONTRATO

LEIDO QUE LES FUE A LAS PARTES EL PRESENTE CONTRATO Y ENTERA- DOS EN VALOR LEGAL Y
SU CONTENIDO, LO ACEPTARON Y FIRMARON EN LA CIUDAD DE AURORA ILL. A LOS 12 DIAS DEL
MES DE JULIO DEL ANO DOS MIL DOS,

C. FELIX VILLA OSCAR URBINAY (?R URBINA Jr
i

REPRESENTANTE LEGAL DE REPRESENTANTE LEGAL DE
AGUILA RECORDS INC. ALACRANES MUSICAL
TESTIGO TESTIGO

Friday, July 12, 2002 America Online: ALACRANSIERRA




“EMAIL HEADER”

IN THE CITY OF AURORA ILL, USA, ON THE 12™ DAY OF JULY OF THE YEAR 2002;
AND BEFORE THE BELOW-SIGNED WITNESSES, AGREED BY MR. FELIX VILLA IN
THE CAPACITY OF LEGAL REPRESENTATIONOF THE COMPANY NAMED AGUILA
RECORDS, INC., AND MR. OSCAR URBINA AND OSCAR URBINA, JR. IN THE
CAPACITY OF LEGAL REPRESENTATION OF THE MUSICAL GROUP ALACRANES
MUSICAL; WHICH HEREBY STATE THAT THEY THIS PRE-CONTRACT OF
REPRESENTATION: IN WHICH THEY AGREE TO THE FOLLOWING DECLARATIONS
AND CLAUSES:

DECLARATIONS

I. It is hereby declared that the association named AGUILA RECORDS, INC., which isa
legal association conforming to the laws of THE UNITED STATES OF AMERICA.

II. It is hereby declared by the Musical Group ALACRANES MUSICAL, by and through
their legal representative, MR. OSCAR URBINA AND OSCAR URBINA, JR., which is
a legal association conforming to the laws of THE UNITED STATES OF AMERICA.

I1I. It is hereby declared by both parties by and through their respective Legal
Representatives, that from this moment forward it is mutually acknowledged that the
parties are in agreement with this judicial act and they state that said contract will be
conducted under the following:

CLAUSES

FIRST — AGUILA RECORDS, INC., and THE MUSICAL GROUP ALACRANES MUSICAL,
commit by and through this PRE-CONTRACT to respect the agreement through the verbal
agreements made which will be subscribed in a contract which will be drawn up in the future
based on the clauses and articles of the laws of the country.

SECOND — THE MUSICAL GROUP ALACRANES MUSICAL, commit exclusively with the
company, AGUILA RECORDS, INC., through this pre-contract to make recordings during four

(4) years and they cannot record solely or through any third party who is not AGUILA
RECORDS, INC.

FINALLY

THE PARTIES HAVE READ AND AGREE TO THE PRESENT CONTRACT IN LEGAL
VALUE AND CONTENT, IT IS ACCEPTED AND SIGNED IN THE CITY OF AURORA ILL
THIS 12"™ DAY OF THE MONTH OF JULY OF THE YEAR TWO THOUSAND AND TWO.

MR. FELIX VILLA MR. OSCAR URBINA and OSCAR URBINA, JR.
Legal Representative of Legal Representatives of
AGUILA RECORDS, INC. ALACRANES MUSICAL

WITNESS WITNESS
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