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INTRODUCTION
For over three years now, the SMART TOU@Hd TOUCHSMART marks have been used

concurrently, but the parties agree there has been no actual oconfdi$iis is not surprising, given
that these marks are used in connection vdthmatically different goods that are sold o
sophisticated consumers in different markets.

Petitioner Nartron Corporation Rétitioner” or “Nartron”) sellslectronic proximity sensors
and switching devices undertiSMART TOUCH mark. These goodee component parts used by

other companies such as car manufacturers to enddoroducts for consumers. These end products
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are ultimately sold under the manufacturer’ana, not the SMART TOUCHhark. On the other

end of the spectrum are HP's TOUCHSMART p&a computers with hardware, display screens

and monitors. These goods are dolday consumers and businesseagetber as a finished product.
None are sold as component partewen intended to be or markdtto be used in manufacturing
other products. No car manufacturer buying Nertproximity sensors and switching devices has

the slightest doubt what companydreshe is dealing with when malkj that purchase. And there |s

no chance that the buyer of an HP TOUCHSMARpater has any doubt about the source of that

product. Nartron has virtually no visibility al & the consumer marketplace. Simply put, HP and
Nartron are not competitors withespect to the goods identifieith the parties’ respective
registrations. Under these circumstancesfusion is more than highly unlikely.

The circumstances of purchase and typical eomss also demonstrate that confusion
unlikely. The purchasers of specialized compomamts and high-end computers are not likely
be confused even by very similar marks becahsg typically are sophisticated and discerning

customers. Where, as here, the goods are relatxg@ensive, these customers will make carefu

considered choices, not impulse purchases. Futtieeghannels of trade for the parties’ respective

goods are also entirely ditfere/jj G
TOUCHSMART products, on the other hand, are dmjdretailers such as Best Buy and Office
Depot, on HP’s own website, or through negotiate@@ments with businessé certain targeted
vertical markets. There isrially no overlap between the matkfor Nartron’scomponent parts

-1-
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and that for HP’s personal computers.

Q)

HP has been marketing products with the “SVMIAR suffix as part of its brand for over 1
years. Its marks include PHOTOSMART, MRASMART, COLORSMART and ZOOMSMART.
The naming of HP’s touch-screen PC had evemgthio do with this lineof previous products and
nothing whatsoever to do with f@®ner. Indeed, the principats the HP TOUCHSMART group
had never even heard of Nartron or its SMARDOUCH components when they launched the HP
TOUCHSMART PC, nor have theyver encountered them in aogmmercial transaction, proposed
or actual. Their only awarenessRHtitioner is due to this action.

In the absence of any actualnéusion, and in light of the ssimilarity of the goods, the

customers, the channels of trade and the mhdmselves, the Board should find that there is|no

likelihood of confusion.

DESCRIPTION OF THE RECORD

HP’s record in this case consists of the following:

e The pleadings in this case.

e The files of the registrations assue (U.S. Registration No. 1,681,891 and U.S.
Registration No. 3,600,880).

e The testimony deposition of John Washkietaken on September 2, 2010 and filed pn
October 18, 2010 (docket no. 28ind Exhibits 1-30 and 160. Mr. Washeleski's
testimony deposition is cited as “Wastsidiepage:line” or “Washeleski Ex. __.”

e Petitioner's Notice of Reliance and Exit#h1-17, filed on September 23, 2010 (docket
nos. 22-25).

e Respondent’s Notice of Reliance and Exisili-85, filed on November 22, 2010 (docket
nos. 29-33).

e The testimony deposition of Ashley Rkart, taken on November 2, 2010 and filed pn

Exhibits which are marked and identified the deposition will be deemed to have been
offered into evidence, without any formal offer thef;, unless the intention of the party marking the
exhibits is clearly expressed teethontrary.” 37 C.F.R. §2.123(e)(2).

2.
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December 1, 2010 (docket nos. 37-38), and Exhibits 1-8. Ms. Frankart’s testimon

deposition is cited as “Frankarage:line” or “Frankart Ex. __.”

e The testimony deposition of Jean Neumataken on November 2, 2010 and filed pn

December 15, 2010 (docket nos. 39-40), and Exhibits 1-14. Ms. Neumann’s testimor

deposition is cited as “Neumann page:line” or “Neumann Ex. __.”
e Petitioner's Rebuttal Notice of ReliancadaExhibits 1-5, filed on January 20, 2011

(docket no. 43).

STATEMENT OF ISSUES

Is Respondent's mark TOUCHSMART, used connection with personal computer|

1Y

computer hardware, computer monitors and complitgrlay screens, likelyo be confused by the
sophisticated purchasers of its products withtidaer's mark SMART TOUCH, used in connectign

with electronic proximitysensors and switching devices?

STATEMENT OF FACTS
A. Nartron Sells Component Parts To Sophisticated Manufacturers Under The

SMART TOUCH Mark For Use In Products Such As Cars That Are Ultimately
Sold To Consumers Under A Different Mark.

On May 22, 1991, Nartron filed Applicatidderial No. 74/168,921 for SMART TOUCH for
use in connection with “electronic proximity sers and switching devicesh International Class
0092 The SMART TOUCH mark was registerazh April 7, 1992 (U.S. Registration No.
1,681,891), with a reported first use in commerce on January 7, 1988Petitioner's Notice of
Reliance, Ex. 1. The only goods identified te SMART TOUCH regisation are electronic

proximity sensors and switching deviced.

“Petitioner has conceded that it does not iseply sell switching devices under the SMART
TOUCH mark. Testimony Deposition of John Wealglski 65:22-24. It does, however, sell
electronic proximity senssrand switching devicasgetherunder the SMART TOUCH markd at
65:25-66:2), just as HP sells personal computeosnputer hardware, computer monitors and
computer display screens together under theJCBSMART mark as an all-in-one personal
computer.

-3-
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Electronic proximity sensors arsvitching devices are componggdrts that are used mainl
by car manufacturers but also atleeiginal equipmenmanufacturers to build finished products f
consumers. Testimony Deposition of John Waske(&#/asheleski”) 11:17-20, 33:17-34:9, 36:16

37:9, 37:15-38:1 & Ex. 2 (*Applications include tamobile [instrument panel], radio and HVA(

controls”), Ex. 4 (“carmakers are beginning to eg@l analog dials and controls with touch-scre

displays”), Ex. 7 (instrument paneesign with Smart Touch® CenterstickEx. 8 (“Applications
include automobile [instrument panel], radindaHVAC controls”), Ex. 9(“capacitive sensing
interface technology creates new automotive design appbtes”), Ex. 11 (listing “Nartron Firsts,”
including “First solid state vehicular switciasnder the Smart Touch mark), Ex. 16 (“capaciti
switching interface technology creates new autbreodesign opportunities. ... Application
include automobile [instrument panel], radisdaHVAC controls”), Ex. 18 (showing automobil
window control application), Ex. 19 (showing various automobile applicatioibe diagrams in
various Nartron documents also illustrate t8®@ART TOUCH sensors are merely one compon
part of a larger finished producGeeWasheleski Ex. 2 at 2 (illugtting Nartron’s iQ Power HMI
assembly), Ex. 8 at 2 (illustratj centerstack assembly), EX.#@ 2 (Figure 2 shows a capacitiy
sensor matrix in an instrument panel substrate).

Customers of the SMART TOUCH sensors awdtches are “the makers of products w
then incorporate those sensors ititeir products.” Washeleski 57:7-8ee also idat 68:14-16
(Nartron’s customers are “other businesses mwadhufacturers of produ¢)s John Washeleski,
Nartron’s sole witness, is the Senior Vice Prestdof Engineering at Nartron and interacts w
Nartron’s sales departmeah a daily basis.Id. at 5:12-19, 6:1-2, 55:131. Mr. Washeleski wasg
only able to name two Nartron customers who pased electronic proximityensors from Nartron

in 2010: E1, a fire truck manufacturer, and Fortd. at 60:14-25, 72:116. _

%In an automobile, the “centerstack” is “the aa@ve your shifter in #center of the consolé
that has your navigation, your HVAC, radio, you wnotype of controls for the vehicle.]
Washeleski 9:9-14.

“Washeleski Exhibit 9 is an abstract for article for SAE’s 2009 World Congress. T
acronym “SAE” stands for Society of Autmtive Engineers. Washeleski 19:11-13.

-4-
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is lengthy: in some cases a month, or even a yiehrat 70:20-71:3. In addition to the contract
purchase order, Nartron also typically enter$o itonfidentiality agreements with potenti

customers.ld. at 71:8-14, 72:18-25.

B. HP Sells High-End Personal ComputerdJnder The TOUCHSMART Mark To
Sophisticated Individuals And Businessg For Use In The Home And Customer-
Facing Areas.

On June 4, 2007, HP filed Application S#rNo. 77/197,146 for TOUCHSMART for use i

connection with “personal computers, computardware, computer mdars, computer display

screens” in International Class 009. The examg attorney did not cite Nartron’s SMART
TOUCH mark in his examination of HP’s apgation. The TOUCHSMART mark was registered

on April 7, 2009 (U.S. RegistratioNo. 3,600,880), with a first usa commerce on January 29,

2007. Respondent’s Notice of Rel@e, Ex. 1. The TOUCHSMART mark is always preceded
the HP house mark (“HP”).Testimony Deposition of Jean Neumann (“Neumahr8:21-9:2;

Testimony Deposition of Ashley Frankart (“Frankatt?B:20-22:see also, e.gFrankart Exs. 1, 4,

>Jean Neumann has worked at HP (formerly at Compagq) since 2000. Neumann 4:7-1

=

by

2. F

career has evolved from prodiorn administration, where she was responsible for product
packaging and in-box documentation, to Creative Operations Manager for the Personal Syste

Group. Id. at 4:13-25. The Personal System®@r is a global business unit encompassin
variety of products—desktop and notebook PCs;utalors, and other ngorinter products—for
both commercial and consumer customdrs.at 5:1-8. Ms. Neumann currently works on nami
products, packaging for these produand creating different types @éliverables, such as produ
demos, videos and other marketing materiéds.at 5:13-18. She is responsible for approving n

j a

ng
Ct
ew

names from a branding perspective and forewing marketing materials to ensure compliance

with the worldwide brand guideles for a particular productld. at 5:19-6:2.  For the HR

TOUCHSMART products, Ms. Neumann worked on the TOUCHSMART name itself, the ori
product launch, packaging and markgtimaterials, and product demokl. at 6:6-14. She works
with and supports HP’s sales team, and has accaoetptre sales team on at least one sales lchll.
at 41:2-8, 45:16-46:4.

®Ashley Frankart has worked at HP since Aud2@07. Frankart 3:16-4:2. She started as
Marketing Communications Manager for thenwouercial desktop group, preparing marketi
communication materials for new product launchés. at 4:5-11. In thaposition, Ms. Frankart
was responsible for working with the productagers to identify value propositions and k
messagesld. at 4:12-21. She created PowerPoint @néations, messaging documents, data sh

and other materials to help communicate the vafua particular product to HP’s customerisl.
Once these materials were approved, Ms. Frankstrilited them to the regional marketing tea
(continued . . .)
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6. Use of the TOUCHSMART mark without HRisuse mark would violate HP’s brand guideling
Frankart 23:20-22.

HP has used and continues to use a serieshef marks with the suffix “SMART.” Thesg¢

marks include PHOTOSMART (U.S. Rsgiation No. 2,362,503), MEDIASMART (U.S,

Registration No. 3,665,225), COLORSMARTU.S. Registration No. 2,057,747), an

ZOOMSMART (U.S. Registration No. 2,232,611). Resporits Notice of Reliance, Exs. 2-5, 51

52; Neumann 9:5-10:25 & Ex. 3. Most recenti has applied to register COPYSMART (U.
Trademark Application No. 77/826,570). Respontde Notice of Reliance, Ex. 6. Thg
TOUCHSMART mark was expresslytended to “continue that line of family of products to bu
on the reputation that [it] hadained from those different gauct lines.” Neumann 9:3-10:25

67:24-68:9.

1. HP’s TOUCHSMART Consumer Products Are Marketed To Computer-
Savvy Families And Individuals.

The goods identified in the TOUCHSMART registoa are not marketed or sold separate

under the TOUCHSMART mark; rather, they are aldgogether as a finished product: an all-i

ES.

D

d

1%

Id

D

y

n-

one touch-capable personal computer. Neumidn7-15, 68:10-19; Frankart 12:21-13:12. As the

name implies, an all-in-one personal computerasraputer that places the traditional PC tower,
the back of the display screen so that themnig one single unit that inetles the actual compute
monitor and display screen all in one. rkart 6:17-7:1, 9:14-24, 113-21 & Exs. 1, 4, 6 (HP,
micro sites for HP TOUCHSMRT PCs). None of the goods listed in the TOUCHSMAI

(...continued)
and then worked with the sales team to take those products to madketln August 2009,
Ms. Frankart moved from the commiaicside to the consumer sidéd. at 4:22-5:4. Her duties of
the consumer side are very similar to peevious duties on the commercial sidd. at 5:5-10. She
continues to prepare the sanypes of deliverables—presentais, data sheets, key messagi
documents—nbut for HP’s consumer platforimstead of its commercial platform$éd. On both the
commercial and the consumer side, Ms. Frankast prepared marketing and messaging mate

n

s

RT

L

ng

rials

for the HP TOUCHSMART PCs and has reviewgd TOUCHSMART product press releases for

key messages and contenid. at 5:11-17, 9:20-10:6, 20:1-7. Ms. Frankart also worked
marketing materials for the commercial HBUCHSMART PCs and was involved in identifyin
potential customers for those produdid. at 16:15-17:10.

-6-
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registration are sold as component parts ferinsmanufacturing other products. Neumann 11:[17-

20, 68:17-19; Frankart 13:13-1

The original HP TOUCHSMART personal computvas released in January 2007. Neumann

7:16-8:20 & Ex. 2; Respondent’s Nee of Reliance, Ex. 50. It was “meant to be used in a

communal area within the house, witit be a kitchen or an emivay, somewhere that the entir

e

family could access calendars, perhaps in the kitchen where you could access recipeés. .

Z
(¢}
c
3
D
S
5
H
w
[ —
P
N
|

"Exhibits 6 and 7 to Ms. Neumann’s testimy deposition were produced in discovery |i

response to Petitioner’s First S¥tRequests for Production; no motitmcompel was filed in this
case.

-7-
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HP TOUCHSMART products are sold at brick-ama+tar retail storeand online. Neumanr
35:7-10. The starting pricer HP TOUCHSMART PCsrange from $799.99 to $1699.99.
Neumann 14:3-25 & Ex. 5 ($849.99 for HP TOUQWASRT notebook PC); Frankart 8:13-18, 9:3-
10, 11:3-12, 12:3-20 & Ex. 2 ($1079.99 for HBUCHSMART 600xt series PC), Ex. 3 ($1699.99
for HP TOUCHSMART 600 Quad series), .Bx ($1099 for HP TOUCHSMART 9100 Business
PC), Ex. 7 ($799.99 for HP TOUCHSMART 300z sef3). The starting price is the base price,
which increases as customers add options such lagher operating pcessor, more memory,

graphic cards, etc. Neuma15:1-6; Frankart 8:19-23.

2. HP's TOUCHSMART Commercial Products Are Marketed To The
Hospitality, Retail, Health Care And Education Sectors.

HP also sells HP TOUCHSMART products to large businesses, which HP refers|to &

“enterprise customers|jj | Neumann 37:4-13; Frankart 21:16-22 ]

For the HP TOUCHSMART commercigl
PCs, HP has targeted only avfepecific vertical marketsld. As Ms. Frankart testified, “It's not
just take these and put them in every office in ymuginess because it is a really expensive PC for
that, so that's why we have these taggesegments that we are going aftdd” at 21:25-22:3.

The target industries for the HP TOUCHSMAR®mmercial PCs are the education, health
care, hospitality and retail industrield. at 16:18-17:10see alsdNeumann 38:10-14 (examples of
enterprise customers that use HP TOUCHSMARUTs include the hospity and restaurant

industries). Education is targeted because usinghtis intuitive for childre; in the health care
-8-
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setting, HP TOUCHSMART computers can providsyeaccess to information for patients; and

the hospitality and retail settings, HP TOUCHSRIAPCs can be placed in customer-facing ar

to help HP’s customer’s reach their own omsérs in a new way. Frankart 15:23-17:10. F

example, the Marriott hotel might use a TOUCHSMARCT in its lobby as amformation kiosk or
virtual concierge for guests. Neumann 38:18-Bfjnkart 15:23-16:2. Aestaurant might use
TOUCHSMART PCs for the wait staff to placeders. Neumann 38:15-17. A retail example
Priscilla of Boston, a high-end bridal boutiquehich puts HP TOUCHSMART PCs in the
customer-facing areas so that customers can attdnaectly with the dresses by scrolling throug
them and actually seeing mod&earing and walking in themFrankart 16:3-11 & Ex. 8 at HF
000155. The “virtual bartender” is another wagt HP TOUCHSMART PCs are being used

businesses: a customer can walkang input the number of guestséwects and different types ¢
alcohol, and the “virtual bartender” will make remmendations as to the brand of alcohol and ty
of mixers that go well with itld. at 21:5-15.

No HP TOUCHSMART products are specifigatargeted to the automotive industr
although HP discussed a potentiak for HP TOUCHSMART PCs iealerships for customers t
interact with. Neumann 38:23-25; Franket?:11-21. HP does not market or sell H
TOUCHSMART products to manufacturers for use st of a car or as component par

Neumann 39:1-3, 39:8-40:1;dnkart 16:12-14, 17:22-24.

C. The Instant Proceedings.
On April 9, 2009, Nartron filed the above-capied petition to cancel HP’'s TOUCHSMAR

registration, assertingnter alia, that “the mark and goods as désed in HP’s registration are s
closely related to Petitioner's mark and goods,tJtcanfusion and deception as to the origin

Respondent’s goods bearing the mark would occluig #he damage and tlenent of Petitioner.”

ARGUMENT
Petitioner bears the burden pfoving likelihood of confusn by a preponderance of th

evidence. David Sherman Corp. v. Heublein, In840 F.2d 377, 380, 144 U.S.P.Q. 249, 251 (
-0-
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Cir. 1965). Whether a likelihood afonfusion exists is a quést of law, based on underlying
factual determinationsLloyd’s Food Prods., Inc. v. Eli's, Inc987 F.2d 766, 767, 25 U.S.P.Q.2
2027, 2028-29 (Fed. Cir. 1993). The Board determmasther there is a lkihood of confusion
after considering the applicabl2uPontfactors. In re E.l. DuPont de Nemours & Ga476 F.2d
1357, 1361-62, 177 U.S.P.Q. 563, 567 (C.C.P.A. 1973).hg Huestion of confusion is related n
to thenature of the mark but to iteffect‘'when applied to the goods of the applicant.” The o
relevantapplication is made in the marketplace. Wueds ‘when applied’ do not refer to a ment
exercise, but to all of the known circatances surrounding use of the marktPont 476 F.2d at
1360-61, 177 U.S.P.Q. at 567 (quoting 15 U.S.C. §1052(d)) (emphases in original).

Not all of theDuPontfactors are relevant hereéSee In re Majestic Distilling Cp315 F.3d

1311, 1315, 65 U.S.P.Q.2d 1201, 1204 (Fed. Cir. 2003) (“Not all oDthont factors may be

relevant or of equal weight ia given case, and ‘any one of tfaetors may control a particular

case’™) (quotingln re Dixie Rests., Inc105 F.3d 1405, 1406-07, 41 U.S.P.Q.2d 1531, 1533 (
Cir. 1997)). We have focused gnbn the factors relevant toghBoard’s consideration of the
likelihood of confusion in this casét) the similarity or dissimilarityf the marks in their entireties
as to appearance, sound, connotation and commangadssion; (2) the similarity or dissimilarity
and nature of the goods or serviessdescribed in the registrations) {3 similarityor dissimilarity

of established, likely-to-continueade channels; (4) the conditiomsder which and buyers to whor
sales are madee., “impulse” versus careful, sophisticatedrchasing; (6) the number and nature
similar marks in use on similar goods; (7) the naamé extent of any actuabnfusion; and (8) the
length of time during and conditions under which ¢hleas been concurrent use without evidencg
actual confusion.DuPont 476 F.2d at 1361, 177 U.S.P.Q. at 567. Each of these factors str

disfavors a finding of likehood of confusion here.

PETITIONER HAS CONCEDED THAT THERE IS NO EVIDENCE
OF ANY ACTUAL CONFUSION.

For over three years now, consumers haeen exposed to the SMART TOUCH at
-10-
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TOUCHSMART marks and no actual confusion has etected. This is a “powerful indication”

that the TOUCHSMART mark does not caasmeaningful likelhood of confusion.Nabisco, Inc.
v. PF Brands, In¢.191 F.3d 208, 228, 51 U.S@@2d 1882, 1897 (2d Cir. 199@brogated on other
grounds 537 U.S. 418 (2003).

Nartron has been using the SMART TOUGQHark in commerce since December 1986.

Washeleski 25:21-27:8. HP has been usingltB&)CHSMART mark in commerce since January

2007. Neumann 7:16-21 & Ex. 2; Respondent’s ¢dof Reliance Ex. 50. Despite over thr
years of concurrent use, there is no eviden@ngfactual confusion. Indd, Nartron has concede
that it “is not presently aware of any instana#sactual confusion.” Respondent’s Notice

Reliance, Ex. 84 (Petitioner's Respert® Respondent’s Fir§et of Interrogatorigsat Nos. 19-21.

Petitioner noted that “case invigsttion and discovery [we]reoatinuing,” but in the 11 months

since Petitioner signed its discovery responsessinbasupplemented those responses or identified

any instances of actual confusioflP likewise is not aware @ny actual confusion between the

SMART TOUCH and TOUCHSMART marks, or tween Nartron and HP. Neumann 45:5-10;

Frankart 25:11-14. Indeed, the two companies never intersect in the marketplace.

Therefore, the seventh and eigibPontfactors—here, the absenokany actual confusion
over a three-year period—weigh heavily agamdinding of likelhood of confusion. Brookfield
Commc’ns, Inc. v. W. Coast Entm’t Cqrp74 F.3d 1036, 1050, 50 U.SF2d 1545, 1553-54 (9th
Cir. 1999) (“We cannot think of more persuasivédewuce that there is nikelihood of confusion
between these two marks than the fact that theye been simultaneously used for five ye

without causing any consumers todmmfused as to who makes what”).

Il
THE GOODS IDENTIFIED IN THE REGISTRATIONS ARE

DISSIMILAR AND ARE NOT E NCOUNTERED IN THE SAME
ENVIRONMENT BY CONSUMERS.

A finished product sold to consumers and busiesss very different from a component pa
sold to manufacturers and incorpted into other products. Eventife marks at issue here we

identical, confusion would be unlikely becausedbeds are so different and because consumers
-11-
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unlikely to encounter them in the same environmétegynolds & Reynolds Co., v. L.E. Sys.,,IBc.

U.S.P.Q.2d 1749, 1751 (T.T.A.B. 1987) (holdingttHikelihood of confusion requires “some

similarity between the goods and Sees at issue . . . beyond the fétat each inviwes the use of
computers”).

To determine whether the goods are similag, Board must examine the relatedness of
goods DuPont 476 F.2d at 1361, 177 U.S.P.Q. at 567), thawhether the goods at issue can
related in the mind of the consuming palas to the orign of the goods. Shen Mfg. Co. v. Ritz
Hotel Ltd, 393 F.3d 1238, 1244, 73 U.S.P.Q.2d 1350, 1355-56 (Fed. Cir. 2004). The qu

“must be decided on the basis of the identification of goods or services set forth in the app

[or registration], regardless of whidite record may reveal as to tharticular nature of applicant’s

goods, the particular channels of trade, or tls<clof purchasers to which sales of the goods
services are directed.”Packard Press Inc. v. Hewlett-Packard €827 F.3d 1352, 1359, 5¢
U.S.P.Q.2d 1351, 1355 (Fed. Cir. 2000). However,Bbard may consider &xnsic evidence to

remove uncertainty as to the naturetteé goods identified in the registrationB re Trackmobile

the
be

estic
icati
D

5 Or

Q)

Inc., 15 U.S.P.Q.2d 1152, 1153-54 (T.T.A.B. 1990). \&has here, the goods are not themselves

related, analysis of thifactor turns on whether “the marksemdifying the respective products
[respondent] and [petitioner] would ever be encetad by the same persons in an environm
where a likelihood of confusion could occurChase Brass & Copper Co. v. Special Springs,, If
199 U.S.P.Q. 243, 245 (T.T.A.B. 1978).

Even identical or nearly identical marks hdaeen found unlikely to cause confusion in lig
of the different set of prospective consumers tactvithey cater or the minimal risk that consume
would link the goods as to originSee, e.g.M2 Software, Inc. v. M2 Commc’'ns, Ind50 F.3d
1378, 1381, 78 U.S.P.Q.2d 1944, 1946 (Fed. Cir. 2006methgoods were destined exclusive
for the music/entertainment industry, and tpkarmaceutical/medicalndustry, respectively;
“paramount to this case is @hindustry-specific focus ofhe parties’ claimed goods”).ocal
Trademarks, Inc. v. Handy Boys Ing6 U.S.P.Q.2d 1156, 1158 (T.T.A.B. 1990) (no likelihood
confusion between LITTLE PLUMBER forduid drain opener and LITTLE PLUMBER fo

plumbing-related advésing services)Autac Inc. v. Walco Sys., Incl95 U.S.P.Q. 11, 15-1¢
-12-
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(T.T.A.B. 1977) (no likelihood otonfusion where manufactusewho buy respondent’'s AUTAC

temperature regulators do rimty petitioner's AUTAC retractile cords except for resale).

Here, the goods are different, the markets are different, and the customers are different,

is no likelihood of confusion.

A. The Goods Identified In The Registréions Are Different And Unrelated.
The goods identified in the TOUCHSMARTgistration (U.S. Registration No. 3,600,88

are “personal computers, computer hardware, caanpuonitors, [and] computer display screen

Respondent’s Notice of Reliance, Ex. 1. The gaddstified in the SMART TOUCH registratior

(U.S. Registration No. 1,681,891) are “electronioxmmity sensors and switching devices.

Petitioner’'s Notice of Reliance, Ex. 1. Petitiorsetls electronic proximity sensors and switchi
devices together under the SMART TOUCH mdkasheleski 65:25-66:2)just as HP sells
personal computers, computer haagle, computer monitors and couat@r display screens togethé
under the TOUCHSMART mark. Neumahh:7-15, 68:10-19; Frankart 12:21-13:12.

Electronic proximity sensors and switchirdgvices are component parts used by
manufacturers and other original equipmentnufacturers in manufacturing other produc
Washeleski 11:17-20, 33:17-34.36:16-37:9, 37:15-38:1 & Ex. 2, 4, 7-9, 11, 14, 16, 18,sE®*
also id.Ex. 3 (“Nartron has worked with Chrysleritestall the Smart Touch technology in some
its auto show vehicles”), Ex. 13 (“We at Narirare committed to our role as a member of y
team. We welcome your use @ir capabilities as we support your success”). Indeed, these ¢
are so oriented toward future @igations that they are not priced individually; instead, they
priced by “application.”ld. at 63:1-3 (cost of a single electromiroximity sensor “[d]Jepends on th
system, what they [the customer] wanted to do”).

By contrast, the goods listed in the TOUCHSMARDistration are sold as a finished prodt
to consumers and businesses dse in the home and customacihg areas. Neumann 11:7-1
37:4-13, 68:10-19 & Exs. 3, 4; Frankart 12:23:19, 15:23-16:11, 17:6-10, 21:1-2 & Exs. 1, 4,
Respondent’s Notice of Reliance, Ex. 42.

Nartron concedes the fundamerdasimilarity of tle parties’ respectivgoods when it assert
-13-
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that HP TOUCHSMART PCs “use embeddedpacitors” and “[tlhese embedded sensprs

(capacitors) and their associated circust® the ‘electronic proxinty sensors and switching

devices’ of Nartron’s ‘891 registtion.” Petitioner's Trial Brief 17. There is no compete
evidence that HP TOUCHSMARPCs actually contain @ttronic proximity sensors and switchin
device Even if they did, thisfact would establish thelissimilarity of the goods, not theif
similarity. The typical consumer buying aiP TOUCHSMART personal computer has 1
exposure to that productiaternal components, let alone theusce of such inteal components.
See Shen Mfg. Co393 F.3d at 1244, 73 U.S.P.Q.2d 1855-56 (“That two goods are use
together . .. does not, in itself, justify a finding relatedness. . .. [T]hat finding is part of tf
underlying factual inquiry ato whether the goods and servicessatie . . . can be related in th
mind of the consuming public as tiee origin of the goods (citation and intenal quotation marks
omitted).

Nartron’s attempt to look beyond the goods tded in the SMART TOUCH registration to
“product applications” geePetitioner’s Trial Brief 4-6) also fails. It is well-established that 1
similarity of the goods must be assesbaded on the registrations, not on ub2 Software, Ing.
450 F.3d at 1382, 78 U.S.P.Q.2d at 1947 (relatedne®eajoods turns on consideration of “tf
applicant's goods as set forth in its applieat and the opposer's goods as set forth in
registration”). The only goods identified ithe SMART TOUCH registration are electron
proximity sensors and switching degs. Petitioner’'s Notice of Rance, Ex. 1. Nartron does ng
include computers—or any oth&nished product for end consems—on the list of goods in the

SMART TOUCH registrationd.

B. The Respective Markets And Customers Do Not Overlap.

It is highly unlikely that a person would enmter electronic proximitgensors and switching

®The document upon which Petitioner relies, EittBbof Petitioner’s Notice of Reliance and
o

Exhibit 15 to Mr. Washeleski's deposition, is inadgible to the extent it is offered for the truth

the matter asserted—that HP uses embedded tapasensors in its coputers—because it i$

hearsay and does not fall withinyaexception to the hearsay ruleeSection VIl,infra.

-14-
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devices in the same environment as personal computers because both the goods themselves anc

respective purchasers are so different. Typmachasers of electraniproximity sensors and

switching devices are “the makeof products who then incamate those sensors into their

products.” Washeleski 57:7-8ee also idat 68:14-16 (Petitioner’s customers are “other businesses

and manufacturers of products”). Nartron doesathtertise its electrooiproximity sensors and
switching devices on television, and any print adseg is limited to trade magazines such

Automotive News.Id. at 66:25-67:7.

HP uses a variety to media to advertise TOUCHSMART PCs, including televisiof
commercials, online advertising, print ads in nesygers and magazines, product demos and vid
and special events—all afhich are oriented towards end consumeBeeNeumann 26:13-24,
28:1-31:16 & Exs. 8, 9, 10, 11. Other recent partmpssinclude a partnership with Interscoy

Records and the rap star Dr. Dre for a new and HP-exclusive beat audio program, and a

placement deal with Project Runwayreality television show abotashion. Frankart 18:23-19:8.

®Communication pillars” are the basic foutida for HP's messaging frameworks—th

concepts HP wants to be sure are highligltedl communicated about its products. Neumann 2b:

12.

-15-
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I < s o evidence

Nartron’s SMART TOUCH sensors and switches advertised on these similar websites.

Consumer- and home-oriented publications such as The New York Times, Computer Shopp

PC Magazine, Kitchen & Bath Business, andAUBbday have reviewed the HP TOUCHSMAR

computers.See, e.g.Respondent’s Notice of Reliance, E48:-51; Frankart 23:13-16. The natu

of these publications illustrates the percdivansumer-oriented market for HP TOUCHSMART
products,.e., families and individuals who will use HFOUCHSMART computers in their homes.

See, e.g.Respondent’s Notice of Rance, Ex. 47 (“Whilan the Kitchen, Stir the Stew and Surf the

Web”). There is no evidence that Nartron’®pmity sensors and swhag devices have bee
reviewed in these ormilar publications, and to Responderkisowledge, they haveot. Frankart

23:13-19.

The target industries for HPOUCHSMART commercial PCs areducation, health care,

hospitality and retail. Id. at 16:18-17:10; Neumann 38:10-14he Marriott hotel, for example

might use an HP TOUCHSMART computer in ibby as an information kiosk or virtual concierge

for guests. Neumann 38:18-22; Frankart 13t82. Priscilla of Beton, a high-end brida

boutique, puts HP TOUCHSMART computers in th@istomer-facing areas so that customers

T

re

can

interact directly withthe dresses and actuallgesmodels wearing them. Frankart 15:23-16:11, 17:6-

10 & Ex. 8 at HP 000155. HP’s key competitorghis market are Apple, Dell, Acer, Sony and

other large computer manufacturers that sell touch-capable @tleipersonal computers. Neuma

nn

44:12-16; Frankart 22:22-23:5. Nartron is not a competitor of HP. Neumann 44:19-20; Franke

23:10-12.

No HP TOUCHSMART products are specifiyatargeted to the automotive industry
although HP discussed a potential use for HRUCHSMART computers ircar dealerships for
customers to interact with. Neamn 38:23-25; Frankart 17:11-2%ge alsoFrankart 21:1-2
(“customer facing areas is whdtbe HP TOUCHSMART cmmercial PC] is really targeted”). HE
does not market or sell HP TOUCMBRT products to manufacturers fase as part of a car or g

component parts. Neumann 39:1-3, 39:8-40:1; Frankart 16:12-14, 17:22-24. Petiti
-16-
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unauthenticated examples of HP’s “substarpi@duct presence in the automotive industry” a
“HP brochures specific to the automotive inays (Petitioner's Trial Brief 8, 17 (citing

Washeleski, Exs. 20, 28)) are irrelevant for thienple reason that theylo not relate to

ToucHSMART product:” |
I Ficne has not proven otherwise. T

Petitioner would assert as evidence the fawt automobile makers buy computers—ve

sophisticated and expensive ones—from HP uidand names different from TOUCHSMART

reveals much about how lacking the case is in merit.

In Chase Brass & Copper Cwu. Special Springs, Inc199 U.S.P.Q. 243 (T.T.A.B. 1978), the

Board determined that the simultaneous use aflantical mark for distributor springs and brag
rods—both sold to automotive mafacturers—would not createlikelihood of confusion, becaust
one was a finished product ane thther was “a semi-finished produkat would require machining
and/or other processing and woblbse its trademark and the idién conveyed tbreby by the time
it reached a finished state . . . 18l. at 245. Under those circumstancasd even more so in thi
case, there is very little chem that “the marks identifying thespective products of [responden
and [petitioner] would ever bencountered by the same persan an environment where
likelihood of confusion could occur.”ld.; see also In re Unilever Ltd222 U.S.P.Q. 981, 983
(T.T.A.B. 1984) (finding no likehood of confusion between @X for industrial laundry
detergents and CLAK for alkaline cleaner for foodgassing plants because the products were
competitive with each other, nor §jve they purchased by the same people under circumstance
would give rise to the mistaken belief tlwate source was responsilide both products”).

In sum, Nartron’s SMART TOUCH component gaarre very different from, and unrelated {
HP’'s TOUCHSMART personal computers, atite division between nmafacturers and eng

consumers is stark. Under these circumstancesysionfis unlikely. The Board is “not concerne

°And, in any event, HP’s $dillion contract with GM (Petioner's Notice of Reliance,
Exs. 7-9) only serves to shaWwat confusion is unlikely. Whea company enters into a $2 billio
contract, one can be sure thaow who they are dealing with.
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with mere theoretical possibilities of confusioecdption, or mistake or with de minimis situatio
but with the practicalities ahe commercial world . . . ."Autac Inc, 195 U.S.P.Q. at 16 (citatior
and internal quotation marks omitted). Accordingly, this sed@uidontfactor strongly disfavors 3

finding of likelihood of confusion.

[I.
THE CIRCUMSTANCES OF PURCHASE AND THE

SOPHISTICATION OF THE CUSTOMERS ALSO DEMONSTRATE
THAT CONFUSION IS UNLIKELY.

Unlike the purchase of a newsstand magazine or a pack of gum, neither Nartron’s ng
claimed goods are purchased casually by unsopaiist buyers. Nartron’s electronic proximi
sensors and switching devices aypidally sold to “the makers of products who then incorpor
those sensors into their prodisit Washeleski 57:7-%ee also idat 68:14-15 (Nartron’s customer
are “other businesses and manufaatsirof products”). This typef customer is a sophisticate
purchaser who is held to a higher standardcafe for purposes of temining likelihood of
confusion. 4 J. Thomas McCartlyicCarthy on Trademarks and Unfair Competiti®23:101 (4th
ed. 2009) (McCarthy on TrademarKs (“Where the relevant buyer ats is composed solely @

professional, or commercial purchasers, it is reasenabset a higher standard of care than ex

for consumers”}!

B B hesc dicussions typically muire confidentiality

agreementsld. at 72:18-25. The sales presecould take months, or evaryear, and culminates i

YWhen buyers are wholesalers or manufactuvgto buy the product in order to incorpora
it into a consumeiitem, the relevant buyer ads consists of the sopticated wholesalers o
manufacturers, not the ultimate consumers of the finished prodSeke, e.g.Cont'|l Plastic
Containers v. Owens Bc&way Plastic Prods., Inc141 F.3d 1073, 1080-81, 46 U.S.P.Q.2d 12
1282 (Fed. Cir. 1998) (holding that whehle buyers of one gallon plagtigs in which juice is sold
were unlikely to be confused by the trade dresdeféndant’s jugs because they are sophistica
and the sale is the resoltlong-term negotiations).

-18-
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a written contract opurchase orderld. at 70:20-71:3, 71:8-14.

see alsoFrankart 22:18-21 (the HH

TOUCHSMART PC “is definitely a premium deskt PC at the high end of the stack”). The
computers are too expensive to be impysechases; starting pdas range from $799.99 t
$1699.99, and these prices increase as customeigp#dds such as a higher operating proces:
more memory, graphic cards, etc. Neumann-1%:8 & Ex. 5; Frankar8:13-23, 9:3-10, 11:3-12
12:3-20 & Exs. 2, 5, 7. A consumer does not bxpyeasive, high-end products casually, but ratl
only after careful consideration. MicCarthy on Trademark§823:96-97.

On the commercial side, the contact at thst@mer company is usually the IT manager

chief technology officer, both afhom typically are gphisticated when it eoes to technology anc

computers, and who will havdone research regand HP’s and its competitors’ products

Neumann 43:11-20, 44:5-9; Frankart 15:11-20. Thessarocess involves a dedicated sales te
that meets with the customer in-person in order to understand its technology needs and rec
solutions. Neumann 40:5-16; Frankart 14:1-62042. The sales represeita or team dedicateq
to a particular customer usually has an estaldisbtionship with that customer. Neumann 40:]
20; Frankart 13:23-14:6. And like the consurR€ls, the commercial HP TOUCHSMART PCs 3
expensive. Frankart 21:25-22:3 & Ex. $1099 for HP TOUCHSMART9100 Business PC)

The sophistication of the purchasers and the Hegjree of care that both types of purchasg
would typically exercise in buying either an expgeagersonal computer or specialized compon
parts for a particular product applica, make confusion highly unlikely.See Chase Brass &
Copper 199 U.S.P.Q. at 245 (automotive industry pssionals encountering goods at issue W

likely “personnel highly skilled @d knowledgeable in a particulphase of a manufacturing proce
-19-
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and well acquainted with various products anadémarks that they would encounter in the
particular field of production fowhich they are responsible”’Pignons S.A. de Mecanique de
Precision v. Polaroid Corp.657 F.2d 482, 489, 212 U.S.P.Q. 246, 26& Cir. 1981) (no likely
confusion between plaintiff's expensivé560-$1,400) ALPA cameras and defendant’'s less
expensive ($188-$233) ALPHA cameras: “Sophisticatedsumers may be expected to exercise

greater care”)Gen. Controls @. v. HI-G, Inc, 212 F. Supp. 152, 158, 136 U.S.P.Q. 570, 575|(D.

192)

Conn. 1962) (lack of likelihood of confusion “emphasized by thetfedt most of the defendant’
products are sold to manufacturers for incorporattm complicated machin8s Thus, the fourth

DuPontfactor also weighs heavily agairesfinding of likelihood of confusion.

V.

THE REASONABLE CHANNELS OF TRADE FOR THE PARTIES’
RESPECTIVE GOODS ARE ENTIRELY DIFFERENT.

The absence of express limitations on channels of trade in the SMART TOUCH an
TOUCHSMART registrations creaehe presumption that theeitified goods move through all

reasonablerade channels for such goods. Teasonabldrade channels for “electronic proximity

sensors and switching devices” are not comparable teettemnabletrade channels for “persona
computers, computer hardware, computer monitors, computer display scré&ses.'e.g.Cognis
Corp. v. Hana Cq. No. 76558733, 2007 WL 683786, at *9 (IAIB. Feb. 28, 2007) (not
precedential) (citing “fundamental dissimilarity” frade channels and customers between finished
toner and ink products “obviously intended toome and office use by businesses and general
consumers” and synthetic lubricant products for itgusonsumers). This factor further supports a

determination that there ® likelihood of confusion.

N SR TOUCH

goods are not sold at Best Buy,rdet, WalMart or Office Depot.Id. at 71:19-25;see also

Respondent’s Notice of Reliance, Exs. 74-79. Mr. Washeleski does not know whether Nartron
-20-
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SMART TOUCH goods can be purchased onlinewar the phone. Washeleski 71:4-7, 71:15-18.

HP TOUCHSMART computers, by contrasteaypically purchased in retail stores—bric
and-mortar or online—or from HP’s own websit&€ypical retail partnerinclude Best Buy, J&R,
Office Depot, Office Max, Staples and other simretail stores. Neumann 35:11-18, 36:11-37:2
Ex. 13; Frankart 22:7-11. HP’s website opides detailed information about the H
TOUCHSMART products through pduct-specific micro $8s and HP’s general shopping sit
Frankart 7:25-8:12 & Exs. 1-7The micro sites provide product ages, video demos, awards a
reviews, while the hp.com shoppipgge provides specificatior@d technical information abou
the product. Id. at 6:4-10, 7:25-8:6. From a product misite, customers can link directly to th
hp.com shopping page, where tloay purchase the product onlinid. at 8:7-12. Businesses migh
also purchase HP TOUCHSMART PCs througlegotiated agreements with HP sal
representatives. Neumann 40:5-16; Frankart-64:14:20-22. Either way, there is virtually n
overlap between these channels and the indug&gHic channels in whh electronic proximity
sensors and switching dees typically move.

As a large company, HP obviously providesnmmgoods and many services, some of wh

nd

—+

nt

es

ch

may well be expected to move in the same chanoietrade as electronic proximity sensors and

switching devices. Indeed, the 10-K report that fdartelies on (Petitioner’'s Notice of Relianc
Ex. 12) lists a wide range dfusiness units responsible for merous products and service
immediately before the list of tradchannels that Nartron quotes in its trial brief. The list of tr
channels in the Form 10-K is irrelevant where, as here, the normal trade cHantleésgoods
identified in the relevant registratierRHP TOUCHSMART personal computers—are retail stor
See, e.g.In re RAM OQil, Ltd, Nos. 77280977, 77280981, 2009 TTAB LEXIS 586, at *11-*
(T.T.A.B. Sept. 3, 2009) (not precedential) Gmning parties’ goods and services—oil and ¢
exploration and production iséces versus fuel anfilling station services—hove in all channels
of trade normal for those goods and services, nimiting logical inference that “how and to who
these goods and services are sokllikely to be different”).

This third DuPontfactor weighs against a finding of likelihood of confusion, but even if

channels of trade were presumed to be identicalrespective goods are so different that confus
-21-
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is still unlikely.

V.

THE MARKS THEMSELVES DIFFE R IN APPEARANCE, SOUND,
CONNOTATION AND COMMERCIAL IMPRESSION.

A. The SMART TOUCH And TOUCHSM ART Marks Are Dissimilar.

The Board should consider the similarity of the marks with respect to appearance,
connotation and commercial impressidduPont 476 F.2d at 1361, 177 U.SQR.at 567. To begin
with, Nartron’s SMART TOUCH mark and HP’SOUCHSMART mark differ intheir appearance
SMART TOUCH is a two-word nmrét consisting of two five-letter words; TOUCHSMART is

soun

a

single ten-letter word mark. While they may shitie same letters, the inverse arrangement and the

single-word format of HP’s mark renders itppaarance substantially different from that

Nartron’s SMART TOUCH mark.See, e.g.In re Akzona In¢.219 U.S.P.Q. 94, 95-96 (T.T.A.B.

1983) (SILKY TOUCH and TOUCH O’ SILK redlg distinguishable in appearancéi); re Grow

More, Inc, No. 78122114, 2005 WL 2543629, at *2 (T.T.ABept. 26, 2005) (not precedentigl)

(GROW MORE and MORGRO marks look different).
In addition, the TOUCHSMART mark is alys preceded by the HP house mark (“HP

Neumann 8:21-9:2; Frankart 23:20-28ee also, e.g.Frankart Exs. 1, 4, 6. Use of the
TOUCHSMART mark without HP’s house mark wdwiolate HP’s brand guidelines. Frankart

23:20-22. HP’s use of its well-known house mark ceduthe weight given to any similarity in the

marks and makes confusion even less likebge Therma-Scan, Inc. v. Thermoscan, @5 F.3d

623, 634, 641, 63 U.S.P.Q.2d 1659, 1664-65, 1670 (6th2A02) (presence of well-known house
mark reduced the weight of the similarity thffe marks for medical thermal imaging servige;

dismissal affirmed)Nabisco, Inc. v. Warner-Lambert C&20 F.3d 43, 46, 55 U.S.P.Q.2d 1051,

1054 (2d Cir. 2000) (affirming disssal and holding that juniouser’'s use of its house mar
“significantly reduces, if not altogether elimingtd®e likelihood that consumers will be confused
to the source of the parties’ productd)jstine Indus., Inc. v. Hallmark Cards, In@53 F. Supp.

140, 18 U.S.P.Q.2d 1214 (S.D.N.Y. 1990) (usedefendant’s own well-known house mark
-29.
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connection with the disputed mark is eosfy factor pointing tmo likely confusion).

The SMART TOUCH and TOUCHSMART markalso do not sound igk. The aural

emphasis is on the first term—*SMART —imMNartron’s mark and on the first syllable—
“TOUCH"—in HP’s mark. In re Grow More, Inc. 2005 WL 2543629, at *2 (“because of tf
reversal of the terms comprising the martse marks [GROW MORE and MORGRO] sour

different”); In re Akzona In¢.219 U.S.P.Q. at 95-96 (SILKY TOUCH and TOUCH O’ SIL

readily distinguishable in sound).

The marks also diverge in their connotationd @onsumer impression. While in some case

transposition of terms in a mark dolétle to change the connotation, that is not the case here, v

the reverse sequence in TOUCHSMART empessithe term—*TOUCH"—as a verb and can

understood as an imperative sentence urging theunwrsto touch smartly (comparable in th
regard to Apple’s former slogan THINK DIFFERIT). HP’s mark thusassumes a differen
connotation from Nartron’s adjectivand noun-focused SMART TOUCH mariee, e.gMurphy,

Brill & Sahner, Inc. v. New Jersey Rubber Ci02 U.S.P.Q. 420, 420 (Comm’r Pats. & Tradema
1954) (recognizing adjectiveonnotation for TOPFLITE as usedaénnnection with shoe soles, by
locating no meaning for FLITE TOP as used in amtion hosiery except that “it may suggest th

there is something different abouettop of the sock oratking”; “[tlhe marks ae alike only in that

they are reverse combinations of the same wordd&yriott-Hot Shoppes, Inc. v. Hedwin Corp.

161 U.S.P.Q. 742, 744 (T.T.A.B. 1969) (*TABLE TALkuggests dinner conversation or the li
whereas ‘TALK O’ THE TABLE' is moreor less of a laudatory term . . .Ijj re Akzona InG.219
U.S.P.Q. at 96 (SILKY TOUCH conveys impressibat products are silkio the touch; TOUCH
O’ SILK suggests that prodtg contain some silk)iIn re Mavest, Ing. 130 U.S.P.Q. 40, 41
(T.T.A.B. 1961) (“While ‘SQUIRETOWN'’ is a subgtsial transposition othe registered mark
‘TOWN SQUIRES;’ it is clear that #se marks create distinctly different commercial impression
McCallum-Legaz Fish Co. v. Frozen Food Forum, ;id8 U.S.P.Q. 178, 179 (Comm’r Pats.
Trademarks 1958) (FROSTY SEAfor frozen sea food productsas different commercia
impression from SEAFROST for frozen figtold sea water vs. white frost crystals).

Moreover, the similarity or dissimilarity of the marks is not evaluated in a vacuum. |
-23-
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BANKAMERICA case that Nartron relies on, the Bdaronsidered the relatiship of the parties’

services and concluded thgtyen thesubstantial similarity of servicesffered in connection with

the marks (as stipulated by the parties), tHéeminces between the marks were not enough to

preclude a likelihood of confusionBank of America Nat'l Trust & Sav. Ass’n v. The Amerigan

Nat’'| Bank of St. Josepl201 U.S.P.Q. 84845 (T.T.A.B. 1978)see also Century 21 Real Estate
Corp. v. Century Life of Americ®70 F.2d 874, 877, 23 U.S.R2Q 1698, 1700 (Fed. Cir. 1992)

(when marks are used in connection with identgabds, “the degree ofrsilarity necessary to

support a conclusion of likely confusion declinest)ikewise, the strength of a mark bears on the

significance of the similaritiesnd differences of another markee, e.gKing Candy Co. v. Eunice
King’s Kitchen, Inc. 496 F.2d 1400, 1401, 182 U.S.P.Q. 108, (AQCC.P.A. 1974) (“the public
easily distinguishes slight differess in the marks” where the marks are “non-arbitrary” in natur
“widely used”). In this casehe disparate claimed goods and then-arbitrary” nature of the

SMART TOUCH mark amplify the dissimilarities of the marks themselves.

B. Where, As Here, The Common Elements Consist Of Common Words Of Everyday
Usage, Even Slight Differences Are Enough To Make Confusion Unlikely.

It is well-established that whetthe common elements in a mark consist of common word
everyday usage, or where the marks are otherwisarminary in nature, eveslight differences are
enough to render confusion unlikelyin re Box Solutions Corp.79 U.S.P.Q.2d 1953, 1957-5
(T.T.A.B. 2006) (where definitins confirmed that “box"—the mies’ common element—is highly
suggestive, consumers likely to notice differences between the mairkg)Candy Cq.496 F.2d at
1401, 182 U.S.P.Q. at 110 (no likelihood of amibn between KING'S for candy and MIS
KING’s for cakes; confusion unlikely where “the rka are of such non-atbary nature or so
widely used that the public easily distingiues slight differences in the marks und
consideration”); Colgate-Palmolive Co. vCarter-Wallace, Inc. 432 F.2d 1400, 1401-02, 16
U.S.P.Q. 529, 530 (C.C.P.A. 1970) (commoangnt of marks—PEAK—was “simply a commag
noun or adjectival word oéveryday usage in the English langeawith “laudatory or suggestive

indication”; consumers unlikely to conisPEAK PERIOD for deodorant with PEAK fo
-24-
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dentifrice). Here, the terms “smart” and “toucdre common words of everyday usage, and tk
combination does not constitute a distinctive marlemvhsed in connection with Nartron’s or HP

claimed goods.

1. “Smart” And “Touch” Are Descriptive, Particularly In The Context Of
Technology Products.

The term “smart” has a specific, widely rgoized meaning in theontext of technology
products and other devices. Respondent’s Noti¢&ebénce, Ex. 80 (defindn of “smart” from the
Oxford English Dictionary) 10(c) (“Of a dexa: capable of some independent and seemif
intelligent action”). “In computer technology, [*smart” is] a relative term, indicating h
sophisticated a program or machine is and howyn@apabilities it has. A ‘smart missile’ is on
that is guided electronically, aspposed to a non-heth missile; ‘smart modems’ have mo
capabilities and can be prograrad to make more decis®rihan earlier modems.’ld., Ex. 81
(definition of “smart” from the Coputer User Online Dictionary) at kee also id. Ex. 82
(definition of “smart” from the Merriam-Weber Online Dictionary) 117(b)-(c) (operating b
automation <asmart machine tool>; INTELLIGENT). Itis not surprising that numerou
registrations using “smart” in Ineational Class 009 incleda disclaimer ofray exclusive right to
use that term. See, e.g.Respondent’'s Notice of Reliance, Exs. 22-31 (registrations), 5
(showing use).

The Board has specifically considered thee ud the term “smart” in connection witl
technology products and has recognized iscdptive nature in that contex§ee, e.gln re Finisar
Corp,, 78 U.S.P.Q.2d 1618, 1621 (T.T.A.B. 20Q6bserving that, in connection with technologic
devices, the term “smart” consistently “tells thmsumer that the product is highly automated &
capable of computing information’aff'd, 223 Fed. App’x 984 (Fed. Cir. 200Ti; re Cryomedical
Scis. Inc. 32 U.S.P.Q.2d 1377, 1378 (T.T.A.B. 1994) (ETtcomputer’ meaning of the tern
‘smart,” as is the case with many ‘computer’ waréé making its way into the general language
In re Nartron Corp, 2000 TTAB LEXIS 566, at *8-*9 (T.T.A.BAug. 21, 2000) (not precedentia

(affirming refusal to register Nartron’'s SMARVYOV mark, concluding that the term “smart” i
-25-

RESPONDENT’S TRIAL BRIEF

neir

'S

ngly
ow
e

re

<

3-67

—

al

and

");

N




HowardRice

© 00 ~N o o b~ w N P

N NN N N N N N DN R P R R R R R R R R
0w ~N o OO B~ W N B O © 0 N O 0o~ W N B O

connection with the valves at issue “immediatdscribes, without conjaae or speculation, a

significant characteristic or featiof those goods, namely, that tregiable orifice valve has som
type of computational oobic ability used in operating or controlling the valveNgrtron Corp. v.
STMicroelectronics, In¢.305 F.3d 397, 404, 64 U.S.P.Q.2d 1761, 1(8b Cir. 2002) (affirming
determination that Nartron’s SMARPOWER mark is generic).

The term “touch” is also descriptive, particlyaas used in Nartros’ marketing materials
See, e.g.Washeleski Ex. 19 (“smart Touch..the world at your fingertips”;Connecting you with

your vehicle. .. by using intuitie gestures with th&ouch of a finger to operate controls”

(emphasis in original). Numews registrations using “touch” imternational Gdss 009 include &

disclaimer of any exclusiveght to use that termSee, e.g.Respondent’s Notice of Reliance, Exs.

32-41 (registrations), 683 (showing use). Although Nartron svaot required to disclaim “smart

or “touch,” “[tlhe absence of a stilaimer does not . . . mean tlaatvord or phrase in a registratign

is, or has become, distinctive in the registered ngrkhat that part of the mark must be treated

112

the

same as an arbitrary featurdri re Nat'l Data Corp, 753 F.2d 1056, 1059, 224 U.S.P.Q. 749, 151

(Fed. Cir. 1985) (“it is inappropriate to giveetlpresence or absence of a disclaimer any legal

significance”).

2. SMART TOUCH Is A Weak Mark Due To The Crowded Field Of Similar
Marks In International Class 009.

There are a multitude of marks using “smart” and/or “touch” in International ClassS¥9
Respondent’s Notice of Reliance, Exs. 7-31 (registrations for otheksmasing “smart” in
International Class 009), Exs. 53-67 (demonstrating actual use of such marks), EXxs.
(registrations for other marks using “touch”lmternational Class 009), Exs. 68-73 (demonstrat
actual use of such marks). This crowdeddfielakes SMART TOUCH a weak mark. “Where
party uses a weak mark, his competitors may coweecito his mark than would be the case wit
strong mark without violating his rights.Sure-Fit Prods. Co. v. Saltzson Drapery C264 F.2d
158, 160, 117 U.S.P.Q. 295, 297 (C.C.P.A. 1958) (no likelihood of confirtween SURE-FIT]|

and RITE-FIT despite identical slip-cover products).
-26-
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3. Nartron’s SMART TOUCH Mark Is Not Arbitrary Or Distinctive.

As discussed above, “smart” and “touch” aresatgptive, particuldy in the technology
context. The SMART TOUCH mark is not arbiyyaor distinctive in the context of Nartron’
claimed goods. Accordingly, it is entitled at masta narrow scope of gtection, further tipping
the likelihood of confusioscales in HP’s favorGiersch v. Scripps Networks, In80 U.S.P.Q.2d
1020, 1025-26 (T.T.A.B. 2009) (petitioner's DESIGNESELL mark deemed highly suggestiv
“weak’ and entitled to only a limited scope gfotection”; weakness of mark weighs agair
finding a likelihood of confusion)in re Dayco Products-Eaglemotive, In@ U.S.P.Q.2d 1910
1911 (T.T.A.B. 1988) (finding that IMPERIAL mark w8eak and laudatory drshould be afforded
a restricted scope of protection).

Nartron’s defense of SMART TOUCH in prior Ba proceedings is meaningless. The f
that Nartron was able to wring nuisance settlemeut®f various defendants that may not have |
the resources to defend a full-fledged lawsuigves only that Nartron has aggressively defenc
the SMART TOUCH mark. It saysothing about the merits of those suits and certainly does
make SMART TOUCH distinctive.

In sum, given the significant differenckstween the SMART TOUCH and TOUCHSMAR
marks in a context where even minor differerexesenough to obviate consumer confusion, the {

and sixthDuPontfactors strongly favor a findg of no likelihood of confusion.

VI.

THERE IS NO EVIDENCE OF ANYTHING OTHER THAN GOOD
FAITH IN HP'S SELECTION OF THE TOUCHSMART MARK.

Petitioner nonsensically asserts that HP’s idieation of an internal search report in i

privilege log somehow demonstrates maliciaogent in selecting the TOUCHSMART mark.

Petitioner’s Trial Brief 19-20. Thiassertion, which is Petitioner’slgrievidence” of bad intent, is|
contradicted both by the evidence introdugethis case and by common sense.

As an initial matter, identifying a dament in a privilege log is theppositeof concealment.
Respondent openly disclosed the existence of integekth reports in ithuly 8, 2010 privilege log.

-27-
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SeePetitioner’'s Notice of Relianc&x. 16 (Respondent’s July 8, 201f@tée to Petitioner’s counse
enclosing Respondent’s July 8, 2010 privilege loiartron never moved to compel disclosure

these documents and cannot now dgkat they were “concealed.”

of

Moreover, the evidence in this case conclusidagonstrates HP’s good faith in selecting the

TOUCHSMART mark. Ms. Neumann was personafiyolved in developing the TOUCHSMART

mark and at no time during that process whe aware of Nartroa’ SMART TOUCH mark.
Neumann 7:7-15. Indeed, pridgo this lawsuit, Ms. Neunma had never heard of Nartro
Corporation, SMART TOUCHQgr electronic proximity sensors and switching devides.at 44:21-
45:4; see alsdPetitioner's Notice of Reliance, Ex. 17 (Respondent'spRases to Petitioner’s Firs
Set of Requests for Admission) at No. 2 (“Respomde not aware of ry non-attorney or non-
paralegal knowledge by Respondent of Petitionerark prior to the ifing of Application No.
77/197/146 [sic] for TOUCHSMART?).

In fact, HP’s selection of QUCHSMART was influenced in large part by its pre-existi
family of marks ending in “SMART.” Neumann 912. HP has used and continues to use a s¢

of other marks with the suffix “SMART.” Theamarks include PHOTOSMART (U.S. Registratic

No. 2,362,503), MEDIASMART (U.S. Regrstion No. 3,665,225), COLORSMART (U.S.

Registration No. 2,057,747), and ZOOMSMART.8JRegistration No. 2,232,611). Responder
Notice of Reliance, Exs. 2-5, 51-52; Neumann B0R25 & Ex. 3. Most recently, HP has applied
register COPYSMART (U.S. Trademark Apmdiion No. 77/826,570). Respondent’'s Notice

Reliance, Ex. 6. Ms. Neumann expressly considered this series of marks in selecti

TOUCHSMART name; HP wanted to “continue thieme of family of products to build on the

reputation that [it] hadained from those different product lindesNeumann 9:3-10:25, 67:24-68:9.
Nartron has not introduced amryidence casting doubt on HP’s fiesed reasons for selectin
the TOUCHSMART mark and thege certainly no documents mstimony evincing bad faith o

malicious intent. Tellingly, the examining atteyndid not cite Nartron's SMART TOUCH mark i

his examination of HP’s application forOUCHSMART (Application Serial No. 77/197,146).

HP’s good faith and intent in ssgting the TOUCHSMART mark, if levant at all, weigh agains

finding a likelihood of confusion.
-28-
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VII.
RESPONDENT’S OBJECTIONS TO PETITIONER’S EVIDENCE.

HP objects to the following items of evidenad,of which are inadmissible and should not pe
considered by the Board:

1. Exhibit 5 to Petitioner's Notice of Rehae and Exhibit 15 to Mr. Washeleski’

[72)
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deposition are inadmissible to the extent they are offered for the truth of the r
asserted—that HP uses embedded capacitiv&os® in its computers—because they &

hearsay and do not fall within any exceptiorthe hearsay rule. Fed. R. Evid. 801, 80

. Exhibit 7 to Petitioner's Notice of Rehae and Exhibit 23 to Mr. Washeleski’

deposition are inadmissible to the extent they are offered for the truth of the r
asserted—that HP entered into a $2 billbamtract with GM—because they are hears

and do not fall within any exception tiee hearsay rule. Fed. R. Evid. 801, 802.

. Exhibit 8 to Petitioner's Notice of Rehae and Exhibit 24 to Mr. Washeleski’

deposition are inadmissible because they weteproperly authenticated and therefa

lack foundation. Fed. R. Evid. 901.

. Exhibit 9 to Petitioner's Notice of Rehae and Exhibit 25 to Mr. Washeleski’

deposition are inadmissible because they weteproperly authenticated and therefa

lack foundation. Fed. R. Evid. 901.

. Exhibit 10 to Petitioner's Nice of Reliance and Exhib28 to Mr. Washeleski's

deposition are inadmissible because they weteproperly authenticated and therefa

lack foundation. Fed. R. Evid. 901.

. Exhibit 11 to Petitioner's Nice of Reliance and Exhib20 to Mr. Washeleski's

deposition are inadmissible because they weteproperly authenticated and therefa

lack foundation. Fed. R. Evid. 901.

. Exhibit 12 to Petitioner's Nice of Reliance and Exhib21 to Mr. Washeleski's

deposition are inadmissible because they weteproperly authenticated and therefa

lack foundation. Fed. R. Evid. 901.

. Exhibit 26 to Mr. Washeleski’s deposition isadmissible because it was not prope

-29-
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9. Exhibit 27 to Mr. Washeleski’s deposition iisadmissible because it was not prope

10. Exhibits 2-5 to Petitioner’s Rebuttal NoticeRéliance are inadmissible because they

However, even if the Board were to consider the entirety of the evidence upon
Petitioner relies and disregaralbits 6, 42, 53, 54, 60 and 72 todpendent’s Notice of Relianc
(as improperly requested in Petitioner's Rebuttal ¢¢otif Reliance), HP would still prevail. Th

remaining evidence is more than sufficiendeamonstrate thabafusion is unlikely.

authenticated and thereforeksa foundation. Fed. R. Evid. 901.

authenticated and thereforeka foundation. Fed. R. Evid. 901.

offered in support of Petitions “objections” tocertain Internet adence Responden

submitted (Exhibits 42, 53, 54, 60, 72 to Respondent’s Notice of Relianfeg

Petitioner's Rebuttal Notice of Reliance {{2-Bach of these “objections” pertains {o

alleged defects that could have been cuné@ defect can be cad, the objection mus

be made promptly.See, e.g.Manpower, Inc. v. Manpower Info. Ind90 U.S.P.Q. 18,

[y

are

[

21 (T.T.A.B. 1976) (objection that notice of reliance failed to indicate relevance of

materials was curable and should have bemsedavhen notice was filed). Petitioner

Rebuttal Notice of Reliance, which was f@il®en January 20, 2011, nearly two mont

S

after Respondent filed its Notice of Rel@ on November 22, 2010, cannot be said to

have been promptly filedAccordingly, the Board shouldisregard these untimely an

improper objections.
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CONCLUSION

Because all of the relevant factors weigh strongly against confusion, the Board should find

that there is no likelihood of confusion between SMART TOUCH and TOUCHSMART as applied

to the goods in the parties’ respective registrations.

DATED: April 20, 2011.

MARTIN R. GLICK

DIANA D. DIGENNARO

HOWARD RICE NEMEROVSKI CANADY
FALK & RABKIN

A Profe

By:

ipnal Corporatig

LA N J AN O

L ——

DIANA D. DIGENNARO

Attorneys for Respondent HEWLETT-PACKARD
DEVELOPMENT COMPANY, L.P.
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PROOF OF SERVICE BY FEDERAL EXPRESS

I am employed in the City and County of San Francisco, State of California. I am over the age
of eighteen (18) years and not a party to the within action; my business address is Three
Embarcadero Center, Seventh Floor, San Francisqo, California 94111-4024.

I am readily familiar with the practice for collection and processing of documents for delivery
by overnight service by Federal Express of Howard Rice Nemerovski Canady Falk & Rabkin, A
Professional Corporation, and that practice is that the document(s) are deposited with a regularly
maintained Federal Express facility in an envelope or package designated by Federal Express fully
prepaid the same day as the day of collection in the ordinary course of business.

On April 20, 2011, T served the following document(s) described as RESPONDENT’S
TRIAL BRIEF (REDACTED VERSION) on the persons listed below by placing the document(s)
for deposit with Federal Express through the regular collection process at the law offices of Howard
Rice Nemerovski Canady Falk & Rabkin, A Professional Corporation, located at Three
Embarcadero Center, Seventh Floor, San Francisco, California, to be served by overnight Federal

Express delivery addressed as follows:

Robert C.J. Tuttle Artdrneys for Petitioner
Hope V. Shovein Nartron Corporation
Brooks Kushman PC

1000 Town Center, 22nd Floor
“Southfield, MI 48075-1238

I declare under penalfy of perjury under the laws of the United States that the foregoing is true

and correct. Executed at San Francisco, California on April 20, 2011.

Nicholette N. Prince
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