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CONCISE STATEMENT OF THE ISSUE PRESENTED

Should the Board deny HP’s Motion for Summary Judgment where the

evidence presented on the record of this Motion – even before Nartron

has been able to use the tools of fact discovery – demonstrates the

DuPont factors tip decidedly in favor of Nartron on the §2(d)

likelihood of confusion determination?

Applicant answers: Yes.
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I.  INTRODUCTION

It is axiomatic that attorney argument is no substitute for evidence on a summary

judgment motion.  Glaverbel Societe Anonyme v. Northlake Marketing & Supply, Inc., 45 F.3d 1550,

1562 (Fed. Cir. 1995).  Yet the sum and substance of  Respondent Hewlett-Packard Development

Company, L.P.’s (“HP’s”) motion is nothing but attorney argument.   HP wants the Board to

summarily dismiss the cancellation petition before Nartron Corporation (“Nartron”) can use the tools

of discovery to adduce additional evidence on the Du Pont factors, and test the veracity of the factual

allegations of HP.  

This opposition demonstrates there are genuine issues of material fact precluding

summary judgment on all Du Pont factors raised on HP’s motion.  The similarity of the parties’

respective marks cannot be denied - - they are formed of the same words, only re-ordered.  The

similarity of the goods, as recited, in the respective registrations is indisputable - - the graphic user

interface of HP’s TOUCHSMART  “personal computers, computer hardware, computer monitors,

computer display screens,” uses the “electronic proximity sensors and switching devices” of

Nartron’s SMART TOUCH registration, U.S. Reg. No. 1,681,891 (“the ‘891 registration”).  The

channels of trade are common, as will be proved by HP’s own publications, including its 2008 Form

10-K and promotional literature in the automotive industry.

SMART TOUCH has been (i) a flagship trademark of Nartron for over 20-years, (ii)

registered on the Principal Register for over 18-years, and (iii) successfully asserted in ten (10) prior

proceedings before the Board.  HP’s request for summary judgment is premature and shallow.  It

should be denied on the evidence of record.
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II.  DISCUSSION OF THE DuPONT FACTORS

A. The Parties’ Marks, SMART TOUCH and 

TOUCHSMART, Are Similar in Their Entireties

1. DuPont Factor No. 1 - The Similarity Of The Marks

DuPont Factor No. 1 is the “similarity or dissimilarity of the marks in their entireties.”

In re E.I.  DuPont DeNemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973).

This factor examines the relevant features of the marks, including appearance, sound, connotation,

and commercial impression.    The Federal Circuit stated in Hewlett-Packard Co. v. Packard Press,

Inc. that the first DuPont factor “is a predominant inquiry.”  Hewlett-Packard, 281 F.3d 1261, 1265,

62 USPQ2d 1001, 1003 (Fed. Cir. 2002).  

2. The Rival Marks of Petitioner and Respondent

The mark of Petitioner Nartron’s ‘891 registration is: SMART TOUCH.  

The mark of Respondent HP’s U.S. Reg. 3,600,880 is: TOUCHSMART.

It is self-evident that these marks are formed of the same words, i.e., SMART and

TOUCH, with their order reversed in each mark.  

3. Re-Ordering the Word Elements of Marks

Does Not Make Them Dissimilar

It is a venerable rule of registration practice that “the points of similarity are of greater

importance than the points of difference.”  Hoffman-LaRoche, Inc. v. Kawerk, 148 F.2d 557, 65

USPQ 218, 220 (CCPA 1945).  An important point of similarity of SMART TOUCH and

TOUCHSMART is that they are formed of identical words.  

The only point of difference is the ordering of the words SMART and TOUCH. But

transposing words does not make the resultant marks dissimilar.  The Board’s Opinion in Bank Of

America National Trust And Savings Assoc. v. The American National Bank of St. Joseph, 201
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USPQ 842 (TTAB 1978), is informative to the present case.  In Bank Of America, the rival word

marks were BANKAMERICA and BANK OF AMERICA, on one hand, and AMERIBANC, on the

other hand.  The Board found these marks “similar,” as explained in the following excerpt from the

Bank Of America Opinion:

In the present case, the words “BANKAMERICA” and “BANK OF

AMERICA,” on one hand, and “AMERIBANC,” on the other,

convey the same meaning and create substantially similar commercial

impressions.  In view thereof, and considering that this is not a case

where the marks of the parties are likely to be encountered by

purchasers on a side-by-side basis, and that the average purchaser is

not infallible in his recollection of trade designations and may well

transpose the elements of a mark in his mind, we do not believe that

differences between the marks of the opposer and applicant,

considered in their entireties, are sufficient to preclude the likelihood

that the contemporaneous use of these marks in connection with

similar services here involved will result in confusion or mistake or

deception.

Bank Of America, 201 USPQ at 845.

In this case, HP’s transposition of the word elements of the mark SMART TOUCH

to form TOUCHSMART does not make the marks dissimilar.  Indeed, the average person is not

infallible in his recollection of trademarks and may well transpose the two elements in his mind.  See

In re Wm. E. Wright Co., 185 USPQ 445 (TTAB 1975); In re Atlantic Gulf Service, 184 USPQ 828

(TTAB 1974).  

HP attempts to draw distinctions between the connotation and commercial impression

of the parties’ marks by relying on unsupported claims that “the reverse sequence in

TOUCHSMART emphasizes the term ‘TOUCH’ – as a verb and can be understood as an imperative

sentence urging the consumer to touch smart...”  and “thus assumes a different connotation from

Nartron’s adjective-/noun- focused SMART TOUCH mark.”  HP’s Motion at p. 4.  HP imposes

meaning on the marks that are not defined in the record.  HP fails to consider, for example, that
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Nartron’s mark could be interpreted as an adverb/verb combination, or that TOUCH could also be

interpreted as a noun in HP’s mark (i.e., “a touch smart”).  It is clear that both marks are capable of

more than one meaning or interpretation, and there is no clear difference in meaning because of the

changed position of the elements of the marks.  As such, there is not a marked distinction in the

connotation or commercial impression created by the two marks when used in connection with the

involved goods.

On the present record, the similarity of the rival SMART TOUCH and

TOUCHSMART marks precludes summary judgment in favor of HP.  At a minimum, Nartron

should be afforded the opportunity for case investigation and discovery of HP to further develop the

analysis under  Factor No. 1.  For example, Nartron’s pending Rule 34 Request No. 4 to HP for:

“Documents relating or referring to any survey, focus group, or similar form of market study

concerning potential or actual use of TOUCHSMART by Respondent,” will aid the  Factor No. 1

inquiry. 

B. The Parties’ Goods Are Related

1. DuPont Factor No. 2 - The Similarity of the Goods

 DuPont Factor No. 2 is the “similarity or dissimilarity and nature of the goods or

services as described in an application or registration or in connection with which a prior mark is in

use.”  DuPont, 476 F.2d at 1361.   Even if the goods and services in question are not identical, the

consuming public may perceive them as related enough to cause confusion about the source or origin

of the goods and services.
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2. The Goods of Petitioner’s and Respondent’s Marks

The goods of Nartron’s ‘891 registration are: “electronic proximity sensors and

switching devices” in International Class 9.  

The goods of HP’s ‘880 registration are: “personal computers, computer hardware,

computer monitors, computer display screens,” also in International Class 9. 

3. The Goods are Closely Related

The graphic user interface of HP’s TOUCHSMART   “personal computers, computer

hardware, computer monitors, computer display screens,” uses the “electronic proximity sensors and

switching devices” of  Nartron’s ‘891 registration.  This is illustrated by the following side-by-side

comparison of the specimen of use in the application file of Nartron’s ‘891 registration and a printout

from HP’s website, taken from Exhibit 2 to the Petition to Cancel:

The graphic user interface on HP’s TOUCHSMART   “personal computers, computer

hardware, computer monitors, computer display screens,” uses embedded capacitors that sense the

proximity of a user’s finger on the screen to alter electrical circuit properties that implement various

system control functions (e.g., switching) .   This is explained in the press release from Cypress
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Semiconductor Corporation, dated May 9, 2007, titled: “Cypress’s PSoC® CapSense Enables Touch

Sensing Inside HP Compaq Notebook PCs.”  Exhibit 1; Washeleski Decl., ¶7, Exh. D.  The

following sentence from the Cypress press release explains:

With Cypress’s CapSense interface, a finger on the interface forms an

electrical connection with embedded sensors, which work with the

PSoC device to translate data about the finger’s presence into various

system control functions. 

These embedded sensors (capacitors) and their associated  circuits are the “electronic

proximity sensors and switching devices” of Nartron’s ‘891 registration.  

4. Nartron is a Pioneer in the Field of 

Capacitive Touch Sensing and Control

Nartron is a pioneer in the technology field of capacitive sensing.  An example is

Nartron’s patent U.S. 4,731,548, titled “Touch Control Switch Circuit.”  Washeleski Decl., ¶8, Exh.

E .  The Nartron ‘748 patent issued on March 15, 1988, based on an application filed on September

29, 1986.  Figure 1 of the Nartron ‘548 illustrates an circuit for providing a touch-controlled

electrical switch in which the user’s body (e.g., finger) alters the capacitance of the circuit - - just as

in the Cypress “CapSense” interface used in HP’s TOUCHSMART products.

5. The Goods of Nartron’s ‘891 Registration 

Have a Wide Range of Product Applications

Nartron’s SMART TOUCH electronic proximity sensors and switching devices have

a wide range of product applications.  This is explained in the Nartron data sheet titled “Smart

Touch® Keypad Part No. 1310674.”  Washeleski Decl., ¶9, Exh. F.  The Nartron data sheet explains

in relevant part:

Smart Touch ® enables a person to use fingers to control computer

software through a display screen.  A key feature of Smart Touch ®

allows multiple touches simultaneously or sliding fingers across a
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screen.  Applications include the automobile IP [instrument panel],

radio and HVAC controls.

Two Nartron brochures that illustrate exemplary applications of Nartron’s SMART

TOUCH products are at Washeleski Declaration Exhibits G and H.  The first brochure, titled

“Virtual Touchpad,” shows application of Nartron’s SMART TOUCH products in an automotive

window pad control.  The second brochure, titled “Connecting you with your vehicle . . .,” shows

six different applications of SMART TOUCH technology in an automotive environment.

6. HP Has a Product Footprint in the Automotive Industry

HP has a substantial product presence in the automotive industry.  This is proved by

the HP brochure titled “Improving automotive industry outcomes.”  Exhibit 2; Washeleski Decl.,

¶13, Exh. I.  An HP computer is shown in the photograph on page 5 of the HP brochure, under the

heading “Product development.”  The HP brochure explains that HP is deeply invested in the

automotive market, as typified by the following excerpt from page 6 of the brochure:

•  High-performance computing for the automotive industry 

HP provides a portfolio of high-performance computing solutions that

help design teams improve productivity, collaboration and design

validation capabilities. 

The HP brochure is in direct conflict with the naked argument of HP’s counsel on

page 8 of the motion papers that “HP’s claimed goods are well-known consumer electronic

products.”   The word “consumer” does not appear in the recitation of goods in HP’s ‘880

registration.  HP’s TOUCHSMART  “personal computers, computer hardware, computer monitors,

computer display screens,” are not limited to any product field or application, or class of customers.

HP is aggressively pursuing the automotive market.    HP’s TOUCHSMART products and Nartron’s
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SMART TOUCH products are positioned to intersect in common product markets and among

common customers.  

Accordingly, the respective goods of Nartron’s ‘891 registration and HP’s ‘880

registration are “related,” in the sense of DuPont Factor No. 2.  At the very least, the evidence on this

factor presents a genuine issue of material fact, precluding summary judgment.

C. The Parties’ Trade Channels Overlap

1. DuPont Factor No. 3 - The Similarity Of Trade Channels

 DuPont Factor No. 3 is the “similarity or dissimilarity of established, likely-to-be

continued trade channels.”  DuPont, 476 F.2d at 1361.

2. HP’s ‘880 Registration Has No Limitation On Trade Channels

HP's ‘880 registration has no limitation on channels of trade (“personal computers,

computer hardware, computer monitors, computer display screens”).  The Board should assume that

these goods are sold in all normal channels (and not just the specific channels urged by HP, e.g.,

“retail stores,” HP’s Motion at p.11, l. 9).  

“It is well settled that in a proceeding such as this, the question of likelihood of

confusion must be determined based on an analysis of the mark as applied to the goods and/or

services recited in applicant’s application vis-à-vis the goods and/or services recited in an opposer’s

registration, rather than what the evidence shows the goods and/or services to be.”  Canadian

Imperial Bank of Commerce v. Wells Fargo Bank, N.A., 811 F.2d 1490, 1 USPQ2d 1813, 1815 (Fed.

Cir. 1987). See, also, Octocom Systems Inc. v. Houston Computers Services Inc., 918 F.2d 937, 16

USPQ2d 1783, 1787 (Fed. Cir. 1990)  (“The authority is legion that the question of registrability of

an applicant's mark must be decided on the basis of the identification of goods set forth in the

application regardless of what the record may reveal as to the particular nature of an applicant's
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goods, the particular channels of trade or the class of purchasers to which sales of the goods are

directed”).

HP recognizes that “[t]he absence of express limitation in the identification of goods

by Nartron and HP creates the presumption that the claimed goods move through all reasonable trade

channels.”  HP’s Motion at p. 11.  Despite this fact, HP’s counsel attempts to distinguish its trade

channels, without supporting evidence, and boldly concludes that this factor supports a determination

that there is no likelihood of confusion.  However, such unsupported arguments should be wholly

disregarded.  As the following will show, DuPont Factor No. 3 presents a genuine issue of material

fact regarding the similarity of the parties’ trade channels.

3. HP’s Customers (i.e., “Partners”) Are In Multiple Trade Channels

HP describes its customers as “partners” in its 2008 Form10-K filed with the

Securities and Exchange Commission (with boldface added below):

Sales, Marketing and Distribution 

...

Our customers are organized by consumer and commercial customer

groups, and distribution is organized by direct and channel. Within

the channel, we have various types of partners that we utilize for

various customer groups. The partners include: 

• retailers that sell our products to the public through their own

physical or Internet stores; 

• resellers that sell our products and services, frequently with their

own value-added products or services, to targeted customer groups;

• distribution partners that supply our solutions to smaller resellers

with which we do not have direct relationships; 

• independent distributors that sell our products into geographies or

customer segments in which we have little or no presence; 
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• original equipment manufacturers ("OEMs") that integrate our

products with their own hardware or software and sell the integrated

products; 

• independent software vendors ("ISVs") that provide their clients

with specialized software products, frequently driving sales of

additional non-HP products and services, and often assist us in selling

our products and services to clients purchasing their products; and 

• systems integrators that provide various levels and kinds of

expertise in designing and implementing custom IT solutions and

often partner with HPS [HP Services] to extend their expertise or

influence the sale of our products and services. 

Exhibit 3; Washeleski Decl., ¶14, Exh. J.

It is clear that Nartron and HP sell their respective goods through the same channels

of trade to the same classes of customers.  The record evidence on  Factor No. 3 presents a genuine

issue of material fact precluding summary judgment.

D. HP’s Intent In Selecting The Mark

 DuPont Factor No. 13 is: “Any other established fact probative of the effect of use.”

 The final  factor is the catch-all that considers intent and good faith.  Indeed, “as a general rule, the

factual question of intent is particularly unsuited to disposition on summary judgment.”  Copelands'

Enterprises Inc. v. CNV Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir. 1991); see also

Commodore Electronics Ltd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993). 

HP’s motion fails to address key evidence of record in this proceeding.  Specifically,

HP’s motion ignores Paragraph 9 and Exhibit 2 to the Petition to Cancel, which indicate that HP’s

use of TOUCHSMART in connection with a computer monitor and display screens is identical to

Petitioner’s use of SMART TOUCH for electronic sensors.  Exhibit 2  to the Petition to Cancel

consists of Nartron’s specimen of use submitted in conjunction with its application in 1991 and a

printout from HP’s website.
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HP’s intent presents a genuine issue of material fact, on which discovery is necessary.

Nartron has served Rule 34 requests seeking production of search reports to learn if HP knew of

Nartron’s rights evidence by the Nartron ‘891 registration prior to adoption of the TOUCHSMART

mark.  For example, Request No. 2 seeks: “Documents relating to any investigation of the

availability for use of the mark TOUCHSMART for each of the goods recited in U.S. Registration

No. 3,600,880, including searches, search reports, and the like.”  If Nartron’s ‘891 registration

appeared on a search report commissioned by HP (which is discoverable), it would be probative of

HP’s intent in selecting and adopting a mark for similar goods that differs only by transposition of

the word elements.

E. Nartron Has Vigorously Defended Its

SMART TOUCH Registration Before The Board

Finally, Nartron has brought numerous proceedings before the Trademark Trial and

Appeal Board over the past many years in respect of its SMART TOUCH mark of U.S. Reg. No.

1,681,981, all of which were resolved in favor of Nartron.  This is evidenced by the “Summary”

printout from TTABVUE, attached as Exhibit K to the Washeleski Declaration.  Such evidence of

Nartron’s aggressive trademark enforcement activities reinforce the strength of its mark. See

J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 11.91 (4th ed. 2005)

(“… active program of prosecution of infringers … enhances the distinctiveness and strength of a

mark”).

As such, the Board should disregard HP’s unsupported contention that SMART

TOUCH is not distinctive and entitled to only a narrow scope of protection.  HP’s Motion at 12

(“SMART TOUCH is not arbitrary or distinctive in the context of Nartron’s claimed goods ... [I]t

is entitled at most to a narrow scope of protection”).  Quite to the contrary, Nartron’s record of

aggressive enforcement supports a conclusion on this record that Nartron’s mark is distinctive and

entitled to a relatively broad scope of protection.
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III.  CONCLUSION

“[I]f there be any doubt on the issue of likelihood of confusion, the familiar rule in

trademark cases ... is that it must be resolved against the newcomer or in favor of the prior user or

registrant.”  See In re Pneumatiques, Caoutchouc Manufacture et Plastiques Kleber-Colombes, 487

F.2d 918, 919-920, 179 USPQ 729 (CCPA 1973).  Nartron’s registration issued approximately

twenty-five (25) years prior to the filing of HP’s application and alleged date of first use.  See King

Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974)

(priority is not an issue in an opposition where the opposer makes of record its valid and subsisting

registrations).  HP is the newcomer.  A party entering a field of business has a plethora of possible

marks available to him.  “A newcomer has both the opportunity and the obligation to avoid

confusion.”  Carl Karcher Enterprises, Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125, 1133

(TTAB 1995).  There is no justification for HP’s selection of a mark likely to cause confusion.

The evidence before the Board on the relevant DuPont factors demonstrates the

existence of the numerous genuine issues of material fact precluding summary judgment.  HP’s

summary judgment motion is a litigation maneuver to shield HP from discovery by Nartron on all

applicable DuPont factors.  For this reason, HP’s motion is premature, and should be DENIED.
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