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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

REAL ESTATE CHANNEL
CORPORATION,

Petitioner, Cancellation No. 92/050,734
V.
Registration No. 3,270,964
IV-MEDIA LLC.,

Registrant. Mark: THEREALESTATECHANNEL

MOTION FOR SUMMARY JUDGMENT

Petitioner, Real Estate Qiael Corporation, through itsttarneys, respectfully moves
this Board for Summary Judgment on each oftihe first counts asserteay Petitioner in its
Petition for Cancellation of Registrant’s rkaiThe testimony period has not opened. Petitioner
states as follows:

1. Petitioner refers to and incorporatde attached Memorandum in Support,
including supporting exhibitsThe mark THEREALESTATECHANNE is a legally equivalent
mark to Petitioner's mark REAL ESTATE CHAMNBLL. Petitioner's mark was in full force when
Registrant filed for the mark.

2. The Petition to Cancel alleges Count |—kt@n the part of Rgstrant in making
a false claim of exclusive and continuous use associated with a 2(f)estatnthe time of filing
of the mark, and Count II—Wrongfussuance of the mark based a failure by the Office to
reject on the basis aierely descriptivenses2(e)(1) based on the @rdulent claim of 2(f)
acquired secondary meaning in the markemlaThere two counts arripe for Summary
Judgment as there are no possible question otfatit what evidence feund in the records of

the Office.
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3. Registrant admits having actual knowledge of Petitioner’'s registered legally
equivalent at the time of filing. Evidence ofesch conducted by Registrant is given. Registrant
made a claim of acquired disttiveness under Section 2(f), saring exclusive and continuous
use in commerce while Petitioner's mark wagistered and known to Bestrant. Such a 2(f)
claim clear and convincing direct evidence afintentionally false statement that warrants
cancellation as it rises to fraud before the Office.

4. There is no greater evidence of fraudobe this Office. Applicants of marks
simply cannot, after uncovering a rkaf interest already granteéd a third party remove spaces
between words, add the word “the” to better agefthe examiner and confuse electronic search
tools, and make a 2(f) claim toypass a descriptiveness rejecti@(f) claims are clear, they
require exclusive use. Petitioner isnarket leader and well known. The mark
THEREALESTATECHANNEL, the legal equivalewnf the mark REAL ESTATE CHANNEL,
is at best merely descriptive of the servigesl cannot be registered absent a showing of
acquired distinctiveness. This Boamdist cancel Registnt’'s mark.

WHEREFORE, Petitioner respectfully requést Board grant its Motion for Summary

Judgment as to one or more of the two counts in the Petition to Cancel.

Respectfully submitted,

REAL ESTATE CHANNEL
CORPORATION

Dated: October 29, 2009

/Alain Villeneuve/
Alain Villeneuve

Vedder Price P.C.

222 N. LaSalle St., Suite 2600
Chicago lllinois 60601

(312) 609 7848

(312) 609 5005 (fax)
avilleneuve@vedderprice.com
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CERTIFICATE OF SERVICE

[ hereby certify that on the 29th day of October 2009,\1 served a true and correct copy of the
foregoing Motion for Summary Judgment on the atiorney for the Petitioner at the address
indicated below by depositing said document in the United States mail, first class postage
prepaid:

Joanna A. Diakos
K&L Gates LLP

599 Lexington Avenu
New York, NY 10022-60830

Atfomey fof Petitioner
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

REAL ESTATE CHANNEL
CORPORATION,

Petitioner, Cancellation No. 92/050,734
V.
Registration No. 3,270,964
IV-MEDIA LLC.,

Registrant. Mark: THEREALESTATECHANNEL

MEMORANDUM IN SUPPORT OF PETITIONER’S
MOTION FOR SUMMARY JUDGMENT

Petitioner, Real Estate Qimael Corporation, submits thleemorandum in support of its
Motion for Summary Judgment and now moves,spant to Rule 56 of the Federal Rules of
Civil Procedure, for summary judgment on thewrd that as a matter of law it is entitled to
judgment on Petitioner’s Petition to Cancel.

l. UNCONTESTED FACTS

1. On December 3, 1999, Petitioner filed federal protection of its trademark
REAL ESTATE CHANNEL for realestate services, namely, providing information to buyers
and sellers of real estate, in the fields of home listings, how to set and negotiate prees)gre
and showing a home for sale, mortgage lendeesclising process, appraisal services, and all
information, content, services, broadcastingggpamming and other conartial transactions
relating to the real estate indyswhich are availalel via various media sh as the Internet,
telephone systems, cable television systemwimgless broadcasting systems in International

Class 036 (see Certificate Registration of U.S. Reg. 2,572,275 attached at Exhibit A).
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2. The mark REAL ESTATE CHANBL Registered on May 21, 2002 (see
Exhibit A).

3. On May 23, 2006, Registrant conducted a search of the TESS database at the U.S.
Trademark Office and uncovered Petitionariark REAL ESTATE CHANNEL. (Admitted at
Request No. 4 of Responses to PetitioneristFbet of Requests for Admissions, which is
attached as Exhibit B. Sedso evidence of search fravM-MEDIA, LLC produced as 000044—
000045 and attached as Exhibit C.)

4. On September 27, 2006, several monther,laRegistrant applied for federal
protection for mark THEREALETATECHANNEL for providing infemation in the field of
real estate by means of linking the website to rottebsites featuring reaistate information in
International Class 036 (see r@&cate of Registration ofU.S. No. 3,270,964 attached as
Exhibit D).

5. The mark THEREALESTATECHANNEL issd to Registrant on July 31, 2007
(see Certificate of Registration of UBeg. No. 3,270,964 attached as Exhibit D).

6. On the day Registrant filed its apptioa, Petitioner's mark was in full force and
Registrant admitted and provided evidence of actual notice of Petitioner's mark. (Answers
Interrogatory No. 14 in Petitioner’s First Sdtinterrogatories attached as Exhibit E.)

8. Registrant nevertheless filed the marider Section 15 U.S.C. § 1052(f) making
the following statement to the Office:

The mark has become distinctive ofethgoods/services through the applicant’s
substantially exclusive and continuous use in _commduore at least five years
immediately before the date of this statement. (emphasis added).

9. Lemuel E. Lewis, President of Regsstt signed the declaration under 18 U.S.C.

8 1001. Registrant swore that (a) THEREALESECHANNEL was distinctie, (b) Registrant
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had substantially exclusivese, and (c) the use was continuous in commerce for at least five
years.

Il. FACTS

10. Petitioner owns and operates the bsiee www.realestatechannel.com in
association with Internet-basedal estate services. Petitioner has been using this mark in
commerce continuously and openly akadt since the launch of its website
www.realestatechannel.com on November 12, 1999AHB&tavit of Michael Gerrity attached as
Exhibit F).

11. Continuous and open use since 199%dsoborated by third-party Internet
archives from the “Wayback Machine” foundhdtp://web.archive.orgproduced as REC0008—
0009 and attached as Exhibit G). The Wayback Maciira free tool that stores snapshots of
webpages as they were found on the Interneitid?edr’s date of first use is November 15, 1999,
and a specimen of use clearly indicating the mas&d in connection with the services was
introduced into the application record on Decemb, 1999 (see specimen from the file wrapper
of Reg. No. 2,572,275 attached as Exhibit H).

12. Petitioner's mark REAL ESTATE CHMNEL has since acqoued a secondary
meaning as the exclusive provider of these senooas$e Internet. Petitiondas registered user
IDs as Real Estate Channel on Youtube.com, Facebook.com, MySpace.com, Twitter.com, and
Linkedin.com. Petitioner is the fir&soogle link for this mark. Réioner’'s President was even
interviewed by Brian Williams on the CBS Eweg News regarding his corporation (see
Exhibit F).

13.  On that day Registrant’s mark wasdilend the 2(f) statement of exclusive use
was made, Petitioner's website www.realesthannel.com was operational and easily

accessible online (see Exhibit F).
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14.  Web archives also from the Waybacladfline show that Registrant’s website
www.newschannelnetwork.com from which theesimmen was taken was not operational as of
the claimed date of first use (see Exhibit B¢gistrant’'s website wwiherealestatechannel.com
was also not operational as of 2000, nosweaoperational in 2005, 2008, or 2009 (see Exhibit
G). There was no continuous use for 5 yeaecguing the filing of this application. These
archives evidence that the first use tbé mark THEREALESTATECHANNEL on any of
Registrant’s websites dates at the earliest thb2004, less than 5 years before the 2(f) statement
was made. (See archival printouts of the Wayhdelchine attached as Exhibit 1, which were
produced by Petitioner as REC0001-12).

. REAL ESTATE CHANNEL & THER EALESTATECHANNEL ARE LEGALLY
EQUIVALENT MARKS

“A proposed mark is the same mark as a joesly registered mark for the purpose of 37
CFR 2.41(b) it if is the legal equilet of such a mark. A mark ike legal equivalent of another
if it creates the same, continuing commercial i@ggion such that th@esumer would consider
them both the same mark re Dial-A-Mattress Operating Corp240 F.3d 1341, 1347 (Fed.
Cir. 20010). The mark THEREALESTATECHANNEL e legal equivalent of the mark REAL
ESTATE CHANNEL.

Placed side-by-side, the marks are idexttand the services are identical:

Petitioner's Mark Registrant’'s Mark
REAL ESTATE CHANNEL THEREALESTATECHANNEL
IC 036 IC 036
real estate services, namely ... all providing information in the field of rea
information, content, services, broadcastinggstate by means of linking the website to
programming and other commercial other web sites featuring real estate
transactions relating to the real estate information
industry which are available via various
media such as the internet ...

CHICAGO/#1987580.1 4



Petitioner uses REAL ESTATE CHANNEL for reastate information available via the
Internet, and Registrant filed for THERLESTATECHANNEL for providing information on
real estate via website linking. Tleetan be no reastate information avable via the Internet
absent Internet linking. The natuof the Internetelies on dynamic linking on pages. A party
given the right to conduct Integhlinking in a domain can in ta exclude any use to the very
nature of the Internet. The marks are identidhe services are idecal; they are legal
equivalents. No case can bedwahat these marks differ.

Registrant may not argue that the definitgicle “THE” or the removal of spaces
between the words alters the mark. Petitionallmwved to display hisnark inconsequentially
from the size of the spacing between the wohdsgnadyne Corp. v. Movievision, Inc.
Opposition 91/175,280, Decided April 2009 @QWIE PHONE substantially similar to
MOVIEPHONE). Lettering can be used teduce and ultimately remove spacing between
words. Word marks can also be used indiscrimipatext to definite articles. While these marks
and services are identical, for the marks to be confusingly similar, exact simistudé éven
required.McLean v. Fleming96 US 245 (1878). It is sufficietithat enough similarity be taken
to deceive the publiSaxlehner v. Eisner & Mendelson, Cb79 U.S. 19 (1900). When there are
small differences between the marks, the differences mdg b@nimumsvhen compared to the
similarities.Northam Warren Corp. v. Universal Cosmetic G@ F.2d 774 (7th Cir. 1927).

The term “THE” added to Registrant’s magka definite articlenothing more. It does
not materially alter the mark. It is a general rliat confusion is navoided between otherwise
confusingly similar marks merely by adding mattlat is descriptive or suggestive. The

similarity between word marks is based oe #ppearances as a wéosound, connotation, and
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commercial impression. TMEP 8§ 1207.01(b) citirglm Bay Imports, Inc. v. Veuve Clicquot
Ponsardin Maison Fondee en 17386 F.3d 1369 (Fed. Cir. 2005).

Simply by merging several words together ia thrm of an Internet domain name, with
or without a top level domain suffix (TLD)applicants cannot overcome claims of
descriptiveness or genericness.re Eddie Z's Blinds and Drapery, Inc74 USPQ2d 1037
(TTAB 2005) (BLINDANDDRAPERY.COM is generic foretail store featuring blinds sold via
the Internet); In re Steelbuilding.com 415 F.3d 1293, 1297 (Fed. Cir. 2005)
(STEELBUILDING.COM for computerized online retail services in the field of pre-engineered
metal buildings and roofing systems held highly descriptite)re DNI Holdings Ltd. 77
USPQ2d 1435 (TTAB 2005]SPORTSBETTING.COM held gene for provision of casino
games on and through a global congputetwork). Punctuation withia composite word mark is
irrelevant. As a matter of laviRegistrant applied for Petitioner's mark. No good faith argument
can be made that these marks differ.

IV.  ARGUMENT

Whoever commits a fraud is guilty not ord§ the particular injury to him who he
deceives, but of the diminution of that confidence which constitutes not only the ease but
the existence of society.

Fraud and falsehood only dread examination. Truth invites it.
—Samuel Johnson

The Internet is a new world to many. There several honorable ways to make profit on
the Internet, but over the years, scam artist® hesed the novelty, spectacular growth, growing
pains, and complexity of this communicatidashnology to damage legitimate business entities
through a variety of fraudulerdtehaviors. Cyber-squatters aanpurchased domain names and
held them for ransom, hoping to collect nuisance payoffs from businesses. In November 1999,

Congress passed and President Clinton signed the Anti-Cyber Piracy Act (the “Act”). The Act is
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found at 15 U.S.C. Section 8§ 1125 and helped ¢this practice. The taics of cyber-pirates
have since evolved. Now, they no longer ransegitimate business entities. Instead, they make

a quick buck by populating a chosen domain with false information and links. The use of
legitimate trademarks displayed on a page, eithgadgsof advertising oas false dynamic links,

is illegal. 1-800 Contacts, Inc. v. WhenU.com. Jrd4 F.3d 400 (2nd Cir. 2005).

The strategy employed by Registrant isyglie: cyber-squat Petitioner's domain name
and instead of ransoming the domain nameaferofit, fill the webpage with illegally obtained
information and benefit from advertising reventiesn the confused traffic on the page. Meta
crawlers, i.e., the robots thiatdex webpages based on their cohtare deceived by these false
pages, which are then listed in legitimate skangines. Savvy Internet surfers know and are
annoyed by these transitory pages thatesao purpose but to infringe rights.

Attached as Exhibit J is a went printout of Registratst website operating under the
domain name www.therealestatechannel.com. Wabsite page was ptad on the day this
brief was prepared. Registrant’'s website @iesof one massive copyright and trademark
infringement. Every single piece of displayed information is copied illegally from a third party,
the six video stories all link to th&all Street Journal Onlinat http://online.wsj.com, the twelve
news stories link t&€ NN Onlineat http://money.cnn.com, and evidre weather page is a copy
from the website www.localweather.com. Simplyt, Petitioner’s clients, who somehow end up
on Registrant’'s webpage, are redirected to Petitioner's competitors, such \A&lthStreet
Journal or CNN This information is important to tH&oard in order to undstand Registrant’s
business model. In essence, Registrant liisngbm deceiving Petitioner's customers as an

interface between a search emgsuch as Google.com, and news organizations sucNMand
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the Wall Street Journal Registrant’s services cannot bestifictive. No one associates any
goodwill with this business model.

Registrant filed for its legally identical mawith full knowledgeof Petitioner's mark.
Petitioner’s services are for reggdtate services on the Internetactly like those of Registrant.
With actual knowledge of Petitioner's mark, Regist filed for protecon under a 2(f) claim,
claiming_exclusiveand continuous use for at least five wedihis Board must decide as a matter
of law if (1) fraud was conducted at the ©#i when Registrant filed for the trademark
THEREALESTATECHANNEL and made a declamti of exclusive use of the mark when it
had actual knowledge of the existe of Petitioner's mark, or (2) is the mark is merely
descriptive. If any one dhese two counts can be shown in favbPetitioner, the mark must be
cancelled. These three issues are raised as Counts I, and Il, respectively, in the Petition for
Cancellation, and each is addressed in turn.

Summary Judgment is Appropriate in this Case

The purpose of summary judgment is one ofdiadieconomy, that is, to save the time
and expense of a useless trial where no genssue iof material fact remains and more evidence
than is already available in connection wtitle summary judgment rtion could not reasonably
be expected to change the resBliiwre Gold, Inc. v. Syntex (U.S.A.), In¢39 F.2d 624, 222
USPQ 741, 743 (Fed. Cir. 1984). Summary judginis appropriate when the pleadings,
affidavits, and other summary judgment evidencewsthat no genuine issuof material fact
exists and the moving party istiéled to judgment as a mattef law. Fed. R. Civ. P. 56(c);
Celotex Corp. v. Catretd77 U.S. 317, 322 (1986). The movipagrty, which here is Petitioner,
bears the burden of identifying those portionghaf record it believes demonstrate the absence

of a genuine issue of material faCelotex 477 U.S. at 322-25. Once a movant makes a properly
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supported motion, the burden shifts to the nonmovearg the Registrant, to show that summary
judgment should not be granted; the nonmowvaiaty not rest upon the allegations in the
pleadings but must support the response tartbgon with summary judgment with evidence
showing the existence of amgéne fact issue for trialCelotex 477 U.S. at 321-25Anderson v.
Liberty Lobby, Ing 477 U.S. 242, 255-57 (1986). Mere spatian, self-interested assertions,
and conclusory allegatns are insufficientMills v. First Federal Sav. & Loan Ass'B83 F.3d
833, 840-41 (7th Cir. 1996palucki v. Sears, Roebuck & C&79 F.2d 1568, 1572 (7th Cir.
1989); Dale v. Chicago Tribune Co797 F.2d 458, 464 (7th Cir. 198@grt. denied479 U.S.
1066 (1987). Finally, although the Court must, parposes of summary judgment, draw any
reasonable inferences from the record in fasthe nonmovant, it is “not required to draw
every conceivable inference frometlecord ... only reasonable one&leason 118 F.3d at
1139. Summary judgment is apprigpe in cancellation proceetjs before this Board. TBMP
§ 528.01.

15 U.S.C. Section § 1064(3) provides tlategistration may be cancelled under the
following conditions:

At any time if the registered mark becontles generic name for the goods or services, or
a portion thereof, for which it is registered,i®functional, or has been abandoned, or its
registratiorwas obtained fraudulently [Count 1]

... or contrary to the provisions of sectidror of subsection (a), (b), or (c) séction 2

for a registration under this Act, or contrary to similar prohibitory provisions of such
prior Acts for a registration under such Actsthé registered mark is being used by, or
with the permission of, the registrant as to misrepresent the source of the goods or
services on or in connection with which the mark is used. [Count II]

Count I: Fraud
Fraud in a trademark appditon occurs when an apgdnt knowingly makes false,
material representations of fact in connectwath the trademark application. Fraud is a harsh

accusation and must not be takeghtly. Assertions of fraud shalibe dealt with realistically,
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comprehending that trademark rights, unlike pateghits, continue notithstanding cancellation
of those additional rights which thetPat Office is empowered to graMorehouse Mfg. Corp.
v. J. Strickland & Cq.56 CCPA 946 (1969). Fraud in thease is obvious on the face of the
prosecution itself, in light ofthe business practice of Regsstt, and from the evidence
uncovered during discovery.

To prove fraud, a petitioner must prove figeements: (1) a false representation of a
material fact; (2) knowledge or bdlighat the representat is false; (3) intertb induce the PTO
to act or refrain from acting in reliance on tinésrepresentation; (4) reasonable reliance by the
PTO on the misrepresentation; and (5) damage from such relfariceaft Novelties v. Baxter
Lane Co, 685 F.2d 988, 992 (5th Cir. 1982ard Rock Café International, Inc. v. Hard Rock
Café International, Inc.951 F.2d 684 (5th Cir. 1992).

1. A False Representation of a Material Fact

At the time of filing of tle application thatesulted in Trademark Reg. No. 3,270,964,
Registrant represented asrtpaf the 2(f) claim thathe mark THEREALESTATECHANNEL
had become distinctive of thgoods/services througRApplicant’s substantially exclusive and
continuous use in commerce for at least five yeamsediately before the date of this statement.
The statement was made on September 27, 2006.

Registrant represented that it made an ‘iesigke” use of the mark in commerce , while a
legally equivalent mark owned and registeredPafitioner was alive. Registrant admits actual

knowledge at the time of filingpf Petitioner's mark in commerce. The 2(f) statement is a

material statement required for registration. Regnt further represéad “continuous use in
commerce” for at least five years while the Wayback Machine clearly shows in 2005 no use at

the website www.therealestatechannel.com wasidaiace. This archive @tes the first use of
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the mark as part of a link to late 2004. Interathives simply do not lie. As Samuel Johnson
explained, fraud dreads examination.

2. Knowledge That Any One o&tRepresentations were False

Registrant has admitted having knowledge Petitioner's mark before filing the
application that resulted in U.S. Tradekn&eg. No. 3,270,964. The marks are identical and are
for the same services. Uncontested facts demonstrate that Registrant kneviooePstinark at
the time of filing. There can @ claim of exclusive use of a mkaalong with an admission that
a legally equivalent mark was known to be in existence as of the filing.

3. Intent to Induce PTO to Act Reliance on the Misrepresentation

Statements under 2(f), along wahy or all of the informationeeded to file a trademark
application, such as a date of first use, isndésl to induce the PTO totan reliance and result
in the issuance of a registration. Abserdgstn statements, U.S. Trademark Reg. No. 3,270,964
would not have issued. The Offioeust be allowed to rely on 2(§tatements by Applicants as
evidence of exclusive use.

4. Reasonable Reliance by the PTO on the Misrepresentation

Trademark applications such as that tasg in U.S. Traderark Reg. No. 3,270,964 are
filed with a declaration under 18 U.S.C. § 100&muel E. Lewis, President of Registrant,
signed the declaration. Thisagtment, filed with every me application, includes strong
language, including the warning ofpanalty of imprisonment for kse statements. Further, this
statement includes the language “he/she belieppicant to be entitledo use such mark in
commerce; to the best of Higt knowledge and belief no othperson, firm, corporation, or

association has the right to use the mark in coroeeagither in the identit form thereof or in
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such near resemblance thereto as to bdylikehen used on or irconnection with the

goods/services of such other perstoncause confusion, or to causestake, or to deceive ....”

Registrant claimed there was not even asjds likelihood of onfusion between the
marks and signed the statement. The PTO by setpregsworn declaration system is entitled to
rely on Registrant’s claim. The PTO'’s reliance on sworn facts is reasonable.

5. Damage to Petitioner

As a direct consequence of the frauduldiing, Registrant obtained registration.
Registrant's mark must now lmancelled so Petitioner can perfétst rights with this Office.
Petitioner is senior user, has accumulatedoflthe goodwill in the marketplace. Petitioner
operates the website realestatechannel.com, and the existence of the Regisrakndfamages
the goodwill of Petitioner.

Conclusion of Fraud

The Federal Circuit recently clarified his, we hold that a trademark is obtained
fraudulently under the Lanham Act only if the appht or registrant knawgly makes a false,
material representation with the intent to deceive the PTrOré Bose 91 USPQ2d 1938 (Fed.
Cir. 2009). “Because direct evidence of deceptitenhis rarely availakl, such intent can be
inferred from indirect and circumstantial evidence. But such evidence mudiestllear and
convincing” Star Scientific, Inc. VR.J. Reynolds Tobacco €637 F.3d 1357 (Fed. Cir. 2008).
In this case, Petitioner's mark was on the stgi Registrant admits having knowledge of the
legally similar mark as of the time of filingRegistrant made the 2(f) statement and the
associated declarations under the penalty of fgupeat the time of filing. The purpose of this
2(f) statement was to induce the Office indeuance of the mark over the existing and known

registration.
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There can be no clearer and more convmoavidence of fraudRegistrant admits
knowing of Petitioner's mark agf the time of filing. Registranéven provided a copy of the
search result where Petitioner's mark was unavedong with the scopef services. At the
time of filing, Registrant knew of Petitionertegistered mark and wertheless swore under
penalty of perjury thaRegistrant’'s mark was unlikely to deeeior to cause confusion and that
there was_exclusivand continuous user of this mark.igls a clear and convincing case of
Fraud before the Office of a materfatt to obtain registration.

Count Il: Mere Descriptiveness

Registration No. 3,270,964 issued on the priricipgister without a merely descriptive
rejection under sectioB(e)(1). A trademark registration is normatlsima faciepresumption of
secondary meaning and opponents can overcbhmmgresumption by proving its absenBell
Publishing Co. v. Stanley Publications, In8.NY2d 126 (1961). By filing a Section 2(f) claim,
Registrant concedes that the mark THEREALBESECHANNEL is not inherently distinctive.
Yamaha Int'l| Corp. v. Hoshino Gakki Co. LtB40 F.2d 1572 (Fed. Cir. 1988); TMEP
§ 1212.02(b). A claim of secondamyeaning under Section 2{f)as made by Registrant.

Section 2(f) of the Act and 3CFR 2.41(b) state that relianoa a claim of five years’
use to establish acquired distinctiveness “mayabeeptable in “appropriate cases.” As part of
the Petition to Cancel, Petitioner introduced ithe record TARR reports of several relevant
applications on the trademark reigy (see Exhibit K). In 1982, farst party filed an application
to register the mark CABLE REAL HATE CHANNEL for realestate brokerag@\pplication
No. 73/375,626). That mark was rejected by thiic®fand never issued. In 1986, a second party
filed an application to register the mafkiE REAL ESTATE CHANNELfor advertising real

estate for sale and rent (Application No.64%,380). The mark was rejected and never isdoed
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1989, a third party filed an apghtion to register the markHE REAL ESTATE CHANNEL for
television broadcasting services (ApplicatiNo. 73/689,785), and yet again, the mark was
rejected and never issued. Ultimately, in 1999, iBat was the first t@ecure registration of
REAL ESTATE CHANNEL by regigiring the mark on the Supplemtal Register, conceding
descriptiveness, and embarking nfgbe long journey to the Princip@egister after five years of
use and existence on the Register.

In 2002, a fourth party filed an applicaticto register the mark REAL ESTATE
CHANNEL & Design and was alsjected. In this availablprosecution, the Examiner found
the portion REAL ESTATE CHANNEL to be degative and a disclaimewnas requested. (See
TARR report and Office Action of ApplicatioNo. 78/177,907.) In 2006, a fifth party filed an
application to register themark THE REAL ESTATE CHANNELand was rejected. Yet again,
the Examiner found the portion REAL ESTATEHANNEL to be merely descriptive and
rejected the mark on that basis. (See TARRRort and Office Action of Application No.
78/827,197.) Registrant has admitted the mark is merely descriptive.

Merely descriptive marks, such as EREALESTATECHANNEL, must be refused
registration on the Principal Register absetdgitimate claim under Section 2(f) and proof of
acquired distinctiveness$n re E.S. Robbins Corp30 USPQ2d 1540 (TTAB 1992). No such
proof was provided or is of record in thpgosecution of the mark. Issuance relied on the
fraudulent statement made to t@dfice under 2(f). Even if thiBoard finds thatRegistrant’s
statements somehow do not raise to the levdtanfd, clearly they still are false as the mark
admitted to be merely descriptive is not irclesive use. No acquired distinctiveness can be
acquired and therefore the mark must be Céaatelhe Examiner was misled into thinking the

mark had acquired secondary meaning. ORB8titioner has acquired and can demonstrate
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secondary meaning for its maik the marketplace and will dso once Registrant’'s mark is
cancelled.

V. CONCLUSION

In November 1999, Petitioner obtained the doanmame www.realestatechannel.com and
filed promptly for federal trademark registratioThe Office granted protection after a finding
that the mark was merely degtive. Sometimes in 2005, a cybsquatter decided to benefit
from Petitioner’'s good will. A website was createdstdl advertisements and benefit from the
confusion of Petitioner’s clients who, insteafdtyping REAL ESTATE CHANNEL in search
engines, mistakenly type REESTATECHANNEL. Registrant @nducted an investigation for
the mark, uncovered Petitioner’'s federal regisiratyet proceeded withlihg its application.
The spaces were removed and the word THE plased before the mark. Registrant further
made claims of exclusive use, and swore thatmark could not beoafused with known marks
in the Internet.

Today, Petitioner is before the Board on SuarynJudgment to canctie registration of
Petitioner's mark granted to a third party.eThmistakes during prosation by the Office are
clear: (1) the mark should haween rejected under 2(d) citiigtitioner’s legally equivalent
mark, (2) the mark should havedperejected under 2(e)(1) as nelg descriptie, and (3) the
Office should at a minimum have asked for ewvide of distinctivenesaside from the claim
under 2(f). The Office relied on sworn statememis @presentations of Registrant. It may do so.
But the solution left to Petitioner is cancébi&. Petitioner current motion is grounded in
undisputed facts. There can be no argument abheutile wrappers with the Office. Registrant
has admitted to actual knowledgé Petitioners’ mark and has even given a copy of the

associated search report. Thisdence is clear and convincing.
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Petitioner is left to wonder what would theute be made of if this Board rewards the
Registrant. The message sent to prosecutotgdabe chilling. Trademark Applicants would be
allowed to perform searches, uncover legalipilar marks and simply by merging the words
together to try to confuse the Office’s seamagines by adding a small descriptive particle
before a mark, obtained an allowance that cabeotancelled even thi clear and convincing
evidence of actual knowledge ofigng marks in conjunction withn intentionally false claim
of exclusive use under 2(f).

Registrant made a statement before thige of exclusive use. This statement comes
with a warning that failure to disclose may result in cancellation of the markoRetiasks for
Cancellation and request the Board giRetitioner’'s Motion for Summary Judgment.

Respectfully submitted,

REAL ESTATE CHANNEL
CORPORATION

Dated: October 29, 2009 [Alain Villeneuve/
Alain Villeneuve

Vedder Price P.C.

222 N. LaSalle St., Suite 2600
Chicago, lllinois 60601

(312) 609-7745

(312) 609-5005 (fax)
avilleneuve @vedderprice.com
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CERTIFICATE OF SERVICE

I hereby certify that on the 29th day of October 2009, I served a true and correct copy of the
foregoing Memorandum in Support of Petitioner’s Motion for Summary Judgment on the

attorney for the Petitioner at the address indicated below by depositing said document in the
United States mail, first class postage prepaid:

Joanna A. Diakos
K&L Gates LLP
599 Lexington Avenue
New York, NY 10022-603

/Attorney f7§ Petitioner
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK AND TRIAL AND APPEAL BOARD

REAL ESTATE CHANNEL

CORPORATION,
Petitioner, Cancellation No. 92050734

V. Registration No. 3270964

IV-MEDIA, LLC, Mark: THEREALESTATECHANNEL
Registrant.

RESPONSES TO PETITIONER'S
FIRST SET OF REQUESTS FOR ADMISSIONS

Registrant, IV-Media, LL.C, by counsel, for its responses to Petitioner’s First Set of
Requests for Admissions, states as follows:

REQUESTS FOR ADMISSIONS

REQUEST NO. 1:
Admit or deny that you have fraudulently obtained U.S. Reg. No. 3,270,964.

RESPONSE: Deny.

REQUEST NO. 2:
Admit or deny that the mark THEREALESTATECHANNEL is merely descriptive for
Registrant’s services.

RESPONSE: Deny.



REQUEST NO. 3:
Admit or deny that Petitioner is the rightful owner of the mark
THEREALESTATECHANNEL.

RESPONSE: Deny.

REQUEST NO.4:

Admit or deny that a trademark search for REGISTRANT'S MARK was conducted
before REGISTRANT'S MARK was filed.

RESPONSE: Admit that a trademark search was conducted before IV-Media, LLC
submitted its trademark application (Serial No. 77-008,816). Deny any remaining allegations set

forth in Request No. 4.

REQUEST NO. 5:
Admit or deny that no trademark search for REGISTRANT'S MARK was conducted
before REGISTRANT'S MARK was adopted.

RESPONSE: Admit.

REQUEST NO. 6:

Admit or deny that Registrant had actual knowledge of PETITIONER'S MARK before
filing its application to federally register REGISTRANT'S MARK.

RESPONSE: Admit that IV-Media, LLC had actual knowledge of Registration No.
2,572,275 before IV-Media, LLC filed its trademark application on September 27, 2006. Deny

any remaining allegations set forth in Request No. 6.



REQUEST NO. 7:

Admit that Petitioner’s Service Mark, Reg. No. 2,572,275, now abandoned, for the mark
"REAL ESTATE CHANNEL" was registered and alive on the Supplemental Register on
May 21, 2002.

RESPONSE: Admit that Registration No. 2,575,275 was registered and alive on the
Supplemental Register as of May 21, 2002. Deny the remaining allegations set forth in Request

No. 7.

REQUEST NO. 8:

Admit that Registrant’s pseudo mark, "THE REAL ESTATE CHANNEL," created by the
Office during the prosecution of REGISTRANT’S MARK is identical to PETITIONER’S
MARK except for the word "THE."

RESPONSE: Deny. As stated in the document which created the pseudo mark, the

pseudo mark has “no legal significance.”

REQUEST NO. 9:

Admit that no evidence of acquired distinctiveness or secondary meaning of
REGISTRANT’S MARK was supplied to the U.S. Patent and Trademark Office aside from a
2(f) declaration.

RESPONSE: Admit, subject to the specimens submitted by IV-Media, LLC to the

United States Patent and Trademark Office.



REQUEST NO. 10:
Admit that sufficient evidence does not exist to prove that REGISTRANT'S MARK has
acquired a secondary meaning in the marketplace.

RESPONSE: Deny.

REQUEST NO. 11:
Admit that REGISTRANT’S MARK was issued by the U.S. Patent and Trademark
Office while PETITIONER’S MARK was registered on the Supplemental Register.
RESPONSE: Admit that when IV-Media, LLC obtained its federal trademark
registration (Registration No. 3,270,964) for THEREALESTATECHANNEL m;irk on July 31,
2007, Petitioner had a federal trademark registration (Registration No. 2,572,275) for “Real
Estate Channel” on the Supplemental Register. Deny any remaining allegations set forth in

Request No. 11.

REQUEST NO. 12:
Admit that REGISTRANT’S MARK is descriptive of Registrant’s services.

RESPONSE: Deny.

REQUEST NO. 13:
Admit that PETITIONER’S MARK was alive at least until February 27, 2009.
RESPONSE: Based upon the reasonable inquiry made by IV-Media, LLC, IV-Media,
LLC responds as follows: Admit that the federal registration (Registration No. 2,572,275) was

alive until February 27, 2009. Deny any remaining allegations set forth in Request No. 13.



REQUEST NO. 14:
Admit or deny that Registrant’s first use of the REGISTRANT'S MARK in commerce is
December 26, 1997.

RESPONSE: Admit.

REQUEST NO. 15:

Admit or deny that Registrant acquired the domain name newschannelnetwork.com on

December 26, 1997.

RESPONSE: Admit.

REQUEST NO. 16:
Admit or deny using REGISTRANT'S MARK in commerce at the domain address

newschannelnetwork.com on December 26, 1997.

RESPONSE: Admit.

IV-MEDIA, LLC

Date: July 24, 2009 By:
Attorney for Registrant

Kristan B. Burch (VSB No. 42640)
Kaufman & Canoles, P.C.

150 W. Main Street

Norfolk, VA 23510

(757) 624-3343

(757) 624-3169 (facsimile)
kbburch@kaufcan.com



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Responses to Petitioner’s
First Set of Requests for Admissions has been served on Alain Villeneuve, Esq. by mailing said
copy on July 24, 2009, via First Class Mail, postage prepaid to:

Alain Villeneuve, Esq.
Vedder Price, P.C.

222 N. LaSalle Street
Suite 2600

Chicago, Illinois 60601
Counsel for Petitioner

hiBlen .

Attorney for Registrant

1490781



Int. Cl.: 36
Prior U.S. Cls.: 100, 101, and 102

United States Patent and Trademark Office

Reg. No. 2,572,275
Registered May 21, 2002

SERVICE MARK
SUPPLEMENTAL REGISTER

REAL ESTATE CHANNEL

REAL ESTATE CHANNEL CORPORATION
(FLORIDA CORPORATION)

101 WYMORE ROAD, SUITE 538

ALTAMONTE SPRINGS, FL 33714

FOR: REAL ESTATE SERVICES, NAMELY, PRO-
VIDING INFORMATION TO BUYERS AND SELL-
ERS OF REAL ESTATE, IN THE FIELDS OF HOME
LISTINGS, HOW TO SET AND NEGCTIATE PRICES,
PREPARING AND SHOWING A HOME FOR SALE,
MORTGAGE LENDERS, THE CLOSING PROCESS,
APPRAISAL SERVICES, AND ALL INFORMATION,
CONTENT, SERVICES, BROADCASTING, PRO-
GRAMMING AND OTHER COMMERCIAL TRANS-
ACTIONS RELATING TO THE REAL ESTATE
INDUSTRY WHICH ARE AVAILABLE VIA VAR-

IOUS MEDIA SUCH AS THE INTERNET, TELE-
PHONE SYSTEMS, CABLE TELEVISION SYSTEMS
OR WIRELESS BROADCASTING SYSTEMS, IN
CLASS 36 (U.S. CLS. 100, 101 AND 102).

FIRST USE 11-15-1999; IN COMMERCE 11-15-1999.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "REAL ESTATE", APART FROM
THE MARK AS SHOWN.

SER. NO. 75-862,861, FILED P.R. 12-3-1999; AM.S.R.
4-9-2001.

SUSAN HAYASH, EXAMINING ATTORNEY
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK AND TRIAL AND APPEAL BOARD

REAL ESTATE CHANNEL

CORPORATION,
Petitioner, Cancellation No. 92050734

V. Registration No. 3270964

IV-MEDIA, LLC, Mark: THEREALESTATECHANNEL
Registrant.

ANSWERS TO PETITIONER'S
FIRST SET OF INTERROGATORIES

Registrant, IV-Media, LL.C, by counsel, for its answers to Petitioner’s First Set of

Interrogatories, states as follows:

INTERROGATORIES

INTERROGATORY NO. 1:

Describe in detail Registrant’s business and the period of time in which it has conducted
such business.

ANSWER: [V-Media, LLC is a member-managed Delaware limited liability company
which was formed on August 4, 1999. IV-Media, LLC was created to explore the development of
a group of affinity websites which were all different but which would share content and
promotional characteristics. As part of its business plan, IV-Media, LLC began purchasing
domain names, and the domain names registered by IV-Media, LL.C were chosen based upon the
role that they could play in the business model created for IV-Media, LLC. IV-Media, LLC was
established, and operates, under a business model through which it works to design websites with

highly selective relevant content supported by advertising. IV-Media, LLC maintains websites



which are content organizers, content producers, and content deliverers.

INTERROGATORY NO. 2:

Identify and describe each good or service provided by Registrant under YOUR MARK
including the dates of use of YOUR MARK in connection with each good or service and all
Persons with knowledge thereof.

ANSWER: Using the THEREALESTATECHANNEL mark (“Mark”), IV-Media, LLC
provides information in the field of real estate by means of linking the web site to other web sites

featuring real estate information. See www.therealestatechannel.com;

www.newschannelnetwork.com; www.thenewschannelnetwork.com.  Through its website

operated at www.therealestatechannel.com, IV-Media, LLC works to aggregate news and

information for the real estate industry through links and RSS feeds.
The following persons have knowledge thereof:
A. Lemuel E. Lewis
9111 River Crescent

Suffolk, VA 23433

B. Ron Greenspan
Virginia Beach, VA

C. Shane Kinsch
P.O. Box 3406
Olathe, Kansas 66062
The individuals listed in (A), (B), and (C) may be contacted through counsel for IV-

Media, LLC.



INTERROGATORY NO. 3:

Describe how Registrant created, conceived, selected, cleared, adopted, acquired, or
otherwise made the decision to use THEREALESTATECHANNEL as a mark for Your services
and identify all Persons with knowledge thereof.

ANSWER: Lemuel E. Lewis, the sole manager of IV-Media, LLC, is a real estate
broker and investor. In addition, Mr. Lewis worked for 27 years for a major media company,
and he worked in the field, operating local television stations, for 20 of those 27 years. Some of
the techniques which IV-Media, LLC has included in its business model came from Mr. Lewis’
experience operating network television stations and their websites. Through IV-Media, LLC,
Mr. Lewis chose to use the Mark in connection with the domain name registered by IV-Media,
LLC for therealestatechannel.com.

See also IV-Media, LLC’s answer to Interrogatory No. 1 which IV-Media, LLC
incorporates by reference.

The following person has knowledge thereof:

A. Lemuel E. Lewis

9111 River Crescent

Suffolk, VA 23433

The individual listed in (A) may be contacted through counsel for IV-Media, LLC.

INTERROGATORY NO4:

Identify and describe all research, studies, searches, investigations, or analyses by or on
behalf of You relating to any trademark, service mark, trade name, name, word, design, term or
phrase that includes any of the words "REAL," "ESTATE" or "CHANNEL" and identify all

Persons with knowledge thereof.



ANSWER: A search was conducted of the United States Patent and Trademark Office
database, and a search was conducted on the internet before IV-Media, LLC filed its trademark
application (“Trademark Application™) for the Mark.

The following person has knowledge thereof:

A. Robert E. Smartschan

Kaufman & Canoles, P.C.
150 West Main Street
Norfolk, VA 23510

The individual listed in (A) may be contacted through counsel for IV-Media, LLC.

INTERROGATORY NO. 5:
Identify any and all trademarks, service marks, or trade names registered by You with the
United States Patent and Trademark Office or any State. Identify each such mark by (i) mark
registered; (ii) date registered; (iii) place registered; and (iv) registration number.
ANSWER: IV-Media, LLC objects to Interrogatory No. 5 as overly broad and unduly
burdensome and to the extent it seeks information which is not relevant to any of the parties’
claims or defenses in this cancellation proceeding.
Subject to and without waiving such objections, IV-Media, LLC provides the following
response relevant to this cancellation proceeding:
1. THEREALESTATECHANNEL
Registered on July 31, 2007
Registered with the United States Patent and Trademark Office
Registration No. 3,270,964

2. THE REAL ESTATE CHANNEL

Registered on February 9, 1998
Registered with the Department of State for the State of Tennessee



INTERROGATORY NO. 6:

Identify all websites created or maintained by Registrant by domain name. Further state
whether REGISTRANT’S MARK has been used on each website and dates of such use.

ANSWER: IV-Media, LLC objects to Interrogatory No. 6 as overly broad and unduly
burdensome and to the extent it seeks information which is not relevant to any of the parties’
claims or defenses in this cancellation proceeding.

Subject to and without waiving such objections, IV-Media, LLC provides the following
response relevant to this cancellation proceeding for websites which use the Mark:

A. therealestatechannel.com
The first use date of the Mark on this website was December 26, 1997.

B. newschannelnetwork.com
The first use date of the Mark on this website was December 26, 1997.

C. thenewschannelnetwork.com
The first use date of the Mark on this website was December 26, 1997.

INTERROGATORY NO. 7:

Identify all Persons knowledgeable about the past and present advertising and marketing
strategies of Registrant.

ANSWER: IV-Media, LLC objects to Interrogatory No. 7 as overly broad and to the
extent it seeks information which is not relevant to any of the parties’ claims or defenses in this
cancellation proceeding.

Subject to and without waiving such objections, IV-Media, LLC provides the following
response relevant to this cancellation proceeding and the Mark:

The following persons have knowledge thereof:

A. Lemuel E. Lewis
9111 River Crescent



Suffolk, VA 23433

B. Ron Greenspan
Virginia Beach, VA

C. Shane Kinsch
P.O. Box 3406
Olathe, Kansas 66062
The individuals listed in (A), (B), and (C) may be contacted through counsel for IV-

Media, LLC.

INTERROGATORY NO. 8:

State the date, or the approximate date if the actual date is not known, on which
Registrant first became aware of Petitioner and Petitioner's business activities and identify each
Person connected or associated with Registrant who first learned of Petitioner and Petitioner’s
business activities and how said Person(s) became aware of same.

ANSWER: IV-Media, LLC became aware of Petitioner before IV-Media, LLC filed its
Trademark Application for the Mark on September 27, 2006. Both before and at the time when
IV-Media, LLC filed its Trademark Application for the Mark, Petitioner was not providing
information in the field of real estate by means of linking the web site to other web sites
featuring real estate information. IV-Media, LLC became aware of the information provided in
this interrogatory answer in connection with searches run before IV-Media, LLC filed its
Trademark Application for the Mark.

The following person has knowledge thereof:

A. Robert E. Smartschan

Kaufman & Canoles, P.C.

150 West Main Street
Norfolk, VA 23510



The individual listed in (A) may be contacted through counsel for IV-Media, LLC.

INTERROGATORY NO.9:

State the date, or the approximate date if the actual date is not known, on which
Registrant first became aware of Petitioner's use of, or intent to use, the PETITIONER'S MARK,
and identify each Person connected or associated with Registrant who first learned of such use or
intent to use, and how said Person(s) became aware of same.

ANSWER: [V-Media, LLC was aware of Petitioner’s trademark registration for REAL
ESTATE CHANNEL on the Supplemental Register, which has since been cancelled, before IV-
Media, LLC filed its Trademark Application for the Mark on September 27, 2006. Before and at
the time when IV-Media, LLC filed its Trademark Application for the Mark, Petitioner was not
providing information in the field of real estate by means of linking the web site to other web
sites featuring real estate information. IV-Media, LLC became aware of the information
provided in this interrogatory answer in connection with searches run before it filed its
Trademark Application for the Mark.

The following person has knowledge thereof:

A. Robert E. Smartschan

Kaufman & Canoles, P.C.
150 West Main Street

Norfolk, VA 23510

The individual listed in (A) may be contacted through counsel for IV-Media, LLC.



INTERROGATORY NO. 10:

Identify all objections made or received by Registrant, and all legal proceedings instituted
or defended by Registrant, concerning the use of REGISTRANT’S MARK or another entity’s
use of trade names, trademarks or service marks similar to REGISTRANT’S MARK.

ANSWER: IV-Media, LLC is not aware of any objections which IV-Media, LLC has
made or any legal proceedings which IV-Media, LLC has instituted in connection with its Mark.
The only legal proceeding which IV-Media, LLC has defended in connection with its Mark is
this cancellation proceeding filed by Petitioner. IV-Media, LLC has not received any objections
from anyone regarding its use of its Mark, other than the petition for cancellation which it
received from Petitioner which was Petitioner’s first (and only) “objection” made to IV-Media,

LLC regarding IV Media, LLC’s use of the Mark.

INTERROGATORY NO. 11:

Identify all Documents used for the purpose of, in conjunction with, or in preparation for
Your application for registration of YOUR MARK and identify all Persons with particular
knowledge thereof.

ANSWER: IV-Media, LLC collected the following information in connection with
preparation of its Trademark Application for the Mark:

A search was conducted of the United States Patent and Trademark Office database, and
a search was conducted on the internet before IV-Media, LLC filed its Trademark Application
for the Mark. The documents which IV-Media, LLC used for its Trademark Application are
publicly available from the United States Patent and Trademark Office.

The following person has knowledge thereof:



A. Robert E. Smartschan
Kaufman & Canoles, P.C.
150 West Main Street
Norfolk, VA 23510

The individual listed in (A) may be contacted through counsel for IV-Media, LLC.

INTERROGATORY NO. 12:

Identify each contract, consent, permission, assignment, settlement agreement, license,
transfer of title or other interest, or other agreement into which Registrant has entered involving
the use of YOUR MARK by stating for each (i) the name and address of each Person who is a
party thereto; (i) the inclusive dates thereof; (iii) the marks and the services and/or goods that
are the subject thereof, and (iv) the purpose thereof.

ANSWER: None.

INTERROGATORY NO. 13:

State the basis for Registrant’s allegation in Section 2(f) portion of Registrant’s
Application that states REGISTRANT’S MARK “has become distinctive of the goods/services
through the applicant’s substantially exclusive and continuous use in commerce for at least the
five years immediately before the date of this statement.”

ANSWER: [V-Media, LLC objects to Interrogatory No. 13 to the extent that it seeks
legal conclusions. Subject to and without waiving such objections, IV-Media, LLC provides the
following factual basis for IV-Media, LLC’s statement in the Section 2(f) portion of its
Trademark Application:

IV-Media, LLC consistently has used the Mark in connection with services which it has

provided through its domain name, therealestatechannel.com, since December 26, 1997, along



with other affiliated domain names. In connection with the website operated at
www.therealestatechannel.com, along with other affiliated domain names operated by IV-Media,
LLC, IV-Media, LLC consistently has used the Mark in commerce since its first use date of
December 26, 1997. IV-Media LLC’s Mark had become (and remains) distinctive of services
being provided by IV-Media, LL.C based on IV-Media, LLC’s continued use of the mark as
outlined above.

Befqre and at the time when IV-Media, LLC filed its Trademark Application on
September 27, 2006, Petitioner was not providing information in the field of real estate by means
of linking the web site to other web sites featuring real estate information. See information

publicly available from www.archive.org regarding Petitioner’s website before, and at the time

of, filing by IV-Media, LLC of its Trademark Application. IV-Media, LLC incorporates by
reference such publicly available information as part of its response to this interrogatory.
The following persons have knowledge thereof:
A. Lemuel E. Lewis
9111 River Crescent
Suffolk, VA 23433
B. Robert E. Smartschan
Kaufman & Canoles, P.C.
150 West Main Street
Norfolk, VA 23510
The individuals listed in (A) and (B) may be contacted through counsel for IV-Media,

LLC.
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INTERROGATORY NO. 14:

State the basis for Registrant’s allegation in paragraph 1 of Affirmative Defenses section
of Registrant’s Answer to the Petition for Cancellation that “[p]etitioner’s claims are barred, in
whole or in part, by the equitable doctrines of waiver, estoppel and/or laches.”

ANSWER: IV-Media, LLC objects to Interrogatory No. 14 to the extent that it seeks
legal conclusions. Subject to and without waiving such objections, IV-Media, LLC provides the
following factual basis for Paragraph 1 of the Affirmative Defenses section of its Answer to the
Petition for Cancellation:

Petitioner has had notice of IV-Media, LLC’s federal registration (Registration No.
3,270,964) for the Mark (“Registration”) since at least September 27, 2006, when IV-Media,
LLC filed its Trademark Application and then later obtained its Registration on the Principal
Register for the Mark. In addition, IV-Media, LLC has openly operated a website at

www.therealestatechannel.com, along with affiliated websites, since December 26, 1997. Before

filing its petition for cancellation on March 25, 2009, Petitioner never had complained to IV-
Media, LLC regarding the Trademark Application, the Registration, the Mark, and/or the
websites operated by IV-Media, LLC using the Mark.
The following person has knowledge thereof:
A. Lemuel E. Lewis
9111 River Crescent
Suffolk, VA 23433

The individual listed in (A) may be contacted through counsel for IV-Media, LLC.

11



INTERROGATORY NO. 15:

State the basis for Registrant’s allegation in paragraph 2 of Affirmative Defenses section
of Registrant’s Answer to the Petition for Cancellation that “[p]etitioner’s claims are barred, in
whole or in part, by the equitable doctrine of acquiescence.”

ANSWER: IV-Media, LLC objects to Interrogatory No. 15 to the extent that it seeks
legal conclusions. Subject to and without waiving such objections, IV-Media, LLC provides the
following factual basis for Paragraph 2 of the Affirmative Defenses section of its Answer to the
Petition for Cancellation:

Petitioner has had notice of IV-Media, LLC’s federal registration (Registration No.
3,270,964) for the Mark since at least September 27, 2006, when IV-Media, LLC filed its
Trademark Application and then later obtained its Registration on the Principal Register for the
Mark. In addition, IV-Media, LLC has openly operated a website at

www.therealestatechannel.com, along with affiliated websites, since December 26, 1997. Before

filing its petition for cancellation on March 25, 2009, Petitioner never had complained to IV-
Media, LLC regarding the Trademark Application, the Registration, the Mark, and/or the
websites operated by IV-Media, LLC using the Mark.
The following person has knowledge thereof:
A. Lemuel E. Lewis
9111 River Crescent
Suffolk, VA 23433

The individual listed in (A) may be contacted through counsel for IV-Media, LLC.

12



INTERROGATORY NO. 16:

Identify all experts with whom Registrant has consulted regarding its use of YOUR
MARK, or whom Registrant intends to call as a witness in this proceeding.

ANSWER: IV-Media, LLC objects to Interrogatory No. 16 as premature to the extent it
seeks information regarding any expert witnesses which IV-Media, LLC intends to call as a
testifying witness in this cancellation proceeding. To the extent that [IV-Media, LLC retains any
expert witnesses to testify in this cancellation proceeding, IV-Media, LLC will supplement its
answer to this interrogatory in accordance with the terms of the scheduling order for this
cancellation proceeding. IV-Media, LLC objects to the remaining portion of Interrogatory No.
16 to the extent it seeks information regarding consulting experts, as protected by the attorney-

client privilege and/or work product doctrine.

INTERROGATORY NO. 17:

Identify each and every person associated or affiliated with Registrant who has or may
have personal knowledge of the facts, information, documents, or circumstances of the
allegations in the Petition for Cancellation or Answer thereof, or otherwise relafed to this matter,
including but not limited to knowledge which is adverse or contradictory to any of your
positions, and provide a description of the nature and subject matter of that person's knowledge.

ANSWER:

A. Lemuel E. Lewis

9111 River Crescent
Suffolk, VA 23433

Mr. Lewis may possess knowledge regarding the allegations set forth in the petition for

cancellation filed by Petitioner (“Petition”) and the defenses raised by IV-Media, LLC in

13



response to the Petition. In addition, Mr. Lewis may possess knowledge regarding the
Trademark Application and Registration, including the Declaration completed by Mr. Lewis on

September 27, 2006, the website operated by IV-Media, LLC at www.therealestatechannel.com,

along with affiliated websites operated by I[V-Media, LLC, and IV-Media, LLC’s consistent use
in commerce of the Mark.

B. Ron Greenspan
Virginia Beach, VA

Mr. Greenspan may possess knowledge regarding some of the allegations set forth in the
Petition and some of the defenses raised by IV-Media, LLC in response to the Petition. In
addition, Mr. Greenspan may possess knowledge regarding the website operated by IV-Media,

LLC at www.therealestatechannel.com, along with affiliated websites operated by IV-Media,

LLC.
C. Shane Kinsch
P.O. Box 3406
Olathe, Kansas 66062
Mr. Kinsch may possess knowledge regarding some of the allegations set forth in the
Petition and some of the defenses raised by IV-Media, LLC in response to the Petition. In

addition, Mr. Kinsch may possess knowledge regarding the website operated by IV-Media, LLC

at www.therealestatechannel.com, along with affiliated websites operated by [V-Media, LLC.

D. Robert E. Smartschan
Kaufman & Canoles, P.C.
150 West Main Street
Norfolk, VA 23510
Subject to the attorney-client privilege, Mr. Smartschan may have knowledge regarding

the searches completed before the Trademark Application for the Mark was filed and may have

knowledge regarding the filing of the Trademark Application.
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In addition, IV-Media, LLC identifies the following individuals who may have
knowledge about the allegations set forth in the Petition and the defenses to the Petition:
E. Michael Gerrity
President and CEO
Real Estate Channel Corporation
Mr. Gerrity may possess knowledge regarding the trademark application filed by
Petitioner (Serial Number 75-862,861), including the Declaration signed by Mr. Gerrity on
December 1, 1999, in connection such trademark application. In addition, Mr. Gerrity may
possess knowledge regarding the Petitioner’s first use in commerce of the “Real Estate Channel”.
F. Alain Villeneuve, Esq.
Vedder Price P.C.
222 N. LaSalle St., Suite 2600
Chicago, Illinois 60601
(312) 609-7745
Mr. Villeneuve may possess knowledge regarding the trademark application filed by
Petitioner on March 19, 2009 (Serial Number 77-694,514), including the Declaration signed by

Mr. Villeneuve on March 19, 2009, in connection such trademark application.

INTERROGATORY NO. 18:

Since the alleged date of first use in commerce, identify each and every domain name
where Registrant has used REGISTRANT’S MARK, including the date when REGISTRANT’S
MARK was in use for each of these domains.

ANSWER: IV-Media, LLC objects to Interrogatory No. 18 as overly broad and unduly
burdensome. In addition, IV-Media, LLC objects to Interrogatory No. 18 to the extent it seeks
information which is not relevant to any of the parties’ claims or defenses in this cancellation

proceeding. IV-Media, LLC also objects to the extent the information is publicly available to

15



Petitioner.

Subject to and without waiving such objections, [V-Media, LLC provides the following

response:
A. therealestatechannel.com
IV-Media, LLC started using the Mark at this domain name on December 26,
1997 and has consistently used it since that time.
B. newschannelnetwork.com
IV-Media, LLC started using the Mark at this domain name on December 26,
1997 and has repeatedly used it since that time.
C. thenewschannelnetwork.com
IV-Media, LLC started using the Mark at this domain name on December 26,
1997 and has repeatedly used it since that time.
INTERROGATORY NO. 19:

Provide the date a first web page was made accessible over the internet at web address

www.newschannelnetwork.com.

ANSWER: IV-Media, LLC objects to Interrogatory No. 19 as overly broad and to the
extent it seeks information which is not relevant to any of the parties’ claims or defenses in this
cancellation proceeding.

Subject to and without waiving such objections, IV-Media, LLC provides the following
response relevant to this cancellation proceeding:

On December 26, 1997, a web page was first made accessible at the web address

www.newschannelnetwork.com which used the Mark.
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INTERROGATORY NO. 20:
Please provide the name of the Persons in charge of implementation of the first web page

accessible over the internet at web address www.newschannelnetwork.com.

ANSWER: [V-Media, LLC objects to Interrogatory No. 20 as overly broad and to the
extent it seeks information which is not relevant to any of the parties’ claims or defenses in this
cancellation proceeding.

Subject to and without waiving such objections, IV-Media, LLC provides the following
response relevant to this cancellation proceeding:

Shane Kinsch was responsible for implementing the first web page accessible over the

intemet at the web address www.newschannelnetwork.com which used the Mark.

INTERROGATORY NO. 21:

Identify all Persons who participated in the preparation of the answers or responses to
these interrogatories.

ANSWER: The answers to these interrogatories were prepared by counsel for IV-

‘Media, LLC based on information provided by Lemuel E. Lewis and Robert E. Smartschan.
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IV-MEDIA, LLC

By:

COMMONWEALTH OF VIRGINIA
AT LARGE, to-wit:

The foregoing instrument was acknowledged before me in the City of .
Virginia, this day of , 2009, by Lemuel E. Lewis as the sole
member of IV-Media, LLC, on its behalf. He is [_] personally known to me or [_] has produced

as identification.

Notary Public

My commission expires:
Registration Number:
[Affix Notarial Stamp]
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IV-MEDIA, LLC

Date: July 24, 2009 By: . M
Attorney for Registrant

Kristan B. Burch (VSB No. 42640)
Kaufman & Canoles, P.C.

150 W. Main Street

Norfolk, VA 23510

(757) 624-3343

(757) 624-3169 (facsimile)
kbburch@kaufcan.com

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Answers to Petitioner’s
First Set of Interrogatories has been served on Alain Villeneuve, Esq. by mailing said copy on

July 24, 2009, via First Class Mail, postage prepaid to:

Alain Villeneuve, Esq.

Vedder Price, P.C.

222 N. LaSalle Street

Suite 2600

Chicago, Illinois 60601

Counsel for Petitioner
% A AQID/&'&% . 8
' vA&’o\m/ey for Registrant

1490775
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Int. Cl.: 36

Prior U.S. Cls.: 100, 101 and 102
4 Reg. No. 3,270,964
United States Patent and Trademark Office  registered July 31, 2007

SERVICE MARK
PRINCIPAL REGISTER
THEREALESTATECHANNEL
IV-MEDIA, LLC (VIRGINIA LTD LIAB CO) THE MARK CONSISTS OF STANDARD CHAR-
9111 RIVER CRESCENT ACTERS WITHOUT CLAIM TO ANY PARTICULAR
SUFFOLK, VA 234331111 FONT, STYLE, SIZE, OR COLOR.

FOR: PROVIDING INFORMATION IN THE
FIELD OF REAL ESTATE BY MEANS OF LINKING
THE WEB SITE TO OTHER WEB SITES FEATURING
REAL ESTATE INFORMATION, IN CLASS 36 (U.S. SER. NO. 77-008,816, FILED 9-27-2006.
CLS. 100, 101 AND 102).

SEC. X(F).

FIRST USE 12-26-1997; IN COMMERCE 12-26-1997. ARETHA SOMERVILLE, EXAMINING ATTORNEY



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

REAL ESTATE CHANNEL
CORPORATION,

Petitioner, Cancellation No. 92/050,734

V.
Registration No. 3,270,964

IV-MEDIA LLC.,

Registrant. Mark: THEREALESTATECHANNEL

AFFIDAVIT OF MICHAEL GERRITY

I, Michael Gerrity, certify and state as follows:

1. I am the founder and president of Real Estate Channel Corporation.

2, I founded the Real Estate Channel Corporation and have first hand knowledge of
all matters relating to the Real Estate Channel Trademark.

P Real Estate Channel Corporation owns the mark REAL ESTATE CHANNEL
used in association with Internet-based real estate services and has been using this mark in
commerce continuously and openly at least since the launch of the website
www.realestatechannel.com on November 12, 1999.

4. On December 3, 1999, Real Estate Channel Corporation filed for registration of
the federal trademark REAL ESTATE CHANNEL for real estate services, namely, providing
information to buyers and sellers of real estate, in the fields of home listings, how to set and
negotiate prices, preparing and showing a home for sale, mortgage lenders, the closing process,
appraisal services, and all information, content, services, broadcasting, programming and other

commercial transactions relating to the real estate industry which are available via various media



such as the internet, telephone systems, cable television systems or wireless broadcasting
systems in International Class 036. The mark was registered on May 21, 2002.

A, REAL ESTATE CHANNEL as a trademark has since acquired a secondary
meaning as we are the exclusive provider of these services on the Internet. The Real Estate
Channel Corporation has further registered user IDs as Real Estate Channel on Youtube.com,
Facebook.com, MySpace.com, Twitter.com, and Linkedin.com.

6. The website www.realestatechannel.com was operational at least as of November
of 1999 and was easily accessible online and remained active and in continuous use up to this
day. On May 23, 2006, the website www.realestatechannel.com was fully operation and could be
accessed via the internet.

Under penalties as provided by law pursuant to Section 409 of the Illinois Code of Civil

Procedure, the undersigned certifies that the statements set forth in this instrument are true and

correct.

Executed on October 29, 2009

Michael Gerrity
President Real Estate Channel Corporation
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TheRealEstateChannel

TheRealEstateChannel

Roy Real Estate - Woods Cross MLS - Search

View featured real estate listings, condos, Photos, Features & Virtual Tours. Search MLS
_land, and homes for sale. _Listings.

chuckskinner.net/ www.RealEstate.com/WoodsCross

Ads by Google

LocalWeather.com

InternationalWeather.com
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California Homes For Sale

CityNewsChannels.com

= Homes For Sale ®
* Condo's For Sale .
= Townhomes For Sale ®
= Land For Sale .
*= Farms For Sale .
= Vacation Homes For Sale .
= Beach Homes For Sale .
* Mountain Homes For Sale =
* International Homes s
= For Sale By Owner .

Find California property before it hits the

_public market and Save!

www.newproperty4sale.info

Advertise on this

Mortgages

Appraisers

Surveyors

Contractors

Plumbers

Electricians

Lawns

Paving
Roofing

Gardens

The NewsChannel Network is a search engine and directory of sites for information and news.
All trademarks appearing on The NewsChannel Network are the property of their respective owners and all rights are reserved by

them.

For more information about this website, the content, or advertising information please contact the Webmaster.
© 1997-2006 The NewsChannel Network ** All Rights Reserved **

http://www.newschannelnetwork.com/realestate.htm
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Top Real Estate News Videos

z Shopping for a Home? Big Sale in Berkeley
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Real Estate Links

Homes For Sale
Mortgages

Condos for Sale
Appraisers
Townhomes for Sale
Surveyors

Land for Sale
Contractors

Farms for Sale
Plumbers

Vacation Homes for Sale
Electricians

Beach Homes for Sale
Lawns
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Two Berkeley, Calif., homes are on sale for $1 each, but
there's a catch: You have to move them off the current owner's property....
z Will Stuy Town Tenants be Reimbursed?

New York's highest court ruled owners of the Stuyvesant
Town and Peter Cooper Village apartment complexes improperly increased rents. Now
tenants are wondering whether...
z Composting: Turning Trash into Treasure

WSJ's Gwendolyn Bounds puts four composting units to
the test, including one that is like the "iPod of composters", and one that includes 1,000...
z AM Report: Obama's Afghanistan Choice

The News Hub panel discusses the soaring prices of gold,
the pressures President Obama is facing in Afghanistan and the cratering of the
commercial...

z How to Invest in Real-Estate Mutual Funds

Paul Curbo, portfolio manager for Invesco Aim, explains
how investing in real estate mutual funds differs from entering the real estate market. He
talks...

z Hard Sell? Peek Inside a $7.9M Manhattan Triplex

Page 2 of 4

national weather map
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Mountain Homes for Sale
Paving

International Homes
Roofing

For Sale By Owner
Gardens

Home Page
Realtor.com
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U.S.

A three-story apartment, billed as a condominium
townhouse, is up for sale in New York's Upper East Side. The triplex includes a lap pool....

Real Estate News

$8,000 home credit still in play
Confused about whether lawmakers will extend the $8,000 first-time homebuyer credit and
what it would look like?
Surprise drop in new home sales
Sales of newly built homes fell unexpectedly in September after rising for five straight
months, according to government figures released Wednesday.
Foreclosures: Worst-hit cities
While foreclosure rates are easing in some of the hardest-hit cities, the crisis is beginning
to expand into new metro areas.
Mortgage applications slide
Mortgage applications fell last week for the third week in a row, even as interest rates
edged lower, an industry group said Wednesday.
Home prices continue rebound
Home prices rose for the fourth month in a row during August and suffered a smaller-than-
expected annual drop, according to a report issued Tuesday.
Home sales rebound to highest level in 2 years
Sales of existing homes rebounded sharply in September to their highest level in two
years, getting a strong boost from first-time homebuyers, according to a...
Pick the right pro at the right price
For anything from a small upgrade to a major remodeling job, perhaps the most important
decision you'll make is whom to hire. You'll seek out...
3 signs of the next real estate collapse
When the FDIC closed Chicago's Corus Bank last month, it may have signaled the
beginning of the next shock to the banking system: commercial real...
Is it time to dump your ARM?
If you are among the 6.5 million homeowners who took out a low-rate adjustable-rate
mortgage during the housing boom, you've probably spent the past couple...
Is this a $6,900 home bargain?
For a foreclosure, the house at 15461 Kentfield St. in Detroit needed surprisingly little
work. The new owner, an investor from the Chicago area named...
What housing bust?
If you're a beef-eating, beer-guzzling, pick-up driving resident of heartland America, there's
a good chance you escaped the housing bust. But pesto-chomping, chardonnay-sipping,
hybrid-driving city-slickers...
Mortgage applications plummet
Mortgage applications plunged last week as rates ticked higher above 5%, an industry
group said Wednesday, as the expiration of a home buyer tax credit...

Click for on map for regional weather details
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News Channels Now Available for

210 US Cities & 150 Countries
NEWS JUST FOR YOU!
NewsChannelNetwork
International Weather
The Sports Network
Travel and Vacations
The Opinion Poll
BlackAmericans
Asian-Americans
Hispanic-Americans
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