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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
REAL ESTATE CHANNEL 
CORPORATION, 

 

 
 Petitioner, 
 

 
Cancellation No. 92/050,734 

v.  
 
IV-MEDIA LLC., 

Registration No. 3,270,964 

 
 Registrant. 
 

 
Mark: THEREALESTATECHANNEL 

 
MOTION FOR SUMMARY JUDGMENT  

Petitioner, Real Estate Channel Corporation, through its attorneys, respectfully moves 

this Board for Summary Judgment on each of the two first counts asserted by Petitioner in its 

Petition for Cancellation of Registrant’s mark. The testimony period has not opened. Petitioner 

states as follows: 

1. Petitioner refers to and incorporates the attached Memorandum in Support, 

including supporting exhibits. The mark THEREALESTATECHANNEL is a legally equivalent 

mark to Petitioner’s mark REAL ESTATE CHANNEL. Petitioner’s mark was in full force when 

Registrant filed for the mark.  

2. The Petition to Cancel alleges Count I—Fraud on the part of Registrant in making 

a false claim of exclusive and continuous use associated with a 2(f) statement at the time of filing 

of the mark, and Count II—Wrongful issuance of the mark based on a failure by the Office to 

reject on the basis of merely descriptiveness 2(e)(1) based on the fraudulent claim of 2(f) 

acquired secondary meaning in the marketplace. There two counts are ripe for Summary 

Judgment as there are no possible question of fact as to what evidence is found in the records of 

the Office.   
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3. Registrant admits having actual knowledge of Petitioner’s registered legally 

equivalent at the time of filing. Evidence of a search conducted by Registrant is given. Registrant 

made a claim of acquired distinctiveness under Section 2(f), swearing exclusive and continuous 

use in commerce while Petitioner’s mark was registered and known to Registrant. Such a 2(f) 

claim clear and convincing direct evidence of a intentionally false statement that warrants 

cancellation as it rises to fraud before the Office.  

4. There is no greater evidence of fraud before this Office. Applicants of marks 

simply cannot, after uncovering a mark of interest already granted to a third party  remove spaces 

between words, add the word “the” to better confuse the examiner and confuse electronic search 

tools, and make a 2(f) claim to bypass a descriptiveness rejection. 2(f) claims are clear, they 

require exclusive use. Petitioner is market leader and well known. The mark 

THEREALESTATECHANNEL, the legal equivalent of the mark REAL ESTATE CHANNEL, 

is at best merely descriptive of the services and cannot be registered absent a showing of 

acquired distinctiveness. This Board must cancel Registrant’s mark.   

WHEREFORE, Petitioner respectfully request the Board grant its Motion for Summary 

Judgment as to one or more of the two counts in the Petition to Cancel. 

 

 

Dated: October 29, 2009 

Respectfully submitted, 
 
REAL ESTATE CHANNEL 
CORPORATION 
 
 
 /Alain Villeneuve/  
Alain Villeneuve  

Vedder Price P.C. 
222 N. LaSalle St., Suite 2600 
Chicago Illinois 60601 
(312) 609 7848 
(312) 609 5005 (fax) 
avilleneuve@vedderprice.com 
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
REAL ESTATE CHANNEL 
CORPORATION, 

 

 
 Petitioner, 
 

 
Cancellation No. 92/050,734 

v.  
 
IV-MEDIA LLC., 

Registration No. 3,270,964 

 
 Registrant. 
 

 
Mark: THEREALESTATECHANNEL 

 
MEMORANDUM IN SUPPORT OF PETITIONER’S 

MOTION FOR SUMMARY JUDGMENT  

Petitioner, Real Estate Channel Corporation, submits this memorandum in support of its 

Motion for Summary Judgment and now moves, pursuant to Rule 56 of the Federal Rules of 

Civil Procedure, for summary judgment on the ground that as a matter of law it is entitled to 

judgment on Petitioner’s Petition to Cancel. 

I. UNCONTESTED FACTS 

1.  On December 3, 1999, Petitioner filed for federal protection of its trademark 

REAL ESTATE CHANNEL for real estate services, namely, providing information to buyers 

and sellers of real estate, in the fields of home listings, how to set and negotiate prices, preparing 

and showing a home for sale, mortgage lenders, the closing process, appraisal services, and all 

information, content, services, broadcasting, programming and other commercial transactions 

relating to the real estate industry which are available via various media such as the Internet, 

telephone systems, cable television systems or wireless broadcasting systems in International 

Class 036 (see Certificate of Registration of U.S. Reg. 2,572,275 attached at Exhibit A). 
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2. The mark REAL ESTATE CHANNEL Registered on May 21, 2002 (see 

Exhibit A).  

3. On May 23, 2006, Registrant conducted a search of the TESS database at the U.S. 

Trademark Office and uncovered Petitioner’s mark REAL ESTATE CHANNEL. (Admitted at 

Request No. 4 of Responses to Petitioner’s First Set of Requests for Admissions, which is 

attached as Exhibit B. See also evidence of search from IV-MEDIA, LLC produced as 000044–

000045 and attached as Exhibit C.) 

4. On September 27, 2006, several months later, Registrant applied for federal 

protection for mark THEREALESTATECHANNEL for providing information in the field of 

real estate by means of linking the website to other websites featuring real estate information in 

International Class 036 (see Certificate of Registration of U.S. No. 3,270,964 attached as 

Exhibit D).  

5. The mark THEREALESTATECHANNEL issued to Registrant on July 31, 2007 

(see Certificate of Registration of U.S. Reg. No. 3,270,964 attached as Exhibit D). 

6. On the day Registrant filed its application, Petitioner’s mark was in full force and 

Registrant admitted and provided evidence of actual notice of Petitioner’s mark. (Answers to 

Interrogatory No. 14 in Petitioner’s First Set of Interrogatories attached as Exhibit E.) 

8. Registrant nevertheless filed the mark under Section 15 U.S.C. § 1052(f) making 

the following statement to the Office: 

The mark has become distinctive of the goods/services through the applicant’s 
substantially exclusive and continuous use in commerce for at least five years 
immediately before the date of this statement. (emphasis added).  

9. Lemuel E. Lewis, President of Registrant signed the declaration under 18 U.S.C. 

§ 1001. Registrant swore that (a) THEREALESTATECHANNEL was distinctive, (b) Registrant 
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had substantially exclusive use, and (c) the use was continuous in commerce for at least five 

years. 

II. FACTS  

10. Petitioner owns and operates the website www.realestatechannel.com in 

association with Internet-based real estate services. Petitioner has been using this mark in 

commerce continuously and openly at least since the launch of its website 

www.realestatechannel.com on November 12, 1999 (see Affidavit of Michael Gerrity attached as 

Exhibit F). 

11. Continuous and open use since 1999 is corroborated by third-party Internet 

archives from the “Wayback Machine” found at http://web.archive.org (produced as REC0008–

0009 and attached as Exhibit G). The Wayback Machine is a free tool that stores snapshots of 

webpages as they were found on the Internet. Petitioner’s date of first use is November 15, 1999, 

and a specimen of use clearly indicating the mark used in connection with the services was 

introduced into the application record on December 3, 1999 (see specimen from the file wrapper 

of Reg. No. 2,572,275 attached as Exhibit H).  

12. Petitioner’s mark REAL ESTATE CHANNEL has since acquired a secondary 

meaning as the exclusive provider of these services on the Internet. Petitioner has registered user 

IDs as Real Estate Channel on Youtube.com, Facebook.com, MySpace.com, Twitter.com, and 

Linkedin.com. Petitioner is the first Google link for this mark. Petitioner’s President was even 

interviewed by Brian Williams on the CBS Evening News regarding his corporation (see 

Exhibit F). 

13. On that day Registrant’s mark was filed and the 2(f) statement of exclusive use 

was made, Petitioner’s website www.realestatechannel.com was operational and easily 

accessible online (see Exhibit F). 
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14. Web archives also from the Wayback Machine show that Registrant’s website 

www.newschannelnetwork.com from which the specimen was taken was not operational as of 

the claimed date of first use (see Exhibit G). Registrant’s website www.therealestatechannel.com 

was also not operational as of 2000, nor was it operational in 2005, 2008, or 2009 (see Exhibit 

G). There was no continuous use for 5 years preceding the filing of this application. These 

archives evidence that the first use of the mark THEREALESTATECHANNEL on any of 

Registrant’s websites dates at the earliest to mid-2004, less than 5 years before the 2(f) statement 

was made. (See archival printouts of the Wayback Machine attached as Exhibit I, which were 

produced by Petitioner as REC0001–12). 

III. REAL ESTATE CHANNEL & THER EALESTATECHANNEL ARE LEGALLY 
EQUIVALENT MARKS  

“A proposed mark is the same mark as a previously registered mark for the purpose of 37 

CFR 2.41(b) it if is the legal equivalent of such a mark. A mark is the legal equivalent of another 

if it creates the same, continuing commercial impression such that the consumer would consider 

them both the same mark. In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1347 (Fed. 

Cir. 20010). The mark THEREALESTATECHANNEL is the legal equivalent of the mark REAL 

ESTATE CHANNEL.  

Placed side-by-side, the marks are identical and the services are identical:  

Petitioner’s Mark Registrant’s Mark 

REAL ESTATE CHANNEL THEREALESTATECHANNEL 

IC 036 IC 036 

real estate services, namely … all 
information, content, services, broadcasting, 

programming and other commercial 
transactions relating to the real estate 

industry which are available via various 
media such as the internet … 

providing information in the field of real 
estate by means of linking the website to 

other web sites featuring real estate 
information 
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Petitioner uses REAL ESTATE CHANNEL for real estate information available via the 

Internet, and Registrant filed for THEREALESTATECHANNEL for providing information on 

real estate via website linking. There can be no real estate information available via the Internet 

absent Internet linking. The nature of the Internet relies on dynamic linking on pages. A party 

given the right to conduct Internet linking in a domain can in turn exclude any use to the very 

nature of the Internet. The marks are identical, the services are identical; they are legal 

equivalents. No case can be made that these marks differ. 

Registrant may not argue that the definite article “THE” or the removal of spaces 

between the words alters the mark. Petitioner is allowed to display his mark inconsequentially 

from the size of the spacing between the words. Magnadyne Corp. v. Movievision, Inc., 

Opposition 91/175,280, Decided April 2009 (MOVIE PHONE substantially similar to 

MOVIEPHONE). Lettering can be used to reduce and ultimately remove spacing between 

words. Word marks can also be used indiscriminately next to definite articles. While these marks 

and services are identical, for the marks to be confusingly similar, exact similitude is not even 

required. McLean v. Fleming, 96 US 245 (1878). It is sufficient that enough similarity be taken 

to deceive the public. Saxlehner v. Eisner & Mendelson, Co., 179 U.S. 19 (1900). When there are 

small differences between the marks, the differences may be de minimums when compared to the 

similarities. Northam Warren Corp. v. Universal Cosmetic Co., 18 F.2d 774 (7th Cir. 1927).  

The term “THE” added to Registrant’s mark is a definite article, nothing more. It does 

not materially alter the mark. It is a general rule that confusion is not avoided between otherwise 

confusingly similar marks merely by adding matter that is descriptive or suggestive. The 

similarity between word marks is based on the appearances as a whole, sound, connotation, and 
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commercial impression. TMEP § 1207.01(b) citing Palm Bay Imports, Inc. v. Veuve Clicquot 

Ponsardin Maison Fondee en 1772, 396 F.3d 1369 (Fed. Cir. 2005).    

Simply by merging several words together in the form of an Internet domain name, with 

or without a top level domain suffix (TLD), applicants cannot overcome claims of 

descriptiveness or genericness. In re Eddie Z’s Blinds and Drapery, Inc., 74 USPQ2d 1037 

(TTAB 2005) (BLINDANDDRAPERY.COM is generic for retail store featuring blinds sold via 

the Internet); In re Steelbuilding.com, 415 F.3d 1293, 1297 (Fed. Cir. 2005) 

(STEELBUILDING.COM for computerized online retail services in the field of pre-engineered 

metal buildings and roofing systems held highly descriptive); In re DNI Holdings Ltd., 77 

USPQ2d 1435 (TTAB 2005) (SPORTSBETTING.COM held generic for provision of casino 

games on and through a global computer network). Punctuation within a composite word mark is 

irrelevant.  As a matter of law, Registrant applied for Petitioner’s mark. No good faith argument 

can be made that these marks differ.  

IV. ARGUMENT  

Whoever commits a fraud is guilty not only of the particular injury to him who he 
deceives, but of the diminution of that confidence which constitutes not only the ease but 
the existence of society. 

Fraud and falsehood only dread examination. Truth invites it. 

—Samuel Johnson 

The Internet is a new world to many. There are several honorable ways to make profit on 

the Internet, but over the years, scam artists have used the novelty, spectacular growth, growing 

pains, and complexity of this communications technology to damage legitimate business entities 

through a variety of fraudulent behaviors. Cyber-squatters once purchased domain names and 

held them for ransom, hoping to collect nuisance payoffs from businesses. In November 1999, 

Congress passed and President Clinton signed the Anti-Cyber Piracy Act (the “Act”). The Act is 
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found at 15 U.S.C. Section § 1125 and helped curb this practice. The tactics of cyber-pirates 

have since evolved. Now, they no longer ransom legitimate business entities. Instead, they make 

a quick buck by populating a chosen domain with false information and links. The use of 

legitimate trademarks displayed on a page, either as part of advertising or as false dynamic links, 

is illegal. 1-800 Contacts, Inc. v. WhenU.com. Inc., 414 F.3d 400 (2nd Cir. 2005). 

The strategy employed by Registrant is simple: cyber-squat Petitioner’s domain name 

and instead of ransoming the domain name for a profit, fill the webpage with illegally obtained 

information and benefit from advertising revenues from the confused traffic on the page. Meta 

crawlers, i.e., the robots that index webpages based on their content, are deceived by these false 

pages, which are then listed in legitimate search engines. Savvy Internet surfers know and are 

annoyed by these transitory pages that serve no purpose but to infringe rights. 

Attached as Exhibit J is a current printout of Registrant’s website operating under the 

domain name www.therealestatechannel.com. This website page was printed on the day this 

brief was prepared. Registrant’s website consists of one massive copyright and trademark 

infringement. Every single piece of displayed information is copied illegally from a third party, 

the six video stories all link to the Wall Street Journal Online at http://online.wsj.com, the twelve 

news stories link to CNN Online at http://money.cnn.com, and even the weather page is a copy 

from the website www.localweather.com. Simply put, Petitioner’s clients, who somehow end up 

on Registrant’s webpage, are redirected to Petitioner’s competitors, such as the Wall Street 

Journal or CNN. This information is important to the Board in order to understand Registrant’s 

business model. In essence, Registrant benefits from deceiving Petitioner’s customers as an 

interface between a search engine such as Google.com, and news organizations such as CNN and 



CHICAGO/#1987580.1 8 

the Wall Street Journal. Registrant’s services cannot be distinctive. No one associates any 

goodwill with this business model. 

Registrant filed for its legally identical mark with full knowledge of Petitioner’s mark. 

Petitioner’s services are for real estate services on the Internet, exactly like those of Registrant. 

With actual knowledge of Petitioner’s mark, Registrant filed for protection under a 2(f) claim, 

claiming exclusive and continuous use for at least five years. This Board must decide as a matter 

of law if (1) fraud was conducted at the Office when Registrant filed for the trademark 

THEREALESTATECHANNEL and made a declaration of exclusive use of the mark when it 

had actual knowledge of the existence of Petitioner’s mark, or (2) is the mark is merely 

descriptive. If any one of these two counts can be shown in favor of Petitioner, the mark must be 

cancelled. These three issues are raised as Counts I, and II, respectively, in the Petition for 

Cancellation, and each is addressed in turn. 

Summary Judgment is Appropriate in this Case  

The purpose of summary judgment is one of judicial economy, that is, to save the time 

and expense of a useless trial where no genuine issue of material fact remains and more evidence 

than is already available in connection with the summary judgment motion could not reasonably 

be expected to change the result. Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 222 

USPQ 741, 743 (Fed. Cir. 1984). Summary judgment is appropriate when the pleadings, 

affidavits, and other summary judgment evidence show that no genuine issue of material fact 

exists and the moving party is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(c); 

Celotex Corp. v. Catrett, 477 U.S. 317, 322 (1986). The moving party, which here is Petitioner, 

bears the burden of identifying those portions of the record it believes demonstrate the absence 

of a genuine issue of material fact. Celotex, 477 U.S. at 322-25. Once a movant makes a properly 



CHICAGO/#1987580.1 9 

supported motion, the burden shifts to the nonmovant, here the Registrant, to show that summary 

judgment should not be granted; the nonmovant may not rest upon the allegations in the 

pleadings but must support the response to the motion with summary judgment with evidence 

showing the existence of a genuine fact issue for trial. Celotex, 477 U.S. at 321-25; Anderson v. 

Liberty Lobby, Inc., 477 U.S. 242, 255-57 (1986). Mere speculation, self-interested assertions, 

and conclusory allegations are insufficient. Mills v. First Federal Sav. & Loan Ass’n, 83 F.3d 

833, 840-41 (7th Cir. 1996); Palucki v. Sears, Roebuck & Co., 879 F.2d 1568, 1572 (7th Cir. 

1989); Dale v. Chicago Tribune Co., 797 F.2d 458, 464 (7th Cir. 1986), cert. denied, 479 U.S. 

1066 (1987). Finally, although the Court must, for purposes of summary judgment, draw any 

reasonable inferences from the record in favor of the nonmovant, it is “not required to draw 

every conceivable inference from the record … only reasonable ones.” Gleason, 118 F.3d at 

1139. Summary judgment is appropriate in cancellation proceedings before this Board. TBMP 

§ 528.01. 

15 U.S.C. Section § 1064(3) provides that a registration may be cancelled under the 

following conditions: 

At any time if the registered mark becomes the generic name for the goods or services, or 
a portion thereof, for which it is registered, or is functional, or has been abandoned, or its 
registration was obtained fraudulently [Count I] 

… or contrary to the provisions of section 4 or of subsection (a), (b), or (c) of section 2 
for a registration under this Act, or contrary to similar prohibitory provisions of such 
prior Acts for a registration under such Acts, if the registered mark is being used by, or 
with the permission of, the registrant so as to misrepresent the source of the goods or 
services on or in connection with which the mark is used. [Count II] 

Count I: Fraud 

Fraud in a trademark application occurs when an applicant knowingly makes false, 

material representations of fact in connection with the trademark application. Fraud is a harsh 

accusation and must not be taken lightly. Assertions of fraud should be dealt with realistically, 
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comprehending that trademark rights, unlike patent rights, continue notwithstanding cancellation 

of those additional rights which the Patent Office is empowered to grant. Morehouse Mfg. Corp. 

v. J. Strickland & Co., 56 CCPA 946 (1969). Fraud in this case is obvious on the face of the 

prosecution itself, in light of the business practice of Registrant, and from the evidence 

uncovered during discovery. 

To prove fraud, a petitioner must prove five elements: (1) a false representation of a 

material fact; (2) knowledge or belief that the representation is false; (3) intent to induce the PTO 

to act or refrain from acting in reliance on the misrepresentation; (4) reasonable reliance by the 

PTO on the misrepresentation; and (5) damage from such reliance. Artcraft Novelties v. Baxter 

Lane Co., 685 F.2d 988, 992 (5th Cir. 1982); Hard Rock Café International, Inc. v. Hard Rock 

Café International, Inc., 951 F.2d 684 (5th Cir. 1992).  

1. A False Representation of a Material Fact 

At the time of filing of the application that resulted in Trademark Reg. No. 3,270,964, 

Registrant represented as part of the 2(f) claim that the mark THEREALESTATECHANNEL 

had become distinctive of the goods/services through Applicant’s substantially exclusive and 

continuous use in commerce for at least five years immediately before the date of this statement. 

The statement was made on September 27, 2006. 

Registrant represented that it made an “exclusive” use of the mark in commerce , while a 

legally equivalent mark owned and registered by Petitioner was alive. Registrant admits actual 

knowledge at the time of filing of Petitioner’s mark in commerce. The 2(f) statement is a 

material statement required for registration. Registrant further represented “continuous use in 

commerce” for at least five years while the Wayback Machine clearly shows in 2005 no use at 

the website www.therealestatechannel.com was taking place. This archive places the first use of 
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the mark as part of a link to late 2004. Internet archives simply do not lie. As Samuel Johnson 

explained, fraud dreads examination.  

2. Knowledge That Any One of the Representations were False 

Registrant has admitted having knowledge of Petitioner’s mark before filing the 

application that resulted in U.S. Trademark Reg. No. 3,270,964. The marks are identical and are 

for the same services. Uncontested facts demonstrate that Registrant knew of Petitioner’s mark at 

the time of filing. There can be no claim of exclusive use of a mark along with an admission that 

a legally equivalent mark was known to be in existence as of the filing.  

3. Intent to Induce PTO to Act in Reliance on the Misrepresentation 

Statements under 2(f), along with any or all of the information needed to file a trademark 

application, such as a date of first use, is intended to induce the PTO to act in reliance and result 

in the issuance of a registration. Absent these statements, U.S. Trademark Reg. No. 3,270,964 

would not have issued. The Office must be allowed to rely on 2(f) statements by Applicants as 

evidence of exclusive use.  

4. Reasonable Reliance by the PTO on the Misrepresentation 

Trademark applications such as that resulting in U.S. Trademark Reg. No. 3,270,964 are 

filed with a declaration under 18 U.S.C. § 1001. Lemuel E. Lewis, President of Registrant, 

signed the declaration. This statement, filed with every new application, includes strong 

language, including the warning of a penalty of imprisonment for false statements. Further, this 

statement includes the language “he/she believes applicant to be entitled to use such mark in 

commerce; to the best of his/her knowledge and belief no other person, firm, corporation, or 

association has the right to use the mark in commerce, either in the identical form thereof or in 
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such near resemblance thereto as to be likely, when used on or in connection with the 

goods/services of such other person, to cause confusion, or to cause mistake, or to deceive .…”  

Registrant claimed there was not even a possible likelihood of confusion between the 

marks and signed the statement. The PTO by setting up a sworn declaration system is entitled to 

rely on Registrant’s claim. The PTO’s reliance on sworn facts is reasonable.  

5. Damage to Petitioner 

As a direct consequence of the fraudulent filing, Registrant obtained registration. 

Registrant’s mark must now be cancelled so Petitioner can perfect its rights with this Office. 

Petitioner is senior user, has accumulated all of the goodwill in the marketplace. Petitioner 

operates the website realestatechannel.com, and the existence of the Registrant’s mark damages 

the goodwill of Petitioner. 

Conclusion of Fraud 

The Federal Circuit recently clarified “Thus, we hold that a trademark is obtained 

fraudulently under the Lanham Act only if the applicant or registrant knowingly makes a false, 

material representation with the intent to deceive the PTO.” In re Bose, 91 USPQ2d 1938 (Fed. 

Cir. 2009). “Because direct evidence of deceptive intent is rarely available, such intent can be 

inferred from indirect and circumstantial evidence. But such evidence must still be clear and 

convincing.” Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357 (Fed. Cir. 2008). 

In this case, Petitioner’s mark was on the register. Registrant admits having knowledge of the 

legally similar mark as of the time of filing. Registrant made the 2(f) statement and the 

associated declarations under the penalty of for perjury at the time of filing. The purpose of this 

2(f) statement was to induce the Office into issuance of the mark over the existing and known 

registration.   
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There can be no clearer and more convincing evidence of fraud. Registrant admits 

knowing of Petitioner’s mark as of the time of filing. Registrant even provided a copy of the 

search result where Petitioner’s mark was uncovered along with the scope of services. At the 

time of filing, Registrant knew of Petitioner’s registered mark and nevertheless swore under 

penalty of perjury that Registrant’s mark was unlikely to deceive or to cause confusion and that 

there was exclusive and continuous user of this mark. This is a clear and convincing case of 

Fraud before the Office of a material fact to obtain registration.    

Count II: Mere Descriptiveness 

Registration No. 3,270,964 issued on the principal register without a merely descriptive 

rejection under section 2(e)(1). A trademark registration is normally prima facie presumption of 

secondary meaning and opponents can overcome this presumption by proving its absence. Dell 

Publishing Co. v. Stanley Publications, Inc., 9 NY2d 126 (1961). By filing a Section 2(f) claim, 

Registrant concedes that the mark THEREALESTATECHANNEL is not inherently distinctive. 

Yamaha Int’l Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d 1572 (Fed. Cir. 1988); TMEP 

§ 1212.02(b). A claim of secondary meaning under Section 2(f) was made by Registrant.  

Section 2(f) of the Act and 37 CFR 2.41(b) state that reliance on a claim of five years’ 

use to establish acquired distinctiveness “may” be acceptable in “appropriate cases.” As part of 

the Petition to Cancel, Petitioner introduced into the record TARR reports of several relevant 

applications on the trademark registry (see Exhibit K). In 1982, a first party filed an application 

to register the mark CABLE REAL ESTATE CHANNEL for real estate brokerage (Application 

No. 73/375,626). That mark was rejected by the Office and never issued. In 1986, a second party 

filed an application to register the mark THE REAL ESTATE CHANNEL for advertising real 

estate for sale and rent (Application No. 73/615,380). The mark was rejected and never issued. In 
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1989, a third party filed an application to register the mark THE REAL ESTATE CHANNEL for 

television broadcasting services (Application No. 73/689,785), and yet again, the mark was 

rejected and never issued. Ultimately, in 1999, Petitioner was the first to secure registration of 

REAL ESTATE CHANNEL by registering the mark on the Supplemental Register, conceding 

descriptiveness, and embarking upon the long journey to the Principal Register after five years of 

use and existence on the Register. 

In 2002, a fourth party filed an application to register the mark REAL ESTATE 

CHANNEL & Design and was also rejected. In this available prosecution, the Examiner found 

the portion REAL ESTATE CHANNEL to be descriptive and a disclaimer was requested. (See 

TARR report and Office Action of Application No. 78/177,907.) In 2006, a fifth party filed an 

application to register the mark THE REAL ESTATE CHANNEL and was rejected. Yet again, 

the Examiner found the portion REAL ESTATE CHANNEL to be merely descriptive and 

rejected the mark on that basis. (See TARR report and Office Action of Application No. 

78/827,197.) Registrant has admitted the mark is merely descriptive.  

Merely descriptive marks, such as THEREALESTATECHANNEL, must be refused 

registration on the Principal Register absent a legitimate claim under Section 2(f) and proof of 

acquired distinctiveness. In re E.S. Robbins Corp., 30 USPQ2d 1540 (TTAB 1992). No such 

proof was provided or is of record in the prosecution of the mark. Issuance relied on the 

fraudulent statement made to the Office under 2(f). Even if this Board finds that Registrant’s 

statements somehow do not raise to the level of fraud, clearly they still are false as the mark 

admitted to be merely descriptive is not in exclusive use. No acquired distinctiveness can be 

acquired and therefore the mark must be Cancelled. The Examiner was misled into thinking the 

mark had acquired secondary meaning. Only Petitioner has acquired and can demonstrate 
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secondary meaning for its mark in the marketplace and will do so once Registrant’s mark is 

cancelled.   

V. CONCLUSION 

In November 1999, Petitioner obtained the domain name www.realestatechannel.com and 

filed promptly for federal trademark registration. The Office granted protection after a finding 

that the mark was merely descriptive. Sometimes in 2005, a cyber-squatter decided to benefit 

from Petitioner’s good will. A website was created to sell advertisements and benefit from the 

confusion of Petitioner’s clients who, instead of typing REAL ESTATE CHANNEL in search 

engines, mistakenly type REALESTATECHANNEL. Registrant conducted an investigation for 

the mark, uncovered Petitioner’s federal registration yet proceeded with filing its application. 

The spaces were removed and the word THE was placed before the mark. Registrant further 

made claims of exclusive use, and swore that the mark could not be confused with known marks 

in the Internet.  

Today, Petitioner is before the Board on Summary Judgment to cancel the registration of 

Petitioner’s mark granted to a third party. The mistakes during prosecution by the Office are 

clear: (1) the mark should have been rejected under 2(d) citing Petitioner’s legally equivalent 

mark, (2) the mark should have been rejected under 2(e)(1) as merely descriptive, and (3) the 

Office should at a minimum have asked for evidence of distinctiveness aside from the claim 

under 2(f). The Office relied on sworn statements and representations of Registrant. It may do so. 

But the solution left to Petitioner is cancellation. Petitioner current motion is grounded in 

undisputed facts. There can be no argument about the file wrappers with the Office. Registrant 

has admitted to actual knowledge of Petitioners’ mark and has even given a copy of the 

associated search report. This evidence is clear and convincing.  
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Petitioner is left to wonder what would the future be made of if this Board rewards the 

Registrant. The message sent to prosecutors would be chilling. Trademark Applicants would be 

allowed to perform searches, uncover legally similar marks and simply by merging the words 

together to try to confuse the Office’s search engines by adding a small descriptive particle 

before a mark, obtained an allowance that cannot be cancelled even with clear and convincing 

evidence of actual knowledge of existing marks in conjunction with an intentionally false claim 

of exclusive use under 2(f).  

Registrant made a statement before this office of exclusive use. This statement comes 

with a warning that failure to disclose may result in cancellation of the mark. Petitioner asks for 

Cancellation and request the Board grant Petitioner’s Motion for Summary Judgment. 

Dated: October 29, 2009 
 

Respectfully submitted, 
 
REAL ESTATE CHANNEL 
CORPORATION 
 
 /Alain Villeneuve/  
Alain Villeneuve 

Vedder Price P.C. 
222 N. LaSalle St., Suite 2600 
Chicago, Illinois 60601 
(312) 609-7745 
(312) 609-5005 (fax) 
avilleneuve@vedderprice.com 
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Real Estate Links 

�z Homes For Sale  
�z Mortgages  
�z Condos for Sale  
�z Appraisers  
�z Townhomes for Sale  
�z Surveyors  
�z Land for Sale  
�z Contractors  
�z Farms for Sale  
�z Plumbers  
�z Vacation Homes for Sale  
�z Electricians  
�z Beach Homes for Sale  
�z Lawns  

Two Berkeley, Calif., homes are on sale for $1 each, but 
there's a catch: You have to move them off the current owner's property....  

�z Will Stuy Town Tenants be Reimbursed? 

New York's highest court ruled owners of the Stuyvesant 
Town and Peter Cooper Village apartment complexes improperly increased rents. Now 
tenants are wondering whether...  

�z Composting: Turning Trash into Treasure 

WSJ's Gwendolyn Bounds puts four composting units to 
the test, including one that is like the "iPod of composters", and one that includes 1,000...  

�z AM Report: Obama's Afghanistan Choice 

The News Hub panel discusses the soaring prices of gold, 
the pressures President Obama is facing in Afghanistan and the cratering of the 
commercial...  

�z How to Invest in Real-Estate Mutual Funds 

Paul Curbo, portfolio manager for Invesco Aim, explains 
how investing in real estate mutual funds differs from entering the real estate market. He 
talks...  

�z Hard Sell? Peek Inside a $7.9M Manhattan Triplex 
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�z Mountain Homes for Sale  
�z Paving  
�z International Homes  
�z Roofing  
�z For Sale By Owner  
�z Gardens  
�z Home Page  
�z Realtor.com 

Click for on map for regional weather details  

U.S. Real Estate News 

A three-story apartment, billed as a condominium 
townhouse, is up for sale in New York's Upper East Side. The triplex includes a lap pool....

�z $8,000 home credit still in play 
Confused about whether lawmakers will extend the $8,000 first-time homebuyer credit and 
what it would look like?  

�z Surprise drop in new home sales 
Sales of newly built homes fell unexpectedly in September after rising for five straight 
months, according to government figures released Wednesday.  

�z Foreclosures: Worst-hit cities 
While foreclosure rates are easing in some of the hardest-hit cities, the crisis is beginning 
to expand into new metro areas.  

�z Mortgage applications slide 
Mortgage applications fell last week for the third week in a row, even as interest rates 
edged lower, an industry group said Wednesday.  

�z Home prices continue rebound 
Home prices rose for the fourth month in a row during August and suffered a smaller-than-
expected annual drop, according to a report issued Tuesday.  

�z Home sales rebound to highest level in 2 years 
Sales of existing homes rebounded sharply in September to their highest level in two 
years, getting a strong boost from first-time homebuyers, according to a...  

�z Pick the right pro at the right price 
For anything from a small upgrade to a major remodeling job, perhaps the most important 
decision you'll make is whom to hire. You'll seek out...  

�z 3 signs of the next real estate collapse 
When the FDIC closed Chicago's Corus Bank last month, it may have signaled the 
beginning of the next shock to the banking system: commercial real...  

�z Is it time to dump your ARM? 
If you are among the 6.5 million homeowners who took out a low-rate adjustable-rate 
mortgage during the housing boom, you've probably spent the past couple...  

�z Is this a $6,900 home bargain? 
For a foreclosure, the house at 15461 Kentfield St. in Detroit needed surprisingly little 
work. The new owner, an investor from the Chicago area named...  

�z What housing bust? 
If you're a beef-eating, beer-guzzling, pick-up driving resident of heartland America, there's 
a good chance you escaped the housing bust. But pesto-chomping, chardonnay-sipping, 
hybrid-driving city-slickers...  

�z Mortgage applications plummet 
Mortgage applications plunged last week as rates ticked higher above 5%, an industry 
group said Wednesday, as the expiration of a home buyer tax credit... 
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