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Mark D. Brutzkus

Todd M. Lander

EZRAJ)BRUTZKUS | GUBNER LLP

21650 Oxnard Street, Suite 500

Woodland Hills, California 91367

Telephone: (818) 827-9000

Fax: 818) 827-9099

e-mail: mbrutzkus@ebg-law.com
tlander(@ebg-law.com

Attorneys for Petitioner
Blue Ambrosia, Inc.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Registration No. 3170714
For the Mark: Logo Design Reflected on Registration Certificate

TTAB Cancellation No. 92049992
BLUE AMBROSIA, INC.,

a California corporation NOTICE OF MOTION AND
MOTION TO SUSPEND
Petitioner, PROCEEDINGS PENDING
RESOLUTION OF ONGOING

V. CIVIL ACTION BETWEEN THE

PARTIES
SIWY DENIM OF AMERICA,
LLC, [37 C.F.R. §2.117(a) and §510.02(a) of
the TTAB Manuel of Procedure]

Registrant.

NOTICE OF MOTION AND MOTION TO SUSPEND

PLEASE TAKE NOTICE that Petitioner Blue Ambrosia, Inc. hereby moves
the Board for an order suspending the above proceedings pending termination of a
civil action involving the parties to this cancellation petition (the “Civil Action”).
That Civil Action, entitled Siwy Denim of America, LLC v. Blue Ambrosia, Inc. et
al, is pending in the United States District Court for the Central District of
California, Case No. CV 08-5545 SJO (AGRx). The claims and disputes raised in
the Civil Action are substantially similar to those placed in issue by the Petition to

Cancel here, and indeed directly relate to the viability of the trademark that is the

1
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subject of these proceedings. Accordingly, pursuant to Rule 2.117(a) of the
Trademark Rules of Practice (37 C.F.R. § 2.117(a)) and Section 510.02(a) of
TTAB Manuel of Procedure, Petitioner hereby requests that these Proceedings be
suspended until the Civil Action'is terminated.

In support of this Motion, Petitioner submits the following exhibits:

L. Exhibit 1, consisting of a true and correct copy of the
Complaint that Siwy Denim of America, LLC — the registrant of trademark
registration no. 3170714 (the “Mark”) — filed in the Civil Action, claiming
infringement of the Mark;

2. Exhibit 2, a true and correct copy of the Petitioner’s answer to the
Complaint in the Civil Action; and

3.  Exhibit 3, a true and correct copy of a counterclaim Petitioner filed in
the Civil Action seeking, among other things, cancellation of the Mark.

For these reasons, Petitioner respectfully submits that these proceedings

should be suspended until the Civil Action is terminated.

Dated: September 30, 2008 EZRA BRUTZKUS GUBNER, LLP
By: L N
tk D. BrufZkus

" Todd M. Lander
Attorneys for Petitioner
Blue Ambrosia, Inc.
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PROOF OF SERVICE

STATE OF CALIFORNIA, COUNTY OF LOS ANGELES:

I am employed in the County of Los Angeles, State of California. Iam over
the age of 18 and not a Bart to the within action; my business address is 21650
Oxnard Street, Suite 500, Woodland Hills, California 91367, Telephone: 818-827-
9000, Facsimile: 818-827-9099.

On September 30, 2008, I served the foregoing document described as
NOTICE OF MOTION AND MOTION TO SUSPEND PROCEEDINGS
PENDING RESOLUTION OF ONGOING CIVIL ACTION BETWEEN THE
PARTIES on the interested parties in this action by placing a true copy thereof
enclosed in sealed envelope(s) addressed as follows:

SEE ATTACHED SERVICE LIST

I}Q (BY MAIL) I caused such envelope with postage thereon fully prepaid to be
laced in the U.S. mail at Woodland Hills, California. I am “readily
amiliar” with the firm’s practice of collection and processin%

correspondence for mailing. It is deposited with U.S. Postal Service on that
same day in the ordinary course of business. I am aware that on motion of a
party served, service is presumed invalid if postal cancellation date or
pgfgéagq meter date is more than one day after date of deposit for mailing in
affidavit.

[ ] (BY PERSONAL DELIVERY) I caused such en\}elope to be delivered by
hand by [Name and address of courier service], to the office of the
addressee(s) noted on the attached Service List.

[ ] (BY FACSIMILE TRANSMISSION) I caused such documenttobe
transmitted to the addressee(s) facsimile number noted above. The facsimile
machine I used complied with CRC Rule 2003(3) and the transmission was
reported as complete and without error. Pursuant to CRC Rule 2008(4), I
caused the machine to print a transmission record of the facsimile
transmission.

[ ] ((1BY FEDEX / OVERNITE EXPRESS) I caused such envelope to be
eposited at the FedEx / Overnite Express drop box at Woodland Hills,
California. T am "readily familiar" with the firm's practice of collection and
}())roces'sm correspondence for mailing. It is deposited with FedEx /
vernite Express that same day in the ordinary course of business.

Executed on September 30, 2008, at Woodland Hills, California, I declare
under penalty of perjury under the laws of the State of California that the above is
true and correct and, that I am employed in the office of a member of the bar of

-this court at whose direction the service was made.

NOTICE OF MOTION AND MOTION TO SUSPEND PROCEEDINGS
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SERVICE LIST

Christopher Q. Pham

Gareeb Pham LLP

707 Wilshire Boulevard, Suite 5300
Los Angeles, CA 90017

T: 13) 455-2930

F: 213) 455-2940

Attorney for Registrant

Siwy Denim of America, LLC

Siwy Denim of America, LLC
10 W_ Juniper Lane
Cleveland, OH 44022

4
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Case 2:08-cv-05545-SJO-AGR  Document 1

Christopher Q. Pham, Bar No.: 206697
Sumithra Rao, Bar No.: 256078
GAREEB ! PHAM. LLD

707 Wilshire Boulevard, Suite 5300
[Los Angeles, CA 90017

Tel: (213) 455-2930 Fax: (213) 455-2940

Email: cpham{@gareebpham.com
Email: srao@gareebpham.com

Attorneyvs for Plaintiff
SIWY DENIM OF AMERICA, LLC

Filed 08/22/2008 Page 1 of 39
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

SIWY DENIM OF AMERICA, LLC, an
Ohio Limited Liability Company,

Plaintiff,

¥S,

CHARLOTTE RUSSE HOLDING, INC.. a |
Delaware Corporation; BLUE AMBROSIA,i
INC., a California Corporation and Does |-

10,
Defendants.

COMPLAINT FOR DAMAGES AND
INJUNCTIVE RELIEF :

(1) FEDERAL TRADEMARK
INFRINGEMENT {15 U.S.C. §
1114/Lanham Act § 43(a)]

(2)FEDERAL TRADEMARK
DILUTION [15 U.S.C. §1125(c)]

(3)FALSE DESIGNATION OF
ORIGIN [15 U.S.C. §1125(a)];

(4}STATE COMMON LAW

(5) UNFAIR BUSINESS
PRACTICES [Cal. Bus. & Prof,
Code §17200 et seq.]

(6) UNJUST ENRICHMENT

(7)DECLARATORY RELIEF

COMES NOW, Plaintiff SIWY DENIM OF AMERICA, LLC, (hereinafter
“SIWY DENIM™) hereby files its Complaint against Defendants CHARLOTTE
RUSSE HOLDING, INC. (“*CHARLOTTE RUSSSE”), BLUE AMBROSIA, INC,
(“BLUE AMBROSIA™), and Does 1-10, inclusive (collectively “Defendants™),

Iy

PLAINTIFF'S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF

TRADEMARK INFRINGEMENT |
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JURISDICTIONAL ALLEGATIONS
I This Court has Federal subject matter jurisdiction over this matter
pursuant to 28 {/.5.C. §§ 1331 and 1338(a) and (b), by virtue of 15 US.C §1051 er

seq., in that the case arises out of §43(a) of the Lankam Act for trademark

infringement, and supplemental jurisdiction under 28 /.S C. §§ 1367(a) and 1338
(a)(b).

2. Venue is proper, inter alia, under 28 U.S.C. § 1391(b)(2) because on
information and belief, a substantial part of the events or omissions glving rise to
the claim occurred in this judicial district. Additionally, on information and belief,
venue is proper under 28 U.S.C. § 1391 (b)(3) against Defendant BLUE
AMBROSIA, who is subject to personai jurisdiction in the Central District of
California, as BLUE AMBROSIA is incorporated in the state of California, with
its principal place of business in Los Angeles, California. Venue is also proper in
the Central District of California as CHARLOTTE RUSSE operates several retail
stores in Los Angeles, California.

3. Personal jurisdiction exists over Defgndants because on information
and belief, Defendants marketed, de.igned, manufactured, distributed. and/or sold
the infringing products at numerous retail stores and business centers within the
state of California and in this judicial district, and purposely availed themselves of
the privileges and protections of the laws of the State of California, such that this
Court’s assertion of jurisdiction over Defendants does not offend traditional
notions of fair play and due process.

THE PARTIES
4. SIWY DENIM is now, and was at the time of the filing of this

Complaint and at al] intervening times, an Qhio limited liability company, duly
authorized and licensed to conduct business in Ohio, with its principa)l place of

business in Ohio.

2
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3. SIWY DENIM designs, manufactures and distributes denim women's
appare! under the brand name “Siwy Denim.”

6. Plaintiff is informed and believes that Defendant CHARLOTTE
RUSSE HOLDING, INC,, is now, and was at the time of the filing of this
Comptaint and at all intervening times, a corporation duly organized and operating
under the laws of the state of Delaware, with a principal place of business located
al 4645 Morena Boulevard, San Diego, California 92117,

7. Plaintiff is informed and believes that Defendant BLUE AMBROSIA,
INC. is now, and was at the time of the filing of this Complaint and at all
intervening times, a corporation duly organized and operating under the laws of the
state of California, with a principal place of business located at 2881 Pico
Boulevard, Los Angeles, California 90023,

8. The true names and capacities, whether individual, corporate,
associate or otherwise, of Defendants herein designated by fictitious names Does
1-10, inclusive, are unknown to Plaintiff. Plaintiff therefore sues said Defendants
by such fictitious names. When the true na.nes and capacities of said Defendants
have been ascertained, Plaintiff will amend this pleading accordingly.

9. Plaintiff further alleges that Does [-10, inclusive, sued herein by
fictitious names are jointly, severally and concurrently liable and responsible with
the named Defendants upon the causes bf action hereinafter set forth,

10. Plaintiff is informed and believes and thereon alleges that at all times
mentioned herein Defendants CHARLOTTE RUSSE HOLDING, INC., BLUE
AMBROSIA, INC. and Does [-10, inclvive, and each of them (collectively,
“Defendants™), were the agents, servants and employees of every other Defendant
and the acts of each Defendant, as alleged herein, were performed within the
course and scope of that agency, service or employment.

iy

-3
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INJURY TO PLAINTIFFS
Pl SIWY DENIM owns eleven {1 1) trademarks in the S| Wi DENIM

logo and designs (hereinafier “the Mark™) internationally and in the United States.
(See Exhibit A), |

12, Plaintiff owns registered United States trademarks for the “SIWY™
stylized logo, the “SIWY™ typed narne, and the related “pocket design mark”,
(collectively “the Stylized Design), all of which appear on each and every denim
product manufactured and distributed by SIWY DENIM. The logo and
corresponding artwork are regisiered under U.S. Reg, No. 3,267,811, registered
Tuly 24, 2007; U.S. Reg. No. 3,267, 810, registered July 24, 2007; and U.S. Reg.
No. 3,170, 714, registered November 14, 2006, |

13. Plaintiff designs, develops, manufactures, markets, distributes and
selis denim jeans and other apparel, including skirts and shorts, for women in the
United States, Canada, United Kingdom, Belgium, Switzerland, Austria, China,
Japan, South Korea, Taiwan, and Australia. Plaintiff has been designing,
manufacturing, distributing and selling its apparel under the Mark since the Spring
of 2005. Siwy Denim apparel and their packaging prominently bear the SIWY
DENIM Stylized Design. SIWY DENIM'S Stylized Design has been continually
used in commerce since its spring 2005 launch.

14.  Since Spring of 2005, Plaintiff has continuously and extensively
promoted, advertised, displayed, offered for sale and sold its jeans prominently
bearing the Mark and Stylized Design.

15, Due to Plaintiff's extensive use of the Mark, as well ag through
substantial financial investment and effort, Plaintiff has built up significant
goodwili and a reputation for the highest quality clothing products as a leader in
the high-end denim market, contributing significantly to the wide interest in

designer denim. Plaintiff’s Mark and Stylized Design have become well-known in

-4
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the industry. as evidenced by numerous irticles and other media attention
recognizing the Mark and Stylized Design as the indicator of source of SIWY
DENIM apparel, including features in magazines such as /n Touch, Cosmopolitan,
Harper's Bazaar, Lucky, Elle, Glamour, Marie Claire, Vogue, Teen Vogue,
People. US and In Style, In the United Stat.s, the collection retails at Neiman
Marcus, Saks Fifth Avenue, Fred Segal, Ron Herman, Forty Five Ten. Hollywood
Trading Company, and Intermix 1o name a few. as well as several online retailers
specializing in celebrity style and the newest trends. '
6. Rerailers, catalogs, and online retailers typically display SIWY
DENIM apparel with the Stylized Design on the rear pockets promiinently visible

‘to the customer.

7. The SIWY DENIM Stylized Design constitutes an enforceable
trademark that uniquely identifies garments bearing that mark as emanating from
or sponsored or licensed by SIWY DENIM. As a result of the widespread use and
display of the Stylized Design as a trademar.k identifying SIWY DENIM products,
1) the public and the trade have come to rec sgnize SIWY DENIM apparel bearing
the Stylized Design as emanating from SIWY DENIM, 2) the public and the trade
recognize that the SIWY DENIM apparel bearing the Stylized design constitute
high quality garments emanating from a single source, and 3) the Stylized Design
trademark has established a strong secondary meaning and extensive goodwill.

18. Upon information and belief. in or around 2006, the exact date being
unknown to SIWY DENIM but well known to Defendant, Defendant BLUE
AMBROSIA, without permission, atthorization or license from SIWY DENIM,
manufactured and offered for sale an unknown number of the infringing denim
jeans.

19. Upon information and belief, in or around 2006, the exact date being

unknown to Plaintiff, Defendants started producing, advertising, and selling the

.5-

PLAINTIFF’S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF
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Ll denim jeans (“Infringing Jeans™ prominently featuring a graphical design on the

2| rear pockets that is the same as or substantially and confusingly similar to the
Stylized Design mark. .

4 20.  Upon information and belief, on or about the fall of 2006, Defendant
> | BLUE AMBROSIA sold to and delivered to Defendant CHARLOTTE RUSSE

61 HOLDING, INC.’s dis.tribution centor in Ontario, California more than 10,000

7| pairs of the Infringing Jeans.

8 21. Upon information and belief, Defendant CHARLOTTE RUSSE

91 HOLDING., INC. offered for sale and actually sold over 10,000 pairs of the

0] Infringing Jeans in its retail stores across the couniry. A true and correct copy of a
I photograph taken of a pair of the Infringing Jean from one of Defendant’s retajl

2} stores is attached hereto as Exhibit B,

13 22.  Defendants’ production, distribution, marketing and sale of the

14 Infringing Jeans is likely to, and has in fact caused, confusion, mistake or

151 deception as to the source or ori gin of the Infringing Jeans, in that the trade and the
181 public at large are likely 1o believe that the Infringing Jeans featuring plaintiff's

"7 Stylized Design emanate from or are authorized, sponsored or approved by

'8 1 Plaintiff, or are otherwise affiliated or cunnected with and are of the same high

191 quality and desirability as SIWI DENIM’s products.

20 , 23, On December 19, 2006, STWY DENIM sent a cease and desist letter
211 to Defendant CHARLOTTE RUSSE HOLDING, INC. demanding that Defendant
‘)‘1

“o1 identify all sales and distribution of al} clothiing using its confusingly similar
design, including via the Internet. A true and correct copy of this letter is attached
2 hereto, as Exhibit C.

23 24.  On January 8, 2007, counsel for Defendant CHARLOTTE RUSSE
26 HOLDING, INC,, responded with a letter stating that it needed more information
271 from SIWY DENIM to determine who its vendor was so that it could contact the
7R :

s

PLAINTIFF’S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF
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vendor of the infringing product anc demnd that the vendor assume its contractual
and legal obligations. A true and correct copy of this letter is attached hereto, as
Exhibit D,

25, On May 17, 2007, SIWY DENIM sent a demand letter to both
Defendants demanding that they provide th:- sales prices the Infringing Jeans sold
to CHARLOTTE RUSSE HOLDING, INC. by BLUE AMBROSIA, provide the
name and contact information of BLUE AMBROSIA’s vendor that provided it
with the infringing design or made the Infringing Jean for BLUE AMBROSIA.
STWY DENIM additionally requested sales information relating to the retail sale of
such jeans by Charlotte Russe. A true and correct copy of this letter is attached
hereto, as Exhibit E.

26.  To date, Defendants ha-e not fully provided STWY DENIM with firm
responses to SIWY DENIM'S lawful demands,

27.  Upon information and belief, Defendants’ use of SIWY DENIM’S
Stylized Design through the creation and/or sale of inferior quality clothing bearing
the Stylized Design was willful, having been adopted with knowledge of SIWY
DENIM’S prior rights in and to the Mark, with the intent to trade on and benefit
from the goodwill established by Plaintiff in its Mark.

FIRST CAUSE OF ACTION
(Infringement of Federally Registered Mark Against Defendants
CHARLOTTE RUSSE HOLDING, INC., BLUE AMBROSIA, INC., and
Does 1-10, Inclusive)
(15 US.C § 1114/Lanham Act §43(a))
28.  SIWI DENIM repeats and re-alleges every allegation set forth in

Paragraphs 1-29 above.
29.  When Defendants’ began infringing SIWY DENIM’s Stylized Design

mark, Defendants had actual knowledge that Plaintiff is the registered trademark

e

PLAINTIFF'S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF
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holder of the Stylized Design. Further, Plaintiff’s registrations on the Principal
Register give constructive notice of Plaintiff"s ownership rights. Therefore,
Defendants® actions were willful and make this case exceptional under 15 U.S.C.
§1117(2).

30.  Defendants produced, distributed, marketed and sold the Infringing
Jeané in interstate commerce in such a manner as to create a likelihood of
confusion, mistake, or deception among actual and prospective consimers and said
acts have damaged, impaired, and diluted the goodwill associated with SIWY
DENIM’s protected Stylized Design mark, to STWY DENIM’s immediate and
irreparable damage.

31. Defendants’ unauthorized j1oduction, distribution, marketing and sale
of the Infringing Jeans in the manner alleged constitutes trademark infringement
within the meaning of 15 U.S.C. § 1114(1) (a).

32.  Defendant has maliciously, willfully, and deliberately engaged in the
aforesaid acts with intent to injure Plaintiff und to deceive the public.

33.  Defendant(s)’ acts of infringement have caused Plaintiff irreparable
injury and loss of reputation. Unless enjoined by this Court, Defendant could
continue these acts of infringement to Plaintiff’s immediate and irreparable
damage.

SECOND CAUSE OF ACTION
(Trademark Dilution Against Defendants CHARLOTTE RUSSE HOLDING,
INC., BLUE AMBROS; A, TNC., and Does 1-10, Inclusive)
[15U.S.C. § 1125(¢c)
34, SIWY DENIM repeats and re-alleges the allegations in Paragraphs 1-

33.
35.  Based on the inherent distinctiveness of the SIWY DENIM Stylized
Design mark in connection with the SIWY DENIM high-end brand of denim

-8-

PLAINTIFF’S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF
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apparel, SIWY DENIM’s Styvlized Desiun mark has become famadus pursuant to 15
U.S.C. §1125(c).

36.  Defendants have made commercial use of the Infringing Jeans with
the willful intent to trade on Plaintiff’s reputation or to cause dilution of the
famous SIWY DENIM Stylized Design mark.

37.  Defendants’ unauthorized use of the aforesaid names and marks began
long after the SIWY DENIM Stylized Design mark became well known and
famous.

38.  Defendants’ use of the Infringing Jeans causes dilution of the
distinctive quality of STWY DENIM’s Stylized Design mark.

39, Defendants’ use of the Infringing Jeans lessens the capacity of STWY
DENIM?’s Stylized Design mark to identity and distinguish its goods from those
goods of inferior quality.

40.  Defendants’ actions complained of herein constitute trademark
dilution within the meaning of 15 U.S.C. § 1125(c).

4. Defendants’ conduct has caused SIWY DENIM irreparable injury,
loss of reputation and pecuniary damages, Defendant has no adequate remedy at
law and, uniess enjoined by this court, Defendant could continue to dilute SIWY
DENIM’s Stylized Design mark to the immediate and irreparable damage of SIWY
DENIM.

THIRD CAUSE OF ACTION
(Federal Unfair Competition and False Designation of Origin Against
Defendants CHARLOTTE RUSSE HOLDING, INC., BLUE AMBROSIA,
INC,, and Does 1-10, Inclusive)
- [15US.C. § 1125(a)}

42.  Plaintiff repeats and re-alleges every allegation set forth in Paragraphs

1-41.

-9
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43. Defendants’ use of the Infringing Jeans constitutes unfair competition
and a false designation of origin that is likelv to cause confusion. mistake or
deception of consumers as to the source of origin or sponsorship of Defendants and
Defendants’ Infringing Jeans, in violation of§43(a) of the Lanham Act.
Consumers are subject to confusion and are likely to purchase Defendants’
Infringing Jeans falsely believing that Defendants and Defendants’ Infringing
Jeans are affiliated, connected, or associaled with SIWY DENIM, or falsely
believing that Defendants and Defendants’ In fringing Jeans originate from, OF are
sponsored or approved by SIWY DENIM, when they are in fact not.

44.  SIWY DENIM had no control over the nature and quality of
Defendants” products. The failure, neglect and/or default by Defendants in
providing high quality products has adversely reflected on SIWY DENIM as the
believed source of origin of the jeans. ‘

45.  As aresult of Defendanis’ actions. the goodwill in SIWY DENIM
marks has been irreparably harmed, and STWY DENIM has suffered pecuniary
injuries and loss of reputation as a result. SIWY DENIM has no adequate rernedy
at law and, unless enjoined by this court, Defendant could continue to commit the
aforesaid acts of infringement and ditution of STWY DENIM’s Stylized Design
mark to the immediate and irreparable damage of SIWY DENIM,

46.  Defendants’ false representation and designation was committed with
full knowiedge of SIWY DENIM’s rights, entitling STWY DENIM to an award of
Defendants’ profits, up to three times STWY DENIM’s actual damages, and SIWY
DENIM’s attomeys’ fees and costs in bringing and maintaining this action,
pursuant to 15 U.S.C. §1117(a).

Iy
It
1]

-10-
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FOURTH {CAUSY. OF ACTION

{State Common Law Trademark Infringement Against Defendants
CHARLOTTE RUSSE HOLDING, INC., BLUE AMBROSIA, INC.,
and Does 1-10, Inclusive)

47.  Plaintiff repeats and re-alleges each and every allegation set forth in
paragraphs 1-46,

48.  This claim arises under the common law of California. This Court has
jurisdiction over the subject matter of this claim pursuant to the provisions'of 28

U.S.C. § 1338(b), this being a claim of unfair competition joined with a substantial

. and related claim under the Trademark Laws of the United States, and under 28

US.C. § 1367

49.  SIWY DENIM is the owner of all right, title, and interest in and to
SIWY DENIM's Stylized Design mark and the common law rights in and 1o same,
as set forth in detajl in the preceding paragraphs of this Complaint.

50. D.efendants' Infringing Jeans incorporate matter constituting replicas
and imitations of SIWY DENIM’S Stylized Design Mark. Such unauthorized use
by Defendants constitutes trademark infringement and unfair competition, and is
likely to cause confusion and mistake in the minds of the trade and the purchasing
public as to the source of Defendants' stationary exercise bicycles and to cause
purchasers to believe such products are STWY DENIM’s authentic products when,
in fact, they are not.

51, Defendants have intentionally appropriated STWY DENIM'S Stylized
Design mark with the intent of causing confusion, mistake, and deception as to the
source of their goods and with the intent to palm off their goods as thase of the
SIWY DENIM and to place others in the position to palm off their goods as those
of SIWY DENIM, and, as such, Defendants have committed trademark

PLAINTIFF’S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF

|
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infringement and unfair competition undcr the common law of the state of
California. |

52. By infringing STWY DENIM’s trademark rights, Defendants have and
are improperly trading upon SIWY DENIM’s enviable reputation and poodwill
and are impairing SIWY DENIM’s valuable rights in and to its Stylized Design
mark.

53.  The activities of Defendants complained of herein constitute willful
and intentional acts of infringement of SIWY DENIM’s trademark rights and
unfair competition.

54.  SIWY DENIM has no adequate remedy at law. The conduct of
Defendants has caused, and if not enjoined will continue to cause, irreparable
damage to SIWY DENIM’s rights in its Stylized Design mark and to SIWY
DENIM’s business, reputation, and goodwill.

FIFTH CAUSE OF ACTION
(Unlawful, Unfair, Fraudulent Business Practices Against Defendants
CHARLOTTE RUSSE HOLDING, INC.,, BLUE AMBROSIA, INC.,
and Does 1-10, Inclusive)
[California Business & Professions Code § 17200 ef seq.]

55.  Plaintiff repeats and re-alleges each and every allegation set forth in
paragraphs {-54,

56.  Defendants have committed all of the aforesaid acts of infringement
deliberately, willfully, maliciously and oppressively, without regard to SIWY
DENIM’s legal, contractual, and exclusive proprietary rights.

57.  Defendants’ acts and practices as detailed above constitute acts of un
unlawful, unfair or fraudulent business acts and practices within the meaning of
California Business & Professions Code §17200.

-12-
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58, By such actions in infringing STWY DENIM’s Stylized Design mark.
Defendants are improperly trading vpon the enviable reputations and goodwill of
SIWY DENIM and are impairing SIWY DENIM’s valuable rights in and to the
trademark, Defendants have éngaged in transactions that are in violation of
numerous provisions of California law. Strict liability may be applied even if
Defendants’ acts have violated only one of the three provisions set forth above.

59. SIWY DENIM has no adequate remedy at law. Therefore, pursuant
to California Business & Professions Code §17203, SIWY DENIM seeks an order
from this Court prohibiting Defendants from engaging or continuing to engage in
the unlawful, unfair, or fraudulent business acts or practices set forth in this
Complaint and/or ordering that Defendants perform their obligations under the law
and cancel any illegal obligations.

_ 60.  SIWY DENIM additionally requests an order from this Court
requiring that Defendants disgorge profits and return or pay to SIWY DENIM all
of Defendants’ ill-gotien gains obtained from the illegal iransactions, and/or pay
restitution, including the amount of monies that should have been paid if
Defendants complied with their legal obligations, or, as equity requires.

61.  SIWY DENIM further requests a court order an asset freeze or
constructive trust be imposed over all monies in Defendants’ possession which
rightfully belong to SIWY DENIM.

SIXTH CAUSE OF ACTION
(Unjust Enrichment Against Defendants CHARLOTTE RUSSE HOLDING,
INC., BLUE AMBROSIA, INC., and Does 1-10, Inclusive)
62.  SIWY DENIM repeats and re-alleges each and every allegation set

forth in paragraphs 1-61.
63. By virtue of the egregious and illegal acts of Defendants as described

above, Defendants have been unjustly erriched in an amount to proven at trial,

13-
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64.  Defendants’ retention of monies gained through its deceptive business
practices, infringements, acts of counterfiit and otherwise would serve 1o unjustly
enrich Defendants and would be contrary to the interests of justice.

SEVENTH CAUSE OF ACTION
(Dectaratory Relief Against Defendants CHARLOTTE RUSSE HOLDING,
INC,, BLUE AMBROSIA, INC., and Does 1-10, Inclusive) 7
65.  SIWY DENIM repeats and re-alleges each and every allegation set

forth in paragraphs 1-64.

66.  Actual controversies have arisen and now exist between SIWY
DENIM, on one hand, and Defendants, on the other, regarding SIWY DENIM’S
proprietary rights in the Stylized Design mark.

67.  SIWY DENIM is the exclusive owner of the registered trademark in
the Stylized Design, and has the exclusive rights and licenses to deal in commerce
for its products under the Stylized Design mark.

68.  Defendants’ production, distribution, marketing and sale of the
Infringing Jeans bearing SIWY DENIM’s Stylized Design mark unfairly competes
with Plaintiffs and has caused and will continue to cause, or, is likely to cause
confusion, mistake, or to deceive, mislead, betray, and defraud consumers.

69.  SIWY DENIM desires a judicial determination that it is the sole
owner of the Stylized Design mark, and that Defendants have no right to produce,
distribute, market or offer for sale the Infringing Jeans bearing a confusingly
similar likeness to the Stylized Design mark.

70. A judicial declarétion Is necessary and appropriate at this time under
all the circumstances so SIWY DENIM may determiné and establish its rights in
the Stylized Design mark,

Iy
11/

-14-

PLAINTIFF’S COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF




Case 2:08-cv-05545-SJO-AGR  Document 1 Filed 08/22/2008 Page 15 of 39

I

71. A judicial declaration is also necessary and appropriate at this time

under all the circumstances because SIWY DENIM could continue to be damaged

by Defendants’ infringing conduct.

WHEREFORE, Plaintiff SIWY DENTM OF AMERICA., LLC prays for

judgment against Defendants, as follows:

A. For damages in an amount to be proven at trial for trademark

| infringement under 15 U.S.C. § 1114/Lanham Act §43(a);

B. For damages in an amount to be proven at trial for false designation of
origin under 15 U.S.C. §1125(a):

C. For damages in an amount to be proven at trial for trademark dilution
under 15 U.S5.C. §1125(c);

D. For damages to be proven at trial for common law unfair competition,

E. For damages in an amount to be proven at trial for unfair, fraudulent and
tlegal business practices under Business and Professions Code §17200;

F. For disgorgement of Defendants’ profits under 15 U.S.C. §'1 117(a);

G. For an injunction by this Court, as requested throughout the Complaint,
prohibiting Defendants from engaging or continuing to engage in the
unlawful, unfair, or fraudulent business acts or practices described
herein;

H. For an order from the Court requiring that Defendans provide complete
accountings and for equitable relief, including that Defendants disgorge
and return or pay their ill-gotten gains obtained from the illegal
transactions entered into and or pay restitution, including the amount of
monies that should have been paid if Defendants’ complied with their

legal obligations, or as equity requires;

L.
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I Foran order from the Court that an asset freeze or constructive trust be
tmposed over all monies and profits in Defendants” possession which
rightfully belong to STWY DENIM;

J. For desiruction of the infringing articles in Defendants’ possession under
1I5USC §1118;

K. For treble damages suffered by SIWY DENIM as a result of the willful
and intentional infringements and acts of counterfeiting engaged in by
Defendants, under 15 U.S.C. §1117(b):

L. For damages in an amount to be proven at trial for unjust enrichment.

M. For SIWY DENIM’s reasonable attorney’s fees;

N. For all costs of suit; and

Q. For such other and further relief as the Court may deern just and
equitable.

DEMAND FOR JURY TRIAL
Plaintiff SIWY DENIM OF AMERICA, LLC respectfully demands a trial

by jury in this action.

DATED: August 22, 2008 GAREER | PHAM, LLP

By | s

Christopher Q. Pham, Esq.

Surnithra Rao, Esq.

Attorneys for Plaintiff

SIWY DENIM OF AMERICA, LLC

<16
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TRADEMARKS FOR CLIENT/DIVISION

Siwy Denim of America LLG

MurkNure ApplicationNumber RegisirationNunsber PublicationDate
CwnntryName ApplicationDate RegistrationDare ExpirationDate
SIWYT (aiyllzod) 1337183 4/9/2008
Canads 2712007

HornepName  Tertonce H. Link it DocketNumber 113545 0028 REG  NAT Flled

CurresetlhvnerN Shy Denim of America LLC

CEpemtName Aird & Barlis LLP

ClassNumber ClassType
625

Goods
Denims, hats, jackete; jeans; pajamas; pants; shirls; skita;
mswealors; lahirs

HEARY POCKEY DESIGN 1337177 714878 2642008
Canada 242712007 " 62312008 57232023
AutorncyNwne  Tamanca H. Link || DocketNamber 113549.0029 REG  NAT Registured
ChirrentCwnerN  Shvy Denim of America LLC :
gentName Airtt & Botlis LLP LlassNumber ClassType  Goods
025 Denims; hats: jackets; jaans; pajamas; pants; shins: skists;
swaalers, -shirts
SEANY {typad) 1337178 421652008
Canada 22712007
iftorneyName  Terrenca M Link )l DocketNumber 113548 0027 REG  NAY Filed
Currentfwonerty Sty Demm of Amerdca LLC
* AgentNanre Aid & Berkis LLP ClassNumber ClassType  Goody
025 Denims; hals; jechels; jeans; pajampa; pants; shirts, awirts;
swealers; t-shits
Fradamarks by Clieny'Division Fage T of 8 MDC IPMaster
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TRADEMARKS FOR CLIENT/DIVISION

Siwy Denim of Amaerica LLC

AarkName ApplicationNumber RegistrationNumber PublicationDate
CourniepNunze ApplicatlonDire RegistrationDaie ExpirnfionDate
TULIF POCKET DEVICE 5148502
Chma F R 2852008
ditosseydonre  Torrence H Link §t DocketNumber VI3B49.0007 REG  NAT Filad
CurreniOwnerV Sy Danim of Amaiica LLC
AgeneName ClassNumber ClassType  Goods
028
SIWY istyllzeu) 5140503
Civna F R . 22008
biturHeyName  Tersnce H Lisk I DocketNnber 113843.00M12.C0N REG  NAT Filag

CurremeOwatery  Stwy Deann of Amarica LEC . :
ClassNMumber ClassType  Goods

gertMNunse
025 Denims; hals; jackels, jaans, pajarnas; pants; shirks; skitts:
swBatars; 1-ahirls
SIWVY {yped) 5149504
China 7 R 2/6F20056
AitornzyNume  Tessnce H Lk It DocketNumber 113848 0043 REG  NAT Fitad

CurrentQGunersy  Stwy Danim of Ameden LEC
ClassNambar ClassType  Goods

Agentidome

028 Dwnrns, hals, jackets; legns; pajamas; pants; shirs; skins:
Sweatsrs, -shais

Frademurhs by Client/Division Page 207 8 MDC IPMoster
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Wednexdup, fuly 23, 2008

TRADEMARKS FOR CLIENT/DIVISION

Siwy Denim of America LLC

AurhName ApplicatlonNumber RegistrationNumber PublicationDte
Cuiennry NVae ApplicationDate RegivrationDate ExplrationDate
POCKET DESIGN 004 B40 922 004 84D 922 FNTRO0E
Gurtiirnty Tsademark 111772006 12182006 1172016
AttormepNane  Terenca H. Link I DocketNumber 1136450008 REG € Registared

CrerrentOwnerN Sty Denim of America LLC
ClassNuinder ClassType

025

AypeniNanee

3NY

Cuonnuuiity Trademari

AfturneyName Tenance H Link it
Currenrtwnerdy  Shvy Danin of Armerica 1L

DocketNumber

ClassNumber ClassType
025

AgeriName Lucas & Go.

Govds

clothing. nemely women's, men's, juniors and chikiren's denim,
shodts, skirts, jeans, pants, les shirts, blousas, swealars, shins,
cardigans, pajamas, overzlls, capr] pants, sweatsnins, skons,
hets, oaps, gloves, scerves, shoss coals, jackels, pullovars,
rormpars, bodysuils, undergarments

004 841 251
171772006
113649,6005 REG Cc Fited

TI2472008

Goods

clothing, namely woman's, men's, jurilors and childean’s denim,
shory, skirts, jesns, panis, lea shirs, blouses, swealers, shirls,
cardigans, pajamas, ovarolls, capn panls. swantshists, skorts,
hets, caps, gloves, scarves. shoas coats, jackels, puflovita,
rompars, bodysuids, undsrgarmants

BIAY (typad) 2006-015842 4881713
Jzpan 22372008 02572006 252018
AsfarnayName Tatienca M. Linx )f DocketNumber 1136430013 REG NAT Regislarad
CurrentCwnar®  Stwy Denlm of Amerca LLC
SycriName ClussNumber ClassType  Goods

025 Denirns; hats, Jackets; jaans. pajamas; pants; shifts; skirts;

swmaters, -shirts

dradermarks by Client/Divivion Page 3 of 8 MODC 1PMuster
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Wednexdny, July 23, 2008

TRADEMARKS FOR CLIENT/DIVISION

Siwy Danim of America LLC

ApplicationNumber ReglsirationNumber

=ENY {stylizad)

MarkNamne PublicarionDate
ConntryNume ApplicationDate RegistrationDute ExpirationDate
SIWY (siytized) 2006-D15841 4881712

Japan 2232045 872512008 BI25720116
dnterneyNume  Temance H Link ) DocketNumber 113648.0014 REG  NAT Raglstarsd

CarrentOwnerN Sty Danim of Amarica LLC

perifNume

VMEART POCRET DESIGH
Japan
ArtorneyNuwne  Tesienca H Link )i
CCrrseneiwnerN' Swy Donim of Amerlea LLG

dgentName RYUKA with Free Vision

ClassMumber ClassType

025

DocketMimber

ClassNumber ClassType

025

Goods
Denims, hats; Jackets; jeans; pajarmas; panis; shirts; skirs,
sweaten; t-ahins

2006-016027 4970212
27112006 B11/2006 BM32016
113546.0015 REG  NAT Registared
Goods

Clothing, namaly, denim Jaans, shoits, sKists, 1as shids, blouses,
swazters, shirls, cardigans. pajamas, overalis, capr pants,
swoatshlrts, hats, vaps, gloves, scarves, shoua, coata, lackets,
pullovers, rompars, bodysuits, undergaments. culotie akit, skint
for lennis, clothes for sports, baots for sports.

40-2008-58482 Trr2008
Lol rudna 1232006
AdiurieyNume  Terence H. Link i DocketiVu, 113649.0022 REG  HAT Filad
¥ mber
CurrentOwner ¥ Sity Denim of America LLG
~lgeniName Kim & Ghang ClassNumber ClassType  Goods
025
{oendennirhy by CllenwDivision Page 4 of 8 MDLC fPMoster
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TRADEMARKS FOR CLIENT/DIVISTON

Siwy Dentim of America L1 C

Alurf Nowe ApplicationNwmnber RegistrationNumber PublicarionDare
CountryNome ApplicationDate RegisirationDare ExpirationDare
HEART POCKET DESIGN 40-2007-11834 T45173
Soulh Kolea 112372006 413042008 413002018
AtforncyNanie  Terones H. Link 1t DocketNumber  113649.0023 REG  NAT Reglstersd
CurrentOwaerN Sy Danim of America LLC
Agentame Kim & Chang ClassNumber ClassType  Goods
025
SHNY (alybcud) 0956258 12416892
1 alwan 2102006 121872008 12116/2016
AuvrnepName  Tormnce H Link It DocketNumber 113645.0017 REG  NAT Registared
Currentwucriy Sy Danim of America LLC
Agenrvine TIPLO ClassNumber CiassType  Goods
25 Denims; hals, Jackels, Jeans; pajamas; penls, shirls; skits:
swaztars; 1-shids
HEART POCKET DESHGNM 095006262 1243534
Tanwan 210/2008 12118/2006 12/16/2015
AttorneyNume  Tesronco H Link fi DocketNumber 113648 0018 REG MAT Rapisiamnd

CurretOnnery Siwy Damm of Amasca LLG

SgcniNumme TIPLO ClassNember ClassType  Goods

o5 Clothing, namaly, denim jeans, shonts, skirts, tee shiris, blouses,
swasalers, shirs, cardigans, pajamas, overalls, capr pants,
swealshins, hais, caps, ploves for ciathing gnd against cold,
scarves, shoes, coete, jackals, pullovers, rempers, bodysults,
undgigarmants

Frademiariy by Clent/Diviston Page 5of 8 MDC [F¥Master
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TRADEMARKS FOR CLIENT/DIVISION

Siwy Denim of America LLC

durdk Nizrre ApplicationNumber RegistrationNumber PublicationDate
CoivrtryNene ApplicationDare RegistrationDare ExpirationDate
SIWY {typed) . 085004257 1241893

Tewsn 2102008 1211612006 1211512018
titoraeyNume  Vereace H Link ) BockeiNamber 113684000156 REG  NAT Reglsterad

Current(hvnery  Siwy Denim of Amarica LLC

AgensNume TIPLO ClassNumber ClassType

026

POCKRET DESIGH MARK (current)

Lhuto Staies

sMinrneyiName  Terence H. Link 1)
CrrrentOnneriy Sty Derm of Amaitca LLC

DocketNumber

ClassNumber ClassType
025

AgemNunie

POCKET DESIGN MARK {proposed)
Lhied Slates

AlterucyNime  Tenanca H Link It DocketNumber
CurrcnrCrenzr N Sy Denim of America LLG

ClassNumber ClassType

025

Apanetiame

Goods

Panims; hals; Jackols; jeans; pajornas, pants; shifts; skirts;
swealars; -hirts

T8/804,7 14 3,170,714 /292006
41852005 11142008 1111472018

113649,0003 REG  NAT Regusterad
Goods

Ciothing, namaty, women's, men's, juntors and chiidesn’s denim,
shorts, skitts, Jagna, panis, tae shine, blouses, swaatacs, shirts,
cardigans, pdlames, overalls, capd pants, swaatahifs, skorts,
hals, cwps, gloves, scarves, shoes, coats, Jachets, pullovers,
rompsrs, bodysuits, undaigarments.

Ta/80T,927
471372005

113645.0002 z NAT Inactive

Goody

Clothing, namely, women's, men's, jurdors 8nd chikiren's danim,
shonts, skists, |[eans, pants, tee shitts, blougas, swweatars, shlita,
cardigans, pajamas, overalls, capn pants, swesishins, akons,
nals, caps, giaves, scarves, shoes, coals, jackels, pultovers,
tompers, bodysulis, undergaldments.

Treandentacky by Client/Division

Page 6 of 8
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TRADEMARKS FOR CLIENT/DIVISION

Siwy Denim of America LLC

Case 2:.08-cv-05545-8J0-AGR  Document 1

Mt hName ApplicationNumber RegistrationNumber PublicationDate
CyuntryNume ApplicationDate _RegistrationDare ExpirationDate
S SIWY & fesign 78/475,213

Baited States - Y2004

AttwcreeyName  Tarrence H, Link f DocketNumber — 1136549.0004 REG  NAT Inacive

CurcentthenerN  Siwy Denim of Apariea LILC

AgemName

ClassNwmnber ClassType  Goods

025 clothing, namaly women's, men's, junlors and children's denlm,
shons, skinls, jaans, pants, 1ea shifts, blouses, swealers, shifs,
cartigans, pajsmas, cueralls, capri pants, sweaishirtts, skoits,
hats, caps, gloves, scarves, shoos coats, jackats, putlovers,
fompers, bodyauits, undergarments

SiWY yslytizad)

Uited States

AltornepNume  Terrence H Link It
CurremiOmwnerly  Siwy Denlm of Amarica LLC

AgentNurne

SINY |typad)

Lnited Starea

..:ht.:__.n..véz_.z». Tarrencs H Link 4
CusteniCweery  Stwy Dantm of America LLC

AgentName

78/797,768 3,287,811 5/8/2007
112442005 TI242007 712472017
DacketNumber 1136390011 REG NAT Roglsiered

ClessMNumber ClassType  Goods

c25 Donime, hats, jackols; jeans; pajamas; pants; shifs; skins;
swaalers, t-shirfts

T8/797.716 3,267.610 51812007
ir2ar2008 ) TRA2007 TR2412017
DocketWumber 1136490012 REG MAT Rafistersd

ClassNumber ClassType  Goeds

025 Denirns; hals, jackels; jeans; pajamas; pants: sams; skirts;
swenlers, -shirts .

{eaitenarhs by Cllent/Division
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TRADEMARKS FOR CLIENT/DIVISION

Siwy Denim of America LLC

Wednesdap, July 23, 2008

MarkName ApplicationNumber  RegistrationNumber PublicationDate
CountrpNune ___ ApplicationDate RepistrationDate FxpirationDate
Criteris {{ChantName] i ('Siwy Denit of Amarica LLCT) o
Credder by Clicnt then GountryName
Record Couns 2

Tradennrks by Clieny/Division Pagedof8 MDC IPMaster
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~Ifik, Terny

From.  Lml, Tarry

Sent: Thursday January 11, 2007 3:50 PM
To: ‘kapor@buchalter som'

Subject: Charlotte Russe/Siwy Denim TM matier

Dear Mr. Kapor

| am n receipt of your letter dated January 8. 2007. Pet your request please find attached a photo of the back pocket of a pair
of Charlotte Russe jeans. Smwy Denirn has seen these particular jears offered for sale in Charlotte Russe stores in New York

and Ohio and believes that they are being sold throughout the U.5. As stated in my previous ltetter the design mark on these

leans infringes Siwy Denim's trademark rights. Please provide your response by Wednesday, Januery 17th. Thank you,

Regards,

Terry Link

Terrence H. Link I

Attorney AL Law

ROETZEL & ANDRESS, L.P.A.

222 South Main Street

Akron, Ohio 44308

main telephone: (330) 376-2700
direct dial telephone: (330) 849-6755
facsimite: {330) 376-4577

Pebby Kaiudy, Assistant: (330) 376-2700 (x5523)
WWw . ralaw.cam

Akron - Cincinnati - Cleveland - Columbus - Toledo - Washington, D.C. - Tallahassee - Fort Myers - Naples - Orlando

Te ensure comoliance with requirements smposed Lpon us by the IRS, we must inform you that any federal U.S, tax advice contained in this tommunication (Including
any attachments) 15 not intended or whitten fo be usad and cannet be used for the puspose of {a) avouding any penalbes under the Internal Aevenue Code or {b)
promaoting, marketing or recommending to ancther party any matter or transaction addressed herein.

Bath Terrence H. Link I1 and Roetzel & Andress intend that this message be used exclusively by the addressee(s). This message may Sontam information that s
pnviteged, confidential and exempt Irom disclosure under applicable law, Unauthorized disdosure or use of this iInfermation is strictly prohibred. you have received
this communication in error, please permanently dispose of the oflginal message and nobfy Terrence H. Link [ immediately at (330) 84%-6755. Thank you.

LvageT
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wecernber 1%, 200

. identify all sales and distribution of all clothing using its confusingly similar
design, including via the Interner,

Please provide your response within fourteen (14) days of this letter. The demands made
i this letter shall not waive or prejudice any rights or remedies that our client may have in
respect to the subject matter of this letter, all of which 1 ghts and remedies are expressly reserved.

Very truly yours,
ROETZEL & ANDRESS

A

Terrence H. Link 1T

Enclosure

THL:dk

rrracen
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December 19, 2004

bec:  Sandra Adamo
Michelle Siwy
Mark C. Terzola. Esq.




Case 2:08-cv-05545-8J0-AGR  Document 1 Filed 08/22/2008 Page 35 of 39

EXHIBIT D




Case 2:08-cv-05545-SJ0-AGR  Document 1 Filed 08/22/2008 Page 36 of 39

T—"» o (\";,\ " ; PR Y T‘ﬁ_n - vl't}ﬂrf Wn.czn.:s;fxan'f-.F-Jar::.‘:U:?h i_’lcu. Lava ANGEL B3, 4 ALIEORNIA Y00 | 7-3457
S s LAt LML AR I | TELFPHONE 2131 891-070 0 FAY (2133 8900400

L Prosessionad Law Corporaton Fiic Number: C25] 50001

Direct Diat Number: (213) 891.5003

Direct Facsimile Number: (213} 630-3663

LeMail Advress: paaporigbuchalier com

A

January 8. 2007
VIA FACSIMILE AND FIRST CLASS MAIL

Terrence H. Link IT
Roetzel & Andress
222 South Main Street
Akron, OH 44308

Re:  Charlotte Russe Holding, Inc.
Dear Mr. Link:

We are counsel for Charlotte Russe Holding, Inc. We are writing in response to vour
letter of Decemnber 19, 2006.

At the outset, it should be noted that it is our client’s policy to respect the intellecrua)
property rights of others. However, as a large retailer selling thousands of different products, we
cannot be placed in the position of determining the merits of intellectual property disputes
between competing resources and suppliers. It is precisely for this reason that our orders for
merchandise, as well as applicable commercial law, require that our resources defend, indemmnify,
and hold owr client harmless for claims of this nature. Afier being placed on notice of this type
of claim, itis our policy to contact the vendor of the jtem and demand that the vender assume its

contractual and legal obligations.

We need more information from you to determine who our vendor was, We cannot make
that determination from your letter. Once you get us the information, we will be able to respond
10 your correspondernice.

Very truly youws,

BUCHALTER, NEMER, FIELDS & YOUNGER
A Professional Corporation

R

. KKAPOR

JHK cb
ce: Zina Rabinovich/Charlotte Russe Holding, Inc.

BN 1000093 |
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A LEGAL PROFESSIONAL ASSOCIATION

VIA FACSIMILE (323) 266-3140

and REGULAR U.S. MAIL

Allen Cho
Blue Ambrosia
2881 E Pico Blvd

Los Angeles, CA 50023

(3233 266-3141

and

VId FACSIMILE (213) 630 — 5663

and REGULAR U.S. MAIL

Jeffrey H. Kapor
Buchalter Nemer

1000 Wilshire Boulevard

Suite 1500

Los Angeles, California 90017-2457

Re:

Gentlemen:

May 17, 2007

Siwy Denim of America, L.LC - Heart Pocket Design

Filed 08/22/2008 Page 38 of 39

222 30UYH Mans STREET
AKRON, OH 44308

130 849 6738 DIKECT
130 376.2700 MAIN
3303764577 Fex
thnk@iralaw com

Pursuant to my recent telephone conversation with Mr. Cho [ further discussed this maner
with Siwy Denim. It maintains its request for the name and contact inforrnation of Blue Ambrosia’s
vendor that provided the design to or made the jeans for Blue Ambrosia. In addition, it also
maintains its request for the sales price of the 8,000 pairs of jeans sold io Charlotte Russe and

delivered to its distribution center in Ontanio, California in the fall of 2006.
sales information relating to the retail sale of such jeans by Charlotie Russe.

Finally, it requests

Please provide this information no later than May 31, 2007. The demands made in this
Jerter shall not waive or prejudice any rights or remedies that Siwy Denim may have in respect 1o
the subject matter of this letler, all of which rights and remedies are expressly reserved.

oo
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May 17, 2007
Page 2
Thank you for your anticipated cooperation.
Very truly yours,

ROETZEL & ANDRESS
A Legal Professional Association

Lo o

Temrence H. Link I1

FICLT L R
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T

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

NOTICE OF ASSIGNMENT TO UNITED STATES MAGISTRATE JUDGE FOR DISCOVERY

This case has been assigned to District Judge S. James Otero and the assigned discovery
Magistrate Judge is Alicia G. Rosenberg.
The case number on all documents filed with the Court should read as follows:
CcvV08~ 5545 SJO (AGRx)
Pursuant to General QOrder 035-07 of the United States District Court for the Central

District of California, the Magistrate Judge has been designated to hear discovery refated
motions,

Al discovery related motions should be noticed on the calendar of the Magistrate Judge

NOTICE TO COUNSEL

A copy of this notice must be served with the summons end complaint on all defendants (if a removal action is
fliled, a copy of this nofice must be served on alf plaintiffs}. -

Subsequent documeants must be filed at tha following locailon;

[X] Western Division [ ] Southern Division [L] Eastem Divislon
312 N. Spring 5t., Rm. G-8 411 West Fourth St., Rm, 1-053 3470 Twelfth St., Rm. 134
Los Angeles, CA 80012 Santa Ana, CA 827014516 Rlverside, CA 92501

Faiture to file at the proper location will result In your documents being retumed to you.

CV-18 (03/08} NOTICE OF ASSIGNMENT TQ UNITED STATES MAGISTRATE JUDGE FOR DISCOVERY
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Mark D. Brutzkus - Bar No. 128102
Todd M. Lander — Bar No. 173031
EZRA BRUTZKUS GUBNER LLP
21650 Oxnard Street, Suite 500
Woodland Hills, CA 91367
Telephone: 818.827.9000
Facsimile:818.827.0099
Email:  mbrutzkus@ebg-law.com
tlander(@ebg-law.com

Attorneys for Defendant
BLUE AMBROSIA, INC.

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

SIWY DENIM OF AMERICA, LLC, Case No. CV08-5545 SJO (AGRx)

Plaintiff. Assigned to Honorable S, James Otero

V. DEFENDANT BLUE AMBROSIA,
INC.’S ANSWER TO COMPLAINT

CBARLOTTE RUSSE HOLDINGS,
INC., a Delaware corporation; BLUE
AMBROSIA, INC,, a California
corporation and DOES 1 - 10,

Defendants.

Defendant Blue Ambrosia, Inc. (“Blue Ambrosia™), answers the allegations
in the Complaint of plaintiff Siwy Denim of America, LLC (“SIWY™) as follows:
JURISDICTIONAL ALLEGATION

1. Answering paragraph number one, Blue Ambrosia lacks sufficient

information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

i/

/71

BLUE AMBROSIA’S ANSWER TQ COMPLAINT
-1
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2. Answering paragraph number two, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

3. Answering paragraph number three, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

THE PARTIES

4, Answering paragraph number four, Blue Ambrosia lacks sufficient

information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

5. Answering paragraph number four, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

6. Answering paragraph number six, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

7. Answéring paragraph number seven, Blue Ambrosia admits the
allegations in this paragraph. |

8. Answering paragraph number eight, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them,

9. Answering paragraph number nine, Blue Ambrosia denies the
allegations in this paragraph.

10.  Answering paragraph number ten, Blue Ambrosia denies the
allegations in this paragraph.

/14
/1
/17

BLUE AMBROSIA'S ANSWER TO COMPLAINT
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INJURY TO PLAINTIFFS

11. Answering paragraph number eleven, Blue Ambrosia lacks sufficient

information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

12. Answering paragraph number twelve, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

13, Answering paragraph number thirteen, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

14. AnsWering paragraph number fourteen, Blue Ambrosia lacks
sufficient information and belief to admit or deny the éliegations in this paragraph,
and on that basis denies them.

15.  Answering paragraph number fifteen, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them. 7

16.  Answering paragraph number sixteen, Blue Ambrosia lacks sufficient
information and belief to admit‘or deny the allegations in this paragraph, and on
that basis denies them.

17.  Answering paragraph number sixteen, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them.

18.  Answering paragraph number eighteen, Blue Ambrosia denies the
allegations in this paragraph.

19.  Answering paragraph number nineteen, Blue Ambrosia denies the
allegations in this paragraph.

20.  Answering paragraph number twenty, Blue Ambrosia denies the
allegations in this paragraph.

BLUE AMBROSIA’S ANSWER TO COMPLAINT
3.
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1 2}, Answering paragraph number twenty-one, Blue Ambrosia lacks

2 || sufficient information and belief to admit or deny the allegations in this paragraph,
3 |land on that basis denies them.

4 22.  Answering paragraph number twenty-two, Blue Ambrosia denies that
5 ||it engaged in any infringing conduct or that it’s action damaged the Plaintiff in any
6 || way, and lacks sufficient information and belief to admit or deny the allegations in
7 || this paragraph, and on that basis denies them.

8 23.  Answering paragraph number twenty-three, Blue Ambrosia lacks

9

sufficient information and belief to admit or deny the allegations in this paragraph,
10 || and on that basis denies them.

11 24.  Answering paragraph number twenty-four, Blue Ambrosia lacks

12 || sufficient information and belief to admit or deny the allegations in this paragraph,
I3 || and on that basis denies them. |
14 25.  Answering paragraph number twenty-five, Blue Ambrosia admits that
15 {}the Plaintiff sent to Blue Ambrosia the letter attached as Exhibit E to the

- 16 {| Complaint, the contents of which speak for itself.

17 26.  Answering paragraph number twenty-six, Blue Ambrosia denies any
I8 || wrongdoing, but lacks sufficient information and belief as to the terms “fully

19 || provided SIWY DENIM with firm responses” and “lawful demands” alleged in

20 ||this paragraph, and on that basis denies the allegations.

21 27.  Answering paragraph number twenty-seven, Blue Ambrosia denies
22 | the allegations in this paragraph.

23 FIRST CAUSE OF ACTION

24 28.  Answering paragraph number twenty-eight, Blue Ambrosia re-asserts

25 || the admissions and denials in paragraphs one through twenty-seven, as though

26 || fully set forth in this paragraph.

27 29.  Answering paragraph number twenty-nine, Blue Ambrosia denies the
28 i|allegations in this paragraph.

BLUE AMBROSIA’S ANSWER TO COMPLAINT
4
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I 30.  Answering paragraph number thirty, Blue' Ambrosia denies the
2 || allegations in this paragraph.
3 31.  Answering paragraph number thirty-one, Blue Ambrosia denies the

4 || allegations in this paragraph.

5 32.  Answering paragraph number thirty-two, Blue Ambrosia denies the
6 |lallegations in this paragraph.
7 33.  Answering paragraph number thirty-three, Blue Ambrosia denies the

8 ||allegations in this paragraph.
' SECOND CAUSE OF ACTION

10 34, Answering paragraph number thirty-four, Blue Ambrosia re-asserts

11" }|the admissions and denials in paragraphs one through thirty-three, as though fully
12 |1 set forth in this paragraph.

I3 35, Answering paragraph number thirty-five, Blue Ambrosia.lacks

14 | sufficient information and belief to admit or deny the allegations in this paragraph,
15 {land on that basis denies them.

16 36.  Answering paragraph number thirty-six, Blue Ambrosia denies the

17 || allegations in this paragraph.

18 37.  Answering paragraph number thirty-seven, Blue Ambrosia denies the
19 |lallegations in this paragraph.

20 38.  Answering paragraph number thirty-eight, Blue Ambrosia denies the
21 |lallegations in this paragraph.

22 39.  Answering paragraph number thirty-nine, Blue Ambrosia denies the
23 || allegations in this paragraph.

24 40.  Answering paragraph number four, Blue Ambrosia denies the

25 [lallegations in this paragraph.

26 41.  Answering paragraph number forty-one, Blue Ambrosia denies the
27 |lallegations in this paragraph.
28 |(/1/

BLUE AMBROSIA’S ANSWER TO COMPLAINT
-5-
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THIRD CAUSE OF ACTION

42.  Answering paragraph number fortjﬂtwo, Blue Ambrosia re-asserts the

admissions and denials in paragraphs one through forty-one, as though fully set
forth in this paragraph,

43.  Answering paragraph number forty-three, Blue Ambrosia denies the
allegations in this paragraph.

44.  Answering paragraph number forty-three, Blue Ambrosia denies any
failure, neglect and/or default as alleged in this paragraph, and similarly denies that
it engaged in any wrongful conduct that adversely affected the Plaintiff in any way.
Blue Ambrosia lacks sufficient information or belief to admit or deny the
remaining allegations in this paragraph, and on that basis denies them.

45.  Answering paragraph number forty-five, Blue Ambrosia denies the
allegations in this paragraph.

46.  Answering paragraph number forty-six, Blue Ambrosia denies the
allegations in this paragraph.

FOURTH CAUSE OF ACTION

47.  Answering paragraph number forty-seven, Blue Ambrosia re-asserts

the admissions and denials in paragraphs one through forty-six, as though fully set
forth in this paragraph.

48.  Answering paragraph number forty-eight, Blue Ambrosia lacks
sufficient information and belief to admit or deny the allegations in this paragraph,
and on that basis denies them,

49.  Answering paragraph number forty-nine, Blue Ambrosia lacks
sufficient information and beliéf to admit or deny the allegations in this paragraph,
and on that basis denies them.

30.  Answering paragraph number fifty, Blue Ambrosia denies the
allegations in this paragraph.
vy

BLUE AMBROSIA’S ANSWER TO COMPLAINT
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51.  Answering paragraph number fifty-one, Blue Ambrosia denies the
allegations in this paragraph.

52.  Answering paragraph number fifty-two, Blue Ambrosia denies the
allegations in this paragraph.

53.  Answering paragraph number fifty-three, Blue Ambrosia denies the
allegations in this paragraph.

54.  Answering paragraph number fifty-four, Blue Ambrosia denies the
allegations in this paragraph,

FIFTH CAUSE OF ACTION

55.  Answering paragraph number fifty-five, Blue Ambrosia re-asserts the

admissions and denials in paragraphs one through fifty-four, as though fully set
forth in this paragraph.

56.  Answering paragraph number fifty-six, Blue Ambrosia denies the
allegations in this paragraph.

57.  Answering paragraph number fifty-seven, Blue Ambrosia denies the
allegations in this paragraph.

58.  Answering paragraph number fifty-eight, Blue Ambrosia denies the
allegations in this paragraph.

59.  Answering paragraph number fifty-nine, Blue Ambrosia denies any
unlawful, unfair or fraudulent business practices causing the Plaintiff any damage
or harm, as alleged in this paragraph. Beyond that, Blue Ambrosia lacks sufficient
information and belief to admit or deny the allegations in this paragraph, and on
that basis denies them. '

60.  Answering paragraph number sixty, Blue Ambrosia denies any
obtaining any ill-gotten gains from illegal transactions, as alleged in this paragraph.
Beyond that, Blue Ambrosia lacks sufficient information and belief to admit or

deny the allegations in this paragraph, and on that basis denies them.
/i
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61.  Answering paragraph number sixty-one, Blue Ambrosia denies
possession of any monies rightfully belonging to the Plaintiff, as alleged in this
paragraph. Beyond that, Blue Ambrosia lacks sufficient information and belief to
admit or deny the allegations in this paragraph, and on that basis denies them.

SIXTH CAUSE OF ACTION

62.  Answering paragraph number sixty-two, Blue Ambrosia re-asserts the

admissions and denials in paragraphs one through sixty-one, as though fully set
forth in this paragraph.
63. Answering paragraph number sixty-three, Blue Ambrosia denies the
allegations in this paragraph.
64.  Answering paragraph number sixty-four, Blue Ambrosia denies the
allegations in this paragraph.
SEVENTH CAUSE OF ACTION

65.  Answering paragraph number sixty-five, Blue Ambrosia re-asserts the

admissions and denials in paragraphs one through sixty~fouf, as though fully set
forth in this paragraph.

66. Answering paragraph number sixty-six, Blue Ambrosia lacks
sufficient information and belief to admit or deny the allegations in this paragraph,
and on that basis denies them.

67.  Answering paragraph number sixty-seven, Blue Ambrosia lacks
sufficient information and belief to admit or deny the allegations in this paragraph,
and on that basis denies them. o

68.  Answering paragraph number sixty-eight, Blue Ambrosia denies the
allegations in this paragraph.

69.  Answering paragraph number sixty-nine, Blue Ambrosia denies any
infringing or wrongful conduct alleged in this paragraph. Beyond that, Blue
Ambrosia lacks sufficient information and belief to admit or deny the aifegations in
this paragraph, and on that basis denies them,

BLUE AMBROSIA'S ANSWER TO COMPLAINT
-8- .
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70.  Answering paragraph number seventy, Blue Ambrosia denies any
infringing or wrongful conduct alleged in the complaint and further denies that the
Plaintiff is entitled to any relief in this matter. Beyond that, Blue Ambrosia lacks
sufficient information and belief to admit or deny the allegations in this paragraph,
and on that basis denies them.

71.  Answering paragraph number seventy, Blue Ambrosia denies any
infringing or wrongful conduct alleged in the complaint and further denies that the
Plamuff is entitled to any relief in this matter. Beyond that, Blue Ambrosia Jacks
sufficient information and belief fo admit or deny the allegations in this paragraph,
and on that basis denies them,

AFFIRMATIVE DEFENSES

As separate and distinct defenses to each and every one of the Plaintiff's

alleged claims for relief:
FIRST AFFIRMATIVE DEFENSE

72.  The Complaint fails to state facts sufficient to constitute any claim for

relief against Blue Ambrosia.
SECOND AFFIRMATIVE DEFENSE
73.  Plaintiff’s trademark registrations are invalid.
THIRD AFFIRMATIVE DEFENSE

74.  The alleged infringing trademark creates no likelihood of confusion

with Plaintiff’s alleged marks,
FOURTH AFFIRMATIVE DEFENSE

75.  The Plaintiff’s alleged logo mark is ornamental in nature, and thus is

not entitled to trademark protection.
FIFTH AFFIRMATIVE DEFENSE

76.  Plaintiff’s claims for relief are barred, in whole or in part, by prior use

and/or registration by a third party.
1/

BLUE AMBROSIA'S ANSWER TO COMPLAINT
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SIXTH AFFIRMATIVE DEFENSE
77.  Blue Ambrosia contends that, due to the fact that Plaintiff”s marks are

merely ornamental or those of a surname, any commercial use of the same terms or
logos by Blue Ambrosia — though it does not admit any use — was done fairly and
in good faith and in connection with the marketing or description of its own
goods/services, and thus constitutes “fair use” in accordance with 15 U.S.C.
Section 1115(b)(4).
SEVENTH AFFIRMATIVE DEFENSE
78.  If Blue Ambrosia infringed any trademark interest allegedly held by

Plaintiff, Blue Ambrosia did so with innocent intent.
EIGHTH AFFIRMATIVE DEFENSE

79.  Plaintiff is barred from obtaining any relief due to its fraud, including -
but not limited to, committing a fraud upon the United States Patent and
Trademark Office.

* NINTH AFFIRMATIVE DEFENSE

80.  Plaintiff is barred from recovery because Plaintiff has committed
misuse of its trademark.

TENTH AFFIRMATIVE DEFENSE
81.  Plaintiff’s conduct with regards to the matters alleged in the

Complaint was such that Plaintiff is barred by the equitable doctrine of unclean
hands from obtaining the relief requested against the Defendant.
ELEVENTH AFFIRMATIVE DEFENSE

82.  Some or all of the damages alleged by Plaintiff, if any, is to be offset
by the damage sustained by Defendant as a result of Plaintiff”s conduct.

TWELFTH AFFIRMATIVE DEFENSE

83.  Plaintiff is not entitled to statutory damages under the law.

/11
/1
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THIRTEENTH AFFIRMATIVE DEFENSE

84.  Blue Ambrosia denies that it is responsible or liable.in any way for the

damages or loss alleged in the Complaint. However, if it is found to be liable or
responsible for any or all of the alleged damages or loss, Blue Ambrosia alleges
that its, if any, is not the sole proximate cause of the damage or loss, that the
damage awarded to Plaintiff, if any, should be appértioned according to California
state law by each parties’ respective fault and legal responsibility of all parties,
persons and entities, and their agents, servants, and employees who contributed to
and/or cause such darnages or loss according to the proof presented at the time of
trial.

FOURTEENTH AFFIRMATIVE DEFENSE

85. At all times, Blue Ambrosia acted in a commercially reasonable and
lawful manner. Each and every act or statement done or made by Blue Ambrosia
was a good faith assertion of its ri ghﬁs and, therefore, was privileged and justified.

FIFTEENTH AFFIRMATIVE DEFENSE
86. Plaintiff failed to protect and/or enforce its alleged rights, and/or

engaged in conduct and activities sufficient to constitute a waiver of any alleged
breach of duty, negligent act, omission, or any other conduct, if any, as set forth in
the Complaint.

SIXTEENTH AFFIRMATIVE DEFENSE

87.  Plamtiff waited an unreasonable period of time before asserting its
claims, if any, against Blue Ambrosia, and it is barred from asserting such claims
under the doctrine of laches.

NINETEENTH AFFIRMATIVE DEFENSE
88.  Plaintiff, though under an affirmative duty to do so, failed and

neglected to mitigate its alleged damages, if any, and cannot recover against Blue

Ambrosia, whether as alleged of otherwise,
/11
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1 TWENTIETH AFFIRMATIVE DEFENSE
2 89.  The damages suffered by Plaintiff, if any, were the direct and

3 ||proximate result of the acts, omission, or negligence of persons or entities other

£

than Blue Ambrosia.
TWENTY-FIRST AFFIRMATIVE DEFENSE

90.  Blue Ambrosia presently has insufficient knowledge or information

~1 O W

on which to form a belief as to whether it may have additional, as yet unstated,
8 ||affirmative defense available. Blue Ambrosia reserves the right to assert additional
9 ||defenses, including but not limited to, res judicata and collateral estoppel, in the

10 ||event that the discovery indicates that they would be appropriate.

11 PRAYOR FOR RELIEF

12 WHEREFORE, on the Plaintiff’s Complaint, Blue Ambrosia prays against
13 | the Plaintiff that:

14 1. The Plaintiff take nothing by way of this action;

15 2. That Blue Ambrosia recover its costs and attorneys’ fees incurred in

16 1| this matter; and
17 3. That Blue Ambrosia be granted such other and further relief as the

18 || Court deems just and proper.
19

20 || Dated: September‘:; 2 2008 E
21

2 “MARK BRUTZKUS
2 TODD LANDER

Attorneys for Defendant
24 BLUE AMBROSIA, INC.

25
26
27
28
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Mark D. Brutzkus - Bar No. 128102
Todd M. Lander — Bar No. 173031
EZRA BRUTZKUS GUBNER LLP
21650 Oxnard Street, Suite 500
Woodland Hills, CA 91367
Telephone: 818.827.9000
Facsimile: 818.827.9099 _
Email:  mbrutzkus@ebg-law.com
tlander@ebg-law.com

Attorneys for Defendant
BLUE AMBROSIA

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

SIWY DENIM OF AMERICA, LLC, Case No. CV08-5545 SJO (AGRx)
Plaintiff. Assigned to Honorable S. James Otero

V. COUNTERCLAIM OF DEFENDANT
BLUE AMBROSIA, INC. AGAINST
PLAINTIFF SIWY DENIM OF
CHARLOTTE RUSSE HOLDINGS, AMERICA, LLC

INC., a Delaware corporation; BLUE
AMBROSIA, INC., a California
corporation and ROES 1 - 10,

Defendants.

Defendant and Counterclaimant Blue Ambrosia, Inc. (“Blue Ambrosia”),
alleges that:

1 Blue Ambrosia is a garment company based in Los Angeles,
California, and is among the named defendants in this action.

2 Plaintiff and Counterdefendant Siwy Denim of America, LLC
(“Siwy” or “Plaintiff”), is an Ohio limited liability compény doing business in the

state of California. Siwy has named Blue Ambrosia as a defendant in this matter,

COUNTERCLAIM
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alleging, among other things, that Blue Ambrosia infringed upon a trademark Siwy
registered. The mark in question is a logo design as to which the United States
Patent and Trademark Office (the “PTO”) issued registration in or around
November 2006. Siwy conténds that Blue Ambrosia is using a confusingly similar
mark in commerce, and thus is infringing upon Siwy’s rights in and to logo design
mark.

The true names and capacities, whether individual, corporate,
associate or otherwise, of the defendants named in this Counterclaim as Roes 1-50,
inclusive, are unknown to Blue Ambrosia and Blue Ambrosia therefore sues these
defendants by such fictitious names. When Blue Ambrosia ascertains the true
names and capacities of these fictitiously named defendants, it will seek leave top
amend this Counterclaim to name them in that capacity.

3 This Court maintains subject matter jurisdiction over this claim, and
venue is proper in this Court, because this is a mandatory counterclaim arising out
of the claims asserted Siwy’s Complaint in this matter against Blue Ambrosia and
the remaining defendants.

FIRST CLAIM FOR RELIEF
(Cancellation of Mark Under 15 U.S.C. Section 1119)

4. Blue Ambrosia realleges and incorporates by this reference all the

allegations set forth in paragraphs one through three, inclusive, as though ﬁllly set
forth herein. |

S. Blue Ambrosia is informed and believes, and based on that
information and belief alleges, that the Plaintiff’s logo design — U.S. Registration
Number 3170714 — is purely ornamental in nature, and thus not appropriately the
subject of trademark registration or protection. Beyond that, Blue Ambrosia is
informed and believes, and based on that information and belief alleges, that
Plaintiff engaged in wrongful condﬁct to obtain registration of this logo design.

Specifically, Blue Ambrosia is informed and believes that on or about November

COUNTERCLAIM
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7, 2005, the United States Patent and‘ Trademark Office (“PTQ”) advised Plaintiff
— by way of an outgoing office action — that the logo design was being refused
registration because it was ornamental in nature and would not be perceived as a
mark by the purchasing public. As reflected in the PTQ’s file history con;:éming
the logo design, Plaintiff responded to the November 2005 office action on May 35,
2006, and represented to the PTO that the logo design had acquired distinctiveness

of the Plaintiff’s goods in commerce and attached a small number of magazine

articles mentioning Plaintiff’s products. Plaintiff argued that, because of this

purported distinctiveness, the logo design was entitled to registration. The PTO,
actirig in reliance on Plaintiff’s representations, registered the logo design on or
about November 14, 2006. '

6. In fact, Plaintiff’s representations to the PTO were false. The true
facts were and are that the logo design had not, and has not, acquired
distinctiveness of the Plaintiff’s products and was and remains purely an
ormamental feature. It is therefore not entitled to registration.

7. Blue Ambrosia is informed and believes, and based on that
information and belief alleges, that Plaintiff knew its representations to the PTO
were false at the time they were made, and that Plaintiff made those
misrepresentations with the intention of deceiving the PTO and inducing it to issue
registration of the logo design.

8. Blue Ambrosia is further informed and believes that at the time
Plaintiff made these misrepresentations and at all time the PTO issued its
registration of the logo design, the PTO was ignorant of the falsity of the
misrepresentation and reasonably believed them to be true. In reliance on those
misrepresentations, the PTO issued the registration of the design logo. |

9. Blue Ambrosia is additionélly informed and believes that the Plaintiff
acted with full knowledg‘e and awareness that its conduct was causing and would

cause — and continue to cause —the PTO to rely on its misrepresentations.

COUNTERCLAIM
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10.  As a proximate cause of the fraudulent conduct of the Plaintiff, as
alleged, the PTO issued registration of the logo design. Blue Ambrosia is informed
and believes, and based on that information and belief, that if the PTO had known
the true facts, it would have concluded that the logo design was purely ornamental
in nature — as it indeed initially concluded — and not the appropriate subject of
trademark registration. On that basis, the PTO would have Plaintiff’s application
for registration of the logo design.

11.  On the basis of the above allegations of fraud, Blue Ambrosia
contends that the logo design is an invalid mark, and subject to cancellation. In
that regard, Blue Ambrosia has filed with the PTO a Petition to Cancel the design
logo mark.

SECOND CLAIM FOR RELIEF
(Declaratory Relief)

12.  Blue Ambrosia realleges and incorporates by this reference all the
allegations set forth in paragraphs one through eleven, inclusive, as though fully
set forth herein.

13.  An actual controversy has arisen and now exists betwéen Blue
Ambrosia and the Plaintiff concerning the validity of the Plaintiff’s logo design
mark — U.S. Registration No. 3170714 — for the design logo in that Blue Ambrosia
contends and Plaintiff denies that the logo design’s registration is invalid as a
matter of law for the reasons alleged above — specifically, because it is purely
ornamental in nature and was registered by the PTO in reliance on false
representations by the Plaintiff. For that reason, Blue Ambrosia contends, and the
Plaintiff denies, that the logo design is not entitled to trademark registration.

14. Blue Ambrosia desires a judicial determination of its rights and

remedies relative to the design logo registration, and a declaration that the logo

mark’s registration is invalid as a matter of law due to the Plaintiff’s misconduct as_

/17
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alleged above, and because the logo is purely ornamental in nature and thus not
entitled to trademark registration.

15. A judicial declaration is necessary, proper, and appropriate under the
circumstances in order that both Blue Ambrosia and the Plaintiff may ascertain
their respective rights and duties relative to the design logo registration. The
current unsettled state of affairs has interfered with, and continues to interfere with,
Blue Ambrosia’s efforts to continue its commercial conduct. -

PRAYER FOR RELIEF
WHEREFORE, Blue Ambrosia prays for judgment as follows:
ON THE FIRST CLLAIM FOR RELIEF
1. For an order that Plaintiff’s design logo registration with the United

States Patent and Trademark Office —U.S. Registration No. 3170714 — is cancelled
and of no force and effect.
ON THE SECOND CLAIM FOR RELIEF
2. For a declaration that Plaintiff’s design logo registration with the
United States Patent and Trademark Office — U.S. Registration No. 3170714 —is

invalid as a matter of law due to Plaintiff’s misconduct, and because the logo is

purely ornamental in nature and thus is not entitled to trademark registration.

ON ALL CAUSES OF ACTION
3. For Counterclaimant’s reasonable attorneys’ fees;
4, That Counterclaimant recover its costs incurred in this matter; and

5. That Counterclaimant be granted such other and further relief as the

Court deems just and proper.

Dated: September é Z 2008 EZRA BRUTZK R LLP
By: M |
MARK BRUTZKUS
" TODD LANDER

Attorneys for Defendant and Counterclaimant
BLUE AMBROSIA, INC.
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