Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA301819

Filing date: 08/19/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92049973

Party Plaintiff
ABBYY Software Ltd.

Correspondence Roy Ching

Address Merit Law Group PC
201 San Antonio Circle, Ste. 105
Mountain View, CA 94040
UNITED STATES
rching@mlgpc.com

Submission Other Motions/Papers

Filer's Name Anna Vishev

Filer's e-mail avishev@ostrolenk.com

Signature /anna vishev/

Date 08/19/2009

Attachments 01061381.pdf ( 8 pages )(460074 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAT BOARD

ABRBYY SOFTWARE LT

)
e )

Petitioner. ) Cancellation No. 92049973
)

) ) Registration No. 3015523
L )
LUTACOINC., j
L )
Registrant, .

PROVISIONS FOR PROTECTING
CONFIDENTIALITY OF INFORMATION
REVEALED DURING BOARD PROCEEDING

TERMS OF ORDER

1y Classes of Protected Information.

The Rufes of Practice in Trademark Cascs provide that all inter partes p;‘occ‘*a‘din“ I"lcx as well as
the involved registration and applicaton files, are open w mmiu m\.pu, o, The terms of this
order are not to be used to undernmine public access to files. When appropriate. however, a party
or witness, on 1ts own or through s attorney. may seek Lo proiect ih\, confidentiality of
information by employving one of the following designations.

Confidential-—Material to be shielded by the Board from public access,

Highly Confidential- -Material o hc shiclded by the Board from public access md
subject 1o agreed restrictions on access even as o the partics andsor their attormey

Trade Secret/Commercially Sensitive Material to be shielded by the Board from
public access, restricted {rom any access by the parties, and available for review by
outside counsel for the partics and. subject to the provisions of paragraph 4 and 3. by
independent experts or consultants for the parties.

2y Information Not to Be Designated as Protected.

Information mav not be designated as subject to any tonn of proteciion H it 4 is. or
becomes, public knowledge. as shown by ;m!'whcly zn-‘mluhic writinps. other than through
violation of the terms of this document: (b)Y is acquired by a non-designating party o non-
party witness from a third party lawfully possessing such informanon and having no




obligation to the owner of the information: (¢) was lawfully possessed by a non-
designating party or non-party witness prior to the opening of discovery in this
proceeding. and for which there is written evidence of the lawlul possessions (dy is
disclosed by a non-designating party or non-party witness legally compelled o disclose

the information; or (¢} is disclosed by a non-designating party with the approval of the
designating party.
he parties shall designate documents diseriminately. and shall only assign a designaton

when they have a reasonable factual and legal basis im such assignment. Fatture to do so
may result i sanctons.

3y Access to Protected Information,

The provisions of this order regarding access to protected information are subject (o
modilication by written agreement of the parties or their attorneys. ar by moton filed
with and approved by the Board.

Judges. attorneys, and other emplovees of the Board are bound to honor the parties”
designations of information as protected but are not required o sign foros
acknowledging the terms and existence of this order. Court reporters. stenographers.
video technicians or others who may be emploved by the parties or their altorneys (o
perform services incidental to this proceeding will be bound only to the extent that the
partics or their attornevs make it a condition of employment or obtain agreements ron
such individuals. in accordance with the provisions of paragraph

Parties are defined as including individuals, olficers of corporations. partners ol
partnerships. and management emplovees of any type of business organization.

Attorneys for parties are defined as including in-house counsel und outside counsel.
) |

mcluding support %1{11"(0}"&‘1'{1‘1% ng under counsel’s divection: such as paralegals or fega

assistants, secretaries, and any other emiployees or idependent conn ACtor operating
under counsel™s instruction,

Independent experts or consultants include mdividuals retained by a party tor parposes
related o pmmumms or defense of the proceeding but who wre not otherwise emiplovees
of either the party or its attorneys

Non-party witnesses include any individuals to be deposed during discovery or trial
whether willingly or under subpoena issued by a court of competent junsdiction over the

Winess.

Yarties and their attorneys shall have access W infonmation designated as confidential

or highly confidential. subject to any agreced exceptions,

deraied

Gutside counsel, but not in-house counsel, shall have access o mdormation de
as trade secret/commercially sensitive,

any other individual

Independent experts or consultants. non-party wilnesses,
not otherwise specificatly covered by the termy of this order may be attorded access o



confidential or highly confidential information in accordance with the terms that tollow
in paragraph 4. Further, independent experts or consultants may have aceess o trade
secret/commercially sensitive information i such access is agreed to by the parties or
ordered by the Board. in accordance with the terms that follow in paragraph 4 and 5,

4) Disclosure to Any Individual.

Prior to disclosure of protected information by any party or its attorney to any individual
not already provided access to such information by the terms of this order, the mdividual
shall be informed of the existence of this order and provided with a copy to read. The
individual will then be required to certify in writing that the order has been read und
understood and that the terms shall be binding on the individual, No individual shall
receive any protected information until the party or attorney propoesing to disclose the
information has received the siened certification from the individual, A form Tor such
certification is attached to this order. The party or attorney receiving the completed torm
shall retain the original.

3} Disclosure to Independent Experts or Consultants,

In addition to meeting the requirements of puragraph < any party or alormey proposing
tos share disclosed information with an independent expert or consuftnt must also notly

the party which designated the information as protected. Notification must be personail:
served or forwarded by certified mail. return receipt requested. and shall provide notice
of the name. address, occupation and professional background ol the expert or
mdependent consultant.

The party or its attorney receiving the notice shall have ten (10) business duys (o vbjeci o
disclosure to the expert or independent consultant. If objection 1s made. then the parties
musl negotiate the issue before raising the issue before the Board, 1T the parties wre unable
1o settle their dispute. then it shall be the obligation of the party or attorney proposing
disclosure o bring the matter before the Board with an explanation of the need for
disclosure and a report on the efforts the partics have made to settle thewr dispute. The
party objecting to disclosure will be expected to respond with its argumoents against
disclosure or its objections will be deemed waived.

6) Responses to Written Discovery.

Responses to interrovatories under Federal Rule 335 and requests Tor admissions under
Federal Rule 36, and which the responding party veasonably believes to contaim protected
information shall be prominenty stamped or marked with the appropriute designagtion
[rom paragraph 1. Any inadvertent disclosure without appropriate designation shall be
remedied as soon as the disclosing party Tearns of its error, by informing all adverse
parties, in writing, ol the error. The parties should inform the Board only 1 necessary

because of the filing of protected mtormation not in accordance with the provisions of

paragraph 12




7y Production of Documents,

I o party responds to requests tor production under Federal Rule 34 by making copies
and forwarding the copies o the inquiring party, then the copies shall be prominently
stamped or marked. as necessary. with the appropriate designaton from paragraph 101
the responding party makes documents avaiiable for imspection and copying by the
inguiring party. all documents shall be considered protected during the cowrse of
mspection. After the inquiring party informs the responding party what documents are to
be copied, the responding party will be responsible for prominently stamping or marking
the copies with the appropriate designation from paragraph 1. Any inadvertent disclosure
without appropriate designation shall be remedied as soon as the disclosing party learns
of its error, by informing all adverse parties. in writing. of the error, The parties shoudd
intorm the '!-Eozn‘d onty i necessary because of the filing of protected mformation notin
accordance with the provisions of paragraph 12,

&) Depositions.

Protected documents produced during a discovery deposition. or offered mio evidence
during @ testimony deposition shall be orally noted as such by the producing or olfering
party at the outset of any discussion of the document or information contained in the
document. In addition. the documents must be prominently stamped or marked with the
appropriate designation.

During discussion of any non-documentary protected information. the interested party
shall make oral note of the protected nature of the mformation.

The transceript of any deposition and all exhibits or attachments shall be considered
protected for 30 days following the date of service of the transcript by the puarty that ook
the deposition. During that 30-day period. cither party may desig wate the portions of the
transeript. and any specilic exhibits or attachments, that are to be treated as protecied, by
electing the appropriate designation from paragraph 1. Appropriate stiampings or
markings should be made during us time. I no such designations are made. then the
entire transeript and exhibits will be considered unprotected.

9y Filing Notices of Reliance.

Wihen a party or its attorney files a notice of rehiance during the party’s testimony period.
the p-,/nt‘\; or attorney 1s bound to honor designations made bx the adverse party or
attorney. or non-party witness, who disclosed the information. so as to maimtam the
protected status of the imformation.

10y Briels.
When filing briefs, memoranda, or declarations in support of a moton. or bricts at {inal

hearing. the portions of these Nihings that discuss protected mtormation. whether
mformation of the filing party. or any adverse party, or any non-party witness. should be



redacted. The rule of reasonableness tor redaction is discussed in paragraph 12 of this

order.

11) Handling of Protected Information.

Disclosure of information protected under the terms of this order is intended only o
facilitate the prosecution or defense ol this case. The recipient ol any protected
information disclosed in accordance with the terms of this order is obligated 1o maintain
the confidentiality of the information and shall exercise reasonable care in handling.
storing. using or disseminating the information.

12) Redaction; Filing Material With the Board.

When a party or attorney must file protected information with the Board. or a brief that
discusses such information. the protected information or portion of the brief discussing
the same should be redacted tfrom the remainder. A rule of reasonableness should dictate
how redaction is effected.

Redaction can entail merely covering a portion of a page of material when it is copied in
anticipation of filing but can also entail the more extreme measure of simply Nling the
entire page under seal as one that contains primarily confidential material. It only a
sentence or short paragraph of a page of material is confidential, covering that material
when the page is copied would be appropriate. In contrast. il most of the matertal on the
page is confidential, then filing the entire page under seal would be more reasonable.
even if some small quantity of non-confidential material is then withheld from the public
record. Likewise, when a multi-page document is in issue. reasonableness would dictate
that redaction of the portions or pages containing confidential material be effected when
only some small number of pages contain such material. In contrast. if almost every page
of the document contains some confidential material. it may be more reasonable to
simply submit the entire document under seal. Oceasions when a whoele document or
brief must be submitted under seal should be very rare.

Protected information. and pleadings. briefs or memoranda that reproduce. discuss or
paraphrase such information. shall be filed with the Board under seal. The envelopes or
containers shall be prominently stamped or marked with a legend iy substantially the
following form:

CONFIDENTIAL
This envelope contains documents or information that are subject to a protective order or
agreement. The confidentiality of the material is to be maintained and the envelope is not to be
opened, or the contents reveaded to any individual, except by order of the Board.

13) Acceptance of Information; Inadvertent Disclosure.



Acceptance by a party or its attorney of infounation disclosed under designation as
protected shall not constitute an admission that the information is. in fact. entitled 1o
protection. Inadvertent disclosure of information which the disclosing party mtended
designate as profected shall not constitute waiver of any right to claim the information as
pz‘olccttzd upon discovery of the error.

14y Challenges to Designations of Information as Protected.

[t the parties or their attorneys disagree as to whether cortin itormaton should be

protected, they are obligated to negotiate in good faith rezarding the designation by the

‘ - . [ R .
disclosing party. I the parties arc unable to resolve their differences, the party
chatlenging the designation may make o motion hefore the Board secking a determination

ol the status of the informauon

challenge to the designation of formation as protected must he made substantialiy
contemporaneous with the designation. or as soan as practicable after the basis for
challenge is known. When a challenge s made long afler a designation of in formuation
protected. the challenging party will be expected to show why 1t could not have made the
challenge at an carlier ime.

The party designating information as protected will, when s destgnation is timely
challenged. bear the ultimate burden of proving that the wnformation should be protected.

£3) Board’s Jurisdiction; Handling of Materials After Termination,

The Board™s jurisdiction over the parties and tieir attorneys ends when this proceceding is
terminated. A proceeding is werminated only after a final order s entered and either all
appellate procecdings have been resolved or the time for filing an appeal hus passed
without filinge ol any appeal.

The parties oy agree that archival copies of evidence and briels may be retained. subject
10 caniif‘mcc with agreed safeguards. Otherwise. within 30 davs afler the final
termination of ihis proceeding. the parties and their attornevs shall return to cach

disclosing party the protected information disclosed durimg the I‘IU&u,dzH;;‘ and shall
include anv ooy, memoranda, summaries, and the Tikeo which discuss or i any wan
ormation. In the al srnative. the disclosing party or iy atorney may make
<1 that such materials be destroved rather than returned.

refer to such
A WTILen rooe




16) Other Rights o ihie Parties and Attorneys.

This order b not preclude the parties or their attorneys from muaking any applicable
se during discovery or at trial. Nor shall the order preciude the filing of

claims of priviiege
anv motion with the Board for reliel from a particular provision ol this order or for
additional protoctions not provided by thrs order.

By agreement of the* sHowing, effective August [, 2009
ABBYY SOFTW o0 T, ECTACO INC,

: S Byt I [

Ray Ching Arma Vishev

Mot Law PO Oistrolenk Faber 1LLP

200 San Ac o Cirele. Swe. 103 1180 Avenue of the Amoriens
Mountais - CA 94040 New York, NY 10036-8405

Auorneys tor Petitioner Attorneys for Registrant

By Order of the v cilective S L2009,




INT

ABBYY SQFTw T

ECTACO INC.

L.

with a copy of the

types of informat
cancellation proc

[ have read 1
agree to be bound, >

disclosed 1o me i

I declare

[signatuw

FLTD.

CUTED STATES PATENT AND TRADEMARK OFFICE

T
LOTHE TRADEMARK TRIAL AND APPEAT BOARD

Cetitioner. Cancellation No. 92049973

.
oy

Registration No. 3013323

et e’ S’ et s ot

Reglstrant. ,

o

ACKNOWLEDGMENT OF
AGREEMENT OR ORDER PROTECTING
CONFIDENTIALITY OF INFORMATION

REVEALED DURING BOARD PROCEEDING

Pprint name]. declare that [ have been provided

Cment or Order regarding the disclosure ofL and protection ot certain

Jocuments during and afler the ahove-captioned opposition or
hefore the Trademark Trial and Appeal Board.

- Agreement or Order and understand its terms and provisions. by which |
cifically, T agree to hold in confidence any information or documents

setion with any part | take in this proceceding.

s penalty of perjury that these statements are true and correct,

fprint title.

~hcable



