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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)

Petitioner, )

)

V. ) Cancellation No. 92049926

)

CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)

Registrant. )

PETITIONER’S AMENDED RESPONSE TO REGISTRANT’S MOTION TO SUSPEND

Petitioner, Penthouse Digital Media Productions Inc., by and through its attorneys and for
its amended response (“Amended Response”) in opposition to Registrant’s Motion to Suspend
(“Registrant’s Motion™), states as follows:

1. On October 27, 2008, Petitioner filed a response to Registrant’s Motion to
Suspend, which response this Amended Response supersedes.

2. Registrant’s Motion is based on the application of 37 CFR Sec. 2.117(a) to the
instant action (the “Cancellation Proceeding™), which seeks the cancellation of three trademark
registrations owned by Registrant for the m‘ark ROUTE 66, namely, U.S. Registration Nos.
3189543, 3194255 and 3291736 (collectively, the “Registrations”). Registrant asserts that
pending federal litigation filed on June 12, 2008, by Registrant against Petitioner and other co-
defendants in the United States District Court for the Central District of California (the “Court”),
captioned Roxbury Entertainment v. Penthouse Media Group, Inc., et al., Case No. CV 08-03872

FMC (JWJx) (the “Litigation”), will have a significant bearing on the Cancellation Proceeding,



warranting suspension of the Cancellation Proceeding.! See Registrant’s Motion, pp. 1-2. As
demonstrated below, Registrant is wrong.

3. 37 CFR Sec. 2.117(a) provides:

Whenever it shall come to the attention of the Trademark Trial and Appeal
Board that a party or parties to a pending case are engaged in a civil action
or another Board proceeding which may have a bearing on the case,
proceedings before the Board may be suspended until termination of the
civil action or the other Board proceeding.

Id.

4. In requesting that the Trademark Trial and Appeal Board (the “Board™) stay the
Cancellation Proceeding pending disposition of the Litigation, Registrant incorrectly
characterizes the Litigation as addressing the same issues presented in the Cancellation
Proceeding. While Registrant correctly notes that “a significant issue” in the Litigation “is
whether the Registrant's ROUTE 66 marks are infringed and are confusingly similar to
Petitioner's use of ROUTE 66 as a trademark,” Registrant blatantly misrepresents to the Board
that the same issue is “raised in this Cancellation Proceeding.” Registrant’s Motion, p. 2. To the
contrary, the Cancellation Proceeding is based solely on Registrant’s conduct, namely: (i)
Registrant’s fraud on the United Stateé Patent and Trademark Office (“USPTO”) with respect to
the Registrations, and (ii) Registrant’s abandonment of two of the three Registrations. See,
genérally, Consolidated Petition to Cancel. Petitioner’s conduct is nowhere at issue in, or even
relevant to, this Cancellation Proceeding. See, generally, id.

5. Conversely, thé primary focus in the Litigation, which Registrant filed, is on the

alleged conduct of Petitioner and its co-defendants. To the extent that Registrant’s conduct is

even at issue in the Litigation, it is only by way of affirmative defenses raised by Petitioner and

! The Cancellation Proceeding and the Litigation are referred to, collectively herein, as the “Two
Cases”.



its co-defendants, none of whom has filed any counterclaim in the Litigation seeking affirmative
relief against Registrant — which again, is the sole purpose of the Cancellation Proceeding.
Accordingly, contrary to Registrant’s representation to the Board in Registrant’s Motion, the
issues are not the same in the Two Cases.

6. There is one overlapping and potentially dispositive issue between the Two Cases,
namely, the question of the validity of the Registrations. However, in Registrant’s attempt to
invoke 37 CFR Sec. 2.117(a), Registrant distorts the ramifications of the foregoing and
conclusorily asserts that a suspension of the Cancellation Proceeding is warranted because the
Litigation will significantly affect the Cancellation Proceeding. See Registrant’s Motion, p. 2
(claiming that the Litigation, “if not in fact dispositive of the issues raised in this Cancellation
Proceeding, will have a significant bearing on this Cancellation Proceeding, warranting
suspension under 2.117(a)”).

7. While the Board’s cancellation of the Registrations may dispose of the Litigation
or at least significantly affect and narrow the issues to be determined by the Court, the reverse
scenario claimed by Registrant is not true - i.e., it is not necessarily the case that the outcome of
the Litigation may dispose of or even significantly bear upon this Cancellation Proceeding. The
Court’s finding in the Litigation that Petitioner did, or did not, infringe on Registrant’s alleged
trademark rights will not “have a bearing on [the Cancellation Proceeding]” as contemplated
under 37 CFR Sec. 2.117(a).

8. Accordingly, contrary to Registrant’s conclusory assertion that suspension of the
Cancellation Proceeding is warranted because the pending Litigation will have a significant
bearing on it, Petitioner submits that the Board should exercise the discretion granted it under 37

CFR Sec. 2.117(a) to deny Registrant’s Motion in the interest of judicial efficiency and



economy, to prevent the possibility of inconsistent judgments, and based on the authority in
several cases. For example, in Microchip Tech., Inc. v. Motorola, Inc., Civ. No. 01-264-]JF,
2002 WL 32332753 (D. Del. May 28, 2002) (attached hereto as Exhibit A), precisely as in the
Two Cases here, after the plaintiff asserted federal and common law trademark infringement
claims in federal litigation against the defendant, the defendant ﬁled a petition in the TTAB to
- cancel the registration of the mark on which the litigation was based. Id. at *1. The court in
Microchip accordingly exercised its inherent discretion and stayed the litigation pending
disposition of the TTAB proceeding, including the actions grounded in common law trademark
rights, because the TTAB decision “would promote judicial efficiency by either narrowing the
issues for trial or making this case ripe for summary judgment.” Id. at *3. See also Citicasters
Co. v. Country Club Communications, 44 U.S.P.Q.2d 1223, 1224 (C.D. Cal. 1997) (staying
district court action pending resolution of TTAB’s pending cancellation proceeding “because of
the efficiencies generated by the TTAB first addressing the issues involved in this matter”).
9. Indeed, as noted by the court in Kemin Industries v. Watkins Products, Inc., 183
U.S.P.Q. 799 (D. Minn. 1974):
While in this case there are issues that cannot be ruled upon by the
[TTAB], the determination of the threshold question of the ownership of
the mark lies particularly within their field of expertise. They would know
best the criteria for ownership and that seems to be the key. If that
question were resolved in favor of plaintiff and the trademark cancelled,
the other issues would be disposed of in a very short time by this Court.
Id. at 800. Thus, if anything, the Litigation should be stayed pending the disposition of the
Cancellation Proceeding since resolution of this Cancellation Proceeding will certainly narrow

and simplify, and indeed may even moot, the issues in the Litigation, whereas resolution of the

Litigation, on the other hand, will not likely moot the issues in this Cancellation Proceeding.



10.  Accordingly, on October 31, 2008, Petitioner and its co-defendants filed with the
Court their moving papers asking the Court to stay the Litigation pending the outcome of this
Cancellation Proceeding, based on the Court’s inherent power to stay and/or the doctrine of
primary jurisdiction. See Defendants’ Notice of Motion and Motion to Stay; Memorandum in
Support of Motion to Stay, attached hereto as Exhibit B.2 Pursuant to an order entered by the
Court on November 4, 2008, Penthouse’s Motion to Stay will be heard, and likely decided, by
the Court on December 1, 2008, prior to which the parties in the Litigation, including Registrant
and Petitioner, will have fully briefed the motion. See Order Granting Defendants’ Request for
Relief from Central District Local Rule 7-3, attached hereto as Exhibit C and hereinafter referred
to as the “November 4th Order.”

11.  In this Cancellation Proceeding, Registrant will have until November 27, 2008 —
a mere four days before the Court hears Penthouse’s Motion to Stay — to file Registrant’s reply,
if any, in connection with Registrant’s Motion to Suspend. As such, it is prudent for Registrant,
Petitioner, and the Board to simply await the Court’s ruling on Penthouse’s Motion to Stay since,
if the Court grants Penthouse’s Motion to Stay so that the Cancellation Proceeding can proceed
first for the reasons set forth herein and in Penthouse’s Motion to Stay, such ruling would render
moot Registrant’s Motion to Suspend. While the TTAB could, of course, lift any suspension of

the Cancellation Proceeding if the Court were subsequently to stay the litigation in deference to

? Defendants’ moving papers entitled “Defendants’ Notice of Motion and Motion to Stay;
Memorandum in Support of Motion to Stay” are referred to, collectively herein, as “Penthouse’s
Motion to Stay.”

? This date is twenty days from the filing and service of this Amended Response on November 7,
2008, which twenty-day period is based on Registrant’s fifteen-day reply period, plus an
additional five days since Petitioner will be serving this Amended Response by first-class mail.
See 37 CFR 2.127(a) and 2.119(c).



the Cancellation Proceeding, judicial economy would seem to dictate that the TTAB avoid any
unnecessarily hasty and inefficient ruling that might result in any such interim suspension.

12.  Registrant will undoubtedly urge the Board in its reply, if any, to hasten any
ruling on Registrant’s Motion by arguing that the Court is likely to deny Penthouse’s Motion to
Stay and, therefore, that there is no good reason to await the Court’s ruling. However, this
would bbe contrary to all indications from the Court. First, after reviewing Petitioner’s Motion to
Stay prior to its being filed, and in the form of an exhibit attached to another pleading filed by
Registrant on October 31, 2008 (see Defendants’ Request for Relief from Central District Local
Rule 7-3, relevant portions attached hereto as Exhibit D), the Court found good cause was shown
and allowed Petitioner to file Petitioner’s Motion to Stay earlier than otherwise permitted under
the applicable local rule. See Central District of California’s Local Rule 7-3, attached hereto as
Exhibit E. Second, the Court deemed the motion to have been filed retroactively, namely, as of
October 31, 2008, four days earlier than the November 4th Order. See November 4th Order.
Third, the Court set, sua sponte, an expedited briefing and hearing schedule on Petitioner’s
Motion to Stay that ended weeks earlier than the dates that would ordinarily have resulted from
the Court’s own court procedures and the applicable local rules identified in Petitioner’s
~ proposed order. See id. (stating, in part, “NOTE: CHANGES MADE BY THE COURT,”
striking certain language in the proposed order submitted by Petitioner, and assigning a hearing
date earlier than could have been assigned had such language not been stricken).

13.  Thus, over Petitioner’s objections, the Court authorized an expedited hearing and
briefing schedule on Petitioner’s Motion to Stay, knowing that Registrant’s earlier-filed motion
to suspend.the Cancellation Proceeding was pending in the TTAB. Since there is a risk of

inconsistent rulings if the TTAB and the Court rule on the motions before them simultaneously,



Petitioner urges the TTAB to defer its ruling until after December 1, 2008, or such later date as
the Court may issue its decision, so that the rulings, whatever they may be, can be harmonized.
Put another way, while Petitioner does not presume to know how the Court will rule on the
Penthouse’s Motion to Stay, Petitioner believes that the TTAB should have the benefit of
knowing whatever the Court’s ultimate decision is before issuing a ruling on Registrant’s
Motion. Petitioner further believes that the Court is likely to grant Penthouse’s Motion to Stay in
order to place the initial, threshold issues pertaining to the validity of the Registrations before the
TTAB as soon as possible since the TTAB is the tribunal best-suited and experienced to
adjudicate them.

14.  For all the reasons set forth above, and as discussed more thoroughly in
Penthouse’s Motion to Stay, the Board should deny Registrant’s Motion or, in the alternative,
delay decision on Registrant’s Motion until the Court rules on Penthouse’s Motion to Stay.

WHEREFORE, Petitioner respectfully requests tﬁat the Board deny Registrant’s Motion
to Suspend or, in the alternative, delay decision on Registrant’s Motion to Suspend until the
Central District of California rules on Penthouse’s Motion to Stay. In the event that the Board
denies Registrant’s Motion to Suspend, Petitioner has no objection to the relief requested in
Registrant’s Motion to Extend Time to Respond to Petition for Cancellation.

Dated: November 7, 2008 Respectfully submitted,

oyd A. Mandell
Lisa K. Shebar
Cathay Y. N. Smith

Attorneys for Petitioner
Katten Muchin Rosenman LLP
525 West Monroe Street
Chicago, Illinois 60661

(312) 902-5200



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)
Petitioner, )
)

V. ) Cancellation No. 92049926
)
CLOUDSTREET, INC. )
d/b/aROXBURY ENTERTAINMENT," )
)
Registrant. )

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of PETITIONER’S AMENDED RESPONSE
TO REGISTRANT’S MOTION TO SUSPEND was served by first class mail, postage prepaid,
on this 7th day of November 2008, upon:
Cloudstreet, Inc. d/b/a Roxbury Entertainment
201 Wilshire Boulevard, Second Floor
Santa Monica, California 90401
Paul D. Supnik, Esq.

9401 Wilshire Boulevard, Suite 1012
Beverly Hills, California 90212




Exhibit A

Penthouse Di’gital Media Productions Inc. v. Cloudstreet Inc. d/b/a
Roxbury Entertainment, Cancellation No. 92049926

Petitioner’s Exhibit



Westlaw.
Not Reported in F.Supp.2d

Not Reported in F.Supp.2d, 2002 WL 32332753 (D.Del.)

(Cite as: 2002 WL 32332753 (D.Del.))

COnly the Westlaw citation is currently available.

United States District Court,
D. Delaware.
MICROCHIP TECHNOLOGY, INC., Plaintiff,
v.
MOTOROLA, INC., Defendant.
No. Civ.A. 01-264-JJF.

May 28, 2002.
John W. Shaw and Sara Beth A. Reyburn, of Young,
Conaway, Stargatt & Taylor, LLP, Wilmington,
Delaware, Edward A. Pennington, of Swidler, Berlin,
Shereff, Friedman, LLP, Washington, D.C., for
Plaintiff, of counsel.

Jack B. Blumenfeld, of Morris, Nichols, Arsht &
Tunnell, Wilmington, Delaware, Roberta Horton,
Michael Songer, James Walsh, and Jonathan Hooks,
of Amold & Porter, Washington, D.C., for
Defendant, of counsel.

MEMORANDUM OPINION
FARNAN, J.

*1 Presently before the Court is a Motion To Stay
This Action (D.I1.18) filed by Defendant, Motorola,
Inc. (hereinafter "Motorola"). For the reasons set
forth below, Motorola's Motion (D.I.18) will be
granted.

1. BACKGROUND

Plaintiff, Microchip Technology, Inc. (hereinafter
"Microchip") is the owner of a U.S. trademark
registration, which issued in 1981, for the mark
"PIC." (D.L. 22 at 2). Microchip's "PIC" products are
used in  industries such as  automotive,
telecommunications, household appliances, and
security. (D.I. 22 at 3). Motorola uses the designation
"PIC" in marketing its products as an acronym for
various terms including ‘“personal interactive
communicators," "program interrupt controller,"
"programmable interrupt controller,” "position
independent code," "personal intelligent
communicator,” "PC interrupt controller,” and as a
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portion of other names and claimed trademarks, such
as "CORE-PIC," "GPIC (Galileo Discovery
Programmable Interrupt Controller),” and "EPIC
(Embedded Programmable Interrupt Controller)."
(DJ. 22 at 3).

In September 2000, Microchip notified Motorola of
its rights to the "PIC" trademark and requested that
Motorola cease all unauthorized use. (D.1. 22 at 3).
Because Motorola continued to wuse the "PIC"
designation, on April 24, 2001, Microchip initiated
this action. (D.I. 22 at 3). By its Complaint,
Microchip alleges federal and common law
trademark infringement, false designation of origin,
trademark dilution, unfair competition, and deceptive
trade practices. (D.I. 22 at 3). On May 29, 2001,
Motorola filed an Answer asserting abandonment as
an affirmative defense, as well as a counterclaim
alleging that Microchip's "PIC" mark has become
generic, and therefore, the "PIC" registration should
be cancelled pursuant to 15 U.S.C. § 1119. (D.I. 19 at
2).

Before the parties engaged in any discovery, this
action was stayed for several months pending
mediation before Judge Thynge. (D.I. 19 at 2). The
mediation occurred on November 20, 2001, but was
unsuccessful. (D.I. 19 at 2). On November 28, 2001,
Motorola filed a petition with the Trademark Trial
and Appeal Board (hereinafter "TTAB"), seeking
cancellation of Microchip's trademark registration for
"PIC" on the grounds that it is a generic term for
integrated circuit chips. (D.I. 19 at 2-3). On April 9,
2002, the TTAB issued an Order suspending the
TTAB proceedings pending final disposition of the
civil action in this Court. (D.1.40). The TTAB,
however, noted that in the event this Court "elects to
suspend the civil action to await determination of the
Board proceeding, the Board will go forward with its
proceeding." (D 1. 40, Ex. A at 3-4).

Subsequent to the unsuccessful mediation, the
parties exchanged discovery requests. (D.1. 19 at 3).
As of the filing date of Motorola's Motion To Stay
(i.e. December 26, 2001), no documents had been
produced, no written responses had been served, and
no depositions had been noticed or taken. (D.I. 19 at
3). On 2/20/02, the Court entered a Scheduling Order

© 2008 Thomson Reuters/West. No Claim to Orig. US Gov. Works.
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setting 9/13/02 as the discovery cutoff date, 12/15/02
as the deadline for filing dispositive motions, 4/3/03
as the pre-trial date, and 5/12/03 as the trial date.
(D.1.29). The parties have since noticed depositions
and responded to various interrogatories and
document requests.

II. DISCUSSION

*2 Motorola contends that the Court should exercise

its discretion and stay this action in order to permit
the TTAB to resolve the issue of whether "PIC" is a
generic term that is not entitled to trademark
protection. (D.I. 19 at 1). According to Motorola, the
Court can stay this action by either exercising its
inherent power to promote economy of judicial time
and effort, or invoking the "primary jurisdiction"
doctrine, which "comes into play whenever
enforcement of the claim requires the resolution of
issues which ... have been placed within the special
competence of an administrative body." (D.I. 19 at 3-
4);, Driving Force, Inc. v. Manpower, Inc., 498
F.Supp. 21, 24 (E.D.Pa.1980); See also Texace, Inc.
v. Borda, 383 F.2d 607, 608 (3™ Cir.1967). Motorola
contends that the TTAB regularly decides issues of
genericism and would be a material aid to this Court,
as an opinion from the TTAB would significantly
expedite the Court's treatment of the issues presented.
(D.I. 19 at 60. Specifically, Mortorola contends that
if the TTAB determines that Microchip's "PIC"
designation is generic, and the Court adopts that
determination, this decision would warrant dismissal
of Microchip's entire suit. (D .I. 19 at 9). Motorola
further contends that a stay would not harm or
prejudice either party, since Motorola has been using
"PIC" for many years and there is no expedited
proceedings pending in this Court. (D.I. 19 at 13).

In response, Microchip contends that Motorola's
reliance on the "primary jurisdiction" doctrine is
misplaced. (D.I. 22 at 1). Microchip contends that the
"primary jurisdiction" doctrine should only be
applied when: 1) uniformity of regulation is
appropriate; or 2) there is a need for an initial
consideration of the problem by a tribunal with
specialized knowledge. (D.I. 22 at 6). Additionally,
Microchip contends that the "primary jurisdiction"
doctrine should not be applied when the district court
proceedings involve issues that would not be present
in the TTAB proceeding. (D.I. 22 at 9-10). Because
the genericism of the "PIC" designation is not a
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question that is within the special expertise of the
TTAB, and because genericism is only one of several
issues pending before this Court, Microchip contends
that the doctrine of primary jurisdiction is not
applicable. (D.I. 22 at 1-2).

Microchip further contends that it would suffer
prejudice in the event a stay is granted, and that a
stay would not expedite the proceedings in this action
or promote judicial efficiency. (D.I. 22 at 2).
Microchip contends that a cancellation proceeding
before the TTAB will likely run for years from the
time of initiation, and that, regardless of the outcome,
TTAB's decision must be reviewed by this court
de novo. (D.I. 22 at 2, 11). Additionally, Microchip
contends that any delay works to its disadvantage in
combating genericide, as additional time will only
provide Motorola the opportunity to increase its
misuse of the "PIC" designation. (D.I. 22 at 14).
According to Microchip, the fairest and most
efficient course of action is to deny Motorola's
Motion To Stay and proceed in this Court, which is
capable of resolving all of the issues between the
parties. (D.1. 22 at 1-2).

*3 After reviewing the parties' arguments and the
applicable law on this issue, the Court concludes that
Motorola's Motion To Stay (D.1.18) should be
granted. A court has the inherent power to stay an
action in the interests of efficient and fair resolution
of the disputed issues. See Texaco, Inc. v. Borda, 383
F.2d 607, 608 (3 Cir.1967). In addition to this

- inherent power, a court may also enter a stay under

the doctrine of primary jurisdiction. Application of
the primary jurisdiction doctrine is appropriate when
there is a need for an initial consideration of issues by
an agency with specialized knowledge, and those
issues have been place before that agency by the
parties. See Consolidated Rail Corp. v. City of
Dover, 450 F.Supp. 966 (D.Del.i978). In
determining whether to apply the doctrine of primary
jurisdiction, courts typically focus on whether the
agency's decision -could be dispositive of the district
court action. See American Bakeries Co., 650 F.Supp.
563 (D. Min 1986) (holding that "the case for
permitting the PTO to proceed first is bolstered
where the PTO adjudication might serve as a final
disposition of the matter"); Gova Foods v. Tropicana
Prods. Inc.. 846 F.2d 848 (2™ Cir.1988) (holding "if
a district court action involves only the issue of
whether a mark is entitled to registration [ (ie., the

© 2008 Thomson Reuters/West. No Claim to Orig. US Gov. Works.
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same issue as was then before the TTAB) ] ..., the
doctrine of primary jurisdiction might well be
applicable"); £ & J Gallo Winery v. F & P Sp.A.,
899 F.Supp. 465, 468 (E.D.Cal.1994) (holding that
fact that issues raised in TTAB proceeding were "not
dispositive" was the "most important” factor in
denying a stay).

In this case, a determination that the "PIC"
designation is generic, if adopted by the Court, would
be dispositive of all of Microchip's claims, as each
claim depends on Microchip owning a valid
trademark. Additionally, because the TTAB is often
called upon to determine whether a commonly-used
word or term is generic, the issue of genericism is
within the special expertise of the TTAB.
See Continental Airlines, Inc. v. United Air Lines,
Inc, 53 USP.Q2d 1385 (TTAB Jan. 7, 2000)
(holding that the term "e-ticket" for computerized
reservation and ticketing services is generic); In re
3Com Corp., No. 74/495,_184, 2000 WI. 1182872
(TTAB Aug. 14, 2000) (holding that "ATMIink" for
computer network components was generic).
Accordingly, despite Microchip's contentions,
application of the primary jurisdiction would not be
improper.

In an attempt to convince the Court that a stay would
not expedite the proceedings in this action or promote
judicial efficiency, Microchip contends that,
regardless of the outcome, the TTAB's decision must
be reviewed by this Court de novo. While Microchip
is correct that the Court must review any TTAB
decision, Microchip misrepresents the standard by
which a TTAB decision is reviewed. The district
court's role in reviewing a TTAB decision has been
described as "unique,” in that the Court acts as both a
reviewing body and as a fact-finder. See CVP
Systems, Inc. v. M-Tek Incorporated, 32 U.S.P.Q.2d
1951 (N.D.I1.1994); see also Loglan Institute v.
Logical Language Group, 962 F.2d 1038, 1040
(Fed.Cir.1992) (holding that it is "well settled" that a
TTAB decision "must be accepted as controlling
upon a finding of fact ... unless the contrary is
established by testimony which in character and
amount carries thorough conviction"). The standard
of review has been explained as follows:
*4 It is true that new evidence must itself be
considered de novo by the district court--in the
sense of being fairly weighed without placing a
thumb on the scales of dismissing it out of hand.
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The evidence must then be weighed against the
Board's findings under the thorough conviction
standard. Unless the new evidence leads to a
thorough conviction that a finding of the Board is
incorrect, that finding is controlling.
Spraying Systems Co. v. Delvan, Inc., 975 F.2d 387,
391 (7" Cir.1992).

In light of the deference that a district court must
give to a TTAB decision under the "hybrid" standard
of review and the fact that the genericism of the
"PIC" designation is a dispositive issue, the Court
concludes that staying this action to await a decision
from the TTAB would promote judicial efficiency by
either narrowing the issues for trial or making this
case ripe for summary judgement. For these reasons,
the Court will grant Motorola's Motion To Stay This
Action (D.1.18).

HI. CONCLUSION

For the reasons discussed, the Motion To Stay This
Action (D.1.18) filed by Motorola will be granted.

An appropriate Order will be entered.

ORDER
At Wilmington this 28th day of May, 2002, for the
reasons set forth in the Memorandum Opinion issued
this date;

IT IS HEREBY ORDERED that:
1) Motorola's Motion To Stay This Action (D.1.18)
is GRANTED;
2) This case is administratively CLOSED; .
3) The parties shall promptly notify the Court when .
the TTAB has reached a decision regarding the
genericism of the "PIC" designation.

Not Reported in F.Supp.2d, 2002 WL 32332753
(D.Del.)

END OF DOCUMENT

© 2008 Thomson Reuters/West. No Claim to Orig. US Gov. Works.
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UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

ROXBURY ENTERTAINMENT, a CASE NO. CV-08-03872

California corporation DEFENDANTS’ NOTICE OF

MOTION AND MOTION TO STAY;
MEMORANDUM IN SUPPORT OF
MOTION TO STAY

Plaintiff,
VS.

PENTHOUSE MEDIA GROUP, INC., a
Nevada corporation; PENTHOUSE
DIGITAL MEDIA PRODUCTIONS,
INC., a New York corporation; PULSE
DISTRIBUTION, LLC, a California
LLC; and DOES 1-10, inclusive

Hearing Date: TBD
Hearting Time: TBD
Courtroom: 750

Judge Florence-Marie Cooper

Defendants.
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NOTICE OF MOTION AND MOTION TO STAY PROCEEDINGS
PLEASE TAKE NOTICE THAT, on and , O as soon thereafter as
the matter may be heard, in Courtroom 750 of the United States District Court for the

Central District of California, located at 225 East Temple Street, Los Angeles,
California 90012, Defendants Penthouse Media Group, Inc., n/k/a FriendFinder
Networks Inc., Penthouse Digital Media Productions, Inc., and Pulse Distribution,
LLC (collectively, “Defendants™), will and do hereby respectfully move this Court,
pursuant to its inherent discretionary power and/or the doctrine of primary
jurisdiction, to enter an order staying this litigation pending the resolution of the
cancellation proceeding pending before the Trademark Trial and Appeal Board in the
United States Patent and Trademark Office.

Defendants’ Motion is based on this notice, the attached memorandum in
support, all supporting declarations, the pleadings and other records on file with the
Court, all relevant matters judicially noticeable, and such further evidence and
arguments as the Court may consider.

This Motion is made following the confereﬁce of counsel pursuant to L.R. 7-3
which was initiated on October 22, 2008 and following an in person meet and confer
which took place on October 27, 2008. Defendants have requested leave of Court to
/1
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file this Motion earlier than twenty (20) days after these two meetings in order to have

the motion heard as soon as possible.

Dated: Uctober 3/ 2008

Respectfully submitted,

W(//&

Kristin L. Holland(SBN 187314)
Tiffany J. Hofeldt (SBN 228864)
KATTEN MUCHIN ROSENMAN LLP

2029 Century Park East, Suite 2600
Los Angeles, CA 90067
Telephone 310.788.4400
Facsimile: 310.788.4471

Fl dA Mandell (SBN 1747681

a Y. N. Smith (SBN 6290784
KAT EN MUC ROSE LLP
525 W. Monroe Street )
Chicago, IL 60661-3693
Telephone: 312.902.5200
Facsimile: 312.902.1061

Ira P. Rothken (SBN 160029
ROTHKEN LAW FIRM LLP
3 Hamilton Landing

Suite 280

Novato, CA 94949

Telephone 415.924.4250
Facsimile: 415.924.2905
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MEMORANDUM IN SUPPORT OF DEFENDANTS’ MOTION TO STAY
INTRODUCTION

This Court should exercise its discretion to stay this litigation pending

resolution of a trademark cancellation proceeding against Plaintiff in the Trademark
Trial and Appeal Board (“TTAB”) of the United States Patent and Trademark Office
(“USPTO”). A stay will promote judicial economy, prevent simultaneous
proceedings or inconsistent judgments on the same legal and factual issues, and
provide the TTAB the opportunity to complete its review of the trademarks that
Plaintiff claims Defendants have infringed. In similar situations, courts have stayed
trademark litigation pending the TTAB’s review, even when common law rights are at
issue in the litigation, because that review may dispose of the litigation or at least
narrow the issues for trial.

On September 12, 2008, defendant Penthouse Digital Media Productions, Inc.
(“Penthouse™), filed a consolidated petition in the TTAB, Cancellation No. 92049926
(the “Cancellation Proceeding”), seeking cancellation of U.S. Registration Nos.
3189543, 3194255 and 3291736 (collectively, the “Registrations”) owhed by Plaintiff
for the mark ROUTE 66 in connection with various goods and services (collectively,
the “ROUTE 66 Marks”). See Consolidated Petition to Cancel, attached hereto as
Exhibit A. While the focus of the Cancellation Proceeding is on Plaintiff’s right to
retain ownership of the Registrations, in reaching such decision, the TTAB will
necessarily address whether Plaintiff has a protectible interest in the ROUTE 66
Marks in the first instance, given the claims raised in the Consolidated Petition to
Cancel, namely: (1) whether Plaintiff’s alleged rights in the ROUTE 66 Marks are
invalid as a result of Plaintiff’s fraud on the USPTO;' and (2) whether Plaintiff has
abandoned its alleged ownership of the ROUTE 66 Marks. See id. If the TTAB finds

in Penthouse’s favor on either of these issues, Plaintiff’s trademark registrations will

! The TTAB has routinely held that, if fraud can be shown in the procurement of a registration, the
entire resulting registration is void. See, e.g., Medinol Ltd. v. Neuro Vax Inc., 67 U.S.P.Q.2d 1205 -
(TTAB 2003).

1
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be cancelled, which would disposé of most, if not all, of Plaintiff’s claims in this
litigation.

Accordingly, this Court should stay this litigation pursuant to its inherent power
and/or the doctrine of primary jurisdiction because judicial efficiency and economy
weigh in favor of staying this litigation, the parties will not be prejudiced by a stay of
this litigation, and issues such as ownership and validity of Plaintiff’s trademarks
should be determined by the expertise and specialized knowledge of the TTAB.

ARGUMENT
L The Court Should Stay This Litigation Pursuant To Its Inherent Power.

A district court has the inherent power to stay its proceedings. Rivers v. Walt
Disney Co., 980 F. Supp. 1358, 1360 (C.D. Cal. 1997); Cucci v. Edwards, No. SACV|
07-532 PSG (MLGx), 2007 WL 3396234, at *2 (C.D. Cal. Oct. 31, 2007). According
to the U.S. Supreme Court, “[Tlhe power to stay proceedings is incidental to the
power inherent in every court to control the disposition of the causes on its docket
with economy of time and effort for itself, for counsel, and for litigants.” Landis v.
North Am. Co., 299 U.S. 248, 254 (1936). The Ninth Circuit has held that “[t]his rule
applies whether the separate proceedings are judicial, administrative, or arbitral in
character, and does not require that the issues in such.proceedings are necessarily
controlling of the action before the court.” Leyva v. Certified Grocers of Cal., Ltd.,
593 F.2d 857, 863-64 (9th Cir. 1979). “A stay is appropriate when it serves the
interests of judicial economy and efficiency.” Cucci, 2007 WL 3396234 at *2 (citing
Rivers, 980 F. Supp. at 1360). See also Kemin Industries v. Watkins Products, Inc.,
183 U.S.P.Q. 799, 800 (D. Minn. 1974) (“The more compelling reason for granting
the stay, however, is judicial efficiency and economy.”). Here, a stay would be

|appropriate pending the disposition of the Cancellation Proceeding since such
proceeding will narrow and simplify, and indeed may even moot, the issues in the

instant case, and since a stay of this litigation will not prejudice the parties.

2 .
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A.  Staying This Litigation Will Moot Or Simplify The Issues In This
Case And Any Eventual Trial.

Judicial efficiency and economy weigh in favor of staying this litigation.
“There can be no doubt that two judicial forums considering the same problem is
wasteful.” Kemin, 183 U.S.P.Q. at 800. The issues before the TTAB concern the
validity of the Registrations, namely: (1) whether Plaintiff’s alleged rights in the
ROUTE 66 Marks are invalid as a result of Plaintiff’s fraud on the USPTO; and (2)
whether Plaintiff has abandoned its alleged ownership of the ROUTE 66 Marks. See
Exh. A, §] 10-26. This threshold issue of the validity of Plaintiff’s trademark ﬁghts
must also first be addressed in this litigation.

First, the validity of the ROUTE 66 Marks is “a threshold issue” on which
Plaintiff bears the ultimate burden of proof in proving trademark infringement in this
litigation. Tie Tech, Inc. v. Kinedyne Corp., 296 F.3d 778, 783 (9th Cir. 2002).
Furthermore, Defendants have pled numerous affirmative defenses in this litigation
that undermine Plaintiff’s alleged ownership of the ROUTE 66 Marks. See
Defendants’ Answer and Affirmative Defenses, Document No. 13, at 28-29.

This issue of the validity of the Registrations, if decided by the TTAB, would
be a material aid to this Court, as an opinion from the TTAB would significantly
expedite the Court’s treatment of issues presented. ‘See Citicasters Co. v. Country
Club Communications, 44 U.S.P.Q.2d 1223, 1224 (C.D. Cal. 1997) (staying district
court action pending resolution of TTAB’s pending cancellation proceeding “because
of the efficiencies generated by the TTAB first addressing the issues involved in this
matter”). As noted by the court in Kemin Industries v. Watkins Products, Inc., 183
U.S.P.Q. 799 (D. Minn. 1974): |

While in this case there are issues that cannot be ruled upon
by the [TTAB], the determination of the threshold question
of the ownership of the mark lies particularly within their

field of expertise. They would know best the criteria for
3
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ownership and that seems to be the key. If that question
were resolved in favor of plaintiff and the trademark
cancelled, the other issues would be disposed of in a very
short time by this Court.

Id. at 800. Similarly, here, if the TTAB determines that Plaintiff has abandoned
its rights in the ROUTE 66 Marks and/or that Plaintiff’s ROUTE 66 Marks are invalid
because Plaintiff committed fraud on the USPTO, the TTAB’s decision would result
in the cancellation of the Registrations and could dispose of Plaintiff’s trademark-
related claims or, at the very least, significantly narrow the issues in this litigation.

On the other hand, the Court’s decision in this case would not dispose of the
TTAB’s proceeding, and, therefore, inconsistent judgments between this Court and
the TTAB could result if the Court does not stay this litigation. For example, if the
Court proceeds with this litigation, and the TTAB subsequently determines that
Plaintiff committed fraud on the USPTO .and/or abandoned its rights in the ROUTE
66 Marks, the impact of any decisions or findings made by this Court could be mooted
or contradicted by the TTAB’s decision.

For these reasons, courts generally stay trademark claims pending TTAB
proceedings pursuant to the court’s discretion, even if those trademark claims are
based on common law rights. In Microchip Tech., Inc. v. Motorola, Inc., Civ. No. 01~
264-JJF, 2002 WL 32332753 (D. Del. May 28, 2002), after the plaintiff asserted
federal and common law trademark infringement claims in federal litigation against
the defendant, the defendant filed a petition in the TTAB to cancel the registration of
the mark on which thé litigation was based. Id. at *1. The court in Microchip|-
accordingly exercised its inherent discretion to stay the litigation pending disposition
of the TTAB proceeding, including the claims grounded in common law trademark
rights, since the TTAB decision, as in the instant case, “would promotel judicial
efficiency by either narrowing the issues for trial or making this case ripe for summary

judgment.” Id. at *3-*4.
4
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B.  Staying This Litigation Will Not Unduly Prejudice Plaintiff.

A stay of this litigation will not harm or prejudice Plaintiff. First and foremost,
Defendants are no longer using the term “Route 66” in connection with the marketing,
promoting, or selling of any goods or services in the United States. See Declaration of
Kelly Holland, attached hereto as Exhibit B, 3. Accordingly, any alleged harm to
Plaintiff by Defendants’ use of the term “Route 66” is not ongoing, such that a stay of
this litigation will not cause Plaintiff any irreparable harm.

Moreover, even though awaiting the TTAB’s ruling in the Cancellation
Proceeding may slightly delay fhis Court’s disposition of the instant case, any such
minor delay will be offset by the increased efficiency with which this Court will be
able to make its future decisions using the TTAB’s ruling as a guide. See Citicasters,
44 U.S.P.Q.2d at 1224 (“[Alny minor delay is countered by the speed at which the
court will ultimately be able to decide the issues herein, after the TTAB has offered its
essentially advisory opinion. There will be little in the way of new discovery and the
legal issues, though not disposed of, will be clearly set out.”).-

Finally, discovery in this case is still in its infancy. The parties only recently
filed their Joint Discovery Report on October 16, 2008 (Document No. 18), and have
not yet exchanged any documents or taken any depositions of witnesses. Accordingly,
Plaintiff will not be unfairly harmed by a stay, and institution of a stay pending the
completion of the Cancellation Proceeding is both efficient and appropriate.

II. The Court Should Stay This Litigation Pursuant To The Doctrine Of

Primary Jurisdiction.

In addition, or in the alternative, this Court should enter a stay of this litigation
under the doctrine of primary jurisdiction. Application of the primary jurisdiction
doctrine is appropriate when there is a need for initial consideration of issues by an
agency with specialized knowledge, and those issues have been placed before that
agency by the parties. Microchip, 2002 WL 32332753 at *3. Under this doctrine,

district courts have stayed trademark inﬁingemeht claims to await the disposition of

5
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pending TTAB proceedings involving the marks. See, e.g., Citicasters, 44 U.S.P.Q.2d
at 1224; Microchip, 2002 WL 32332753; Nat’l Mktg. Consultants, Inc. v. Blue Cross
Blue Shield Ass’n, No. 87 C 7161, 1987 WL 20138 (N.D. Ill. Nov. 19, 1987); Sun
Drop Sales Corp. of America v. Seminole Flavor Co., 159 F. Supp. 828, 828 (E.D.
Tenn. 1958). _

The test for invoking the doctrine of primary jlirisdiction is whether the parallel
agency proceedings will be a “material aid” in resolving the judicial proceedings.
Nat’l Mktg., 1987 WL 20138 at *2 (citing Ricci v. Chicago Mercantile Exch., 409
U.S. 289, 305 (1973)). As discussed more thoroughly above, the TTAB’s evaluation
of Plaintiff’s rights in the ROUTE 66 Marks will be a material aid in resolving this
litigation. ‘

Furthermore, in considering whether to invoke the doctrine of primary
||jurisdiction, courts have traditionally employed such factors as (1) the need to resolve
an issue that (2) has been placed by Congress within the jurisdiction of an
administrative body having regulatory authority (3) pursuant to a statute that subjects
an industry of activity to a comprehensive regulatory authority that (4) requires
expertise or uhiformity in administration. Syntek Semiconductor Co., Ltd. v.
Microchip Technology Inc., 307 F.3d 775, 781 (9th Cir. 2002). When these factors
are considered here, application of the doctrine is warranted.

The USPTO is vested by Congress with broad authority to regulate the
registration of trademarks. Included within the statutory mandate of the Lanham Act
is the power to resolve inter-party disputes cohcerning registration of particular marks.
The TTAB was created especially to hear such disputes. Decisions of the TTAB are
entitled to the most respectful consideration because of the TTAB’s day-to-day
expertise in adjudicating issues concerning ownership and validity of trademarks. See
Carling Brewing Co. v. Philip Morris Inc., 297 F. Supp. 1330, 1337 (N.D. Ga. 1968)
(“While . . . Patent Office decisions . . . are not binding upon this court, they are

certainly entitled to the most respectful consideration.”); accord, D. M. & Antique
6
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Import Corporation v. Royal Saxe Corp., 311 F. Supp. 1261, 1274 (S.D.N.Y. 1970)
(The expertise of the [TTAB] . . . entitle[s] their views to respectful consideration.”).
Indeed, the overlapping and yet-undecided issues presented in this litigation and
the Cancellation Proceeding — i.e., whether Plaintiff has trademark rights in the
ROUTE 66 Marks, and whether the Registrations are invalid due to Plaintiff’s frand
on the USPTO — are technical, specialized issues that Congress has committed to the
USPTO. In deciding these issues, the TTAB can draw upon its familiarity with the
vast array of trademark cases that it has decided in the past. Before the Court
considers this case, the USPTO, acting through the TTAB, ought to have the
opportunity to apply its expert, specialized knowledge and experience. See Sun Drop,
159 F. Supp. at 828 (“The Commissioner of Patents and his assistants are, being
experts in this field, far better equipped to pass upon that question [of trademark
registration] than this Court”); Citicasters, 44 U.S.P.Q. at 1224 (“In granting the
motion to stay, the court is confident that the TTAB will exercise its specialized
knowledge in effecting a determination that will prove valuable to this court”).
Accordingly, this Court should stay this litigation pursuant to the doctrine of
primary jurisdiction and allow the TTAB’s expertise and specialized knowledge to
determine issues concerning the validity and ownership of Plaintiff’s trademarks.| .
Regardless of the outcome of the Cancellation Proceeding, the findings of the TTAB,
and the ramifications of such findings, will undoubtedly have significant bearing on| .
this litigation. | |
/11
/11
Iy
/17
/17
/11

/17
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CONCLUSION
Wherefore, Defendants Penthouse Media Group, Inc., n/k/a FriendFinder

Networks Inc., Penthouse Digital Media Productions, Inc., and Pulse Distribution,
LLC, respectfully request that this Court grant Defendants’ Motion to Stay by entering
an order staying this litigation pending the resolution of the Cancellation Proceeding

pending before the TTAB.

Dated: {¢hbes 2/ 2008

Respectfully submitted,

s,

Kristin L. Holland (SBN'187314)
Tiffany J. Hofeldt (SBN 228864)
KATTEN MUCHIN ROSENMAN LLP

2029 Century Park East, Suite 2600
Los Angeles, CA 90067
Telephone: 310.788.4400
Facsimile: 310.788.4471

Floyd A. Mandell (SBN 1747681

Cathay Y. N. Smith (SBN 6290784
KATTEN MUCHIN ROSE LLP
525 W. Monroe Street

Chicago, IL 60661-3693

Telephone: 312.902.5200

Facsimile: 312.902.1061

Ira P. Rothken (SBN 160029
ROTHKEN LAW FIRM LLP
3 Hamilton Landing

Suite 280

Novato, CA 94949

Telephone: 415.924.4250
Facsimile: 415.924.2905

8

DEFENDANTS® MEMORANDUM IN SUPPORT OF MOTION TO STAY




Exhibit A



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of U.S. Trademark Registration No. 3,189,543
For the mark ROUTE 66
Date registered: December 26, 2006

In the matter of U.S. Trademark Registration No. 3,194,255
For the mark ROUTE 66
Date registered: January 2, 2007

In the matter of U.S. Trademark Registration No. 3,291,736
For the mark ROUTE 66
Date registered: September 11, 2007

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC,, )
)
Petitioner, )
)

V. ) Cancellation No.
' )
CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
: )
© . Registrant. )

CONSOLIDATED PETITION TO CANCEL

Petitioner, Penthouse Digital Media Pn.)ductions Inc., 2 New York corporation having an |
address at 6800 Broken Sound Parkway, Suite 100, Boﬁa Raton, Florida 33487, believes that it is
. and will be damaged By, and hereby petitions to cancel, the following three US Trademark
Registrations (collectively, the “Registrations”) for the mark ROUTE 66 (the “Asserted Mark”):

e . US. Registration No. 3,189,543 “for pre-recorded DVD's and
videocassettes featuring drama, action and adventure” in International
Class 9 (the “DVD/Videocassette Registration”);

) U.S. Registration No. 3,194,255 for “entertainment services, namely,
entertainment in the nature of an on-going television program in the field
of drama, action and adventure; television production services” in
International Class 41 (the “TV Program Registration™); and



® U.S. Registration No. 3,291,736 for “motion picture film series featuring
drama, action and adventure” in International Class 9 (the “Motion Picture

Registration”).
To the best of Petitioner’s knowledge, based on the TARR database of the United States

Patent and Trademark Office (“Trademark Office”), the name and address of the current owner

of the Registrations are Cloudstreet, Inc. d/b/a Roxbury Entertainment (“Registrant™), 201
Wilshire Boulevard, Second Floor, Santa Monica, California 90401, and the correspondent for
the Registrations is Paul D. Supnik, 9401 Wilshire Boulevard, Suite 1012, Beverly Hills,
California 90212.

Petitioner’s grounds for cancellation are as follows:

The.Lawsuit

1. On June 12, 2008, Registrant sued Petitioner, Petitioner’s parent FriendFinder
Networks Inc. (fk/a Penthouse Media Group Inc.), Petitioner’s licensee Pulse Distribution LLC,
and Does 1-10 in the United States District Court for the Central District of California, Case No.

CV08-03872 (the “Lawsuit”), for the alleged violation of the Lanham Act, federal trademark

infringement and other causés of action based on Petitioner’s production, release and distribution
in commerce of the adult entertainment motion picture titled PENTHOUSE: ROUTE 66. .

2. In the Lawsuit, Registrant claims to be the cutrent successor-in-interest to alleged
| ROUTE 66 trademark rights arising from the “Ro.ute 66” television series originally broadcast
via the CBS television network from 1960-1964 starring actors Martin Milner, George Maharis,
. and later Glenn Corbette (“Registrant’s Television Series”).

3. In the Lawsuit, Registranf has alleged that Petitioner, among others, unlawfully

used “Route 66” as part of the title of an adult entertainment movie in violation of Registrant’s



claimed exclusive right to use such term in connection with the goods and services identified in
the Registrations.

4. Because Registrant has asserted the Registrations against Petitioner, its parent and
its licensee in the Lawsuit, Petitioner is harmed by the continued subsistence of the Registrations,
including the evidentiary presumptions that such Registrations confer upon Registrant, which
Petitioner must rebut in the Lawsuit.

The Registrations

5. The DVD/Videocassette Registration claims a date of first use anywhere, and in
commerce, of February 28, 1995, the .TV Program Registration claims a date of first use
anywhere, and in commerce, of September 30, 1960, and the Motion Picture Registration claims
a date of first use anywhere, and in commerce; of May 7, 2007.

6. The Registrations provide Registrant with certain benefits, including, without
Timitation: (a) prima facie evidence that trademark rights in the Asserted Mark are valid; (b)
prima facie evidence that the Regiéfrant is the exclusive owner of the Asserted Mark; and (c) the
possibility to recover treble damages and attorneys’ fees from an adjudicated infringer of the
Registraﬁoné. |

| Applicable Law

7. Trademark Manual of Examining Procedure (“TMEP”) Section 903.02 governs

an applicant’s designation of the date of first use of a claimed mark in commerce. That section
provides, in pertinent, part that “[ajn applicant may not file an application on the basis of use of a

mark in commerce if such use has been discontinued.” 1d. (emphasis added).



8. TMEP Section 903.09 governs an applicant’s designation of the date of first use
of a claimed mark in commerce for more than one item of goods or services in a particular class.
That section provides, in pertinent part:

There must be at least one specified item in a class to which the specified
dates pertain. . . . Where the dates of use do not pertain to all items, the
applicant should designate the particular item(s) to which they do
pertain. . . . If more than one item of goods or services is specified in a

particular class, the [Trademark] Office will presume that the dates of use
apply to all the goods or services, unless the applicant states otherwise.

1d. (citations omitted).
9. TMEP Section 1202.08 governs an applicant’s ability to register the title of a
single creative work. That section provides, in pertinent part:
The title, or a portion of a title, of a single creative work must be refused
registration under §§1, 2 and 45 of the Trademark Act, 15 U.S.C. §§1051,
1052 and 1127, unless the title has been used on a series of creative works.

The title of a single creative work is not registrable on either the Principal
or Supplemental Register.

1d. TMEP Section 1202.08(c) further provicies, in pertinent part:
An applicant must submit evidence that the title is used on at least two
different creative works. A series is not established when only the format

of the work is changed, i.e., the same title used on a printed version of a
book and a recorded version does not establish a series.

DVD/Videocassette Registration
(Fraud on the Trademark Office)

10.  On information and belief, Registrant committed fraud on the Trademark Office’
in the prosecution of the application underlying the DVD/Videocassette Registration in that
Registrant (including its predecessors-in-interest) had not used the Asserted Mark in commerce

on DVDs continuously since the claimed date of first use — namely, February 28, 1995 — a fact



that Registrant- deliberately concealed from and/or knowingly misrepresented to the Trademark
. Office.

11.  On information and belief, Registrant (including its predecessors-in-interest) did
not use the Asserted Mark in commerce on DVDs until 2005, at least nine years after
Registrant’s claimed date of first use. The specimen of use submitted to the Trademark Office
by Registrant. in support of the Amendment to Allege Use in the application underlying the
DVD/Videocassette Registration corroborates tﬁis belief since it depicts Registrant’s DVD box
artwork sleeve bearing a copyright notice dated 2005 and claiming to be the “First Ever DVD
Release.” See Amendment to Allege Use, filed July 14, 2006, attached as Exhibit 1.

12.  Similarly, on information and belief, Registrant committed frand on the
Trademark Office in the prosecution of the application underlying the DVD/Videocassette
Registration in that Registrant (including its predecessors-in-interest) had not used the Asserted
Mark in commerce on videocassettes continuously since the claimed date of first use — namely,
February 28, 1995 — a fact that Registrant déiiberétely concealed from and/or knowingly
misrepresented to the Trademark Office.

13.  Even assuming, arguendo, that Registrant can somehow establish that the claimed
date of first use is correct with respect to one, but not both, of the two types of goods identified
in the DVD/Videocassette Registration, Registrant’s failure to designate the particular item to
which such date pertains is in violation of TMEP Section 903.09.

14. On information and belief, the Trademark Office relied on Registrant’s
misrepresentations when it accepted the Amendment to Allege Use and specimen submitted by

Registrant in the application underlying the DVD/Videocassette Registration.



15. On information and belief, the Trademark Office would not have issued the
DVD/Videocassette Registration had the assigned examining attorney known that, in fact,
Registrant’s claimed date of first use was incorrect and/or did not apply to all of the goods
identified in-the underlying application.

(Abandonment)

16. Qn information and belief, Registrant has abandoned the DVD/Videocassette
Registration since Registrant (inciuding its predecessors-in-interest) has not used the Asserted
Mark in commerce on videocassettes for at least three (3) years, constituting prima facie
evidence of abandonment of the Asserted Mark for such goods.

TV Program Registration
(Fraud on the Trademark Office)

17.  On information and belief, Registrant committed fraud on the Trademark Office -
in the prosecution of the application underlying the TV Program Registration in that Registrant
(including its predecessors-in-interest) had not- used the Asserted Mark in commerce in
connection with the services identified in the TV Program Registration continuously since the
claimed date of first use — namely, September 30, 1960 — a -fact that Registmnt' deliberately
concealed from and/or knowingly misrepresented to the Trademark Office.

18.  On information and belief, Registrant’s Television Series containing “Route 66”
in its tifle was not televised in commerce for at least twenty years after its iniﬁal run cancellation
in 1964. On informatioﬁ and belief, Registrant’s Television Series was not televised in
commerce again until its run from 1985-1987 on the Nickelodeon cable channel (the “Nick at

Nite Run™). See www.Wikipedia.com materials attached as Exhibit 2.



19.  On information and belief, not until 1993, more than five years after the Nick at
Nite Run, did any “Route 66”-titled television series surface again — this time a sequel series
starring actors James Wilder and Dan Cortese. The sequel series lasted four episodes on the
NBC television network before being cancelled. S_eé. Ex. 2. As such, there was no “on-going
television program” or “television production services” at the time Registrant filed the
underlying application on July 6, 2005, claiming that such services then existed.

20. On information and belief, the Trademark Office relied on Registrant’s
ﬁsrepresentaﬁons when it accepted Registrant’s claimed date of first use and/or claim of
continuous/on-going use in the application underlying the TV Program Registration.

21.  On information and belief, the Trademark Office would not have issued the TV

.Program Registration had the assigned examining attorney known that, in fact, Registrant’s
claimed date of first use was incorrect and/or that the claim of continuous/on-going use was
incorrect, and as such, either misrepresentation would constitute fraud on the Trademark Office.

(Abandonment)

22. On information and belief, Registrant has abandoned the TV Program
Registration since Registrant (including its predecessors—in—interest) has not used the Asserted
Mark in commerce in connection with the services identified in the TV Program Registration for
at least three (3) years, constituting prima facie evidence of abandonment of the Asserted Mark
for such goods.

Motion Picture Registration
(Fraud on the Trademark Office)
23.  On information and belief, Registrant committed fraud on the Trademark Office

in the prosecution of the application underlying the Motion Picture Registration in that



Registrant (including its predecessors-in-interest) had not yet used the Asserted Mark in
commerce in connection with the services identified in the Motion Picture Registration — a fact
that Registrant deliberately concealed from and/or knowingly misrepresented to the Trademark
Office when Registrant filed the Statement of Use in the underlying application on May 22,
2007, claiming a date of first use anywhere, and first use in commerce, of May 7, 2007.

24. On information and belief, even assuming, arguendo, that at some point
Registrant released a single motion picture film entitled “Route 66,” Registrant never released

~ any motion picture film series as claimed in the Motion Picture Registration, and the specimen of

use submitted to the Trademark Office ~by Registrant in support of the Statement of Use in the
underlying applicaﬁon corroborates this belief. Registrant describes its specimen, which consists
.of two photographs, as a “photograph showing title of motion picture film in theater during film
festival and reference to series of motion picture films under the trademark outside of theater.”
See Statement of Use, filed on May 22, 2007, attached as Exhibit 3. On information and belief,
however:

| (@  both photographs depict only a single motion picture film, or advertising
relating thereto, entitled “ROUTE 66” — i.e., not a motion picture film

series;
(b)  notwithstanding Registrant’s purported characterization of the latter
' photograph — i.e., a “photograph showing . . . reference to series of motion
picture films under the trademark outside of theater” (the “Second
Photograph”) — such photograph makes no visible reference to any such

series; and



()  the Second Photograph reveals that the motion picture film depicted in the
advertisement was not yet in theaters, since the advertisement expressly
states that it is “COMING SOON”. See id. Indeed, Registrant’s future
plan or intention, if any, to release a motion picture film that is to be part
of a series does not constitute “use in commerce” of the Asserted Mark
within the meaning of 15 U.S.C. § 1127 as required to support registration,
nor does it constitute a “series of creative works” as required to support.
registration under TMEP Section 1202.08.

75.  On information and belief, the Trademark Office relied on Registrant’s

misrepresentations when it accepted the Statement of Use (including the specimen) submitted by
‘Registrant in the application underlying the Motion Picture Registration.

26. On information and belief, the Trademark Office would not have issued the
Motion Picture Registration had the assigned examining attorney known that, in fact, Registrant
had not yet released at least two motion pictures entitled “Route 66”.

WHEREFORE, Petitioner respectfully requests that the Trademark Trial and Appeal.

Board cancel the Registrations in their entirety.

Respectfully submitted,

By:
d A. Mandell
Lisa K. Shebar
Cathay Y. N. Smith
Attorneys for Petitioner
Katten Muchin Rosenman LLP
525 West Monroe Street
Chicago, Illinois 60661
(312) 902-5200
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Trademark/Service Mark Amendment to Allege Use
(15 U.S.C. Section 1051(c))
To the Commissioner for Trademarks:

MARK: ROUTE 66
SERIAL NUMBER: 78977114

The applicant, CLOUDSTREET, INC. dba Roxbury Entertainment, having an address of 201 Wilshire Boulevard, Second Floor, Santa Monica,
California United States 90401, is using or is using through a related company or licensee the mark in commerce on or in connection with the
goods and/or services as follows:

For International Class: 009, the applicant, or the applicant's related company or licensee, is nsing the matk in commerce on or in connection
with all goods and/or sexvices listed in the application or Notice of Allowance.

The matk was Srst used by the applicant, or the applicant's related company, licensee, or predecessor in interest at feast as early as 02/28/1995,
and firstused in commerce at least as early as 02/28/1995, and is now in use in such commerce. The applicant is submitting one specimen for the -
class showing the mark as used in commerce on or in connection with any item in the class, consisting of a(n) copy of DVD insert.
Specimen-1

The applicant hereby appoints Paul D. Supnik to submit ¢his Trademark/Service Mark Amendment to Allege Use on behalf of the applicant. The
attomey docket/reference sumber is 2226-11,

A fee payment in the amount of $100 will be submitted with the form, representing payment for 1 class.

Declaration

Applicant requests registration of the above-identified trademark/service mark in the United States Patent and Trademark Office on the Principal
Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq., as amended). Applicant is the owner of the mark sought to be
registered, and is using the mark in commerce on o in connection with the goods/services identified above, as evidenced by the attached
specimen(s) showing the mark as used in commerce.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.5.C.
Section 1001, and that such willful false statcrents and the like may jeopardize the validity of this document, declares that he/she is properly
authorized to execnte this document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all statements
made on information and belief are believed to be true.

Signature: /KIRK HALLAM/  Date Signed: 07/14/2006
Signatory's Name: Kirk Hallam
Signatory's Position; President

RAM Sale Number: 748
RAM Accounting Date: 07/17/2006

Serial Number: 78977114

Tnternet Transmission Date: Fri Jul 14 19:34:30 EDT 2006

TEAS Stamp: USPTO/AAU-69.234.151.78-2006071419343069 . -
4319-789771 14-3325cb4df7£261d89£5f1e5caf :
bbb6e664-CC-748-20060712204215357385

GoBack
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Route 66 (TVSaAegyr > weorinst s

F¥rom Wikipedia, the free encyclopedia

Route 66 is an American TV series in which two young men traveled across

America. The show ran weekly on CBS from 1960 fo 1964, It starred Martin Route 66
Milner as Tod Stiles and, for two and a half seasons, George Maharis as Buz
Murdock. Maharis was ill for much of the third season, during which time Tod
was shown traveling on his own. Tod met Lincoln Cass, played by Glenn
Corbett, late in the third season, and traveled with him until the end of the
fourth and final season,

The series is best emembered for its iconic Corvette convertible and its
snstramental theme song (composed and performed by Nelson Riddle), which
became 2 majox pop hit,

Contents e e R
Tod and Buz take a ferry to trouble inthe seties
» 1 Format and characters . premierc.
= 2 Locations ’
= 3 Gueststars Format Drama
= 4 Production nofes Created by Stiding Silliphant
-] TS;ripls Starring Martin Milner
: g Carm song . George Maharjs (1960-
» 8 Awards and nominations 1963)
.« 9 Episode list Glem Corbett (1963-1964)
: = 9.1 Fixst season (1960-1961) Comtryoforigln 25 United States
» 9.2 Second season (1961-1962)
» 9.3 Third season (1962-1963) No. of seasons 4
- ‘,954 Fgurth season (1963-1964) No. of episodes 116
» 10 DVD Release
» 11 Cultural impact v . Produstion
= 12 Sequel Running tme approx. 0:52 (per episode)
-—=-~13 Bxternal links ' Broad
» 14 Funther reading : : . roadesst
2 15 References Original channel CBS
Original ron October 7, 1960 —Masch
Format and characters 13,1964,
[Route 66 was 2 hybrid between episodic television drama, which has MDb profile

continuing characters and situations, and the anthology format (e.g. The
Twilight Zone), in which each week's show has a completely different cast and story. Route 66 had just three continuing
characters, no more than two of whom appeared in the same episode. Like Richard Kimble from The Fugitive, the wanderers
would move from place to place and get caught up in the struggles of the people there, Unlike Kimble, nothing was forcing them
1o stay on the move except their own sense of adventure, thus making it thematically closer to Rua for Your Life and Then Came
‘Bronson. A later example of this traveling protagonist format is Quantum Leap. :

This semi-anthology concept, where the drama is centered on the guest stars rather than the regular cast, was carried over from
series creator Stirling Silliphant's previous drama, Naked City (1958-63). Both shows were recognized for their literate scripts
and rich characterizations. The open-ended format, featuring two roaming observers/facilitators, gave Silliphant and the other
writers an almost unlimited landscape for presenting 2 wide variety of dramatic {or comedic) storylines. Virtually any tale could

’ beadap!edtoﬂxeseriﬁ.'rhetwotegtﬂarsmemlyhadwbeworkedinand the setting tailored to fit the location. So, from toiling )

in a Califomia vineyard to mamming a Maine lobster boat, the two men took odd jobs along their joumey which brought them into
contict with dysfimctional families or troubled individuals in need of theic help. .

Tod and Buz (and Tater, Linc) symbolized vestless youth searching for mesming in the early Sixties, but they were essentially
pon-characters. We Jearn almost nothing about them over the conrse of the sexies. All we are told is afier the death of his father,
Tod Stiles inherits a new Corvette and decides to drive actoss Amnerica with his fifend Buz, Tod, porirayed by clean-cut Martin

ixttp://e'n.wikipedia._orglwikilRoute__GG_(’l'V_series) | STL3TI008

——



Route 66 (TV sexies) - Wikipedia, the free encyclopedia Page2 of 11

Milner, is the epitome of the decent, honest, all-Amexican type. He is the moral anchor of the series. By contrast, the working-
class Buz (George Mahatis) is looser, hipper, more Beat Generation in attitude. His third-season replacement, Lincoln Case
S {Glemn Corbett), is a darker character, an army veteran haunted by his past. He's more introspective with a sometimes explosive
8 ) temper, but is nonetheless a reliable companion on this soul-searching journey.

“The series concluded with the two-pat episode "Where There's a Will, There's 2 Way" in which Tod Stiles got mayried, and he
and Linc finally setiled down. This made the series one of the earliest prime-time television dramas to have a planmed series
finale resolving the fate of its main characters.

" The shuwmsﬁh*xéd and presented in black and white throughoutiixxﬁx.'l‘his was not unusnal for early 1960s episodic TV.

" Locations

Route 66 is well-remembered for its cinematography and location filming. Writer-producer Stisling Silliphant traveled the

" country with a Jocation manager (Sam Manners), scouting a wide range of locales and writing scripts to match the settings. The
wetors and film crew would arsive a few monthis fater. Memorable locations include a logging camp, shrimp beats, an offshore oil
rig, and Glen Canyon Dam, the latter while stifl under construction, It is one of very fow series in the history of television to bo
filmed entirely on theroad, This was done at a time when the United States was much less homogeneous than it is now. People,
sheir accents, livelikoods, ethnic backgrounds and attitudes varied widely from one location to the next. Scripted characters
seflected a far less mobile society, in which people were more apt fo spend their entire lives in one small part of the country.
Similarly, the places themselves were very different from one another visually, environmentally, architecturally, in goods and
services available, etc. Stars Martin Milner and George Maharis both mentioned this in 1980s interviews, "Now you can go
wherever you want, Maharis added by way of contrast, *and it's 2 Denny's.” .

Guest stars

The roster of guest stars on Route 66 inclndes quitcafewactozswholaterwentontofameandfortune,mwellasmqiorswson
the downward side of their careess. One of the most historically significant episodes of the series in this respect was "Lizard's

") Leg and Owlet's Wing." Tt featured Lon Chaney, Jr., Peter Lomre and Boris Karloff as themselves, with Karloff donning his

. famousl’mxkensteﬁtmonstermake—upformeﬁmﬁmeh25years).Theshowwas fitmed at the O'Hare Ion, near O'Hare

" Afmport, Chicago, Ilinois. Dutch singer Ronnie Tober had a small guest role with Sharon Russo, Junior Miss America.
Other notable guest stars from the series included James Caan, Robert Duvall, Walter Matthau, David Janssen, Buster Keaton,
Les Marvin, Tina Louise, Suzanne Plesheite, Robert Redford, Martin Sheen, and Rod Sieiger. TJulie Newmar is especially
. memorable as a motorcycle-riding free-spirit—2 tole she reprised in a later episode. William Shatner and DeForest Kelley also

guest starred, in separate episodu.LeeMawinandDeFomKelley were among the many actors and aciresses to appear in more
than one role over the course of the sexies.

T 2 1986 interview, Martin Milner reported that Les Marvin credited him with helping his career by breaking Marvin's nose
™ust enough” to improve his look. This happened in Pitisburgh, Pennsylvania duriog a scripted fistfight for *Mon Petit Chou",
the second of two episodes in which Marvin appeared.

Two late third-season episodes,whichairedoneweekapart.eachfeemred a guest star in a bit part playing a character with s
profession with which they would Jater become associated as stars of their own respective mega-hit television series, In
“Shadows of an Afternoon”, Michael Conrad can be seen as 2 wiformed policeman, many years before he became famous in his
regular fole as Police Sgt, Phil Esterhaus on Hill Street Blues, And in "Soda Pop and Paper Flags”, Alan Alda guested asa

- sprgeon, a precursor to his career-defining role as Dr. Benjamin Pranklin *Hawkeye" Pierce on MPA*S*H. Alsoin the first
season episode The Strengthening Angels that aired November 4, 1960 Hal Smith, who played town drunk Otis Campbellin The
Andy Griffith Show, slso plays a drank named Howard and is listed in the credits as “Dronk".

The episode "5 1t True There Are Poxies at the Bottorn of Landfair Lake?" featured guest stars Geoffrey Home and Collin
Wilcox. In the episode’s storyline, Wilcox's character pretended to get married to Home's, although it tamed out to be apractical
job.Afewywsaﬁuappmringinmis episode, Home and Wilcox would in real lifo be briefly married to each other.

' A noteworthy in-joke occurs duxing the episods "Where Are the Sounds of Celli Brahams?" In this segment, Horace McMzhon
gumsasammeapolis,lvﬁnnmuﬁsﬁval promoter. At one point, his character confesses to Line his failed ambition tobe a
O policeman. Linc remarks that he looks like a policeman Linc once knew in New York City. McMshon had starred as Lt. Mike
Parker on the New York-based police drama Naked City from 1958-63, another television series overseen by the creative team of
Stirling Silliphant and Hesbert B. Leonard.

e

http:l/en.wikipedia.orglwiki/Route_66_(TV__seﬁes) : 8/23/2008
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Production notes

» The original wotking title of the series was The Searchers, according to George Maharis. Thattitle was also thetitle of the
1956 film The Searchers directed by John Ford and starring John Wayne, so the series was renamed,

« ‘The show actally had very little real connection with the US Highway providing its name. Most of the locations visited
throughout the series were far afield from the tersitory covered by "The Mother Road.” U.S, Route 66 the highway was
‘briefly referred o in just thres early episodes of the series ("Black November", *Play It Glissando®, and "An Absence of
Tears") and is shown only rarely, as in the early first season episods "The Strengthening Angels".

w The episode "I'm Here to Kill a King" was preempted becanse of President Joln F. ¥ennedy's assassination that month,

and wasn0t seen on felevision until the series entered syndication, This episods, and "A Long Way from St. Louie", are
the only ones filmed cutside the U.S., (in Canada).

Scripts

" Route 66 was devised by Stitling Silliphant, who wrote the majority of the episodes. It was notable for its dark storylines and

exceptionat realism. Tod and Buz would frequently become involved with individuals whose almost nihilistic worldview made
for occasionally frightening television. Some forty-six years after its premiere, Rowte 66/is still one of the few television series to
offer such a range of socially-conscious stories, including mercy killing, the threat of nuclear annihilation, texxorism, runaways
and orphans. Other episodes dealt with the mentally ill, dmg addiction or gang violence. However, some stories were congenially
Tighthearted, such as amemorable cpisode featnring Richard Basehagt as a folklorist frying 1o record the Jocal music of an
ssolated Appatachian community, and 4 Halloween episods called "Lizard's Leg and Owlets Wing”.

Bven more unusual is the way it served up a kind of soaring dialog that has been referred to as "Shakespearean” and free-verse
poetry. For instance, the boys encounter a ‘Nazi hunter named Bartlett on the offshore oil drilling rig where they work. Bartleit
describes the horrors of WWII and the Eolocaust thusly: “Tod, Thope you Tive & long life and never know the blistering forces
which sear and destroy, turn men into enemies and sweep past the last fronfiers of compassion” and "once you've seen that dark,
uncessing fide of faces... of the victims...the last spark of dignity so Gblitexated that not one face is lifted to heaven, not one voice
is raised in protest even as they died..." (from episode #4; *The Man on the Monkey Board").

Fhe quitky, testured wrting extended oven to episode ie, which insluded such oddities as "How Much a Pound is Albatross?*
and "Ever Ride the Waves in Oklahoma?". Other episode titles were drawn from & wide range of literary sources, such as
Shakespeare.("A Lance of Straw™) or Alfred Tennyson ("A Fury-Slinging Flame").  °

Many of the stories were character studies, Tike the above-menfioned one featuring Richard Basehart as 4 man ‘who uses people
then tosses them away, as if fhey ate plastic spoons, The episode titled "You Can't Pick Cotton in Tabiti" refers o small-town
America as both a far-away, exotic Tahiti and the "real America” compared to *phony-baloney" Hollywood, and still offers food
for thought. Many episodes offer moving soliloquics, $nto which future Academy-Award-winning writer Stirling Silliphant (fr
the Heat of the Night) pomred bis decpest thoughts, :

Despite all the adventure, travelogue, drama and poetry, the real subject of the sexies was the human condition, with Tod and Buz
often cast as a kind of roving Greek chorus, observers and mentors fo broken-down prizefighters and rodeo clowns, sadists and
jron-willed matrons, sucfers and heiresses, nmaway kids and people from all walks of life, forced by circumstances to confront
their demons. '

One hallmark of the show was the way it introduced viewers, ‘however briefly, to new ways of life aud new cultures, For
instance, we get a glimpse of a shrimper’s life in episode 3, "A Lance of Straw®, and a Jook at Cleveland, Ohio's Polish
commuity in episode 35, "First Class Mouliak". Here the young are pushed by their pareats into caresrs and even marriages
they maynot want, in an effort to hold cotumunity and family together, albeit at the expense of the happiness and well-being of
fhe kids. This story featured Robert Redford, Mertin Balsam, ‘Nehemiah Persoff and Nancy Malone as guest stars.

One of the legacies Roufe 66 left behind is 2 dranatic and photographic portrait of early-1960s America as a far less crowded
and less complicated era, in which altruism and optimism still had a place. 'Ihatplacewasﬁlledbytwoyonngmmwhosemd
to represent the best in us, fhe willingness to stand ap for the weak and who espoused old-fashioned values like honesty and
physical courage. ‘Peaceful rebels who rejested material possessions and the American dream of owning a home, the boys weze
orphans who may have enohodied Jack Kerouac's Beat Generation, a ittle bit of Marlon Prando's wild side from The Wid One,
Jaraes Dean's inability to settle down and fit in from Rebel Without a Cause and the wandertust of the above-mentioned Jim
Bronson, the traveling writer and loner who toured the USA via motorcycle in the 1969-1970 serics Then Came Bronson. The
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use of the Corvette on Route 66, not only as the boys' transportation but as their marquee and symbol of their wandering spirit,
created the link between America's Sports Car and America's Highway that endures to this day.

i '\ Given the unusual tenor of the show and the ordeal of keeping some 50 people on the road filming for most of the year, it seems
e’ highly unlikely that anything like Route 66 will ever be attempted again.

Theme song

Nelson Riddle was commissioned to write the instrumental theme when CBS decided to have anew song, rather than pay
royalties for the Bobby Tronp song "(Get Your Kicks on) Routo 66" Riddle's theme, however, offers an unmistakable homage to
the Iatter's piano solo (as originally recorded by Nat King Cole) throughout the number, Riddle's Route 66 instrumental was the
Frst television theme[1] to make Billboard Magazine's Top 302}, and earmned two Grammy nominations in 1962.{3)

Car

Geuorge Maharis reported ina 1986 Nick at Nite interview that people ofien ask him about “the red Corvette,” According to
Maharis, the Cotvetts was never zed. It was Hght biue the first season, and fawn beige for the second and third seasons. Both
colors were chosen to photograph well in black and white, but the show's cinematographer complained that the powder blus car
yeflected too much light. The Corvette was replaced with anewer model anmually by the series’ sponsor, General Motors, butthe

show itself never mentioned or explained this technicality.
Awards and nominations

» In 1962, guest star Ethel Waters was nominated{4) for an Emny Award in the category "Outstanding Single Performance
by an Actressin a Series* forher performance in the episode "Good Night, Sweet Blues”, Jt was the first-ever Emmy

nomination for an Aftican-American actress[S].

n Also in 1962, George Miaharis was nominated for "Outstanding Continued Performance by au Actor in 2 Series™ (Best
,~"’"“‘ Actor){6) for his role as Buz. .

e » In 1963, the Writers Guild of America presented writer Larry Marcus with 1he' "Best Episodic Drama® award forhis
screeoplay for the episode "Man Out of Time", .

Episode list
First season (1960-1961)

Ep. Tile | Alrdate Writer : Overview”

i
" Qctober 7, PEp— Car trouble strands Tod and Buz in-a small town witha
1 |*Black November" 1960 Stirling Silliphant terrible "

October 14, lat: . auie Todmdansignoniocrewashﬁmpboat,dzspiteﬂxe
2 |"ALamceofStraw”  |ygey Stiling Silliphant | | Jections of the female captain's boyfiend.

October 21, |qe .  Tod and Buz meet a gitl in New Orleans duzing a parrot
3 |"The Swan Bed" 1960 Stirling Silliphant fever epidemic.
*The Man on the October 28 3 Tod and Buz meet a Nazi-huater and his quany on an
4 onkeyBoad® - f1o0 - |ooogSiliphat  lommhors ofl sig. ’

"The Strengihening  |Novemberd, joe s o, comip ~ |Tod and Buz try to help amigrant worker who is in
5 |Angels” 1060 |StistiogSilliphant oo with the local sherift

November Devastated by drought, thres orphaned ranchers need
6 |"TenDrops of Watet” 11, 1960 Howard Rodman Tod, Buz and the Corvetts. .

*Three Sides” (aka  [November . . TodandBuzgetinvolvedinfmilystifcwhileworking
7 | itoee Sides of aCoin) |18, 1ogo | StliogSiighant | e an Oregon hop fsrmer.

(j . . While warking at a logging camp, Tod and Buz meeta
! g {Legaoy forLucier  [November | SHAReTTNERt gid rom laly, who nsists she e inberted the stats of
’ Oregon from a local man.
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"Layoutat Glen December2, | e e ass Tod and Buz act as bodyguards to fashion models at the
? Canyon” 1960 Stirling Silliphant Glen Canyon Dam construction site.
» . December 9, |y . Tod and Buz help an old prospector stake his claim after
10 }]"The Beryllium Bater® 1960 Richard Collins he finds beryllium ore. .
. . Tod and Buz meet a scientist (Leslie Nielsen) who
11 | ATy Shnging Decctber  |sring Silighant  intends to hide i Carsbad Caverns wih fiends until an
’ expected nuclear holocaust is over.
Januaty 6, Tod and Buz work as cowboys for Woody Biggs (Les
12 {"Sheba" lgs‘iary »  |Stisling Silliphant ‘Marvin), who isn’t done with the woman he sent to
prison. '
" . Stirling Silliphant, Tod becomes a race car driver as he and Buz get
13 D?;;?“ o and the '{;’%‘;m 13, Charles Beaumont and |involved in a family controversy over whether an aging
Jerry Sohl . driver should retire.
. w  {January 20, o : Tod and Buz try to protect a woman from her jazz
14 |"Play It Glissando 1961 Stirling Silliphant musician husband.
oy 27 Tod and Boz work for a date favmer (Jack Warden) who
15 ["The Clover Throne" 196‘;”7 s |Herman Meadow fights the highway department while ho "waits out” his
sexy ward, boping she will many him.
16 ggfg{ay Home i’ge\é;umy 1o, Stirling Silliphant Tod becomes a crop duster fora struggling company.
"Fly Away Home Febrary 17, fegs 1o o qutts Tod and Buz get involved in a quandary over an extra~
17 | par 2y 1061 " |StslingSiliphant {40 erons crop dusting contract. o
Tod and Buz meet 2 teenape gitl who claims to be on
18 |peieep on Foue Februacy %, | Sying Silghant (the on fom pangstrs —buther Sl thinks e has
been kidnapped.
“An Absence of March 3, P Tod and Buz tiy fo protect a blind widow from her
19 |pears” 1961 Stiling Silliphant |y hand’s murderers.
20 "Like aMotherless  |March 17,  |Howavrd Rodmwen, Betty {Buz and Tod split up over whether to refum 3 runaway
Child" 1961 Andrews boy to an orphanage.
. March 24, . 1o " TodaudBuzttytosmpamurderetwhohasleﬂhis
21 |"EffigyinSnow®  {yo6; Stirling Silliphant 11,105t victim in the snow ot Squaw Valley.
Tod and Buz meet a ganibler (Walier Matthau), whom
gy |Bleven, theBad {9 15y |Gooree Clayton the people of Broken Knes have asked to save their
Way" Johnson fown. ;
"Most Vanquished,, |April 14, Atﬂ:c:equcstofhisnunt,'l‘odkaoesthe,lifeofhis
23 |Nfost Victorious” _|1961 Strling Siliphant | ¢3¢ Gousin through tho Los Angeles shums.
ATyt April 28, . . Tod and Buz get involved in a custody case overa 9-
24 {"Don'tCountStars” 195 Stirfing Silliphant | o0y o1d heiress and her drunken, gambling "oncle.”
: s 1 . Tod and Buz protect a Native American girl and her
25 |TThoNewbom®  |May5,1961 {Suiog STiphant, . uewbom from their employer, who ules the land likea
feudal baron,
. ., |May 12, Jack Turley, Martin ~ {Tod and Buz are framed as poachers after Tod interferés
26 |"A Skillfor Hunfing" |56} Gelman with a real poacher’s humting. .
. Y May 26, Stirling Sillighant,  {Tod and Buz are coerced info teaching school children
27 |"TmpatCordova®  [1951™ "  |Joseph Vogel in rural New Mexico.
« 30 . ‘Buz visits and inspires his boyhood hero, a former
28 1"The Opponent” June 2, 1961 f‘msm boxing great (Darmen McGavin) who is :;ow on the
skids. .
"Tod and Buz meet a waman (Susan Oliver), who wants
29 |"Welcome to Amity" |June 9, 1961 |Will Lorin to bury her mother in a nearby cemetery. The people of
Amity want to stop her.
. .1 _o |Tune 16, i g2 . Tod and Buz board in a home with an abused, mute girl
30 |"Incidenton a Bridge” 156y Stirling Silliphant |4 her two jealons - aud violent - suitors. :
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Second season (1961-1962)
Title ate riter Ovexview
Ep. 1 Aird W rvi
" A Month of September P Bugz falls for starlet Adene Sims (Anne Francis), wnaware
31 |Sundays" g2 1961 (StrlogSiliphant |t e has a terminal iliness.
32 |"Blue Murder* September  |Stirling Silliphant, ‘Tod and Buz aﬁappttorecapmreava’ldhorsewhich has
29, 1961 Wilbur Daniel Stecle  |apparently killed its new owner.
13 sGood Night, Sweet {October 6, {Will Lorin, Leonard | A dying jazz singer (Bthel Watezs) ealists Tod and Buz to
Blues" 1961 Freeman search out and reunite her old combo.
2 "BirdcagaonMy  |October 13, |Stitling Silliphant, Tod and Buz try fo help a heroin junkie (Robert Duvall)
Fool” 1961 Blliot Silverstein kick the habit.
35 “First Class October 20, |yor. 1ot When a young woman is found dead, the ¢hief suspect
Mouliak” - 1961 (Robert Redford) is the son of Tod and Buz's employer.
26 “Once o Every Qctober 27, Prank L. Moss Tod seems ready to finally settle down and tie the knot
Man" 1961 with the davghter of a shipyard owner (Janice Rule).
. e . Aftudiscnveﬁngafam‘lyﬂxatmbleslﬁminaman
37 |"The Mud Nest" 114::;321;« S"ﬂx mgdsli?tlhphant, Maryland town, Buz gots to Baltimore to search for the
. ceman woman who may be his mother,
A Bridge Across  {November "The boys try fo help a woman recently zeleased froma
38 |FiveDays’ 17,1961 [HowerdRodman  ononial hospital adjustto life in the outside world
‘ . . {November . - Tod becomes enamored of a lounge singes, but finds an
39 |"MonPeiitChou* 1pe"joy~  [Stirfng Silliphant |otgiacte in herintensely jealons manager (Les Marvin).
»Some of the
Decentber 1, { e aine Qit: Tod and Buz work for a fraudulent beauty contest
40 %ﬁf Some.of the 11964 Stirling Silliphant promoter and becoms huckstess in the process.
s . Leonard Freeman, Tod goes on a one-mzn rampage through Philadelphia
41 |7 The Thin Whito December 8, \jordon Brotman, Bill  |aftermpdvestealy driking  bee spiked with a powerful
Stine hallucinogenic drug.
‘ “And the Cat . o A social worker (Milt Kamen) who is a former mentor of
42 |Jumped Overihe m gﬂisﬂgmt’ Buz is killed playing a dare game with a gang leader
Moon" ’ ] (Martin Sheen).
" " ITod and Buz work for 2 wealthy family with a dead son.
43 B}mfor g;"f;'%"l" Stirting Silliphant 'When their daughterin-law pays a visit with their
’ grandchild, the family ireais her with open hostility.
14 *To Walk withthe {Jeanuary5,  lyomivorin The F.B.1. wants Tod and Buz to infiltrate a Neo-Nazi
Serpent” 1962 group which is planning terrotism. -
. Stirling Silliphant, —_— .
"A LongPieceof January 19, |5 . A rodeo clown nbwses a love for a trick rider while
45 \Misclic® 1962 Richard Shepitoand. | tending off sadistc copboys. '
An ex-con (John Ericson) who was framed takes overa
46 ;‘llgﬁoge?ays to {?&w 26, Jo Pagano small Texas town and holds a kangaroo cout to pass
judgment on the real culprit (DeForest Kelly).
: . February 2 ‘Warking in a veterans hospital brings Tod and Buz into
47 |"A City of Wheels" [1q5, ~  |Frank Chase the life of an embittered invalid.
"How Mucha el ° Free-spirited motorcycle rider Vicki Russell (Julie
48 |PoundIs 1962 * |Stidling Silliphant ‘Newmar) arrives in Tucson and tums it~ and the lives of
Albatrous?” Tod and Buz - upside down. -
"Aren't You Feb 16, A religious fanatic with a biological weapon kidnaps Buz
49 |Surprised to See 196'2““” Stirling Silliphant and threatens to kil him - unless the entire city of Dallas
. [Me?" abstains from sin for 24 houts.
50 wyouNeverHad It [February 23, {Stirling Silliphant, As part of a power play, a female execufive promotes day-
So Good" - 11962 Frank L. Moss laborer Buz to a high administrative position.
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51 wShoulder the Sky, {March2, Mort Thaw Tod znd Buz come to the 2id of a young Jewish boy, who
My Lad” 1962 has a crisis of faith after his father is killed in amugging.
"Blues for the Left {March 9, Tod helps a dancer - his first love - get a tryout witha
52 tFoot" 1962 Leonard Fteeman major television network.
. March 16, e it Tod finds that his new employer, & designer of speedboat
53 |"GoRead the River” 1962 Stirling Silliphant engines, is an exceptionally dnv:m and desolate man,
"Byen Stones Have |March30, 1. .. Buz contemplates taking his own Jife after a constuction
3 |gyes 1962 Banry Trivers accident leaves him without his sight.
"LoveisaSkinny Ayomtgwoman(TusdayWeld)sﬁxsupasmaﬂTw;as
55 Kid" April 6, 1962 | Stitling Silfiphant community by atriving in town wearing a frightful mask,
which she refuses to remove.
- {"Kiss the Maiden, |Aprl 13, . . “An international fugitive (Douglas Fairhanks, Jr.) risks
36 | All Forlom" 1962 Stidling Slliphant |1 anture by retuming to the U.S, to visit his daughter.
" April 20, A young boy pretends to be the target of kidnappers in
57 |"Two ontheBouse" |1 5c, = |Gilbert Ralston arder to et attention from his busincss-obsessed father.
. Buaﬁmpwtorescueayoungwommwhogeisherfoot
58 ?}m;sﬁm May 4, 1962 |Stitiog Silliphant |stuck in the rocks ofa Southen California beach, with the
high tide coming in.
"Retween Hello and {May 11, .1 . Tod becomes involved with a reckless blonde and her
9 Goodbye"” 1962 Stiding Silliphant reserved brunette sister.
Howard Rodman, . e -
o |May 18, Tod helps introduce a legitimate Hungarian wrestler (Jack
60 |"A Feat of Strength® {7q¢) m%mm Warden) to the American vession of the sport. ,
1 “Hell is Empty, All May 25 Tod's employer (Peter Graves) i3 an animal trainer
61 {the Devils Are 1962 ’ Stirling Silliphant plotting revenge against theman he believes responsible
Here" for his wife's death.
"From an . . :
62 Buclgm;“ttss June 1, 1962 i‘;’::fgig‘&:?g' Tod goes in search of a henpecked muawsy husband.
Third season (1962-1963)
Ep. Title Alrdate Writer Overview
) s ’é‘:{lanngcro;spathsv)viﬂ;lanOtegon
. . September -1 . erman {(David Janssen) whose war
63 |"OnoTiger toa Hill" ot 1062 [Surting Sliphant  forncrionces have tumed him into a bitter, vicious
‘misanthrope.
September ° Tod and Buz snifer a sexics of odd misfortunes
64 |"Joumey to Ninevah” 23, 1962 'William R. Cox after they give a ride to a local jinx (Buster
’ Keaton).
’ October 5 : Tod's cab fare is a former prohibition-era
65 |"Man Out of Time" 1962 *  Lawry Marcus gster who belicves someone from his past
. o wants to kill him.
. - Stirling Silliphant, |At California’s famous Huntington Beach, Buz
66 '(',{,Vﬁ‘hﬁ‘a‘;‘."‘ Wavesin ?;;bﬂ 1, Borden Chase and  |challenges the local surfing champ to avenge the
. Frank Chase death of a former challenger.
67 |"Voice at the End of the Line" ?;gm 19, Larry Marcus gc.o-wmwk?t'l:?: mamh:hz :::1;1’;2:3
October Old-time ?mor—muvie icons Lon Chaney, Jr.,
P 1 PR — Boris Karloff, and Peter Lorre reunite ata
68 |"Lizard's Leg and Owlet's Wing" 1962 * 1Stirling Silliphant Chicago botel to plan & horror TV show fora
new generation.
November Tod and Buz board at an Oregon house witha
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65 |"Across Walnutg and Wine” 2, 1962 Sticling Silliphant  |strangely dysfumetional family.
u . o November A cold-blooded killer (Rod Steiger) escapes from
70 |"Welcometo the Wedding” g 'jggp  |PowariRodmid  ootice oustody and takes Tod capiive.
"Every Father's Daughter” (ak.a. . . e e
71 |"Every Father's Daughter Must Il\Igvle;éger Anthony Lawrence BI uz'ls‘:ang::ﬁrges to set him up with his
‘Weave Her Own'") ’ *
November Tod and Buz work for a shark-huniing scientist
72 {"Poor Little Kangaroo Rat’ 23, 1962 Les Pine (LesTie Nielsen) who is so obsessed with his
) ’ cholesterol research he ipnores his own family.
w [ ke Jsamn [y
- . - A traveling medium displays an imcamy ability
74 |"Only by Comning Glimpses® | oose™™ St g Silliphant tf::];e‘:liz.cnhnﬁ;me,andhﬁmtpredicﬁonis
' 's death]
7% "Where is Chick Lorimer? December {Laxy Marcus, Bert (Ted unwittingly helps a young woman (Vera
Where Has She Gone?" 14,1962  {Lambest ‘Miles) escape from her bail bondsman.
. Tod once again encounters Vieki Russell (ulie
76 ”Mﬁ::e?e Old Cst a Tender lz)lecle&bzer Stirling Silliphant Newx;l;xgy in Tenmessee, where she is being
> court a cotton baron.
January 4 Tod's idyllic new existence working for a prize-
77 |"A Bunch of Lonely Pagliaccis” l%x;ary > |Stiding Silliphant  |wimning, William Panlkner-ish novelist in rural
Mississippl is shattered by murder,
"You Can't Pick C 11 A Ty B Bds shzg?ﬁ:ly
ou ick Cotton in - January 11, leq- . Temessce community pretends fo oc
78 |anit” 1963 Shimon Wincelberg |z soneq as he uses the tovin, its people and
. Tod for his own ends.
Tod and Buz try to help a German youth find his
79 |"A Gift for a Warrior” {;ns‘;aw 18, Hﬁmmr and  American father, unaware that the youth plans to
- Xill the man.
. . . ‘e " Tod becomes romantically involved with a
80 :?“S%Izs 18aid I Was the Queen f;g;“a 8, %ﬂ:ﬁ gm{{];f:;; woman (Lois Neitleton) who gives the texm "role
. playing" a whole new meaning.
"Somehow It Gets b2 3 P . . .
8l po mon'::;" toBe 1;‘6’;““ 15, | Stirfing Silliphant  |Tod fries to help a pair of ninaway orphans.
el e e
g |MatheClosingofaTrnk? [t |Stidling Silliphaot &g&ﬂmﬁx long prison stay
. o March 15, PR, Tod comes fo the rescue of a young woman who
84 |"The Cage Aramd Marie" 1063 Stirling Silliphant oo into the bear pit of the Houston zoo. |
March 2, Tod meets his new traveling pariuer, one Lincoln
85 |"Pifty Miles from Home" 1963 > 1Stiling Silliphant I?ase {Glenn Co:gea - Army Ranger and war
ero, just retum m Vietnam.
"Narcissus on an Old Red Fire  {March 29, Linc becomes involved with a troubled, self-
8 Engine 1963 Joel Carpentex obsessed young Galveston debutante,
April 5 Tod works at Florida's famous Weekee Watchee
87 |"The Cruelest Sea of All” g Stirling Silliphant | aquatic park when he meets a young woman who
1963 may be a real mermaid.
88 |"Peace, Pity, Pardon® Al 12, ltictig Sifliphant Tod “fm;‘;‘;,ﬁmm‘;mm
Linc pays 2 visit to is former commanding
£ *What a Shining Yomng Man  [April26, g o anad officer (Dick York) only to find that head
Was Our Gallant Lieutenant” 1963 wounds suffered in combat have regressed him
‘back into an 8-year-old boy.
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"But What Do You Do In e st Tod and Ling race speedboats as they get caught
90 |\arch? May 3, 1963 |Stirling Silliphant |, 257 the rivalry between two spoiled heiresses.
"Who Will Cheer My Bonnie  [May 10, . Ling is shanghaied by holdup men who are on
1 |prider 1963 Shimon Wincelber® g cir way 1o a wedding.
Leonard Freeman, o is .
; " May 17, - Lin isjailed after an old womsn accuses him of
92 |"Shadows of an Afternoon’ 1963 ' A]ymSargent and cruclly injuring a dog.
Eric Scott .
May 31 A hobo befiiended by Tod and Linc is suspected
93 |"Soda Pop and Paper Flags" y3L,  |johnMcGresvey |ofbringing arare md deadly virus into 3
1963 Missouri
uri town.
Fourth season (1963-1964)
Ep. Title Alrdate Writer Overview
*Two Strangers and an Stirling Tod and Linc search for a missing war hero
94 1014 Enemy" September27, 1963 |giiliphant  {(fack Warden) in the Bverglades.
"Same Picture, Different Stirling | A matron (Toan Crawford) fears her ex-
95 |Frame” October 4, 1963 Siliphant _|husband means tokill her.
*Come Out, Come Out, Stirling Line falls for the capricious danghter of 3
9 |wWherever You Are” October 11, 1963 Silliphant sawmill owmer.
" . Tod gets a job working with a female
97 | here Are the Saunds of | octsber 18, 1963 Siig {acoustial cngineersmd Snds hor il
keep up with.
. . Tod and Line obssrve the grim conilict
og |-Dulld YourHohses Mot |October 25, 1963 Frark L. between a Maine lobster fisherman and his
prodigal son (William Shatner).
| o . Tod axid Line go to work for a raspberty
.99 ﬁd“gak e Thonder His | o vember §; 1963 CI‘::; o :"]m - | farmer and find themaselves in yet anothex
father-son conflict. ' :
- A cave-in at a Colorado n&ine ;rlaps the town
. Stirling ne'er-do-well underground with a spinster,
100 }*The Stone Guest” November 8, 1963 Silliphant ‘while Mogart's Don Giovanni plays in the
town and parallels the mine tragedy.
101 ggnldn't Stgrtme November 15, 1963 Bmest Kmoy . ao:;lm a:::&‘nchelpan c;'ldVermmtfamertry
- . gn o infended for. i Colincx‘;;llence b:ing(s Tod]::gedﬁfr m
. ovember, 1963, not Stirfing political assassin (also played by i
102 | Hore to Rl a KIng" |(oadcast during series  |Silliphant [ Milner) who fs his identical double. Filmed in
original un Canada.
Ca, Search Axl!lma;'lfsl g 'e’l)l’:wa:gd 1'.~okSix hundre%
#A Cagein ofa Stirling dollars from her boyfriend's poker game an
103 {ginge Movember29,1963  |Siphant  |fhen hides the money in the hubcap of Tod and
Linc's car.
*A Long Way From St. Stirling Ling takes it upon himself o help outa troupe
104 1y onien December 6, 1963 Silliphant of girl musicians stranded in Toronto, Cenada, |
<y Tod and Linc vie for the affections of 2
nCome Home, Greta Inger Stirling A " p
105 December 13, 1963 . German physical culturalist who isona
Gruenshaffen” * . Silliphant sabbatical. .
Tired of their parents' bickering, two yong
106 |93 Percent in Smiling” | December 20, 1963 Alvin Sargent  |children kidnap their baby brother and set up
their own "“family.”
Stirking H 3 o vt
107 |"Child of 2 Night" January 3, 1964 ! Tod and Line try to fulfill a dying man's wish
et sy Silliphant 1o find the child he never knew and give her
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his life's savings.
o v A young toen in rural Georgia seeks 0
e f "Ts it True There Are . o
; : e |PUDNCIY humiliate 2 woman who was the
108 iﬁaefs aiart Itﬁ;ggttom of |Tanuary 10,1964 Alvin Sargent {2 nent of a cruel practical joke p erpetrated
on him in the Army,
® pother gt |, 064 Stirling {',i“°m“’;“‘;f§“f§’,mm“§"°’°§n“’
1 rerungli g anuary 17,1 o ietnam t - the man who got his men
Bitter — Like This Silliphant Killed in combat .
‘Tiger"
_ - xlélnchasaﬁllpla:eashce;auiesona
"Kiss the Monster, Make Stanley R. ationship with a troubled young woman
10l pyim Sleep” January 24, 1964 Greenberg while reconciling with his mother and
estranged father,
11 "Cies of Persons Close to Jal; 31, 1964 Xgl;;;nwﬁley 1 inc must take the place of an alcoholic boxer
One” uary 34 * |Redman who s unable fo participate in & fight
. . A shy and neive young lbratian becomes -
12 mi;‘lﬁ‘:féﬁ‘,;}“‘““ Febmary 7, 1964 Yol Carpenter |infatuated with a dashing stranger, unaware he
is a murderer being sought by the police.
P s 2 A former classmate of Tod's (Soupy Sales),
: »This is Going to Burt Me Stirling . pron ?
113 February 14, 1964 " “who is now a millionaire, wants Tod and his
) More Than Jt Hurts You" Silliphant mpanservant” Line to taks his place.
’ *Follow the White Dove . After accidentally killing a policeman, 2
114 { i She Broken Wing® |02y 21, 1964 Alvin Sargent 4o 90 tecnager takes Tod and Line hostage.
115 "Whers There's a Will, March 6, 1964 Stirling The bizarre terms of a tycoon's will mandate
There's s Way” (Part One) 4 Silliphant that Tod marry his daughter (Batbara Eden).
. . g0 A fter surviving an attempt on bis life by
“Where There's 2 Will, Stirling e .
116 " March 13, 1964 < inheritance-seekers, Tod plans a Monte Cristo-
There's a Way"” (Part Two) Silliphant esque Tevenge.
i .DVD Release
On Augnst 5, 2008, Infinity Resources Group will release the complete first season of Route 66 on DVD in Region 1 for the very
Tifle Ep#| Release Date
"The Complete First Season| 30 |August 5, 2008
Cultural impact
» The series was Iampooned in the April 1962 issue of Mad magazine, The parody, entitled "Route 67", followed the
publication's established practice of i tly satirizing curent popular programs and motion pictures in comic strip
format. The send-up features an appearancs by the character Mary Worth, who chides the boys for trying to usurp her role
as the nation's chief do-gooder. ' .

« According to biographer Dennis MeNally (Desolate Angel: Jack Keronac, The Beat Generation, and America), Jack
Kerousc tried to sue the show's producer Stirling Silliphant, claiming that it plagiarized his novel On the Road, which also
featured two buddies traveling America's bywayas in search of adventure. McNally said Kerouac was bappalled by the
m le;:%‘enc“e,)" ‘but the Jawyers he contacted convinced him that he could never win a lawsuit. (page 272, Desolate

.Ang ally, .

O = Route 66 was featured on the cover of TV Guide four times.

= Ina1963 episode of the popular situation comedyLeaveIttoBeaver,tbecharacterEﬂdieHaskeﬂ obiains a summer job on
an Alaskan fishing boat and fikens himself fo "fhe guys on Route 66." Beaver was at the time airing on the rival ABC

htlp://en.wildpedia.org/wild/Route_GG,_(TV__series) 8/23/2008
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network.

. = In the Alien Nation episode "Gimmee, Gimmee", Albert gives Matt a vintage Corvette, whereupon the series theme by
) Nelson Riddle is heard.

2 Atjzr Martin Milner toured the real Route 66 for the 2002 video production Route 66: Return to the Road with Martin
Milner. .

» James Rosin, author of the ‘book, "Routs 66: The Television Series, 1960-1964" (2007), hosted a presentation sbout the
selevision series at the September 2007 Mid atlantic nostalgia convention in Aberdeen, Maryland,

Sequel

\ Tn 1993, Route 66 was resurrested, albeit briefly. The "sequel” series followed the adventures of two friends, Nick Lewis (played
by James Wilder) and Axthur Clark (Dan Cortese), one of whom (Lewis) had inherited a classic Corvette from his father, Buz
Murdock. The new series lasted a total of four episodes on NBC befors being cancelled.

External links

« Informative review of Route 66 Vol, 1, Part 1
w Route 66 (1960) at the Internet Movie Database
» Route 66 (1993) st the Internet Movie Database

- Route 66 (1960) episode list on epguides.com
= Route 66 (1993) episode list on epguides.com
w The Martin Milner Archives - fan site, with text of numerous articles abont the series

-  Martin Milner Pansite @ Hollywood.com - includes detailed biography & TV/ilm credits

= httpx//www.tviv.org/Route_66 - Routs 66 on the TV-IV wiki .
 The complete theme song for the series

¢ ) Further reading

» Rosin, James. Route 66: The T'elevision.Seriﬁ, 1960-1954. The Antumn Road Company, Philadelphia. ISBN 0-9728634-
- 2.9, ISBN 13: 978-0-9728684-2-6 .

. References

= Actor interviews, aired on Nick at Nite, 1986 .
= Steinberg, Cobbit S, TV Facls. New York: Facts on File, 1980, ISBN 0-87196-312-4

Retriequfmm"hﬂp:llen.wildpedia.org{wildlkouw__éﬁ_(TV_seﬁw)" ‘
Categories: CBS network shows | 19608 ‘American television series | U.S. Ronte 66 | Drama television series | Television series

by Sony Pictures Television | 1960 television series debuts } 1964 television sexies endings

» This page was last modified on 18 August 2008, at 17:22.

» Alltextis available under e tenms of the GNU Free Documentation License. (See Copyrights for details.)
Wildpedia% is a registered trademark of the Wikimedia Foundation, Inc., 3 U.S. registered 501()(3) tax-deductible
fionprofit charity. . ) .

O
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Trademark/Service Mark Statement of Use
(15 U.S.C. Section 1051(d))

The table below presents the data as entered.

SERIAE, NUMBER ‘ : | 78664154

‘LAW OFFICEASSIGNED 1 .- LAW OFFICE 114
NOTICE.OF ALLOWANCE .. |YBS
EXTENSIONOFUSE © . . . "{NO

i 05/07/2007

405/07/2007
| WTICRS2\RXPORTI3\I86\641\78664154\xml 1\SOUC002.JPG -

{ photograph showing title of motion picture film in theater during film
2 festival and reference to series of motion picture films ander the trademark
4 outside of theater .

¥

R

-1 fKirk M. Hallam/

SIGNATORYNAME ~ .. _|Kitk Hallam

SIGNATORY DATE 7 05/2212007

SIGNATORY FOSITION - .- ; President

FILING INFORMATION " . ' L
SUBMITDATE | Tue May 22 10:47:44 EDT 2007

+ 1 USPTO/SOU-76.167.80.238-2
0070522104744820193-78664
154-360aa¢5b97fb9ad685d3
€240e546¢13f15-CC-13548-2
0070515153944413797

' R&g 3,207,736 SN 787664154 (IC 9 TiliTi Series) —Page T2 6145




PO Form 1555 oy S20950
D 1 DATIGAGE (Kt 1A

Trademark/Service Mark Statement of Use
(15 U.S.C. Section 1051(d))
To the Commnissioner for Trademarks:

MARK: ROUTE 66
SERIAL NUMBER: 73664154

This Allegation of Use is being filed after a Notice of Allowance has issied.

The applicant, CLOUDSTREET, INC,, having an address of 201 Wilshire Boulevard, Second Floor, Santa Monica, California United States
90401, is using or is using through a related company or licensee fhe mark in commerce on or in connection with the goods and/or services as
follows:

Yor International Class: 009, the applicant, or the applicant's related company or licensee, is using the mark in commerce on or in connection
with all goods andfor services listed in the application or Notice of Allowance.

The mark was first used by the applicant, or the applicant's related company, Ticensee, or predecessor in interest at least as early as 05/07/12007,
and First used in commerce at least as early as 05/07/2007, and is now in use in such commerce. The applicant is submitting one specimen for the
class showing the mark as used in commerce on or in connection with any item in the class, consisting of a(n) photograph showing title of motion
picture film in theater during film festival and ceference to series of motion picture films under the trademark outside of theater.

Specimen-1

Specimen-2

The applicant hereby appoints Paul D, Supnik to submit this Trademark/Service Mark Statement of Use on behalf of the applicant. The attorney
docket/reference number is 2226-11. :

A fee payment in the amount of $100 will be submitted with the form, representing payment for 1 class.

Declaration

Applicant requests registration of the above-identified trademark/service mark in the United States Patent and Trademark Office on the Principal
Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq,, as amended). Applicant is the owner of the mark sought to be
registered, and is using the mark in commerce on or in connection with the goods/services identified above, as evidenced by the attached
specimen(s) showing the mark as used in conunerce. -

The undersigned being hereby wamed that willful false statements and the Yike are punishable by fine or imprisonment, or both, under 18 US.C.
Section 1001, and that such willful false statements and the Jike may jeopardize the validity of this docoment, declares that he/she is propesly
authorized to execute this document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all statements
made on information and belief are believed to be true. . - ' .

Signature: /Kirk M. Hallan/  Date Signed: 05/22/2007
Signatory's Name: Kirk Hallam
Signatory's Position: President

RAM Sale Number: 13548
RAM Accounting Date: 05/22/2007

Serial Number: 78664154

nternet Transmission Date: Tue May 22 10:47:44 EDT 2007
TEAS Stamp: USPTO/SOU-76.167.80.238-2007052210474482
9193-78664154-36022c5b97b9ead685d3e240e
546c1366-CC-13548-20070315153944413797

Go Back
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QOct 31 08 10:56a Art Attack Productions 818-807-8366

Kristin L. Holland (SBN 187314)
Tiffany J. Hofeldt (SBN 228864)
KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, CA 90067-3012
Telephone: 310.788.4400

Facsimile: 310.788.4471
Kristin.Holland@kattenlaw.com
Tiffany.Hofeldt@kattenlaw.com

Floyd A. Mandell (SBN 1747681)
Cathay Y. N. Smith (SBN 6290784)
KATTEN MUCHIN ROSENMAN LLP
525 W. Monroe Street

Chicago, IL 60661-3693

11 || Telephone: 312.902.5200

12 Facsimile: 312.902.1061

\DOO\]O\UI-URUJNH

b
<

13 |i1ra P. Rothken (SBN 160029)
14 ||ROTHKEN LAW FIRM LLP
3 Hamilton Landing, Suite 280
15 {INovato, CA 94949

16 || Telephone: 415.924.4250
Facsimile: 415.924.2905

17 || Email: ira@techfirm.com

18
Attorneys for Defendants )

19 || PENTHOUSE MEDIA GROUP, INC., et al.

20
- UNITED STATES DISTRICT COURT
»n CENTRAL DISTRICT OF CALIFORNIA
-5 ||ROXBURY ENTERTAINMENT,2 ) CASENO. CV-08-03872
California corporation )
24 ) DECLARATION OF KELLY
75 Plaintiff, ) HOLLAND ‘
)
26 vs. )
27 )
. PENTHOUSE MEDIA GROUP, INC., 2 )
28 |\ Nevada corporation; PENTHOUSE )




Katten

Oct 31 08 10:57a Art Aftack Productions 818-807-8366 p.3

1 {|DIGITAL MEDIA PRODUCTIONS, )
5 ||INC., a New York corporation; PULSE )
DISTRIBUTION, LLC, a California )
3 ||LLC; and DOES 1-10, inclusive )
4 )
s Defendants. g
6
7 DECLARATION OF KELLY HOLLAND
8 1. I am President, Entertainment, of Penthouse Media Group, Inc., a
9 || Defendant in this action. |
10 9. I have direct knowledge of the facts contained in this Declaration, and
11 || would be competent to testify thereto, if called as a witness.
12 3. Defendants are no longer using the term “Route 66” in connection with
2‘3 13 ||the marketing, promoting, or selling of any goods or services in the United States.
i g ?_S 14 || Defendants intend to continue such cessation of use, until it is determined whether
% :;‘:% 15 || Plaintiff has a protectible interest in such term.
L EE 16
17 |1 DECLARE under penalty of perjury that the foregoing is true and correct.
| iz Executed this 31% day of October, 2008.
.20 By /{b% Q{/aé/w%.‘
21 KEI'LY HOLLAND
22
23
24
25
26
27
28
2
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Case 2:08-cv-03872-FMC-JWJ Document 25  Filed 11/05/2008 Page 1 of 2

Kristin L. Holland (SBN 187314)

Tiffany J. Hofeldt (SBN 228864)
KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, California 90067

Telephone: 310.788.4400 .
Fgczg)m(i)lg?310.788.4471 NOTE: CHANGES MADE BY THE COURT

Flogd A. Mandell (SBN 1747681

Cathay Y. N. Smith (SBN 6290784
KATTEN MUCHIN ROSENMAN LLP
525 W. Monroe Street

Chicago, IL 60661-3693

Telephone: 312.902.5200

Facsimile: 312.902.1061

Ira P. Rothken (SBN 160029
ROTHKEN LAW FIRM LLP
3 Hamilton Landing

Suite 280

Novato, CA 94949

Telephone: 415.924.4250
Facsimile: 415.924.2905

Attorneys for Defendants
UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

ROXBURY ENTERTAINMENT, a CASE NO. 2:08-cv-03872-FMC-JWJx

California corporation ORDER GRANTING

DEFENDANTS’ REQUEST FOR
RELIEF FROM

CENTRAL DISTRICT LOCAL
RULE 7-3

Plaintiff,
Vs.

)

)

)

)

)

)
PENTHOUSE MEDIA GROUP, INC., a)
Nevada corporation; PENTHOUSE )
DIGITAL MEDIA PRODUCTIONS, )
INC., a New York corporation; PULSE )
DISTRIBUTION, LLC, a California %
)

§

)

LLC; and DOES 1-10, inclusive Judge Florence-Marie Cooper

Defendants.

Order Granting Defendants’ Request for Relief From Central District Local Rule 7-3
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Case 2:08-cv-03872-FMC-JWJ  Document 25  Filed 11/05/2008 Page 2 of 2

ORDER

The Court has reviewed Defendants’ Request for Relief from Local Rule 7-3
[23]. Good cause appearing therefore, the Court hereby orders the following:

(1) Defendants’ Moﬁon to Stay is deemed filed as of October 31, 2008;

(2) The Motion to Stay will be heard on December 1, 2008 at 10:00 a.m. in
Courtroom 750; and

(3) Opposing papers and reply papers shall be filed g
Q-and-/-10- as follows:
Opposition: 11/10/08;
Reply: 11/17/08.

IT IS SO ORDERED.

The Honorable Florence-Marie Cooper
United States District Judge

Dated: November 4, 2008

2

Order Granting Defendants’ Request for Relief From Central District Local Rule 7-3
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Kristin L. Holland (SBN 187314)

Tiffany J. Hofeldt (SBN 228864)
KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, California 90067
Telephone: 310.788.4400

Facsimile: 310.788.4471

Floyd A. Mandell (SBN 1747681

Cathay Y. N. Smith (SBN 6290784 :
KATTEN MUCHIN ROSEN LLP
525 W. Monroe Street

Chicago, IL 60661-3693

Telephone: 312.902.5200

Facsimile: 312.902.1061

Ira P. Rothken S?BN 160029{
ROTHKEN LAW FIRM LLP
3 Hamilton Landing '
Suite 280

Novato, CA 94949

Telephone: 415.924.4250
Facsimile: 415.924.2905

Attorneys for Defendants

UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

ROXBURY ENTERTAINMENT, a
California corporation

Plaintiff,
VS.

PENTHOUSE MEDIA GROUP, INC,,

1| Nevada corporation; PENTHOUSE

INC., a New York corporation; PULSE

I DISTRIBUTION, LLC, a California

LLC; and DOES 1-10, inclusive

)
)
)
)
)
)
a g |
DIGITAL MEDIA PRODUCTIONS, ;
)
)
)
Defendants. )
)

CASE NO. CV-08-03872

REQUEST FOR RELIEF FROM
CENTRAL DISTRICT LOCAL
RULE 7-3 -

[Proposed Order]

Judge Florence-Marie Cooper

DEFENDANTS’ REQUEST FOR RELIEF FROM LOCAL RULE 7-3
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Defendants PENTHOUSE MEDIA GROUP, INC., PENTHOUSE DIGITAL
MEDIA PRODUCTIONS, INC. and PULSE DISTRIBUTION, LLC (“Defendants™)
hereby request leave of Court to file their Motion to Stay (the “Request”) as of
October 31, 2008, a date which is less than twenty days after the Conference of
Counsel Prior to Filing of Motions required by Central District Local Rule 7-3 (“L.R.
17-3”). | | '

Defendants’ Notice of Motion and Motion to Stay, Memorandum in Support of
the Motion to Stay; Declaration of Kelly Holland and related exhibits are submitted
herewith as Exhibit 1 to this Request.

The Request is made following the conference of counsel pursuant to LR.73
which was initiated by Defendants’ written correspondence to Plaintiff’s counsel on
Octdber 22, 2008, and following an in person meet and confer which took place on
October 27, 2008. |

Defendants request leave of Court to file this Motion earlier than twenty (20)
days after these two meetings on the following grounds:

(1) On September 12, 2008, defendant Penthouse Digital Media Productions,

Inc. (“Penthouse”), filed a consolidated petition in the TTAB, Cancellation No.

92049926 (the “Cancellation Proceeding”), seeking cancellation of U S.

Registration Nos. 3189543, 3194255 and 3291736 (collectively, the

“Registrations”) owned by Plaintiff for the mark ROUTE 66 in connection with

various goods and services (collectively, the “ROUTE 66 Marks”);

(2)- Registrant (Plaintiff) has moved to suspend the TTAB Cancellatlon in

deference to this litigation, and Penthouse filed an opposition to the Motion to

Suspend on October 27, 2008;

(2) While the focus of the Cancellation Proceeding is on Plaintiff’s right to

retain ownership of the Registrations, in reaching such decision, the TTAB will

necessarily address whether Plaintiff has a protectible interest in the ROUTE 66

Marks in the first instance, given the claims raised in the Consolidated Petition

2

DEFENDANTS' REQUEST FOR RELIEF FROM LOCAL RULE 7-3
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to Cancel, namely: (1) whether Plaintiff’s alleged rights in the ROUTE 66
Marks are invalid as a result of Plaintiff’s fraud on the USPTO; and (2) whether
Plaintiff has abandoned its alleged ownership of the ROUTE 66 Marks. If the

TTAB finds in Penthouse’s favor on either of these issues, Plaintiff’s trademark

- registrations will be cancelled, which wouldvdispose of most, if not all, of

Plaintiff’s claims in this litigation;

- (3) During the Scheduling Conference held on October 27, 2008, Defendants

informed the Court that they planned to file this motion to stay within a week.
Plaintiff’s counsel raised no objection at that conference. Thereafter, Plaintiff’s
counsel insisted that Defendants wait the full twenty days after the parties in
person conference on October 27, 2008 to file; and |

(4) The parties have completed the meet and confer process and have been

unable to resolve the issues presented in the Motion to Stay.

Defendants hereby request leave of Court to file their motion as of October 3.1,

2008, since they have exhausted the meet and confer process with Plaintiff’s counsel

and believe that expedited filing serves the interests of justice in that it will allow this

Court to decide whether to stay these proceedings at the earliest possible date.

1
"
"
"
n
"
7
"

3
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Defendants further request that the Court set the Motion to Stay to be heard on
the earliest available hearing date, or on November 17, 2008, if possible, as lead
counsel for Defendants plans to be in Los Angeles on that date on another matter| -

pending before the United States District Court for the Central District of California.

Dated: October 31, 2008 : - Respectfully submitted,

i X

Kristin L. Holland (SBN 187314)
Tiffany J. Hofeldt (SBN 228864)
KATTEN MUCHIN ROSENMAN LLP

2029 Century Park East, Suite 2600
Los Angeles, CA 90067
Telephone 310.788.4400
Facsimile: 310.788.4471

4
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F.R.Civ.P. 7. Pleadings Allowed; Form of Motions Page 1 of 1

L.R. 7-3 Conference of Counsel Prior to Filing of Motions . In all cases not listed as exempt in L.R. 16-12,
and except in connection with discovery motions (which are governed by L.R. 37-1 through 37-4) and applications
for temporary restraining orders or preliminary injunctions, counsel contemplating the filing of any motion shall first
contact opposing counsel to discuss thoroughly, preferably in person, the substance of the contemplated motion and
any potential resolution. If the proposed motion is one which under the F.R.Civ.P. must be filed within a specified
period of time (e.g., a motion to dismiss pursuant to F.R.Civ.P. 12(b), or a new trial motion pursuant to F.R.Civ.P.
59(a)), then this conference shall take place at least five (5) days prior to the last day for filing the motion;
otherwise, the conference shall take place at least twenty (20) days prior to the filing of the motion. If the parties are
unable to reach a resolution which eliminates the necessity for a hearing, counsel for the moving party shall include
in the notice of motion a statement to the following effect:

“This motion is made following the conference of counsel pursuant to L.R. 7-3 which took place on
(date).”

http://www.cacd.uscourts.gov/CACD/LocRules.nsf/a224d2a6f8771599882567cc005e9d7... 10/27/2008



