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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Box Packaging, Inc.
Entity Corporation Citizenship lllinois
Address 2650 Galvin Drive
Elgin, IL 60124
UNITED STATES
Attorney Mark V. B. Partridge
information Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP

311 S. Wacker Dr. Suite 5000

Chicago, IL 60606

UNITED STATES

mvbp@pattishall.com, dmb@pattishall.com Phone:312-554-8000

Registration Subject to Cancellation

Registration No 3236171 | Registration date | 05/01/2007

Registrant Calumet Carton Co.
16920 State Street
South Holland, IL 60473
UNITED STATES

Goods/Services Subject to Cancellation

Class 016. First Use: 1985/04/09 First Use In Commerce: 1985/04/09
All goods and services in the class are cancelled, namely: rigid envelopes and rigid paperboard
mailing pouches

Grounds for Cancellation

Genericness Trademark Act section 23

The mark is merely descriptive Trademark Act section 2(e)(1)

Related Calumet Carton Co. v. Box Packaging, Inc., 07 C 6389 (U.S. District Court for
Proceedings the Northern District of Illinois).

Attachments box petition for cancel.pdf ( 3 pages )(55395 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.
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Signature

/David Beeman/

Name

David Beeman

Date

03/04/2008




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In The Matter of Registration No. 3,236,171: STAYFLATS

BOX PACKAGING, INC.
Petitioner,

Cancellation No.

V.

CALUMET CARTON COMPANY,

R e T i g g

Registrant.

PETITION FOR CANCELLATION

Box Packaging, Inc., an Illinois corporation located and doing business at 2650
Galvin Street in Elgin, Illinois, believes it is being damaged by the maintenance of Registration
No. 3,236,171 and petitions to cancel it.

As grounds for cancellation, Petitioner alleges:

1. Long prior to the filing date of the application that matured into
Registration No. 3,236,171, Petitioner and numerous third parties used the term "Stay Flats" in
connection with mailing envelopes that stay flat.

2. Petitioner and others use “Stay Flats” and "Stayflats" descriptively in
connection with the sale and marketing of mailing envelopes that stay flat.

3. “StayFlats" is a descriptive term as applied to Registrant's mailing

envelopes that stay flat and thus does not serve as an indicia of origin.

4. Petitioner and others also use "Stay Flats" generically to refer to mailing
envelopes that stay flat,
5. On information and belief, Registrant has used "StayFlats" as a generic

term.
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6. "StayFlats" is a generic term as applied to Registrant's mailing envelopes
that stay flat.

7. "StayFlats" is not distinctive of Registrant’s goods in commerce and is not
entitled to registration under 15 U.S.C. § 1052 (f).

8. Continued registration of the term shown in Registration No. 3,236,171
provides Registrant with certain statutory rights, including prima facie rights to the exclusive use
of the term “StayFlats™, all to the damage of Petitioner.

9. Continued registration of the mark shown in Registration No. 3,236,171 is
inconsistent with Petitioner’s and others’ right to use “StayFlats” in a merely descriptive or
generic manner.

10. Continued registration by Registrant of the aforesaid registration damages
petitioner.

WHEREFORE, Petitioner prays for the cancellation of Registration No.
3,236,171.

Petitioner submits the requisite filing fee in the amount of $300.00. Please debit
any deficiency or credit any overpayment to Deposit Account No. 16-0650.

Please address all correspondence to Mark V. B. Partridge, Pattishall, McAuliffe,
Newbury, Hilliard & Geraldson, 311 South Wacker Drive, Suite 5000, Chicago, Illinois 60606.

PATTISHALL, McAULIFFE, NEWBURY,

HILL &G DSON LLP
By /

ark V. B Partridge./
David Beeman
311 South Wacker Drive
Suite 5000
Chicago, Hlinois 60606
(312) 554-8000
Attorneys for Petitioner

-



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing NOTICE OF OPPOSITION was served
upon Lawrence Stein, Huck Bouma PC, 1755 South Naperville Road, Wheaton, IL 60187, by

first-class mail, postage prepaid, on March 4, 2008.

CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this Notice of Opposition is being electronically transmitted to the

Patent and Trademark Office on March 4, 2008.
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