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IN THE UNITED STATES TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re  Reg.  No. 2,227,005

Trademark: GO GIRL

________________________________________________

)

NOR-CAL BEVERAGE CO., INC. )

)

Petitioner And Counterclaim Defendant, )    Cancellation No. 92048879

)

                      v. )

)

IRENE J. ORTEGA, dba GOGIRL ACTIVEWEAR )

)

Respondent And Counterclaim Plaintiff )

________________________________________________)

PETITIONER’S MOTION TO COMPEL DISCOVERY

PETITIONER NOR-CAL BEVERAGE CO., INC. (hereinafter, “NOR-CAL”), moves

the Board for an Order requiring RESPONDENT IRENE J. ORTEGA. (hereinafter, “ORTEGA”)

to provide supplemental answers to Petitioner’s First Set Of Interrogatories, Nos. 1(f), 2, 3, 4, 9, 10,

11(b), to withdraw the designation of certain documents as  “TRADE SECRET/COMMERCIALLY

SENSITIVE”, and to produce an electronic copy of, or make available for inspection and copying,

documents requested in Petitioner’s First Request For Production Of Documents And Things Under

Rule 34. 



1.  Interrogatories and Request For Production Of Documents And Things Under Rule 34

were served on June 30, 2008.
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NOR-CAL simultaneously moves to stay all trial and testimony periods pending a

resolution of the instant Motion To Compel.

PETITIONER’S MEMORANDUM

(1)  Respondent’s  Failure To Provide Complete Responses To Interrogatories; (2)

Respondent’s Overdesignation Of Requested Documents As “TRADE SECRET/

COMMERCIALLY SENSITIVE”; And, (3) Respondent’s Failure To Provide Electronic

Copies Of Requested Documents And/Or Facilitate Their Inspection For Copying

NOR-CAL  initiated the pending Cancellation proceeding on the grounds that  Federal

Registration No. 2,227,005, for  GO GIRL,  registered by ORTEGA’S predecessor in interest, is

subject to cancellation under 15 U.S.C. § 1064(3).  More specifically, the grounds for cancellation,

include the facts that the corporate charter of ORTEGA’S predecessor in interest had been revoked

and its corporate powers suspended as of the date that an alleged assignment of the ‘005 Registration

was executed, that no right title or interest in the ‘005 Registration was ever transferred to ORTEGA,

that no Section 8 Affidavit of Use was ever filed by the owner of the ‘005 Registration, that the GO

GIRL mark and ‘005 Registration were effectively abandoned by ORTEGA’S predecessor in

interest, and therefor that the ‘005 Registration was subject to cancellation under the Act. 

In an effort to ascertain facts and discover documents relevant to the issues in this

proceeding, NOR-CAL timely served  ORTEGA with both Interrogatories and Document Requests1
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after the discovery period set by the Board had commenced.  ORTEGA requested additional time

to respond to the discovery, which request was granted.  Responses to these discovery requests were

received from ORTEGA.  Attached hereto, and identified respectively as “Exhibit A” and “Exhibit

B” to the West Declaration, are: RESPONDENT IRENE J. ORTEGA, DBA GO GIRL ACTIVEWEAR’S

RESPONSE TO PETITIONER’S FIRST SET OF INTERROGATORIES (NOS. 1-12); and RESPONDENT

IRENE J. ORTEGA, DBA GOGIRL ACTIVEWEAR’S RESPONSE TO PETITIONER’S FIRST SET OF

REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS UNDER RULE 34 (NOS. 1-38).

If a party fails to answer any interrogatory, or fails to produce and permit the

inspection and copying of any document or thing, the party seeking discovery may file a motion

before the Trademark Trial and Appeal Board for an order to compel answers to interrogatories and

to compel production and an opportunity to inspect and copy documents.  37 C.F.R. § 2.120(e).  See

also, Jain v. Ramparts Inc., 49 U.S.P.Q. 2d 1429, at 1432 (TTAB 1998)(five months after Opposer

served Applicant with discovery, Applicant still had not responded to discovery requests, and the

Board granted Opposer’s Motion To Compel Discovery).  

Over six (6) months have elapsed since NOR-CAL served ORTEGA with the

discovery.  Therefore, NOR-CAL brings the present Motion To Compel, based upon ORTEGA’S

failure to provide supplemental responses to the Interrogatories, ORTEGA’S overdesignation of the

confidentiality of requested documents, and ORTEGA’S failure to provide copies of requested

documents which have long been promised by ORTEGA.  NOR-CAL seeks an Order from the Board

compelling supplemental responses, a withdrawal of the overdesignation of confidential status of

many documents, and document production by ORTEGA by a date certain.
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A.  The Interrogatory Responses

Many of the issues regarding ORTEGA’S failure to provide adequate responses

surrounds the repeated response:  “See attached documents responsive to Request For Production”.

This response was given as an answer to: Interrogatories 1(f), 3(f), and 4.  A version of this response

was given as an answer to Interrogatory 11(b):  “See responses to Interrogatories herein and

responses to Requests For Production”.  Petitioner’s discussion regarding each of these issues is

contained in Exhibit C to the West Declaration, to which Respondent has never replied.

First of all, there were no “attached documents responsive to [any] Request For

Production” of Documents provided by Respondent, only the written responses (Exhibit B).  No

documents whatsoever have been produced by Respondent to date.

  Moreover, such a general reference does not comply with the provisions of FRCP

Rule 33(d), if that was Respondent’s intent.  Under Rule 33(d), a party may exercise its option to

respond to an Interrogatory by producing business records from which the answer may be obtained.

However, the identification of the documents must specified “in sufficient detail to enable the

interrogating party to locate and identify them as readily as the responding party could”.  [FRCP

33(d)(1); Cambridge Electronics Corp. v. MGA Electronics, Inc. (CD CA 2004); 227 FRD 313,

323].

Lastly, it is not sufficient simply to state “See responses to Interrogatories herein and

responses to Requests For Production”, as Respondent has answered to Interrogatory 11(b).  Such

a response is simply non-responsive and evasive, providing no answer at all.

Interrogatory No. 2 is directed toward the identification of persons “most

knowledgeable regarding such contentions, facts, and documents”.  Respondent simply identified
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herself and “others familiar with Ortega’s brand and business”.  This answer is inadequate and

evasive.  If such persons are known, they must be identified, as they may be material witnesses.  See,

West Declaration, Exhibit C, Par. C.

Interrogatory 9 requested the identification of persons most knowledgeable regarding

instances of actual confusion alleged by Respondent.  Only the name of a person was provided,

without the information sufficient to allow NOR-CAL to subpoena a witness.  Another part of the

answer made references to “customers and prospective customers”.  If they are not known, it is not

responsive to allege that they exist without any basis for such a contention.  See, West Declaration,

Exhibit C, Par. E.

Interrogatory 10 requests the identification of persons who are most knowledge

regarding certain affirmative answers alleged by Respondent to have a basis in fact.  However, no

persons were identified who have knowledge regarding these contentions.  It is not an answer to state

that “Discovery is continuing” as Respondent is under an obligation to provide an answer one way

or the other when the Interrogatories are responded to.  If they are known, ORTEGA is under an

obligation to make a reasonable investigation to ascertain the current address and contact information

for fact witnesses.  If they are not known, ORTEGA should state all information which she does

know, whatever that may be.

In summary, NOR-CAL seeks supplemental answers to Petitioner’s First Set Of

Interrogatories, Nos. 1(f), 2, 3, 4, 9, 10, 11(b), for the reasons stated above. 

B.  The Responses To The Document Requests

On June 30, 2008 NOR-CAL served ORTEGA with a REQUEST FOR
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PRODUCTION OF DOCUMENTS AND THINGS UNDER RULE 34 (NOS. 1-38).  On August

18, 2008, ORTEGA served RESPONSES to the Document Request.     See, West Declaration,

Exhibit B.  In her RESPONSES, ORTEGA stated, with respect to every category of document

requested, that she “will produce responsive documents in the manner that they are kept in the

ordinary course of business and labeled  “TRADE SECRET/COMMERCIALLY SENSITIVE”.

The first issue about ORTEGA’S responses, is her overly inclusive designation of

each and every requested document as “TRADE SECRET/COMMERCIALLY SENSITIVE”.  As

noted in Exhibit D to the West Declaration, ORTEGA has designated requested documents as

“TRADE SECRET/COMMERCIALLY SENSITIVE”, for which no claim of confidentiality, much

less trade secret status can reasonably be made.  This includes Requests Nos. 5, 6, 7, 8, 9, 10, 11, 12,

13, 14, 15, 19, 20, 21, 22, 23, 24, 25, 26, 27, 28, 29, 30, 31, 32, 33, 34, 35, 36, 37, and 38.  NOR-

CAL submits  ORTEGA’S should be required to withdraw these qualifications on the manner of

production of the documents.

ORTEGA agreed to produce the documents almost five (5) months ago.  Subsequent

demands have been made on ORTEGA to produce the documents, and further promises of

production of an electronic copy of same have been made by ORTEGA.  Notwithstanding the

foregoing, not a single document has been produced to date. 

In addition, a Stipulated Protective Order was executed by Petitioner and Respondent,

and their respective legal counsel.  The Stipulated Protective Order was filed with, and has been

entered by, the Board.

ORTEGA should be required to produce the long-promised electronic copy of the

requested documents.  Alternatively, ORTEGA should be ordered to make the requested documents
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available for inspection and copying at a reasonable  time and place, as originally requested by NOR-

CAL in Exhibit D, paragraph 3, to the West Declaration.

C. Attempts To Resolve Dispute

On September 13, 2008,  NOR-CAL’S counsel sent a letter to ORTEGA’S counsel,

specifically discussing each discovery issue that existed with respect to the Interrogatory responses

of ORTEGA.  A true and accurate photocopy of that letter, identified as “Exhibit C”, is appended

to the accompanying Declaration Of R. Michael West Regarding Attempts To Resolve Issues. 

On September 13, 2008,  NOR-CAL’S counsel sent a letter to ORTEGA’S counsel,

specifically discussing each discovery issue that existed with respect to ORTEGA’S responses to

NOR-CAL’S document requests. A true and accurate photocopy of that letter, identified as “Exhibit

D”, is appended to the accompanying Declaration Of R. Michael West Regarding Attempts To

Resolve Issues. 

On November 28, 2008, NOR-CAL’S counsel sent a letter to ORTEGA’S counsel,

noting that no responses had been received, regarding the issues raised in the above-referenced

September 13  letters.  A true and accurate photocopy of that letter, identified as “Exhibit E”, isth

appended to the accompanying Declaration Of R. Michael West Regarding Attempts To Resolve

Issues. 

On December 8, 2008, ORTEGA’S counsel sent a letter to NOR-CAL’S counsel,

acknowledging receipt of the aforementioned letters, and indicating that electronic copies of the

documents would be provided along with a signed Stipulated Protective Order.  A true and accurate

photocopy of that e-mail, identified as “Exhibit F”, is appended to the accompanying Declaration
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Of R. Michael West Regarding Attempts To Resolve Issues. 

On January 8, 2009,  NOR-CAL’S counsel sent a letter to ORTEGA’S counsel,

noting that the Protective Order had been entered by the TTAB, that no copies of the requested

documents had been provided, and that no responses had been provided to the issues respecting

ORTEGA’S: (1) Responses To Petitioner’s First Set Of Interrogatories; and, (2) Responses To

Petitioner’s First Set Of Requests For Production Of Documents.  A true and accurate photocopy of

that letter, identified as “Exhibit G”, is appended to the accompanying Declaration Of R. Michael

West Regarding Attempts To Resolve Issues. 

CONCLUSION AND ORDER REQUESTED

NOR-CAL believes that discovery Motions should be reserved for situations where

the legal process has unnecessarily and intentionally be thwarted by the party resisting discovery.

NOR-CAL submits that the instant circumstance calls for such a Motion to be brought.  NOR-CAL

is entitled to pursue discovery regarding the issues and contentions formulated by the pleadings in

this case.  It is apparent that without the intervention of the Board, NOR-CAL’S right to conduct and

complete discovery will be denied and its legal rights will be compromised.  In light of the foregoing,

NOR-CAL urges the Board to order that:

1.  Supplemental Answers be provided to Interrogatories  1(f), 2, 3, 4, 9, 10, 11(b),

by a date certain, in full compliance with FRCP 33(a), including a Verification for the Supplemental

Answers.

2.  The designation of the documents made the subject of Requests Nos. 5, 6, 7, 8,

9, 10, 11, 12, 13, 14, 15, 19, 20, 21, 22, 23, 24, 25, 26, 27, 28, 29, 30, 31, 32, 33, 34, 35, 36, 37, and
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IN THE UNITED STATES TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re  Reg.  No. 2,227,005

Trademark: GO GIRL

________________________________________________

)

NOR-CAL BEVERAGE CO., INC. )

)

Petitioner And Counterclaim Defendant, )    Cancellation No. 92048879

)

                      v. )

)

IRENE J. ORTEGA, dba GOGIRL ACTIVEWEAR )

)

Respondent And Counterclaim Plaintiff. )

________________________________________________)

DECLARATION OF R. MICHAEL WEST 

REGARDING ATTEMPTS TO RESOLVE DISCOVERY ISSUES

I, R. Michael West, declare and state as follows:

1. I am an attorney at law, and am Petitioner’s counsel of record in connection with this

Cancellation proceeding.  I have personal knowledge of the facts contained in this Declaration, and

I could and would testify competently to these facts if call as a witness.

2.  This Declaration is made under 37 C.F.R. § 2.120(e), and includes statements of

counsel for Petitioner, regarding the good faith efforts made to resolve with opposing counsel, the

issues presented in the accompanying Motion To Compel Discovery.
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3. Attached hereto, and identified as “Exhibit A,” is a true and accurate photocopy of

RESPONDENT IRENE J. ORTEGA, DBA GO GIRL ACTIVEWEAR’S RESPONSE TO

PETITIONER’S FIRST SET OF INTERROGATORIES (NOS. 1-12).

4. Attached hereto, and identified as “Exhibit B,” is a true and accurate photocopy of

RESPONDENT IRENE J. ORTEGA, DBA GOGIRL  ACTIVEWEAR’S RESPONSE TO

PETITIONER’S FIRST SET OF REQUEST FOR PRODUCTION OF DOCUMENTS AND

THINGS UNDER RULE 34 (NOS. 1-38).

5. Attached hereto, and identified as  “Exhibit C,” is a true and accurate photocopy of

my three (3) page letter dated September 13, 2008, sent via facsimile on that date to Respondent’s

Counsel, Barry F. Soalt, regarding his client’s responses to Petitioner’s First Set Of Interrogatories.

6. Attached hereto, and identified as “Exhibit D,” is a true and accurate photocopy of

my two (2) page letter dated September 13, 2008, sent via facsimile on that date to Respondent’s

Counsel, Barry F. Soalt, regarding his client’s responses to Petitioner’s First Set Of Requests For

Production Of Documents.

7.  Attached hereto, and identified as “Exhibit E,” is a true and accurate photocopy of

my  letter dated November 28, 2008, sent via facsimile on that date to Respondent’s Counsel, Barry

F. Soalt, as a follow-up to my letters dated September 13, 2008 (Exhibit C and Exhibit D).

8.  Attached hereto, and identified as “Exhibit F”, is a true and accurate printout of Mr.

Soalt’s e-mail, dated December 8, 2008, regarding the outstanding discovery disputes.

9.  Attached hereto, and identified as “Exhibit G”,  is a true and accurate photocopy of

my letter dated January 8, 2009, sent via facsimile on that date to Respondent’s Counsel, Barry F.

Soalt, regarding the still outstanding discovery disputes and a request for an extension of the
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