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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR |IAL AND APPEAL BOARD

In the Matter of Registration No. 2,731,948

ALTVATER GESSLER - J.A. BACZEWSKI
INTERNATIONAL (USA) INC. and ALTVATER
GESSLER - J.A. BACZEWSKI LIKORERZEUGUNG
GESELLSCHAFT M.B.H. d/b/a :
ALTVATER GESSLER - J.A. BACZEWSKI GMBH, :

Petitioners, : Cancellation No. 92048732
V.
RONALD BECKENFELD,

Respondent.

PETITIONERS’ MOTION TO COMPEL
RESPONDENT’'S RESPONSES TCPETITIONERS’ THIRD SET
OF REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND THINGS

Petitioners, in accordance with Rule 523 of the Trademark Trial and Appeal Board
Manual of Procedure (“TBMP”), 37 CFR 8§ 2.12Q(g)bmit this motion for an order compelling
Respondent, Ronald BeckenfélRespondent” or “Ronald Beckésid”) to produce documents
in response to Petitioners’ Third Set Of Requéstshe Production of Documents and Things,
which were served on February 4, 2013 (“Docotneequests”), a copy of which is annexed

hereto to the Declaration of Pet Sloane (“Sloane Dec.”) &hibit A.
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PRELIMINARY STATEMENT

Respondent claims ownership of the s#gition in dispute for the trademark
MONOPOLOWA for vodka based on an assignmen rights from his father, Mickey
Beckenfeld, transferred through iter vivos trust. Yet, despite the mark purportedly being the
only non-cash asset subject to sa@hsfer, Respondent has outright refused to produce any of
the trust documents demonstrating a clear chain of title and documented transfer, despite being
timely served with Discovery Requests gpeally targeting these materials.

Counsel for Petitioners has made good feftbrts, including by e-mail and telephone, to
resolve this discovery dispute wiRespondent without motion practic€ee Sloane Dec. at Ex.
C. Ultimately, on November 22, 2013, Respondemnbudh his counsel, advidehat he will not
be producing documents pertainitiythe trust which are in higossession, custody or control.
Id at Ex. D. Thus, in accordance with MB 88 523, CFR 82.120(e), Petitioners respectfully
request that their Motion to Comlbe granted in its entirety.
. STATEMENT OF FACTS

The relevant facts are set forth in theitRen for Cancellation dated January 14, 2608.
However, a recitation of the pertinent factsapeated below for the Board’s convenience.

A. Background on Petitioners

Petitioners have been in the spirits busifesgenerations. One of the brands owned by
Petitioners is the mark MONOPOLOWArfeodka. MONOPOLOWA brand vodka is made
according to an old family recipe and distilliEom high quality specialariety potatoes (vodka
is now more commonly distilled from grainYOver the years, the @duct has won numerous

awards and medals.

! Petitioners’ motion to amend the Petitifor Cancellation is pending.
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B. Petitioners’ Relationship with Mutual

In the 1980s, Petitioners begasing a dealer in Los Angs named Mutual Wholesale
Liquor Inc. ("Mutual”) to distibute their spirits in the U.Sncluding MONOPOLOWA brand
vodka. Without authority from Petitioners, &@eptember 16, 2002, Mutual filed application
number 76/449,831 of the mark MONOPOLOWA fardka with U.S. Patent and Trademark
Office. The application issued to gistration number 2,731,948 on July 1, 2003 (the
“Registration”).

On October 4, 2007, Mutual assigned the Regiion to Ronald Beckenfeld (the
“Assignment”). On January 14, 2008, PetitionBled the instant cancellation action against
Ronald Beckenfeld seeking aallation of the Registration.

During all relevant times, Mutual was owhéy Ronald Beckenfeld’'s father, Mickey
Beckenfield. At deposition during discovery, Mickey Beckenfeld testified that he gifted his son,
Ronald Beckenfeld, with therand MONOPOLOWA and severalliions of dollars in through a
trust account. Sloane Deat Ex. F at 53:2-4.

REDACTED

See Sloane Dec., Ex. H at 24:24-25.
The Trust appears to holdl assets of Mutual. As RBpondent clarified during his
testimony, “Everything [went] in the trustld., Ex. G at 165:10-11.
REDACTED
Id., Ex. H at 45:8- 46.13; 49:19-

22. REDACTED
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REDACTED

Seeid.
At the deposition of Ronald Beckenfeld, the undersigned counsel for Petitioners
requested that Respondent produce a copy of the trust document and stated that Petitioners would
serve written discovery requests segksame, which Petitioners later digeeid, Ex. A.

C. Respondent’s Refusal To Comply with the Discovery Requests

On February 4, 2013, Petitioners propounded@ocument Requests upon Respondent.
The Document Requests included several ragueencerning the Trust. Specifically, the
following Requests were served on Respondent:

REQUEST NO. 1

All trust documents referenced time discovery deposition of Registrant
taken on August 4, 2011.

REQUEST NO. 2

All amendments to the trust documents mentioned in the discovery
deposition of Registrant taken on August 4, 2011.

REQUEST NO. 3

Documents sufficient to identify eaand every past amaresent trustee of
the trusts mentioned in the discovery deposition of Registrant taken on August 4,
2011.

REQUEST NO. 4

All documents referring or relating the trust documents mentioned in
the discovery deposition of Bistrant taken on August 4, 2011.
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REQUEST NO. 5

All documents of the trusts meaotied in the discovery deposition of
Registrant taken on August 4, 20llfereing or relating to the mark
MONOPOLOWA.

REQUEST NO. 6

All documents evidencing that theusts mentioned in the discovery
deposition of Registrant taken on Augus 2011 had the legal authority to
transfer the mark MONOPOLOW#om Mutual to Registrant.

REQUEST NO. 7

All legal bills paid by the trusts mé&oned in the discovery deposition of
Registrant taken on August 4, 2011.

By agreement between the parties, Respat'gleesponses to the Document Requests
were due by March 18, 2013. On the dag tlesponses were due, Respondent moved for
summary judgment. The Board denied summary judgment on September 27, 2013.

Respondent did not serve pesses to the Document Regteeuntil November 7, 2013.

A copy of Respondent’'s Responses to Petitign&hird Set of Requests for Production of
Documents and Things (the “Respesy are attached to the Skea Dec. at Ex. B.
Respondent objected to the regiseconcerning the Trusts tre ground of relevancy.

On November 22, 2013, the undersigned rattp for Petitioners held a telephone
conference with counsel for Respondent regaydieficiencies in the Responses. During the
telephone conversation, counsel for Respondtied that Respondewbuld not produce any
of the requested documents regarding the Trust. An email confirming the substance of the
conference as well as the Resparttderefusal to produce the rezgted information is attached
to the Sloane Dec. at Ex. D.

On November 27, 2013, Respondent producedagfes worth of documents in response

to the Document Requests. Nondhd documents related to the Trust.
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[I. ARGUMENT

Fed. R. Civ. P. 34 and TBMP 408.01 allow a pantserve requestsifthe production of
documents and things upon any other party ndutihe discovery period in an inter partes
proceeding before the Board. On February 4, 2048y to the close of the discovery period in
this matter, Petitioner serveliscovery requests (Sloane Ddéx. A) on Repondent concerning
the trust, specifically as it pertained ioter alia, the transfer of the MONOLOLOWA brand at
issue. Pursuant to Rules 2.1d)9&nd 2.120(a) of the Tradem&Rkiles of Practice, as amended
by the stipulated consent of the parties, Respondeggjsonses to those requests were due on
March 18, 2013. On the day the responses weeg Respondent moved for summary judgment,
which the Board denied on September 27, 2048suming that the commencement of summary
judgment proceedings tolled Respondent’s titonerespond to Petitioner's Third of Set of
Requests for Documents andifigs, Respondent has sincédd to timely respond.

A motion is compel is appropriate where,lee, a party fails to produce information
requested pursuant #otimely-served request to produce documesasFed. R. Civ. P. 37; Rule
2.120(e). Respondent’s objectiong.( relevance) are neither validor proper, nor meritorious.

REDACTED
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REDACTED

Obviously, Respondent should not bearpiéted to withhold this critical, admissible
information from discovery on relevance groundsdeed, as Petitioner has alleged from the
commencement of this action (and Respondent conceded during his deposition), the transfer of
the mark between father and son was a sham transatdioisloane Dec., Ex. H at 45:8- 46.13;
49:19-22.

As the Board has previously stated, tfdhg discovery, a party may seek not only
testimony and exhibits which would be admissiéNgdence but also infmation that would be
inadmissible at trial if the information appearagenably calculated to lead the discovery of
admissible evidenceFischer Gesellschaft M.B.H. v. Molnar and Co., Inc., 203 USPQ 561, 565
(TTAB 1979) citing Fed.R.Civ.P. 280bviously, Petitioneis entitled to discouwy as to whether
Respondent actually possesses goodtttline registration at issuesee, e.g., 37 C.F.R. § 3.73
(Trademark Rule 8§ 3.73(b)Jony B. Gelbart, v. ESCOM AG and Tulip Computers Inter national

BV, 2001 WL 1480568 (TTAB 2001). The Trust docutsesought by Petitioner are not subject
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to any valid objections as they undisputedly condé@espondent’s good title tbe mark at issue.
Accordingly, the Board should compgaloduction of same to Petitioner.
V. STATEMENT OF COMPLIANCE WI TH TBMP 523.02 AND RULE 2.120(E)
Pursuant to TBMP 523.02 and Rule 2.120¢gtitioner made a good faith effort to
resolve with Respondent the issupresented in this motion tompel by correspondence and
conversations with Respondent’s counsel. pi€® of correspondence evidencing Petitioner’'s
efforts are attached to the DeclaratiorPeter Sloane as Exhibits C and D.
V. CONCLUSION
For the reasons set forth above, Petitionespeetfully request that the Board grant the
instant motion in all respectsi@ order Respondent to produdecuments responsive to those
Discovery Requests concerning theidtr Petitioners further respgidly request that the Board
suspend this proceeding pending resolution isf totion pursuant to TBMP 523.01; 37 C.F.R.
§ 2.120(e)(2).

Date: December 6, 2013 Respectfully submitted,

White Plains, New York 7 7] =y

o |'I .__;_f /
ey '/ff//% ,a._‘/'/(__(———'-

Peter S. Sloane
Cameron S. Reuber

LEASONELLIS LLP

One Barker Avenue, Fifth Floor
White Plains, New York 10601
Tel.: (914) 288-0022

Attorneys for Petitioners
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CERTIFICATE OF SERVICE

It is hereby certified that a copy of the foregoiRGETITIONERS MOTION TO
COMPEL RESPONDENT'S RESPONSES TO PETITIONERS’' THIRD SET OF
REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND THINGS was served
upon counsel for Respondent, this 6th dayDetember, 2013, by First-Class mail, postage

prepaid, addressed as follows:

Michael L. Lovitz, Esq.
BOWEN HAYES & KREISBERG
10350 Santa Monica Blvd., Ste. 350

Los Angeles, California 90025
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Cameron S. Reuber

{04718/606020-000/01108363.1}



