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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 2782619
Granted Registration on November 11, 2003

- )
SINBAD GRAND CAFE, LLC,, ) Cancellation No. 92048480
Petit_ioner, 3
) REPLY TO OPPOSITION TO
% PETITIONER’S MOTION FOR
) SANCTIONS FOR FAILURE TO OBEY AN
v ) ORDER OF THE TRADEMARK TRIAL
) AND APPEAL BOARD
)
AL-FAKHER FOR TABACCO TRADING &) Petition Filed: November 21, 2007
AGENCIES CO. LTD. CORPORATION, ) '
Respondent. | g
)

INTRODUCTION

On October 28, 2008, the Trademark Trial and Appeal Board (the “Board”) issued
an Order requiring Respondent to supplement its discovery responses within 30 days of
its mailing of the Order. (the “Order”) According to the Order, Respondent had until . -
November 28, 2008 to supplement its responses and provide responsive documents. By |
December 1, 2008, Petitioner did not receive any response. On December 2, 2008,
Petitioner filed its Motion for Sanctions (the “Motion”) for Failure to Comply with the
Order. On or about December 12, 2008, Respondent finally provided supplemental
responses and provided some additional documents. However, as shown in the matrix
attached hereto as Exhibit A, the supplemental responses and document production are

still grossly deficient and fail to comply with the Order.
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ARGUMENT

L PETITIONER’S CONDUCT IS NOT RETAILATORY AND IS NOT AN
ISSUE IN THIS PROCEEDING

Respondent’s accusation that Petitioner ﬁled “a petition to cancel Sierra Network,
Inc.’s registration in the trademark” in retaliation to a case initiated by Sierra Network,
Inc. (“Sierra”) against Petitioner in the Central District Court of California (“Central
District Case™) is outrageous and makes no sense. First, Sierra DOES NOT own the
trademark — it is simply an alleged exclusive licensee of the Respondent. Second, the
Parties in the Petition for Cancellation (the “Petition”) proceedings are DIFFERENT than
the Parties in the Central District Case. The Petition was filed against AL-FAKHER
FOR TABACCO TRADING & AGENCIES CO. LTD. (i.e. Registrant / Respondent),
and not Sierra. Therefore Sietra has even no STANDING in the proceedings before the
Board. Third, the Petitioner is simply exercising its rights and therefore its conduct is
not designed to retaliate or “Ambush” Respondent. The discovery in the Central District
Case has barely begun. Petitioner has many strong defenses to Sierra’s wild accusations
and has even filed several counterclaims against Sierra. Petitioner does not need to resort
to “retaliatory” conduct to prevail in any proceedings.

Respondent’s unfounded allegations that “Petitioner was destined to be found an
infringer,” simply makes no sense. Respondent’s continued evasive, incomplete
responses and delaying tactics indicate that it is Respondent, not Petitioner, who is not
complying with its affirmative duty during pretrial discovery in an ethical and responsible

manner.
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A. The Parties to The Central District Case And The Petition For
Cancellation Are Different.

The Central District Case was initiated by Sierra against the Petitioner. Sierra is
simply an alleged exclusive licensee of Registrant/Respondent and not the OWNER of |
the trademark. On the other hand, the Petition was initiated by Petitioner against AL-
FAKHER FOR TABACCO TRADING & AGENCIES CO. LTD. (i.e. Registrant /
Respondent), who is not and has never been a party to the Central District Case. The
only commonality is that the Counsel in both of these proceedings are same.

B. The Central District Case Has No Bearing on the Petition.

Despite Respondent’s claim, Sierra, an alleged exclusive licensee, is not the
owner of the trademark at issue in the Petition. An exclusive licensee of a trademark is
not the proper defendant in a suit for cancellation of that trademark. Jowa Health Care
System v. Trinity Health Corp., 177 F.Supp. 2d 897, 911 (N.D. Iowa 2001) The owner of |
the trademark is the only proper defendant. Id. As the exclusive licensee of the
trademark at issue, Sierra is not a proper defendant to a claim for cancellation. Just
because counsel for licensee in the Central District is the same as counsel for Registrant
in the Petition for Cancellation, it does not mean that the parties are the same in the two
different proceedings. Petitioner cannot bring a claim for cancellation of registration for
the trademark Al-Fakher against Sierra, since the trademark is not owned by Sierra.

Therefore the Petition is brought against Registrant / Respondent to obtain a relief not

otherwise available to Petitioner in the Central District Case.
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C. Petitioner’s Actions are Not Designed to Retaliate or “Ambush”
Respondent.

Respondent accuses Petitioner of pursuing “an untenable Cancellation action” and
engaging in “repeated unreasonable objections” and “withholding of notice of the
Board’s Order from Respondent’s counsel”. (Opposition p. 4). These accusations are
false and even unethical. First, the evidence produced so far proves that Petitioner has a
high probability of prevailing in the Petition because Respondent has in fact committed
fraud upon the United States Patent and Trademark Office (the “USPTO”) during the
registration process. Second, the Board has already ruled that its objections are not
unreasonable, and has ordered Respondent to supplement its responses and document

production. Third, Petitioner did not withhold notice of the Board’s Order from

Respondent. It is Respondent’s obligation to monitor the Board’s proceedings and its
orders. The order was easily accessible to everyone through the TTAB’s website, and it
was Respondent’s duty and obligation to monitor the proceedings. Respondent is merely
attempting to impermissibly blame Petitioner for its own shortcomings and negligence.
Petitioner respectfully urges the Board to issue sanctions against Respondent, as

requested.

I1. RESPONDENT SHOULD BE SANCTIONED FOR ITS CONDUCT

A. The Petitioner Certainly Does Not Have to Demonstrate that Respondent
Has Engaged in Bad Faith in Order to Obtain Sanctions.

Respondent strenuously argues that bad faith is an element of imposing sanctions
for failure to obey the Board’s Order. This is not true. 37 C.F.R. 2.120(g) states:

“(g) Sanctions. (1) If a party fails to participate in the required discovery
conference, or if a party fails to comply with an order of the Trademark Trial and
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Appeal Board relating to disclosure or discovery, including a protective order, the

Board may make any appropriate order, including those provided in Rule 37(b)(2)

of the Federal Rules of Civil Procedure, except that the Board will not hold any

person in contempt or award expenses to any party. The Board may impose
against a party any of the sanctions provided in Rule 37(b)(2) in the event that
said party or any attorney, agent, or designated witness of that party fails to
comply with a protective order made pursuant to Rule 26(c) of the Federal Rules
of Civil Procedure. A motion for sanctions against a party for its failure to
participate in the required discovery conference must be filed prior to the deadline

for any party to make initial disclosures.” 37 C.F.R. 2.120(g)

There is NO requirement that sanctions be imposed only in cases of bad faith or
willful evasion. As explained below, Respondent clearly misstates the law.

Respondent cites Zambrano v. City of Tustin, 885 F.2d 1473 (9th Cir. 1989) in
support of its position. However, Zambrano is irrelevant here because it did not discuss
whether “inadvertent” conduct is excusable when violating an issued order by a court.

Respondent also cites Yagman v. Republic Ins., 987 F.2d 622 (9th Cir. 1993) in
support of the proposition that bad faith or intention to mislead is necessary to impose
sanctions. However, Yagman only found that sanctions were not warranted for violating
a court order because “It was objectively impossible for Yagman to comply with the
terms of the written order.” Id. at 629. Furthermore, in its discussion of bad faith,
Yagman referred to Federal Rule of Civil Procedure (“FRCP”) 11 sanctions, not
discovery sanctions under FRCP 37.

Respondent further cites Fink v. Gomez, 239 F.3d 989, 993-4 (9th Cir. 2001),
Tuttle v. Combined Ins. Co., 222 FR.D. 424, 428 (E.D. Cal. 2004), and Zaldivar v. City
of Los Angeles, 780 F.2d 823, 831 (9th Cir. 1986) for the proposition that bad faith may

warrant sanctions. These cases are inapplicable because they discuss FRCP 11 sanctions,

not discovery sanctions under FRCP 37.
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B. It Was Respondent’s Duty to Ensure That the Mailing Address on File
With the Board was Correct.

Respondent’s counsel argues that the failure to obey the Board’s Order was
inadvertent, that he relocated his office, and that he had no knowledge of the Board’s
Order since internet access at his office was not set up until November 11, 2008. Yet:

“It is the responsibility of a party to a proceeding before the Board to ensure that
the Board has the party's current correspondence address. If a party fails to notify
the Board of a change of address, with the result that the Board is unable to serve
correspondence on the party, default judgment may be entered against the party.
A party or its attorney or other authorized representative should not assume that
the inclusion of a new address on a document directed to another matter, or on the
envelope in which a paper is filed, is sufficient to notify the Board of a change of
address. ... The responsibility for any failure to receive correspondence due to
a change of address of which the Board has not been given separate written
notice lies with the party or its attorney or other authorized representative.”
Trademark Board Manual of Procedure § 117.07 (emphasis added).

Respondent failed to notify the Board of any change in correspondence, and to the
date of filing this motion, still has not notified the Board of any change in correspondence
address. Respondent has repeatedly shown a lack of diligence in litigating the Petition.
The failure of Respondent to receive the Board’s Order is neither the fault of the Board,
nor the fault of Petitioner. Therefore Respondent should ioe held responsible for its
actions and sanctions should be imposed.

Furthermore, even if we hypothetically assume that Respondent’s counsel did not
receive communication from the Board, he in fact admits that his telephone, facsimile,
internet and computer systems were operational beginning November 11, 2008. From
November 11, 2008 to the deadline for responding to the Order, Respondent’s counsel
had 20 days to check the status of all of its proceedings, discover the Board’s order, and
comply with that order in a timely manner. Respondent is thus responsible for its own
negligence and the negligence of its counsel for the following reasons:
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1) After becoming operational on November 11, 2008, counsel for Respondent,
who is an experienced litigator, should have checked the status of all proceedings he was
involved in. Failure to do so for 20 days constitutes inexcusable delay and is not a
sufficient justification for Respondent’s failure to obey the Board’s Order.

2) The e-mail notification by the Board was sent to all counsel of record on
October 28, 2008. The e-mail notification from the Board should have resided on
counsel for Respondent’s mail servers, to which counsel for Respondent would then have
access to. It is difficult to believe that the counsel for Respondent did not check his e-
mail for twenty (20) days.

3) Even if the Respondent’s counsel’s office had no internet access until
November 11, 2008, it is hard to believe that in this day and age, neither Respondent’s
counsel nor his staff had internet access outside of their office, either at home, a library,
or at a public wireless access area. Additionally, it is hard to believe that Respondent’s
counsel, did not have access to his e-mail and the Internet between October 28, 2008 and
November 11, 2008, and did not bother to check the status of the proceedings until he

received the Motion for Sanctions from the Petitioner.

[I. RESPONDENT’S DISCOVERY RESPONSES STILL DO NOT COMPLY
WITH THE BOARD’S ORDER

A. Respondent’s Responses are Still Deficient.

Respondent argues that it has supplemented the discovery responses. As shown
in the attached matrix (Exhibit — A), Respondent’s responses are still grossly deficient.
Furthermore, Respondent’s in its supplemental responses admits that the documents

provided are deficient, and pleads for yet more time to supplement the responses. If the
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Board were to grant this additional request, by that time, Respondent will have had more
than double the time the Board had set for providing a fullvand complete response to
Petitioner’s document requestsl. The Board should therefore not grant Respondent
additional time to respond and enter sanctions as appropriate.

B. Respondent has Waived its Right to Supplement its Responses.

In the responses to the document requests, Respondent states that it reserves the
right to supplement its responses. Failure ;[0 object to discovery requests within the time
required constitutes a waiver of any objection. Richmark Corp. v. Timber Falling
Consultants, 959 F.2d 1468, 1473 (9th Cir. 1992) Respondent, in its initial responses,
failed to make any objection as to its reservation of rights to supplement the responses.
Furthermore, Respondent has failed to make any timely reservation a right to supplement
its document production in response to the Board’s Order. Therefore Respondent should
be prohibited from supplementing its response or from producing any more documents
which support any of its defenses. It is abundantly clear that Respondent continues to
withhold documents despite the Board’s Order. The Respondent must not be allowed any
additional time. Petitioner also requests that the Board strike the Respondent’s untimely
objections.

C. Respondent had Ample Time to Obtain the Requested Discovery and
Therefore the Additional Time is Not Warranted.

Respondent argues that it needs until January 10, 2009 to produce responses to several of

the document requests. Respondent’s requests for additional time appear to be yet more

attempts to delay these proceedings. 4s was shown in the Petition, Respondent has

! It is important to note that the Motion to Compel was filed on May 30, 2008. The current counsel for
Respondent was retained on or about May 28, 2008. If Respondent truly intended to supplement responses
and provide documents, it could have done so even without the Board’s order during last seven (7) months.
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Imown since April 3, 2008, of Petitioner’s objections to Respondent’s responses.

Respondent repeatedly asked for extensions of time to supplement its responses, and
Petitioner had granted those extensions in good faith. If Respondent was truly interested
in a full and prompt resolution of the issues between the parties, Respondent would have
produced the requested documents several months ago. Even after having over eight (8)
months to supplement its discovery, Respondent has not taken any significant steps to do
so, and therefore, the additional time is not warranted.

D. Respondent’s Dilatory Conduct May be Attributed to Respondent
Regardless of Who Its Counsel Is.

Respondent argues that it should not be responsible for the actions of its former
counsel. Respondent retained its current counsel on or about May 28, 2008. The
Respondent’s current counsel had over seven (7) months to address these issues.
Respondent’s current counsel continues to blames Respondent’s former counsel rather
than take full responsibility for the conduct. Petitioner respectfully requests the Board to
ignore such poor excuses and impose sanctions against the Respondent.

Additionally, it is Respondent who has repeatedly failed to respond to discovery
issues, despite Petitioner’s repeated attempts to have such issues resolved. Respondent,
not its counsel, is the one ultimately responsible for providing discovery responses and
documents. All of the actions by Respondent’s counsel are either directed or approved
by Respondent. Given that Respondent has repeatedly failed to provide discovery

responses and documents, the Board should impose appropriate sanctions.
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CONCLUSION
Petitioner respectfully requests that the Board sanction Respondent for its failure

to obey the Board’s Order, as set forth in its Motion for Sanctions.

Dated: December 26, 2008 By: /KQZ/

Natu J. Patel

Attorney for Petitioner
Sinbad Grand Cafe, LLC
The Patel Law Firm, P.C.
2532 Dupont Drive
Irvine, CA 92612
Telephone: (949) 955-1077
Facsimile: (949) 955-1877

npatel@thePatelLawFirm.com
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CERTIFICATE OF SERVICE

It is hereby certified that a true and correct copy of the foregoing REPLY TO
OPPOSITION TO PETITIONER’S MOTION FOR SANCTIONS FOR FAILURE TO
OBEY AN ORDER OF THE TRADEMARK TRIAL AND APPEAL BOARD
was served by First-Class mail and electronic mail, upon attorneys for Respondent on

December 26, 2008 as follows:

Christopher Q. Pham, Esq
Johnson & Pham, LLP
6355 Topanga Canyon Blvd, Suite 115
Woodland Hills, California 91367
cpham@johnsonpham.com
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