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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Cancellation No. 92047819
For the mark POWDER + Design
Registration No. 2,843,001

PAUL STUART, INC.,

Petitioner,
Cancellation No. 92047819

V.

GRACE WEXLER (by Assignment
From Powder Filed October 19, 2007),

Registrant.
X

PETITIONER’S REPLY TO REGISTRANT’S RESPONSE
TO ORDER TO SHOW CAUSE

Petitioner respectfully requests that the Trademark Trial and Appeal Board (the
“Board”) deny Registrant’s request not to enter the default judgment against her and instead
enter the default judgment pursuant to the Board’s Order to Show Cause dated September 22,
2006 in view of the fact that the Registrant of record had been, at all pertinent times herein,
represented by both an attorney and Registered Agent who was fully aware of this proceeding

and who acknowledged he spoke to and represented the Registrant.

Registrant filed a Response to Order to Show Cause on October 19, 2007 requesting
that the Board decline to enter a default judgment. After being advised by the Board Paralegal
Specialist Janice Hyman that Petitioner would have thirty days to reply to the Registrant’s
response, on November 16, 2007, Petitioner filed a Consent Motion to Extend Time for
Petitioner’s Reply to Response to Order to Show Cause, bringing its deadline to file a Reply to

December 19, 2007. For the reasons set forth below, Petitioner requests that the Board

{W:\0608217001451-000801356756.DOC Il IEUIHINRGHImin



decline to accept Registrant’s Response to the Order to Show Cause and enter the default
judgment.

I.  REGISTRANT HAD NOTICE OF THE CANCELLATION ACTION

A. Registrant had actual notice of the Petition for Cancellation and was being
represented by counsel

Petitioner filed the Petition for Cancellation on July 17, 2007. On July 23, 2007,
Petitioner’s counsel was contacted by Mitchell Wexler, Esq. (“Attorney Wexler”) of the law
firm Friedman & Wexler, L.L.C. advising that Attorney Wexler had received the petition for
cancellation of “my client’s trademark for Powder.” See Declaration of Paul Fields (“Fields
Decl.”) §3. On information and belief, Attorney Wexler is the brother-in-law of Registrant.
Fields Decl. 4. Attorney Wexler and counsel for Petitioner then had telephone discussions
and email exchanges continuing through October 1, 2007. Fields Decl. Y3, 5, 6 and 7. At
various times during the communications, Attorney Wexler made statements that demonstrate
that he had discussed the matter with his client and was acting with her knowledge. For
example, in an email dated August 14, 2007, Attorney Wexler stated, “[m]y client vehemently
denies the allegations contained in the Petition, and has ever [sic.] intention of preparing a

defense.” Fields Decl. § 5.

Attorney Wexler also indicated to Petitioner’s counsel that his client was interested in
assigning the mark to Petitioner. For example, in an email dated September 11, 2007,
Attorney Wexler stated that his “client” was “willing to assign and sell the trademark to your
client.” Fields Decl. §7. Attorney Wexler could not have made such statements if he were
not discussing the matter with Registrant. It is thus apparent that Attorney Wexler was acting
on his client’s knowledge and instructions. (It is submitted that Attorney Wexler, the brother-
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in-law, would hardly expose himself to critical breaches of the Canons of Ethics and possible
punitive actions by Bar Committees by falsely stating he represented a party when, in fact, he

was never so authorized.)

At the time of filing the Petition for Cancellation, the registration stood in the name of
Powder LLC. Grace Wexler was the sole member of this company (Declaration of Grace
Wexler (“G Wexler Decl.”) §3); she signed the trademark application for the subject
registration. As shown in Registrant’s Response and accompanying exhibits, a nunc pro tunc
assignment of the mark from Powder LLC to Grace Wexler - signed on behalf of the assignor
by Grace Wexler -- was recorded on October 18, 2007, with an effective date of June 30,
2006. G. Wexler Decl. Exhibit A. Accordingly, as far as the Trademark Office records were
concerned, Powder, LLC was the owner of the subject registration at least until 18 October

2007.

Inasmuch as Attorney Wexler made numerous statements indicating that he was in
di_scussions with his client, and even stated that his client wanted to sell the mark to Petitioner,
it is not possible that Grace Wexler, the sole member of Powder, LLC, did not have any notice
of the cancellation petition, particularly since Attorney Wexler is Grace Wexler’s brother-in-
law. Fields Decl. § 4. Petitioner submits that this Response to Order to Show Cause is merely
an attempt to make an end run around Board rules and keep the action pending despite the lack

of any good cause to do so.

B. The Petition for Cancellation was Served on the Registered Agent for the
Registrant of Record

Illinois Secretary of State records state that Mitchell H. Wexler, located at the same

address as Registrant’s correspondence address of record, was the registered agent for Powder
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LLC. Fields Decl. §9. As no assignment had been filed indicating the change in ownership
of the mark, the Board properly effected service of the petition for cancellation by forwarding
it to the address of record. Moreover, although the effective date of the nunc pro tunc
assignment of the mark was prior to the filing of the Petition for Cancellation, this is not a
situation in which one business assigns a mark to an unrelated business that did not have any
connection to the mark prior to the assignment. Here, current Registrant Grace Wexler was
the sole member of Powder LLC, and on information and belief, Attorney Wexler is her
brother-in-law. Fields Decl. §4. Attorney Wexler received and accepted service of the
papers on behalf of Registrant and was representing her and communicating with her in
connection with the matter for a period of months. Accordingly, it is simply not possible that
Registrant did not have notice of the petition for cancellation until after the Default Notice.

Certainly, the correspondence of Attorney Wexler clearly indicates otherwise.

II. REGISTRANT HAS ADMITTED TO COMMITTING FRAUD
ON THE PATENT AND TRADEMARK OFFICE.

Petitioner now knows that Registrant’s registration should be cancelled on grounds of
fraud because Registrant admitted in her declaration supporting her response that she and her
predecessor have never used the mark on swimwear, one of the goods for which use was
claimed in the application. G. Wexler Decl., § 8. Under Medinol Ltd. v. Neuro Vasx, Inc.,
67 U.S.P.Q. 2d 1205 (T.T.A.B. 2003) and its progeny, an entire registration is subject to
cancellation on grounds of fraud if even one item identified in a use-based application or
Statement of Use was not actually being sold under the mark at the time of execution. If the
Board declines to enter the default judgment, Petitioner will seek leave to amend its complaint

based on this new information and will plead that Registrant has committed fraud on the PTO
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based on its inclusion of “swimwear” in its description of goods. Where Registrant has

already admitted this fraud, it would be wasteful of Board resources for the action to proceed.

CONCLUSION

For the foregoing reasons, it is clear that Registrant had actual or, at the very least,
implied knowledge of the Petition for Cancellation through her Agent and is bound by the
action of her Agent if that Agent did not file a timely Answer. Moreover, service upon the
registered agent for the owner of record, whose principal is now the individual owner of the
mark, was proper. In addition, the record contains Registrant’s admission of fraud on the PTO
at the time of registering the mark, and entry of the default judgment will spare the Board from

having to expend its resources to consider this matter in a formal proceeding.

WHEREFORE, Petitioner respectfully requests that Registrant’s Response to the Order

to Show Cause be denied and the default judgment entered against Registrant.

Dated: December 19, 2007 Respectfully submitted,

DARBY & DARBY P.C.

By:/s/ Laura J. Winston
Paul Fields
Laura J. Winston
P.O. Box 770, Church Street Station
New York, NY 10008-0770
Tel.: (212) 527-7700
Fax : (212) 527-7701

Attorneys for Petitioner, Paul Stuart, Inc.
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing PETITIONER’S
REPLY TO REGISTRANT’S RESPONSE TO ORDER TO SHOW CAUSE has been
served on Registrant by mailing said copy, First Class Mail, postage prepaid, to counsel for
Registrant addressed as follows:

Jennifer L. Jolley
Schwabe, Williamson & Wyatt, P.C.
US Bank Centre

1420 Fifth Avenue, Suite 3010
Seattle, Washington 98101

This 19th day of December 2007. /s/Donna Tirella
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Cancellation No. 92047819
For the mark POWDER + Design
Registration No. 2,843,001

PAUL STUART, INC,,

Petitioner,
Cancellation No. 92047819

V.

GRACE WEXLER (by Assignment : DECLARATION OF PAUL FIELDS
From Powder Filed October 19, 2007),

Registrant.

1, Paul Fields, declare:

1. I make this declaration based on personal knowledge and/or on
information and belief, and I am otherwise fully competent to testify to the matters set
forth herein. I submit this Declaration in opposition to Respondent’s Motion to Excuse
Delay.

2. I am “Of Counsel” to the firm of Darby & Darby, PC, attorneys for the
Petitioner herein, and I am principal counsel in connection with this Proceeding.

3. Subsequent to the filing of the Petition for Cancellation herein, my
colleague Laura Winston was contacted by Mitchell Wexler, Esq. of the firm Friedman
& Wexler, LLC, 500 W. Madison Street, Suite 2910, Chicago, IL 60661. Attorney

Wexler’s communication dated 23 July 2007 is annexed hereto as Exhibit “A”. As
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noted in said communication, Attorney Wexler advised that he had received the Petition
for Cancellation “... of my client’s trademark for Powder.” (Underlining supplied.)

4. On information and belief, Attorney Wexler is the Registered Agent of
Powder, LLC and is the brother-in-law of the principal Grace Wexler of Powder, LLC
and the present alleged owner of the mark.

5. Attached hereto as Exhibit “B” is a further communication from
Attorney Wexler to Ms. Winston dated 14 August 2007.  Portions of the
communication of 14 August 2007 have been redacted to delete references to settlement
offers. However, Attorney Wexler states that “While my client vehemently denies the
allegations contained in the Petition, and has ever [sic.] intention of preparing a

»

defense....” Accordingly, Attorney Wexler discussed this matter with his client to
determine that his client (a) denies the allegations in the Petition; and, (b) has every
intention of preparing a defense.

6. The letter of Exhibit “B” goes on to state that Attorney Wexler has
started preparing an answer to the Petition. Accordingly, as early as 14 August 2007,
preparations for an answer had been begun by attorney Wexler.

7. Attached hereto as Exhibit “C” is a further communication from
Attorney Wexler dated 11 September 2007 addressed to Ms. Winston. Exhibit “C”
states that Mr. Wexler’s “client” was willing to “assign and sell the trademark....”

Since Attorney Wexler represents that his client was willing to take certain action, it is

obvious that he had spoken to his client.
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8. Attached hereto as Exhibit “D” is a copy of a string of further
communications between Declarant and Attorney Wexler with respect to inquiries
regarding a possible resolution on behalf of Attorney Wexler’s client.

9. Attached hereto as Exhibit “E” is a copy of Chicago Corporate Records
showing the Registered Agent for Powder, LLC is Mitchell H. Wexler.

I declare under laws of perjury of the United States of America that the
foregoing is true and correct and this Declaration was executed on 19 December 2007
in New York, New York.

S Gt

Paul Filds
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EXHIBIT A



—-—Original Message--—-

From: mitchell wexler <mhwexler@friedmanandwexler.com>
To: Winston, Laura J ‘

Sent: Mon Jul 23 15:04:34 2007

Subject: Paul Stuart/Powder

Dear Ms. Winston:

Please be advised that | have received your petition for cancellation of my client’s trademark for Powder. Please contact
me to discuss this matter at your convenience. My direct line is 312-474-4545.

Very truly yours,



Mitchell Wexler

Mitchell Wexler

Friedman & Wexler, LLC
500 W. Madison St. Ste 2910
Chicago, IL 60661
312-474-1000
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Marmo, Elizabeth

ragciuli

From:

Sent:

To:

Cc:
Subject:
Importance:

mitchell wexler [mhwexler@friedmanandwexler.com]
Tuesday, August 14, 2007 3:38 PM

Winston, Laura J

Marmo, Elizabeth

Paul Stuart, Inc.

High

Dear Ms. Winston:

Attached please find a letter regarding your client, Paul Stuart’s Petition to Cancel the trademark of Powder. Upon review, please

advise if your client is interested in a quick non litigated settlement to this issue.

Very truly yoUrs,

Mitchell Wexler

Mitchell Wexler

Friedman & Wexler, LLC
500 W. Madison St. Ste 2910
Chicago, IL 60661

312-474-1000

8/14/2007



NORMAN P. WEXLER Frledman&Wexler,L .L.C. ADDITIONAL OFFICE LOCATIONS

MITCHELL WEXLER ATTORNEYS AND COUNSELORS INDIANAPOLIS, IN
500 W. MADISON STREET, SUITE 2910 FORT LAUDERDALE, FL
CHICAGO, ILLINOIS 60661-2587 SEATTLE, WA
(312) 474-1000
WAYNE RHINE, retired Judge Fax (312) 474-0408 AFFILIATED OFFICES
ADAM ROBERTS . **Outside Illinois** WEXLER & WEXLER LLC
JEREMY WEDDLE Call Toll Free CHICAGO, IL
CARL SANTOS 1-800-843-4656
GERALD S. LEVY* August 14, 2007
MICHAEL E. FRIEDMAN +
*DIRECTOR OF OPERATIONS
+EXECUTIVE DIRECTOR

Via electronic mail only: lwinston@darbylaw.com

Darby & Darby P.C.

Attn: Laura Winston, Esq.

PO Box 770, Church St. Station
New York, NY 10008-0770

Re: Paul Stuart and Powder

Dear Ms. Winston:

As you are aware, this firm represents the owner of the trademark, Powder, of
which your firm has filed a Petition for Cancellation.

While my client vehémently denies the allegations contained in your petition,
and has ever intention of preparing a defense, they are willing to discuss an

assignment and sale of the trademark to your client to avoid the cost of
litigating this matter.

My client has agreed to assign and sell the trademark to your client, Paul
Stuart for the sum of $100,000.00.

As I have started preparing the answer to the Petition, before going further, I
would appreciate an answer to this offer. My direct line is 312-474-4545.

I thank you in advance for your cooperation in this regard.

Very truly yours,

Mitchell H. Wexler
FRIEDMAN & WEXLER, LLC.
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Marmo, Elizabeth LTt f""--/ P S S
From: mitchell wexler [mhwexler@friedmanandwexler.com]

Sent: Tuesday, September 11, 2007 8:06 PM

To: Winston, Laura J

Cc: Marmo, Elizabeth

Subject: Powder/ Paul Stuart
Importance: High
Dear Ms. Winston:

It has been several weeks since my last email regarding your client’s petition for cancellation of the Powder trademark of my
client. '

| had hoped to hear from you regarding this matter as my client was willing to assign and sell the trademark to your client even
though she still uses and has used this since its inception.

Please contact me regarding this as | believe that we can settle this matter without having to go through the entire process.
Very truly yours,

Mitchell Wexler

Mitchell Wexler

Friedman & Wexler, LLC

500 W. Madison St. Ste 2910

Chicago, IL 60661
312-474-1000

9/12/2007
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Fields, Paul 2oe s/

From: Fields, Paul
Sent: Monday, October 01, 2007 12:05 PM

To: 'mitchell wexler'
Subject: RE: Cancellation No. 92047819 Paul Stuart, Inc. v. Powder Our Ref: 06082/7001451-000

To my office

From: mitchell wexler [mailto:mhwexler@friedmanandwexler.com]
Sent: Monday, October 01, 2007 12:05 PM

To: Fields, Paul
Subject: RE: Cancellation No. 92047819 Paul Stuart, Inc. v. Powder Our Ref: 06082/7001451-000

Where would you like the information delivered?

Mitchell Wexler

Friedman & Wexler, LLC

500 W. Madison St. Ste 2910
Chicago, IL 60661
312-474-1000

From: Fields, Paul [mailto:Pfields@ Darbylaw.com]

Sent: Monday, October 01, 2007 11:00 AM

To: mitchell wexler

Cc: Winston, Laura J

Subject: RE: Cancellation No. 92047819 Paul Stuart, Inc. v. Powder Our Ref: 06082/7001451-000

Mitch:

As | had previously advised you, before my client will engage in seftlement discussions or begin
any negotiations in connection therewith, we first have to have proof of continuous use of the mark by your
client on all the goods listed in the Registration.

Sincerely,
Paul

From: mitchell wexler [mailto:mhwexler@friedmanandwexler.com]

Sent: Monday, October 01, 2007 11:45 AM

To: Fields, Paul

Cc: Winston, Laura J

Subject: RE: Cancellation No. 92047819 Paul Stuart, Inc. v. Powder Our Ref: 06082/7001451-000

Mr. Fields:
Would your client be interested in this for $20,000.007

Mitchell Wexler

- Mitchell Wexler
Friedman & Wexler, LLC
500 W. Madison St. Ste 2910

10/1/2007



10/1/2007

Chicago, IL 60661
312-474-1000

From: Fields, Paul [mailto:Pfields@Darbylaw.com]

Sent: Thursday, September 27, 2007 4:12 PM

To: mitchell wexler

Cc: Winston, Laura J .

Subject: Re: Cancellation No. 92047819 Paul Stuart, Tnc. v. Powder Qur Ref: 06082/7001451-000

Dear Mitch:

This is in response to your email of 11 September 2007 to my colleague Laura Winston relative to
the above matter. | have discussed the matter of your offer as set forth in your letter of 14 August
with my client. They have advised me that they are not interested in an offer of that magnitude.
Moreover, as | had mentioned to you during our telephone discussion, any such offer has to include
proof of use of the mark on all of the goods identified in the Registration.

Sincerely,
Paul

Paul Fields

7 World Trade Center

250 Greenwich Street

New York, NY 10007-0042

212.627.7740 | Direct Number
212.627.7701 | Fax Number

www.darbylaw.com

CONFIDENTIALITY NOTICE. This email message and any attachments may be confidential and
may be subject to the attorney-client privilege or other privilege. If you are not the intended
recipient, please do not read, copy or re-send this email message or its attachments; immediately
notify the sender by reply email or by collect call to 212.5627.7700 or 206.262.8900; and delete this
email message and any attachments. Thank you for your assistance.
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CORP/LLC - CERTIFICATE OF GOOD STANDING Page 1 of 1

ERURI\VEILLINOIS = &85 e

SERVICES PROGRAMS PRESS PUBLICATIONS DEPARTMENTS CONTACT

LLC FILE DETAIL REPORT

| Entity Name ‘ ‘ POWDER, L.L.C. ‘ ‘ File Number ‘ ‘ 00847992
| Status | | INVOLUNTARY DISSOLUTION ‘ ‘ On ‘ ‘ 06/30/2006
| Entity Type ‘ ‘ LLC ‘ ‘ Type of LLC ‘ ‘ Domestic
| File Date ‘ ‘ 01/23/2003 ‘ ‘ Jurisdiction ‘ ‘ IL
| Agent Name ‘ ‘ MITCHELL H. WEXLER ‘ ‘ Agent Change Date ‘ ' 01/23/2003
Agent Street Address 500 W MADISON ST STE 2910 Principal Office 3412 HALDERMAN ST

LOS ANGELES 90066

| Agent City ‘ | CHICAGO ‘ ‘ Management Type ‘ [ MBR

| Agent Zip ‘ ‘ 60661 ‘ ‘ Dissolution Date ‘
Annual Report Filing 00/00/0000 For Year 2006
Date

| Series Name ‘ ‘ NOT AUTHORIZED TO ESTABLISH SERIES

Return to th rch Screen

BACK TO CYBERDRIVEILLINOIS.COM HOME PAGE
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