Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA157607

Filing date: 08/17/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92047793

Party Defendant
MODERN BANK, N.A.

Correspondence MODERN BANK, N.A.

Address 400 PARK AVENUE, 9TH FLOOR
NEW YORK, NY 10022

UNITED STATES

Submission Answer

Filer's Name John F. Friedemann, Esq.

Filer's e-mail jfriedemann@frigolaw.com

Signature [iff/

Date 08/17/2007

Attachments EXCEL-TRADEMARKS-92047793 Answer to Petition to Cancel

(00049242).PDF ( 4 pages )(133458 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Bancorp Rhode Island, Inc.

Petitioner,

Cancellation No. 92047793
Reg. No.: 2,495,729

X
V. :
Modern Bank, N.A. | Reg. Date: October 9, 2001
X

Mark: EXCEL BANK (and Design)
Registrant.

ANSWER TO PETITION TO CANCEL

On July 23, 2007, Modern Bank, N.A. assigned registration number 2,495,729 to
Excel National Bank (“Registrant”). Registrant recorded this Assignment with the United States
Patent and Trademark Office on August 2, 2007 as number 900083438. Accordingly, Registrant
is the current owner of the mark and by its attorneys, hereby Answers the Petition to Cancel (the
“Cancellation”) of Bancorp Rhode Island, Inc. (“Petitioner”’) and admits, denies and alleges as
follows:

1. Registrant admits the allegations in paragraph 1 of the Cancellation.

2. Registrant is without knowledge or information sufficient to form a belief as
to the truth of the allegations in paragraph 2 of the Cancellation and therefore denies each and

every allegation in that paragraph on that basis.

3. Registrant denies each and every allegation in paragraph 3 of the
Cancellation.

4. Registrant denies each and every allegation in paragraph 4 of the
Cancellation.

{00048973.DOC;v1}



5. Registrant denies each and every allegation in paragraph 5 of the

Cancellation.

AFFIRMATIVE DEFENSES

As separate and affirmative defenses to the Cancellation, Registrant alleges as

follows:

FIRST AFFIRMATIVE DEFENSE

Petitioner has, by its own conduct and words, waived any purported claim set forth in

the Cancellation, and said waiver bars the relief requested therein.

SECOND AFFIRMATIVE DEFENSE

The Cancellation, and each allegation contained therein, is barred in whole or in part

by the doctrine of estoppel.
THIRD AFFIRMATIVE DEFENSE

The Cancellation, and each allegation contained therein, is barred in whole or in part
by virtue of Petitioner’s knowledge of the use of the subject mark by Registrant.

FOURTH AFFIRMATIVE DEFENSE

The Cancellation, and each allegation contained therein, is barred in whole or m part
by virtue of Petitioner’s mistake of fact and/or law regarding the facts and transactions alleged in

the Petition.

FIFTH AFFIRMATIVE DEFENSE

The Cancellation, and each allegation contained therein, is barred in whole or in part

by the doctrine of “unclean hands.”

SIXTH AFFIRMATIVE DEFENSE

The Cancellation, and each allegation contained therein, is barred in whole or in part

by the doctrine of laches.
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WHEREFORE, Registrant respectfully requests that the Cancellation be dismissed
with prejudice.
Dated: August 17,2007 Respectfully submitted
FRIEDEMANN GOLDBERG LLP

By: /iff/
John F. Friedemann

John F. Friedemann (SBN 115632)
Ronald P. Wargo (SBN 197018)
Adriana N. Dydell (SBN 239516)
FRIEDEMANN GOLDBERG LLP
420 Aviation Boulevard, Suite 201
Santa Rosa, California 95403
Telephone: (707) 543-4900
Facsimile: (707) 543-4910

Attorneys for Registrant
EXCEL NATIONAL BANK
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PROOF OF SERVICE

I, Sharlene M. Poague, declare:

I am employed in the County of Sonoma, State of California. I am over the age of
eighteen years and not a party to the within cause of action; my business address is Friedemann
Goldberg LLP, 420 Aviation Boulevard, Suite 201, Santa Rosa, California 95403.

On August 17, 2007, I caused to be served in the manner indicated the foregoing

ANSWER TO PETITION TO CANCEL

on the parties involved addressed as follows:

AMY B. SPAGNOLE, ESQ.
HINCKLEY ALLEN SNYDER LLP
28 STATE STREET

BosTtON, MA 02109-1775

[X] BY MAIL on the following paity(ies) in said action, in accordance with CCP § 1013(a),
by placing a true copy thereof enclosed in a sealed envelope in a designated area for outgoing
mail, addressed as set forth above. In the ordinary course of business at the Law Offices of
Friedemann Goldberg LLP, mail placed in that designated area is given the correct amount of
postage, and is deposited that same day in a United States mailbox in the city of Santa Rosa,
California.

[1] BY PERSONAL DELIVERING a true and correct copy thereof, in accordance with
CCP §1011, to the person(s) and at the address(es) set forth above.

[ 1] BY FACSIMILE transmission, in accordance with CCP § 1013(e), to the following
party(ies) at the facsimile number(s) indicated.

[] BY OVERNIGHT DELIVERY on the following party(ies) in said action, in accordance
with CCP § 1013(c), by placing a true copy thereof enclosed in a sealed envelope, with delivery
fees paid or provided for, in a designated area for outgoing overnight mail, addressed as set forth
below. In the ordinary course of business at the Friedemann Goldberg LLP mail placed in that
designated area is picked up that same day for delivery the following busmess day.

I declare under penalty of perjury under the laws of the State of California that the
foregoing is true and correct. Executed on August 17, 2007, at Santa Rosa, California.

SN

Sharlene M. Poague
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