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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

ACTIBIOL, S.A. Cancellation No. 92047581

Petitioner,

T.M. CAPSOL-T

V. R.N. 3,149,821
MOR-NUTECH, INC.

Respondent.

OPPOSITION TO REGISTRANT'S MOTION TO SUSPEND

Petitioner Actibiol, S.A. ("Actibiol") opposes Registrant Mor-Nutech's ("Mor-Nutech")
request to suspend this proceeding pending the outcome of Opposition No. 91179324'. Mor-
Nutech's request was stated in the third paragraph of a letter dated September 4, 2008, received
by the Board September 9, 2008. This letter was not served on Actibiol.

Actibiol opposes Mor-Nutech's request to suspend because it was not served on Actibiol,
because it is not related to the pending motion for summary judgment, because suspension would
cause unnecessary delay, and because the final determination in Opposition No. 91179324 will
not have a bearing on the issues raised in Actibiol's pending motion for summary judgment in
this proceeding. Actibiol's motion for summary judgment has been fully briefed by both parties
and is potentially dispositive. Suspending this proceeding at this time would only cause

unnecessary delay.

! Mor-Nutech actually cites to Opposition No. 91178324 and 91179423, but Actibiol believes the
correct number is 91179324.
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I LEGAL STANDARD FOR MOTION TO SUSPEND

The Board has the inherent power to stay proceedings upon its own initiative, upon
motion, or upon stipulation of the parties approved by the Board. 37 CFR 2.117(a); TBMP
510.01. The Board may suspend proceedings pending the final determination of another Board
proceeding. TBMP 510.02(a). However, ordinarily the Board will order such a suspension only
if the final determination in the other proceeding will have a bearing on the issues before the
Board. Id

Notably, if a potentially dispositive motion is pending when the request for suspension is
made, the Board may decide the potentially dispositive motion before considering the question of
suspension. Id.; see also Boyds Collection Ltd. v. Herrington & Co., 65 USPQ2d 2017, at *5
(TTAB 2003) (considering potentially dispositive motion before considering motion to suspend).
This policy prevents a party from escaping a potentially dispositive motion by moving to
suspend. Id.; TBMP 510.02(a).
IL THE FINAL DETERMINATION IN OPP. NO. 91179324 HAS NO BEARING ON

THE ISSUES IN THE PENDING MOTION FOR SUMMARY JUDGMENT

Actibiol's pending motion for summary judgment raises two issues: (1) whether the
applicant of the registration at issue filed a proper Statement of Use; and (2) whether the
application that issued into the registration was assigned in violation of the prohibition against
assignment of intent-to-use applications. The outcome of Opposition No. 91179324 will not
have any bearing on these two issues. That opposition centers on a separate trademark
application for the mark CAPSIBIOL-T. The Board's determination of Mor-Nutech's rights to
that trademark application has no bearing on the defects in the present registration for CAPSOL-
T, as set out in Actibiol's motion for summary judgment.

If the Board suspends this proceeding pending the outcome of Opposition No. 91179324,
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that opposition will proceed and the Board will decide whether Mor-Nutech's application for
"CAPSIBIOL-T" can register. After that determination, this proceeding will resume and the
Board will face the very same issues it faces today, set out in Actibiol's motion for summary
judgment -- the improper Statement of Use and assignment. Thus, suspending proceedings prior
to ruling on Actibiol's motion for summary judgment will not save any time or effort. The only
result will be needless delay.
III. MOR-NUTECH'S MOTION WAS NOT SERVED

Additionally, Actibiol objects to consideration of Mor-Nutech's motion to suspend, as it
was not served on Actibiol. Mor-Nutech's motion lacks a certificate of service. On its own
initiative, Actibiol located Mor-Nutech's motion on the TTAB website. The rules require a
proper certificate of service before any paper will be considered. 37 CFR 2.119(a) ("Proof of
such service must be made before the paper will be considered by the Office.").
IV. PROCEEDINGS ARE ALREADY SUSPENDED

Finally, Actibiol notes that proceedings are already suspended pending the outcome of
the pending motions for summary judgment. Proceedings were suspended on January 7, 2008,
and the Board's order stated that "[a]ny paper filed during the pendency of these motions which
is not relevant thereto will be given no consideration." Mor-Nutech's request for suspension is
not relevant to the pending motions for summary judgment, and therefore it should not be
considered.
"
I
"
"
7



Cancellation No, 92047581
TRADEMARK
Docket No. 110.2%2/A902

V. CONCLUSION
For the reasons given above, Actibiol asks the Board to deny Mor-Nutech's motion to
suspend this probeeding pending the outcome of Opposition No. 91179324,
Respectfully submitted,

DATED: September 24, 2008 By ,r@ e, X Q;/LA

Tiffanly A. Parcher

CHRISTIE, PARKER & HALE, LLP
Post Office Box 7068

Pasadena, California 91109-7068
Phn: (626) 795-9900

pto@ecph.com
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CERTIFICATE OF MAILING AND SERVICE

I certify that on September 24, 2008, the OPPOSITION TO REGISTRANT'S MOTION TO
SUSPEND is being electronically deposited with:

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

It is further certified that on September 24, 2008, the foregoing OPPOSITION TO
REGISTRANT'S MOTION TO SUSPEND is being served by mailing a copy thereof by first-class mail
addressed to:

Mor-Nutech, Inc.
1112 Cherry Lane
West Lafayette, Indiana 47906

%.WO J

Roxanne Games

Christie, Parker & Hale, LLP
P.O. Box 7068

Pasadena, CA 91109-7068
pto@cph.com
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